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PATENT    CAUSES 


DECIDED 


IN    THE  — 

Circuit    Courts  of   the    United    States 


Robert  Eastman 

vs. 

Jonas  H.  Hinckel  et  al.    Trading  as  George  E. 

Cliver  &  Co.     In  Equity. 

Letters  patent  granted  lo  Robert  Eastman,  August  29th,  1871,  numbered 
118440,  for  an  **  improvement  in  composition  fcr  soap  :*'  //f/d,  valid 
and  infringed  by  the  defendants. 

(Before  Butler,  J.,  Eastern  District  of  Pennsylvania,  December,  1879.) 

Butler,  J. 

Letters-patent  No  118,440,  were  issued  to  Robert  Eastman, 
August  29th,  187 1,  for  an  **  Improvement  in  Composition  for 
Soap."  The  specifications  describe  it  as  intended  **  for  clean- 
ing tin,  brass,  iron,  earthenware,  woodenware,  polishing 
marble,  all  metals,  etc.,*'  and  as  consisting  **  of  the  ingredi- 
ents and  the  proportions  hereinafter  given,  as  follows  :  To 
one  thousand  pounds  of  tallow,  and  caustic  soda  sufficient  to 
saponify  the  tallow,  add  two  hundred  and  fifty  pounds  resin, 
and  sufficient  lye  to  saponify  the  resin,  and  water  enough  to 
make  the  mass  weigh  about  seven  thousand  pounds,  then  add 
from  three  and  a  half  to  four  parts  of  pulverized  quartz  to 
one  part  of  the  above  mixture,  and  boil  the  whole  in  any  suit- 
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able  kettle  or  vessel  until  the  proper  consistency  is  had,  after 
which,  it  should  be  poured  into  frames  and  cut  into  cakes  or 
bars  of  any  required  length  when  cool."  The  claim  is  in  the 
following  language  :  **  A  soap  composed  of  the  ingredients, 
and  in  about  the  proportions  given." 

The  plaintiff  charges  the  defendants  with  making  and  vend- 
ing the  above  described  soap.     The  defendants  deny  this, 
and  also  assert  that  the  complainant  has  not  manufactured 
soap  according  to  the  process  covered  by  his  patent,  and  that 
he  was  not  the  first  inventor  of  this  process.     A  careful  ex- 
amination of  the  proofs  has  satisfied  me  that  the  soap  made 
by  the  defendants,  and  that  covered  by  the  patent  are  the 
same,  substantially.     The  defendants,  probably,  use  a  greater 
proportion  of  resin,  and  there  is  some  disagreement  in  the 
testimony  respecting  the  effects  of  this.     The  weight  of  the 
evidence,  however,  is   that   the   quality  of  the  soap   is   not 
changed.     Mr.  Day,  called  by  the  defendants,  and  other  wit- 
nesses, say  it  simply  increases  the  bulk,  and  thereby  **  cheap- 
ens" the  article.     The  s^l-soda  and  borax,  added  by  the  de- 
fendants, arc  also  unimportant.     In  the  quantities  employed, 
at  least,  they  can  have  no  material  effect.     It  is  not  improb- 
able,   indeed,     that    these    immaterial   variations   from    the 
plaintiff's  process  were  made  in  the  hope  of  escaping,  there- 
by, responsibility  for  infringement.     Mr.  Cliver  had  been  in 
the  plaintiff's  employment,  and  was  familiar  with  his  process. 
He  projected   the  business  which   the  defendants  have  car- 
ried on,  and  it  was  his  knowledge  and  experience,  doubtless, 
that  induced  his  co-partners  to  unite  with  him  in  the  enter- 
prise.    At  the  outset,  if  the  testimony  of  Mr.  Button  is  true, 
(and  Mr.  Cliver  did  not  appear  before  the  Commissioner  to 
contradict  it)  he  openly  avowed  his  purpose  to  produce  the 
same  article  that  the  plaintiff  manufactured,  and  when  re- 
minded of  the  patent,  and  the  risk,  replied  that  *'  he  didn't 
care,  he  had  as  good  a  right  to  make  it  as  any  one  else." 

As  respects  the  question  of  priority  and  prior  use,  the  bur- 
den of  proof  is  on  the  defendants  ;  and,  while  they  have  pro- 
duced evidence  bearing  on  the  question,  I  do  not  consider  it 
sufficient  to  overcome  ih^ prima  facie  case  presented  by  the 
patent,  supported,  as  it  is,  by  the  counter  evidence  furnished 
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by  the  plaintiff.  The  plaintifif's  process,  as  respects  the  use 
of  pulverized  quartz,  is  new.  The  principal  object  of  the 
"Dther  ingredients  is  to  hold  the  particles  or  quartz  in  a  com- 
pact mass.  Similar  soap,  omitting  the  quartz,  has  been  long 
in  use  ;  and  sand,  pulverized  quartz,  and  other  similar  sub- 
stances have  been  employed  in  scouring  for  many  years.  Soap 
and  sand,  and  other  gritty  substances  had  been  combined  long 
before  the  date  of  this  patent ;  but  the  result  was  not  satis- 
factory, and  the  need  of  a  better  scouring  material  led  many 
persons  to  seek  for  it.  Others  than  the  plaintiff  were,  and  for 
a  considerable  time  had  been  experimenting  in  that  direction, 
but  it  is  not  proved  that  any  one  successfully  employed  the 
process  and  ingredients  here  involved,  in  advance  of  him. 
The  testimony  of  witnesses  in  respect  to  what  they  saw  or  did 
years  ago,  in  describing  machinery  or  other  articles  of  manu- 
facture, must  be  received  with  caution.  The  production  of 
the  machine  or  other  articles  involved  would  be  much  more 
satisfactory.  The  failure  to  produce  them  is  of  itself  entitled 
to  no  little  weight  in  considering  thje  value  of  such  testimony. 
Experience  shows  that  men  are  not  slow  to  claim  letters- 
patent  for  any  new  and  useful  thing  discovered  or  invented  ; 
and  the  absence  of  any  such  claim  here,  by  others  who  were 
experimenting  at  the  same  time  the  plaintiff  was,  or  before, 
is  not  without  importance  in  considering  the  question  of 
priority. 

A  decree  will  be  prepared  in  the  plaintiff's  favor. 

Francis  D.  PasioriuSy  for  the  complainant. 

H.  W.  Gimber  and  Thos.  Greenbank^  for  the  defendants. 
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Matthew  Gottfried  et  al. 


vs. 


The  Phillip  Best  Brewing  Company 


Same  vs.  Valentine  Blatz. 


Same  vs.  The  Joseph  Schlitz  Brewing  Company. 


Same  vs.  Jacob  Obermann  et  al. 


Same  7^s.  Peter  Fortune  et  al. 


Same  vs.  Frank  Barthoi,omae  et  al. 


Same  vs.  Peter  Schoenhofen. 

To  overthrow  the  presumption  of  joint  invention  raised  by  the  filing  of  a 
joint  application  upon  a  joint  oath,  the  evidence  must  be  clear  and  une- 
quivocal. 

Joint  invention  is  the  result  of  mutual  contributions'of  the  parties  ;  and,  if  one 
suggests  an  idea  in  a  general  way  and  the  other  falls  in  with  it,  and,  by 
his  aid,  develops  and  gives  definite  practical  embodiment  to  it,  the  two 
may  be  considered  joint  inventors. 
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If  a  patented  machine  is  torn  down  and  afterwards  rebuilt,  and,  in  the  re- 
building, changed  so  as  to  lose  its  identity  and  become  substantially  a 
new  construction,  its  owner  will  not  be  authorized  to  use  it  under  a  li- 
cense limited  to  the  original  machine. 

Features  of  construction  indispensable  to  the  operation  of  a  machine  for  the 
purpose  for  which  it  is  intended,  cannot  be  disregarded  in  determining 
whether  such  machine  anticipates  a  subsequent  patent. 

The  description  in  a  prior  patent  or  publication,  to  anticipate  a  subsequent 
patent,  must  embody  substantially  the  same  organized  mechanism, 
operating  substantially  in  the  same  manner  as  that  described  in  the 
patent  claimed  to  have  been  anticipated. 

Old  instruments  placed  in  new  and  different  organizations,  producing  in 
such  situation  diflferent  results,  or  the  same  results  by  a  new  and  differ- 
ent mode  of  operation,  do  not  prevent  such  newly  organized  mechanism 
from  being  patentable. 

To  justify  a  court  in  overthrowing  a  patent  granted  for  what  appears  to  be  a 
new  and  useful  invention  orjmprovement,  on  the  ground  that  the  device 
has  been  anticipated  by  another  and  earlier  invention,  the  court  should 
be  well  satisfied  by  clear  and  credible  testimony,  that  the  alleged  earlier 
invention  actually  existed  ;  that  it  was  a  perfected  device,  capable  of 
practical  use,  and  that  it  was  embodied  in  distinct  form,  and  carried  into 
operation  as  a  complete  thing,  and  was  not  merely  an  unperfected  or 
abandoned  experiment. 

A  rude  machine  constructed  for  the  purpose  of  experiment,  and  subsequently 
broken  up,  deserted,  and  abandoned,  cannot  be  regarded  as  such  a  per- 
fected invention  as  will  defeat  a  patent. 

Particular  changes  may  be  made  in  the  construction  and  operation  of  an 
old  machine,  so  as  to  adapt  it  to  a  new  and  valuable  use  not  known 
before,  and  to  which  the  old  machine  had  not  been,  and  could  not  be, 
applied  without  those  changes :  and,  under  these  circumstances  and 
conditions,  if  the  machine,  as  changed  and  modified,  produces  a  new 
and  useful  result,  it  may  be  patentable  and  upheld  under  existing  laws. 

Claims  containing  words  referring  back  to  the  specification,  must  be  con- 
strued in  the  light  of  the  explanations  contained  in  the  specification. 

A  claim  to  "  the  application  of  heated  air,  under  blast,  to  the  interior  of  casks, 
by  means  substantially  as  described  and  for  the  purposes  set  forth/' 
embraces  the  particular  means  and  mode  of  operation  described  in  the 
specification. 

The  validity  of  Letters  Patent  No.  42,580  granted  to  Matthew  Gottfried  and 
J.  F.  T.  Holbeck,  May  3d,  1864,  for  an  improved  mode  of  pitching 
barrels,  reaffirmed. 

(Before  Dyer,  J.,  Eastern  District  of  Wisconsin,  December,  1879.) 
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Dyer,  J. 

The  Issues^  and  History  of  Cases, — These  are  cases  involving 
the  validity  of  a  patent  issued  to  complainants,  as  the  al- 
leged inventors  of  an  improvement  in  pitching  barrels.  The 
four  first  entitled  cases  were  commenced  and  are  pending  in 
this  court.  The  three  other  cases  are  pending  in  the  Circuit 
Court  of  the  United  States  for  the  Northern  District  of 
Illinois,  and,  as  all  involve  the  validity  of  the  same  patent,  it 
was  stipulated  that  all  should  be  heard  together  and  decided 
by  the  court  in  this  District,  and  that  the  same  decrees  might 
be  entered  in  the  cases  in  Illinois  that  should  be  entered  in  the 
cases  pending  in  this  court. 

The  bills  in  all  the  cases  are  similar,  alleging  that  com- 
plainants Gottfried  and  Holbeck  were  the  original  and  first 
inventors  of  a  new  and  useful  improvement  in  pitching  bar- 
rels; that  letters  patent  were  issued  to  them,  dated  May  3, 
1864,  and  that  the  defendants  are  infringers;  and  the  prayers 
of  the  bills  are  for  injunctions  and  accounts. 

The  answers  of  the  defendants  in  the  cases  pending  in  this 
court  deny  that  Gottfried  and  Holbeck  were  the  original 
inventors  of  the  alleged  improvement  or  device,  and  pre- 
sent issues  as  to  the  validity  of  complainants'  patent.  As 
further  defences,  it  is  alleged  that  complainants'  invention  is 
anticipated,  first,  by  a  mechanism  used  by  one  Samuel  Pierce, 
at  Greenfield,  Massachusetts,  in  the  soldering  business;  sec- 
ond, by  what  is  known  as  the  Beck  machine ;  third,  by  the 
Davison  and  Symington  patent,  granted  in  England  in  1843; 
fourth,  by  a  patent  granted  in  England  to  Charles  Pierre  De 
Vaux  in  1835  ;  fifth,  by  the  Neilson  patent,  granted  in  Eng- 
land in  1828 ;  sixth,  by  a  patent  granted  in  England  to  George 
Hinton  Boville  in  1846;  seventh,  by  the  Cochrane  and  Gallo- 
way patent,  granted  in  England  in  181 8.  Further  defences 
are  interposed  to  the  effect  that  the  description  of  complain- 
ants* invention,  as  set  forth  in  the  specifications  annexed  to  the 
letters  patent,  is  incomplete  and  ambiguous;  that  complainant 
Holbeck  was  not  a  joint  inventor  with  complainant  Gottfried ; 
that  complainants'  apparatus  is  an  old  invention  applied  to  a 
new  use  and  object,  and  that  this  new  use  and  object  are 
analogous  to  the  use  and  object  to  effect  which  such  invention 
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had  been  previously  notoriously  used;  and  infringement  by 
the  defendants  is  denied. ' 

The  original  answers  in  the  Illinois  cases  also  deny  that 
Gottfried  and  Holbeck  are  the  original  and  first  inventors  of 
their  device.  They  further  set  up  the  Neilson  patent  and  the 
Davison  and  Symington  patent  as  anticipating  complainants* 
invention,  and  infringement  is  denied. 

The  cases  in  Illinois  were  brought  to  final  hearing,  and,  in 
June,  1878,  a  decree  was  entered  in  favor  of  complainants. 
Afterward,  and  at  the  December  term,  1878,  on  motion,  the 
decree  was  opened  and  the  defendants  allowed  to  make  fur- 
ther defences.  On  the  4th  day  of  March,  1879,  the  defendants 
in  those  cases  filed  amendments  to  their  answers,  in  which  it 
was  averred  that  complainant  Holbeck  was  not  a  joint  in- 
ventor with  Gottfried  of  the  device  which  they  alleged 
was  their  invention,  and  in  which  the  defendants  set  up 
anew  the  Davison  and  Symington  patent,  and  also  the  pat- 
ent issued  to  De  Vaux,  as  anticipating  complainants'  patent. 
The  defendant  Schoenhofen,  in  his  amended  answer,  also 
alleged  that  about  the  12th  day  of  April,  1S77,  complainant 
Holbeck  g^ve  him  full  license  to  use  and  operate  the  pitching 
machine  which  was  then  in  use  in  his  brewery. 

From  the  issues  made  by  the  bills  and  original  answers  in 
the  Illinois  cases,  and  from  the  opinion  of  Judge  Blodgett,  13 
OflF.  Gaz.,  1,1 2 8,*  it  is  evident  that  the  contest  in  those  cases  was 
upon  the  questions  as  to  whether  complainants'  patent  was 
anticipated  by  the  Davison  and  Symington,  and  the  Neilson 
patents^  and  as  to  whether  the  devices  employed  by  the  de- 
fendants in  those  cases  were  infringements  of  complainants' 
patent.  The  court  held  that  complainants'  patent  was  not 
anticipated  by  the  two  patents  mentioned,  and  that  the  de- 
vices used  by  the  defendants  in  those  cases,  including  what 
are  known  as  the  Vogt  machine  and  the  Shlaudeman  machine, 
infringed  complainants'  patent. 

The  application  for  a  re-hearing  in  the  Illinois  cases  was 
based  upon  affidavits  to  the  effect  that  complainant  Holbeck 
was  not  a  joint  inventor  with  complainant  Gottfried  of  the 
invention  covered  by  their  letters  patent,  and  that  complain- 
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ants'  patent  was  anticipated  by  the  patent  to  De  Vaux,  issued 
in  1835,  all  of  which  was  claimed  to  be  newly  discovered  evi- 
dence which  came  to  the  knowledge  of  the  defendants  in  those 
cases  subsequent  to  the  entering  of  the  decree  sustaining  com- 
plainants' patent.  And,  from  the  opinion  of  Judge  Blodgett 
opening  the  decrees  and  granting  a  re-hearing,  it  appears  that 
such  action  was  taken  to  enable  the  defendants  in  the  Illinois 
cases  to  interpose,  as  new  defences,  the  claims  that  Holbeck  was 
not  a  joint  inventor  with  Gottfried,  and  that  their  patent  was 
anticipated  by  the  De  Vaux  patent,  and  these,  together  with  the 
claim  by  the  defendant  Schoenhofen,  that  he  obtained  from  the 
complainant  Holbeck  a  license  to  use  and  operate  the  pitching 
machine  in  use  in  his  brewery,  constitute  the  additional  de- 
fences set  up  by  the  defendants  in  the  Illinois  cases  in  their 
amendments  to  their  original  answers,  which  were  filed  after 
the  decree  was  opened  and  the  re-hearing  granted. 

Complaitianis^  Invention. — Complainants*  alleged  invention 
consists  of  an  improvement  in  pitching  barrels,  or,  more 
accurately  speaking,  in  heating  barrels  preparatory  to  the 
operation  of  pitching  them ;  the  object  of  the  invention 
being  the  preparation  of  casks  or  barrels  for  receiving  pitch 
to  render  them  impervious  to  the  air,  by  subjecting  them 
to  blasts  of  highly  heated  air  by  means  of  an  apparatus 
which  is  described  as  consisting  of  a  furnace  which  has 
a  vertical  central  opening  through  it.  Near  the  base  of  the 
furnace  is  a  grate,  beneath  which  is  an  ash  pit,  and  above 
which  is  a  fire-chamber  covered  by  a  lid.  An  opening  is 
made  through  the  side  of  the  furnace,  which  forms  an  external 
communication  with  the  internal  chamber,  either  below  or 
above  the  grate.  This  opening  communicates  with  a  fan  case, 
arranged  outside  the  furnace,  and  which  is  furnished  with  a 
series  of  rotary  fans  which  may  be  rotated  by  any  convenient 
motive  power.  The  movement  of  the  fans  creates  a  blast  of 
air  which  is  carried  into  the  furnace  chamber  through  the 
opening  which  communicates  with  the  chamber,  and  through 
the  fire  on  the  grate,  and  which  is  allowed  to  escape  through 
a  passage  near  the  top  of  the  furnace.  Between  this  passage 
and  the  cask  which  it  is  desired  to  heat,  a  communication  is 
formed  by  means  of  a  detachable  pipe.     This  pipe  enters  a 
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short  tube  which  passes  through  and  is  affixed  to  a  covering 
plate,  which  is  employed  to  close  or  partially  close  the  open- 
ing in  the  head  of  the  cask  by  adjusting  it  on  the  inner  side 
of  the  cask  head.  By  this  apparatus,  the  heated  products 
of  combustion  are  forced  into  the  cask,  and,  when  the  interior 
of  the  cask  is  thus  subjected  to  heat,  it  is  claimed  that,  as 
melted  resin  or  other  substance  is  applied,  it  will  thoroughly 
permeate  the  pores  and  interstices  of  the  inner  surface. 

The  patentees  claim  as  new :  First,  the  application  of  heated 
air  under  blast  to  the  interior  of  casks  by  means  substantially 
as  described,  and  for  the  purposes  set  forth ;  second^  the  use 
of  a  removable  conductor,  in  combination  with  a  furnace  and 
blowing  apparatus,  arranged  and  operating  substantially  as 
described ;  and  third,  the  tube-holding  plate  in  combination 
with  the  removable  pipe  and  blast  furnace,  substantially  as 
and  for  the  purposes  described. 

Taking  up  the  questions  involved  in  suitable  order: 

I.  Joint  Invention, — Were  Gottfried  and  Holbeck  joint  in- 
ventors of  the  device  covered  by  their  patent.?  The  appli- 
cation for  the  patent,  and  the  oath  accompanying  the  same, 
affirm  that  these  parties  jointly  invented  the  device  for  which 
they  sought  to  secure  letters  patent,  and  the  patent  was 
issued  to  them  jointly.  To  overthrow  the  presumption  of 
joint  invention,  created  by  the  filing  of  a  joint  application 
upon  a  joint  oath,  the  evidence  should  be  clear  and  un- 
equivocal. It  is  true,  that,  where  a  device  or  combination 
is  claimed  to  have  been  the  joint  invention  of  two  or  more 
parties,  and  the  question  arises  for  determination  upon  evi- 
dence, it  must  appear  that  it  was  the  product  of  their  mutual 
suggestions  and  joint  efforts,  for  joint  invention  is  the  result 
of  the  mutual  contributions  of  the  parties.  And,  if  one  sug- 
gests an  idea  in  a  general  way  and  the  other  falls  in  with  it, 
and  by  his  aid  develops  it  and  gives  it  definite  practical  em- 
bodiment, the  two  may  be  considered  joint  inventors.  Chase 
V.  Chase ^  Com.  Dec,  1873,  p.  99. 

Upon  the  whole  testimony  bearing  on  the  question,  and 
without  entering  upon  an  analysis  of  it  in  detail,  I  am  of 
opinion  that  both  the  mechanism  and  application  of  the 
principle  involved  in  its  operation  are  shown  to  have  been 
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the  product  of  the  mutual  suggestions  and  experiments  of 
these  parties,  and  that  they  took  an  equal  interest  in  perfect- 
ing and  patenting  the  invention,  so  that  in  a  just  sense  it  may 
be  said  to  be  the  product  of  their  joint  ideas,  suggestions,  and 
experiments. 

2.  Claim  of  License  by  Defendant  Schoenhofen, — As  to  the 
defendant  Schoenhofen*s  claim  that  he  has  a  license  to  use 
the  invention  covered  by  complainant's  patent.  The  evi- 
dence shows,  that  a  stationary  pitching  machine  was  built 
in  1863,  at  the  brewery  of  Gottfried  and  Schoenhofen.  Sub- 
sequently, Gottfried  sold  his  interest  in  the  brewery  and 
business,  including  the  pitching  machine,  to  Schoenhofen,  and 
it  is  claimed  by  the  latter  that  he  is  now  using  that  machine, 
and  has  the  right  so  to  do  by  virtue  of  his  purchase  from  Gott- 
fried, and  under  the  implied,  if  not  express  permission  of 
Gottfried  and  Holbeck.  The  determination,  therefore,  of  the 
question  as  to  whether  Schoenhofen  has  the  right  of  a  licensee, 
would  seem  to  depend  upon  the  identity  of  the  machine  which 
he  is  now  using,  with  that  which  he  thus  purchased  from 
Gottfried,  and  upon  this  question,  in  the  light  of  the  evidence, 
I  think  there  can  be  no  doubt.  Schoenhofen  testifies  that  the 
machine  built  in  the  brewery  in  1863,  was  there  after  the  dis- 
solution of  the  partnership ;  that  he  bought  it  with  the 
remainder  of  Gottfried's  interest  in  the  brewery,  and  used  it 
for  three  or  four  years  thereafter ;  that  he  erected  a  building 
at  the  place  where  the  old  machine  stood,  and  that  he  was 
obliged  to  tear  down  the  machine  to  secure  necessary  room ; 
that  this  was  done  in  1871  ;  that  he  moved  such  parts  of  the 
original  machine  as  could  be  used,  to  another  place,  and  that 
he  put  up  another  machine  consisting  of  parts  of  the  original 
machine. 

Without  going  into  the  evidence  in  detail,  it  is  enough  to  say 
that  it  tends  clearly  to  establish  the  fact  that  the  machine 
which  the  defendant  Schoenhofen  is  using,  and  which  he 
claims  he  has  a  right  as  licensee  to  use,  is  substantially  a  new 
construction  ;  that  the  identity  of  the  original  machine  built 
at  the  brewery  in  1863,  has  been  destroyed,  and  that  the  evi- 
dence does  not  disclose  such  facts  as  satisfy  my  mind  that 
Gottfried  and  Holbeck  have  expressly  or  impliedly  given  to 
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Schoenhofen  license  or  permission  to  use  the  machine  which 
it  is  understood  he  has  now  in  operation. 

3.  Cochrane  and  Galloway  Patcfit, — In  contesting  the  novelty 
of  complainants'  device,  defendants  have  introduced  an  Eng- 
lish patent  issued  to  Cochrane  and  Galloway  in  181 8,  in 
which  is  described  an  invention  for  "  working  or  making  a 
manufacture,  being  a  machine  for  removing  the  inconvenience 
of  smoke  or  gases  generated  in  furnaces  or  fire  places  by 
the  ignition  or  combustion  of  coals  or  other  inflammable  sub* 
stances,  and  in  certain  cases  for  directing  the  heat  and  apply- 
ing such  smoke  or  gases  to  various  useful  purposes." 

The  mechanism  described  in  the  specifications  and  drawings 
accompanying  this  patent  is  very  complicated,  and  bears  no 
resemblance  to  that  of  complainants.  The  invention  consists 
of  an  improved  air-tight  stove,  furnace  or  fire  place,  in  which 
combustible  substances  may  be  used  to  ''generate  and  convey 
heat  by  the  ignition  and  combustion  of  such  substances,  and 
with  appliances  for  permitting  the  entrance,  and  preventing 
the  escape  of,  atmospheric  air  or  gas  into  or  from  the  same, 
except  by  the  means  formed  for  the  introduction  and  exit  of 
such  air  or  gas  by  means  of  pumps,  valves  or  other  suitable 
machinery,  capable  of  supplying  the  machine  with  atmospheric 
air  to  keep  up  ignition  and  combustion,  and  at  the  same  time 
to  force  out  any  smoke  or  gas  so  generated  against  any  re- 
quired resistance  or  pressure. 

The  inventors  describe  their  invention  as  of  a  three-fold 
character.  The  first  part  of  it  is  for  removing  the  incon- 
venience of  smoke  or  gases  by  the  ignition  or  combustion  of 
inflammable  substances  ;  the  second  part  is,  in  certain  cases,  for 
directing  tlie  heat  so  generated,  and  the  third  is  for  applying 
such  smoke  or  gas  to  various  useful  purposes.  And  the 
inventors,  in  their  specifications,  say  that  their  mechanism  has 
in  view  the  condensing  and  dissipating  of  smoke  and  gas  gen- 
erated in  air-tight  stoves,  furnaces  or  fire  places. 

Upon  a  careful  examination  of  the  Cochrane  and  Galloway 
invention,  as  it  is  described  in  the  patent,  I  am  unable  to  dis- 
cover that  it  involves  what  may  be  properly  called  a  hot  blast. 
One  of  its  objects  is  the  heating  of  boilers  containing  water, 
with  which  there  are  cold  and  hot  water  pipe  connections;  and 
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so  essentially  different  is  this  mechanism  from  complainants', 
and,  so  far  as  I  can  judge,  so  widely  dissimilar  are  the  objects 
of  the  different  inventions  and  the  uses  for  which  they  are  de- 
signed, that  I  do  not  think  complainants'  device  should  be 
regarded  as  anticipated  by  the  Cochrane  and  Galloway  in- 
vention. 

4.  Boville  FatenL — The  same  must  be  said  of  Boville's 
invention,  a  patent  for  which,  granted  in  1846,  has  been 
put  in  evidence,  and  which  invention  relates,  first,  to  an 
arrangement  of  apparatus  for  heating  the  blast  from  the 
tiames  passing  off  from  the  top  or  tunnel  head  of  blast 
furnaces ;  second,  to  an  improved  mode  of  heating  the  air 
or  blast  by  blowing  the  same  partly  through  and  partly 
over  the  fire  in  a  closed  retort  or  fire-proof  chamber.  This 
invention  was  intended  to  be  employed  in  the  manufact- 
ure of  iron,  and  is  *  described  as  an  improved  method  of 
puddling  iron  and  calcining  the  iron  ore.  Two  claims  are 
made  by  the  inventor.  Under  the  first  claim,  cold  air  is  carried 
in  thin  currents  through  air  cells,  absorbing  heat  in  its  passage 
through  such  cells  from  the  flame  of  the  furnace.  By  this  ar- 
rangement, the  air  is  brought  into  contact  with  a  heated  surface, 
and  absorbs  heat  therefrom.  Under  the  second  claim,  the 
heating  apparatus  is  so  arranged  that  part  of  the  air  may  pass 
through  the  fire  and  part  over  it,  and  with  a  furnace  having 
fire  bars  working  with  water,  in  order  that  the  character  of  the 
heated  air,  and  its  effects  in  the  furnace  may  be  varied.  Cold 
air  mixes  with  the  products  of  combustion  and  vapor  of  water 
supplied  from  the  water  troughs  of  the  fire  bars. 

It  is  evident  from  this  description  of  Boville's  invention, 
that  it  does  not  involve  the  production  of  the  same  character 
of  heated  air  or  gases  as  are  produced  by  the  operation  of  com- 
plainants* device.  To  produce  the  results  intended  by  the  first 
claim  of  the  Boville  patent,  it  is  evident  that  the  mechanism 
and  its  methods  of  generating  heat  are  wholly  unlike  that  of 
complainants',  for,  by  ihe  Boville  invention,  the  cold  air  passes 
in  thin  currents  through  air  cells;  and  is  heated  by  absorption 
in  its  passage  through  such  cells  ;  and,  looking  to  the  second 
claim,  although  the  air  may  in  part  pass  through  and  in  part 
over  the  fire,  it  mixes  not  only  with  the  products  of  combus- 
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tion,  but  with  the  vapor  of  water  which  is  produced  by  certain 
apparatus  connected  with  the  fire  bars.  And  it  seems  appar- 
ent that  neither  the  construction  nor  purpose  of  this  invention 
is  to  such  a  degree  analogous  to  that  of  complainants'  device, 
as  to  sustain  the  conclusion  that  the  latter  is  anticipated  by  the 
former. 

5.  Pewter er^s  Hot  Blast. — As  to  the  so-called  pewterer's 
hot  blast,  the  only  testimony  offered  in  support  of  the 
claim  that  Gottfried  and  Holbeck's  invention  was  antici- 
pated by  the  use  of  a  hot  blast  for  soldering  purposes,  is 
that  of  James  D.  Pierce,  who  says  that  he  has  seen  or 
known  in  use  a  hot  air  blast,  where  the  cold  air  was 
blown  in  upon  the  fuel  or  flame  and  out  through  a  hot  air 
pipe  ;  that  it  was  used  in  Greenfield,  Massachusetts,  for 
the  purpose  of  soldering  pewter  or  Brittania  ware,  by  his 
grandfather,  Samuel  Pierce,  forty  or  forty-five  years  ago,  and 
that  he,  the  witness,  worked  the  bellows  for  the  hot  blast.  And 
he  says  he  has  not  seen  such  blast  used  at  any  place  since  that 
time.  The  witness  must  have  been,  according  to  his  present 
age,  only  eleven  or  twelve  years  old  at  the  time  referred  to. 
He  gives  no  description  of  tlie  mechanism  by  which  the  hot 
air  blast  was  produced  or  used,  and  I  do  not.  deem  the  testi- 
mony adequate  to  establish  the  claim  that  complainants'  inven- 
tion was  anticipated  by  the  use  of  a  hot  blast  by  Pierce. 

6.  Davison  and  Symington  Patent, — In  contending  that  com- 
plainants' device  does  not  possess  the  merit  of  novelty,  de- 
fendants strongly  rely  upon  an  English  patent,  granted  in 
1843,  to  Robert  Davison  and  William  Symington,  which  was 
a  device  designed  and  arranged  for  cleansing  barrels. 

So  far  as  the  defendants  in  the  Illinois  cases  invoke  this 
device  as  anticipating  th^t  of  Gottfried  and  Holbeck,  it' 
might  be  well  held  that  the  point  is  adjudicated  by  the  decision 
of  the  Circuit  Court  in  the  Northern  District  of  Illinois,  ren- 
dered in  those  cases,  in  which  the  Davison  and  Symington 
patent  is  considered,  and  is  distinctly  held  as  not  anticipating 
complainants'  patent.  The  question  is,  however,  an  original 
one  in  the  cases  pending  in  this  court,  and  the  defendants  in 
those  cases  are,  therefore,  entitled  to  have  it  considered  as  an 
original  question  here. 
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The  invention  is  described  in  the  specifications  as  "  a  method 
of  cleansing,  purifying  and  sweetening  casks,  vats  and  other 
vessels  ;"  and  the  object  of  the  invention  is  to  free  the 
wood  of  which  casks  and  other  like  vessels  are  constructed, 
while  in  course  of  manufacture  and  in  an  unfinished  state,  from 
any  injurious  coloring  or  flavoring  matter  with  which  it  may 
be  impregnated,  and  to  remove  from  casks  and  barrels,  after 
they  have  been  in  use,  any  mouldy  must  or  other  injurious 
substances  which  may  collect  on  the  inner  surface,  by  expos- 
ing the  same  to  the  action  of  rapid  currents  of  hot  air.  And 
where  a  very  high  temperature  is  found  necessary  to  purify 
thecasksy  steam  may  be  introduced  with  and  in  addition  to  the 
hot  air.  This  device  is  well  described  in  the  opinion  delivered 
by  Judge  Blodgett  in  the  Illinois  cases,  in  which  he  says: 
"  That  device  combined  several  applications ;  one  was  the 
use  of  hot  air,  which  was  driven  into  the  cask  by  a  blast,  in  the 
same  manner  as  in  this  case,  except  that  the  air  was  heated  by 
being  driven  through  heated  tubes— that  is,  a  nest  or  group  of 
iron  pipes  was  arranged  in  a  furnace,  and  the  pipes  becoming 
hot,  the  air  was  driven  through  them  into  the  cask,  whereby 
the  inner  side  of  the  cask  became  heated.  By  that  it  was 
claimed  the  must  and  various  impurities  were  expelled.  The 
same  device,  also,  combined  a  mechanism  for  introducing  a 
rough  chain  into  the  inner  side  of  the  barrel,  and  shaking  or 
rolling  the  barrel  with  the  chain  inside,  whereby  the  barrel 
was  cleansed  of  impurities  which  stuck  to  the  inside.  Some- 
times instead  of  using  the  chain,  they  used  gravel  or  any 
other  substance  by  which  attrition  upon  the  inside  of  the 
cask  could  be  obtained.  A  further  device  was  connected 
with  the  same  mechanism  for  driving  steam  at  a  high  tem- 
perature into  the  cask  for  the  purpose  of  still  further  cleans- 
ing." 

The  mechanism  described  in  the  Davision  and  Symington 
patent,  and  a  model  of  which  has  been  put  in  evidence,  is  a 
furnace  with  horizontal  pipes  extending  along  its  side,  and 
"  pipes  of  a  horse-shoe  form  which  rise  vertically  from  the 
horizontal  pipes  and  communicate  therewith."  There  are  two 
passages,  one  "  for  the  inlet  of  atmospheric  air  from  the  fan 
blower  or  other  impelling  apparatus ;"  and  another  "  for  the 
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outlet  of  the  heated  air  from  the  pipes,"  and  **  nozzles  through 
which  the  heated  air  rushes  into  the  casks  or  other  like  ves- 
sels." 

The  Davison  and  Symington  device  is  much  more  compli- 
cated than  complainants',  and  the  two  were  designed  for  dif- 
ferent purposes.  As  before  stated,  the  apparatus  for  heating 
the  air  described  in  the  English  patent,  consists  of  a  series  or 
group  of  pipes,  bent  in  the  form  of  a  horseshoe,  which  are 
heated  by  the  external  application  of  heat,  and  through 
which  the  air'  passes  and  thus  becomes  heated  before  its 
escape  into  the  cask.  By  this  means,  the  air  is  not  brought 
into  immediate  contact  with  the  fire.  If  the  Davison  and 
Symington  device  could  be  employed  to  heat  barrels  for 
the  purpose  of  pitching  them,  it  is  evident  that  such  re- 
sult would  be  produced  by  a  wholly  diflFerent  mechan- 
ism and  different  process  from  those  which  are  employed  by 
complainants.  The  peculiarity  of  the  Gottfried  and  Holbeck 
invention  is  that,  by  the  use  of  their  mechanism,  the  air  is  car- 
ried directly  through  the  fire,  by  means  of  which  the  element 
of  oxygen  is  eliminated ;  whereas  the  Davison  and  Symington 
device  provides  for  a  blast  of  pure  air,  which  is  driven  through 
heated  tubes,  and  then  forced  into  the  barrel.  Another  of  the 
peculiarities  of  complainants'  device,  as  stated  by  Judge  Blod- 
gett  in  his  opinion,  is,  "  that  by  the  very  process  of  blowing  or 
driving  the  air  through  the  fire  you  increase  the  intensity  of 
the  fire,  and,  therefore,  the  intensity  of  the  heat  of  the  air  which 
escapes  into  the  cask." 

The  mechanism  of  the  two  devices  being  radically  different 
in  construction,  and  the  methods  of  heating  the  air  being  also 
dissimilar,  I  think  it  is  plain  that  the  blasts  produced  by  the 
Davison  and  Symington  device,  and  by  the  Gottfried  and 
Holbeck  device,  must  be  chemically  different.  The  chemical 
constituents  of  complainants'  blast,  as  stated  by  some  of 
the  witnesses,  are  nitrogen,  carbonic  acid  gas,  highly  heated 
steam,  and  perhaps  a  little  unconsumed  oxygen,  the  pres- 
ence of  the  latter  depending  upon  the  regulation  of  the 
current  of  entering  air;  and  a  great  merit  of  complainants' 
process  would  seem  to  be,  that  the  removal  of  the  oxygen  re- 
moves the  danger  of  burning  the  cask  or  barrel  in  heating  it. 


1 6  EASTERN  DISTRICT  OF  WISCONSIN. 

Gottfried  v.  Phillip  Best  Brewing  Co. 


for  oxygen  being  essential  to  combustion,  injurious  burning 
could  not  take  place  in  its  absence.  The  pure  air  blast  of  the 
Davison  and  Symington  patent,  it  would  appear,  would  con- 
tain  the  original  constituents  of  air,  for  the  reason  that  it  had 
not  come  in  direct  contact  with  the  fire,  but  was  heated  by 
external  heat  applied  to  tubes  through  which  it  passed,  and, 
therefore,  the  blast  would  tend  to  injure  the  cask,  although 
the  introduction  of  steam  would  undoubtedly  diminish  the 
injurious  effects  of  the  oxygen  of  the  air  upon  the  cask. 

Now,  the  question  is,  does  the  Davison  and  Symington 
device,  which  confessedly  is  much  older  than  complainants*, 
produce,  by  substantially  the  same  mechanism,  the  same  or 
substantially  the  same  character  of  heated  air,  or  heated  gases, 
which  are  injected  into  the  cask  for  the  purpose  of  heating 
it,  that  are  produced  by  the  Gottfried  and  Holbeck  device  ? 
The  evident  object  of  the  latter  device  is  to  generate  and 
apply  to  the  interior  surface  of  a  cask  or  barrel,  heat  of  such 
a  character  and  so  intense  in  degree  that  the  pitching  of 
tlie  barrel  may  be  speedily  and  effectually  done,  without 
burning  the  barrel  or  impairing  the  properties  or  fibre  of 
the  wood ;  and,  to  do  this,  it  would  seem  that  the  element 
of  the  air  which  tends  to  produce  combustion  must  be 
eliminated.  And  it  is  claimed  that  this  is  done  by  the 
peculiar  but  simple  mechanism  of  Gottfried  and  Holbeck  for 
heating  the  air,  and  transmitting  it  into  the  cask  or  barrel. 
In  my  examination  of  these  two  devices  and  their  methods 
of  operation,  I  have  become  convinced  that  it  must  be  true, 
as  stated  by  ona  of  the  witnesses,  that  there  is  greater  economy 
in  passing  the  air  directly  through  the  fire  than  through  pipes, 
since  it  thereby  becomes  a  powerful  means  of  increasing  the 
heat,  and  also  a  more  direct  and  efficient  means  of  introducing 
it  into  the  cask ;  further,  that  the  amount  of  heat  required  sim- 
ply to  cleanse  the  interior  of  the  cask  might  be  much  less  than 
to  thoroughly  dry  it  and  open  the  pores,  as  is  contemplated 
by  the  Gottfried  and  Holbeck  invention,  and  that  the  idea  of 
assisting  the  process  by  the  introduction  of  steam,  renders  it 
more  clear  that  no  such  degree  of  heat  was  considered  neces- 
sary, in  the  operation  of  merely  cleansing  the  cask,  as  is  re- 
quired in  heating  it  for  the  process  of  pitching. 
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The  expert  witness,  Ruschaupt,  states  that  there  is  this  dif- 
ference between  the  two  devices,  namely,  that,  in  the  Davison 
and  Symington  mechanism,  the  atmospheric  air  being  heated 
to  a  suitable  degree  for  cleansing  or  pitching  barrels,  is,  in  a 
chemical  respect,  not  materially  changed,  whilst  the  gases  or 
products  of  combustion  in  Gottfried  and  Holbeck*s  invention 
differ  most  essentially  from  atmospheric  air;  and  that,  in  the 
Davison  and  Symington  blast,  if  the  pipes  through  which  the 
air  is  carried  are  air-tight,  there  cannot  be  any  more  carbonic 
acid  in  the  blast  than  is  present  in  the  outer  atmospheric  air. 
It  may  be,  and  such  is  the  opinion  of  some  of  the  witnesses, 
that,  by  the  Davison  and  Symington  process,  casks  or  barrels 
could  be  heated  for  pitching  purposes,  but  it  is  evident,  not 
only  that  the  construction  of  the  two  mechanisms  is  widely 
different,  but  that  the  character  of  the  hot  blast  produced  by 
each  is  essentially  dissimilar ;  the  one,  in  its  ordinary  operation, 
involving  the  use  of  pure  air,  heated  only  to  such  a  degree  as 
will  effect  the  cleansing  of  the  barrel  or  cask,  and  sometimes 
in  connection  with  steam,  and  the  other  contemplating  the  use 
of  heated  gases,  the  products  of  combustion,  from  which  the 
oxidizing  element  of  the  air  has  been  abstracted,  and  abso- 
lutely requiring  an  intensity  of  heat  sufficient  to  reduce  pitch 
to  a  watery  consistency,  so  that  it  may  flow  over  the  interior 
surface  of  the  cask  or  barrel,  and  at  the  same  time  of  a  charac- 
ter not  to  produce  combustion. 

We  have,  then,  two  mechanisms  producing  their  respective 
results  by  essentially  different  processes,  the  one,  it  may  be 
added,  being  much  more  simple,  and  capable  of  being  operated 
with  greater  economy  than  the  other.  This  point  has  been 
made  very  clear  in  the  opinion  of  the  learned  Judge,  before 
referred  to,  in  which  he  says  of  the  Davison  and  Symington 
device :  **  You  would  have  to  produce  heat  enough  in  your 
furnace  around  your  pipes  to  make  the  air  sufficiently  hot, 
and  then  keep  up  that  heat  by  an  additional  blast  of  air 
into  your  furnace  in  addition  to  the  blast  which  drives  the 
air  into  your  cask."  And,  as  the  court  says  in  King  v. 
Hammond y  4  Fisher,  488,  the  patent  law  protects  simplicity 
and  economy  of  construction,  as  against  prior  complex  and 
expensive  combinations.  In  view  of  the  foregoing  con- 
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siderations,  I  am  of  opinion  that  the  Gottfried  and  Holbeck 
invention  is  not  anticipated  by  the  Davison  and  Symington 
device. 

7.  Neilson  Patent, — What  has  been  said  with  reference  to 
the  claim  that  the  Gottfried  and  Holbeck  device  is  anticipated 
by  the  Davison  and  Symington  mechanism,  may  be  remarked 
of  the  Neilson  patent.  His  invention  was  for  the  improved 
application  of  air  to  produce  heat  in  fires,  forges,  and  furnaces. 
And  it  was  to  be  applied  as  follows :  The  blast  or  current  of 
air  produced  by  the  blowing  apparatus  was  to  be  passed  from 
it  into  an  air  vessel  or  receptacle,  and  from  that  vessel  or  re- 
ceptacle, by  means  of  a  tube  or  pipe,  into  the  fire,  the  recep- 
tacle being  kept  artificially  heated  by  heat  externally  applied. 
By  this  apparatus,  therefore,  the  atmospheric  air  did  not 
pass  into  or  through  the  burning  fuel  contained  in  a  closed 
furnace  or  fire  place,  but  it  was  heated  by  being  forced  through 
pipes  or  vessels  heated  from  without,  from  which  it  is  appar- 
ent that  the  method  of  heating  was  similar  to  that  employed 
in  the  Davison  and  Symington  device. 

8.  De  Vaux  Patent. — As  anticipating  the  alleged  invention 
of  Gottfried  and  Holbeck,  defendants  strongly  rely  upon  an 
invention  covered  by  an  English  patent,  issued  in  1835,  to 
Charles  Pierre  De  Vaux,  which  letters  patent,  with  accom- 
panying drawings,  and  also  a  model  of  the  De  Vaux  device 
have  been  put  in  evidence.  This  invention  consists  of  "cer- 
tain improvements  in  smelting  iron-stone,  or  iron  ore,*'  and, 
although  the  mechanism  devised  by  De  Vaux,  and  that  em- 
ployed by  complainants,  are  essentially  dissimilar,  they  are 
alike  in  their  operation  to  this  extent ;  that,  in  both,  the  hot 
blast  is  produced  by  the  passage  of  atmospheric  air  through 
fire.  The  De  Vaux  invention  is  described  as  relating  to  the 
arrangement  of  apparatus  between  an  ordinary  blowing  ma- 
chine and  the  furnace  which  contains  the  iron  ore  to  be  smelted, 
whereby  the  blast  of  atmospheric  air  is  forced  through  the 
fuel  in  the  fire  enclosed  in  such  apparatus  thereby  supporting 
combustion  in  the  fire,  becomes  heated,  and  in  some  degree 
decomposed,  and  is  then  constantly  forced  forward  by  the  pres- 
sure of  condensed  air  in  the  apparatus,  carrying  with  it  the 
gas  and  vapors  evolved  by  the  fuel  in  the  fire,  and  becomes  a 
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heated  and  gaseous  blast  in  the  furnace  containing  the  ore  to  be 
smelted.  The  apparatus  consists  of  three  chambers,  A,  B]and  C, 
which  are  formed  of  plates  of  iron  connected  by  screw  bolts  or 
otherwise,  and  the  joints  being  perfectly  secured  with  iron 
cement,  in  order  not  to  leave  any  opening  for  the  escape  of  the 
condensed  air  which  they  are  to  contain.  The  chamber  A  is  of 
sufficient  size  to  admit  a  person  who  may  feed  the  fire.  B  is 
another  chamber  into  which  the  person  first  enters ;  and  C  is 
the  chamber  which  contains  the  furnace.  Pipes  convey  the 
heated  air  from  the.  furnace  containing  the  fire  to  the  furnace 
containing  the  iron  ore.  The  lower  part  of  chamber  C  forms 
an  ash-pit  which  is  open  to  the  chamber  A,  so  as  to  admit  the 
free  passage  of  air.  Chambers  A  and  B  communicate  with 
each  other  by  an  opening  sufficiently  large  to  allow  a  person 
to  pass  from  one  to  the  other.  Chamber  B  communicates 
with  the  atmosphere  by  a  similar  opening.  These  openings 
are  covered  by  doors  which  consist  of  plates  of  iron,  and  the 
edges  of  which  are  so  faced  with  some  material  as  to  make 
them,  when  closed,  air-tight.  In  these  doors  are  openings 
which  are  covered  with  a  disk  of  metal  which  can  be  turned 
outside  or  inside,  by  means  of  which,  passages  may  be  left  for 
the  air  in  A  to  pass  into  B,  or  the  air  in  B  to  pass  into  the 
outer  atmosphere  and  to  equalize  the  pressure  on  the  two  sides 
of  the  doors.  On  the  upper  part  of  the  chamber  A  is  a  valve 
opening  inwards.  In  the  chamber  C  are  placed  the  fire- 
bars. The  chamber  A  communicates  with  a  blowing  machine 
by  a  pipe  extending  upward  from  the  top  of  the  chamber. 
There  are  some  other  details  of  construction  mentioned  in  the 
specifications  essential  to  the  operation  of  the  mechanism, 
but  enough  has  been  stated  to  show  the  character  of  the 
device. 

Now  the  question  is,  whether  this  device,  which  is  intended 
to  produce  a  hot  blast  for  a  smelting  furnace,  and  which  con- 
templates as  an  essential  part  of  its  arrangement,  the  forcing 
of  atmospheric  air  through  the  burning  fuel,  anticipates  the 
device  covered  by  the  Gottfried  and  Holbeck  patent.  And, 
in  considering  this  question,  it  is  first  to  be  observed,  that 
all  the  parts  of  the  De  Vaux  mechanism,  precisely  as  ar- 
ranged by  the  inventor,  are  essential  to  its  operation  for  the 
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purposes  for  which  it  was  designed,  and  that  the  omission 
of  any  part  would  affect  its  efficiency.  It  is  next  to  be 
observed,  that,  as  preparatory  to  heating  the  air,  by  forcing 
it  through  the  fire,  it  is  condensed  in  the  chambers  A  and 
B,  and  this  must  have  been  regarded  as  indispensable  to 
the  successful  operation  of  the  apparatus.  It  is  next  evident 
that  the  object  of  the  De  Vaux  invention,  is  to  increase  com- 
bustion, and  thereby  raise  the  temperature  of  the  smelting  fur- 
nace. 

Experts  called  by  the  defendants  have  testified  that  the  fur- 
nace and  the  mode  of  creating  the  hot  blast  in  the  De  Vaux 
invention  is  precisely  similar  to  that  used  in  the  Gottfried  and 
Holbeck  device,  and  that  they  could  be  used  interchangeably 
for  heating  barrels  or  stacks  of  smelting  furnaces ;  that  the 
functions  of  the  two  machines  are  identical ;  that  the  hot  blast 
in  the  De  Vaux  invention  is  produced  in  the  same  way  and 
will  produce  the  same  effect  as  that  of  the  Gottfried  and  Hol- 
beck apparatus,  and  that  the  chemical  constituents  of  the  two 
blasts  are  the  same. 

I  cannot  agree  with  these  conclusions  for  several  reasons. 
First,  it  is  evident  that  the  objects  of  the  two  inventions  are 
not  the  same,  but,  on  the  contrary,  are  quite  opposed.  Clearly, 
the  object  of  the  De  Vaux  invention  is,  as  before  stated,  by  the 
increase  of  combustion  to  intensify  the  temperature  of  the 
smelting  furnace ;  and,  in  the  language  of  one  of  the  witnesses, 
in  whose  opinion  I  concur,  "  to  accomplish  this  purpose,  as 
much  free  oxygen  as  possible  should  be  present  in  the  hot 
blast."  In  the  Gottfried  and  Holbeck  device,  the  purpose,  is 
not  to  produce  combustion  at  all,  but  simply  to  melt  pitch, 
and  heat  the  barrel,  and  were  combustion  to  be  produced  by 
the  blast,  the  object  of  the  invention  would  be  defeated; 
hence,  as  little  free  oxygen  as  possible  should  be  present  in 
the  blast.  The  object  of  the  one  blast  is,  then,  to  promote 
burning,  in  the  other,  this  is  to  be  avoided;  in  the  one,  free 
oxygen  must  be  present,  in  the  other,  it  is  better  absent. 
The  feature  of  the  De  Vaux  apparatus  which  provides  for 
condensation  of  air  in  the  chambers  A  and  B,  is  not  to  be  re- 
garded as  of  minor  importance  in  connection  with  the  opera- 
tion of  the  device,  for  the  evident  purpose  of  the  accumulation 
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of  compressed  air  in  the  chambers  is  to  constantly  force 
through  the  fire  a  great  quantity  of  air,  and  in  its  rapid  pas- 
sage through  the  fire,  it  seems  reasonable  that  a  considerable 
quantity  of  oxygen  would  be  unconsumed  and  be  present  in 
the  hot  blast ;  and,  as  one  of  the  witnesses  states,  "  since  the 
intensity  of  combustion  depends  largely  on  the  amount  of 
oxygen  supplied,  the  compressed  air  will  produce  more  burn- 
ing and  therefore  a  higher  temperature  than  air  which  is  not 
compressed." 

Furthermore,  I  am  convinced  that  the  accumulation  of 
compressed  air  in  the  chambers  A  and  B  of  the  De  Vaux  ap- 
paratus, must  have  been  regarded  by  the  inventor,  and  is  an 
essential  part  of  the  device,  for  the  purpose  of  securing  uni- 
formity in  the  blast,  which  scientific  authorities  appear  to  re- 
gard as  essential  to  the  best  results  in  the  production  of  a  good 
quality  of  iron.  Greenwood,  in  his  Manual  of  Metallurgy, 
says:  ** To  avoid  the  fluctuations,  irregularities  and  intermit- 
tent action  of  the  blast  that  would  occur  from  an  injection  of 
the  blast  direct  from  the  engine  to  the  furnace,  a  regulator  is 
inserted  in  the  course  of  the  main,  between  the  engine  and 
the  furnaces.  This  is  merely  a  reservoir  of  iron  or  occasionally 
of  masonry  lined  with  cement,  of  a  capacity  equal  to  from 
twenty  to  fifty  times  the  volume  of  the  blast  delivered  per 
second,  and  provided  with  a  manhole  and  safety-valve.  In 
this  manner  the  blast  is  delivered  in  a  continuous  stream,"  An- 
other writer  says :  "  The  oscillations  of  the  pressure  ought  to 
be  as  slight  as  possible.  It  is  almost  impossible  to  make 
a  uniform  blast  without  a  receiver;  for  this  reason,  it  is 
advisable  to  employ  a  regulator  at  every  blast  machine." 
In  the  De  Vaux  apparatus,  it  is  evident  that  the  chamber 
which  is  made  the  receptacle  of  compressed  air  operates,  and 
was  intended  to  operate,  as  a  receiver  or  regulator  regarded 
as  essential  to  secure  uniformity  in  the  blast. 

We  find  then  that  the  two  mechanisms  in  their  entirety,  and 
in  every  part,  are  unlike;  that  they  also  diflFer  in  the  pur- 
poses for  which  they  were  design,ed ;  that,  in  the  one,  atmos- 
pheric air  is  driven  directly  into  the  fire,  and  the  products  of 
combustion  are  thence  carried  to  the  point  of  their  practical  ap- 
plication ;  that,  in  the  other,  the  air  is  not  driven  directly  from 
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the  blowing  apparatus  into  the  fire,  but  is  first  driven  into  a 
condensing  chamber,  and  is  thence  conducted  into  the  fire,  the 
evident  object  of  this  feature  of  the  apparatus  being  to  make 
an  equable  blast ;  therefore,  that  there  is  a  difference  in  the 
mode  of  operation  of  the  two  machines;  and  that,  by  the  De 
Vaux  process,  it  is  only  intended  that  the  air  which  is  forced 
into  the  fire,  shall  become  in  some  degree  decomposed,  and 
that  the  value  of  the  one  consists  in  its  ability  to  increase 
combustion,  while  the  value  of  the  other  is  to  prevent  it,  in  the 
blast. 

In  the  case  of  the  Clark  Patent  Steam  and  Fire  Regulator  Com- 
pany V.  Copeland^  2  Fisher,  221,  it  was  held  that,  in  order  to  find 
an  invention  anticipated  in  a  prior  printed  publication,  it  must 
be  found  from  the  evidence  that  the  description  embodied 
substantially  the  same  organized  mechanism,  operating  sub- 
stantially in  the  same  manner  as  that  described  in  the  patent 
claimed  to  have  been  anticipated,  and  that  old  instruments 
placed  in  a  new  and  different  organization,  producing,  in 
such  new  organissation,  different  results,  or  the  same  results 
by  a  new  and  different  mode  of  operation,  do  not  prevent 
such  newly  organized  mechanism  from  being  patentable. 
Looking  at  the  De  Vaux  and  the  Gottfried  and  Holbeck 
devices  with  reference  to  their  construction,  mode  of  opera- 
tion, and  uses  for  which  they  were  designed,  and  the  effects 
which,  as  they  are  constructed  and  operated,  they  must  neces- 
sarily accomplish,  and,  in  the  light  of  the  principles  before 
stated,  I  have  come  to  the  conclusion,  though  not  without 
some  doubt,  that  the  Gottfried  and  Holbeck  device  ought  not  to 
be  held  anticipated  by  the  De  Vaux  invention.  And  I  cannot 
help  thinking  in  this  connection  that,  as  was  said  by  the  court 
in  the  case  last  cited,  it  is  a  pertinent  question,  if  the  mechan- 
ism described  in  the  prior  patent  was  substantially  the  same 
as  complainants',  organized  and  capable  of  operating  substan- 
tially in  the  same  way,  why,  during  the  period  that  the  former 
was  known  to  the  world,  it  has  not  been  applied  to  the  same 
use  as  complainants'. 

9.  The  Beck  Machine, — In  addition  to  the  inventions  which 
have  been  already  considered,  the  contrivance  known  as  the 
**  Beck  machine''  is  also  relied  upon,  as  showing  that  the  use 
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of  a  hot  blast,  in  pitching  barrels,  was  not  new  with  Gott- 
fried and  Holbeck.  A  model  of  the  Beck  machine  has 
been  put  in  evidence,  which,  in  construction,  shows  a  com- 
plete mechanism,  consisting  of  a  revolving  fan  connected 
with  a  furnace,  from  the  upper  part  of  which  a  pipe 
leads  to  the  cask  to  be  pitched.  From  another  opening 
in  the  cask,  a  pipe  leads  to  the  revolving  fan.  When 
the  machine  is  put  in  operation,  the  products  of  combustion 
pass  into  the  cask,  and  then  back  again  through  the  return 
pipe  to  the  fan,  and  are  again  driven  through  the  furnace. 

The  alleged  inventor,  Beck,  testifying  as  to  its  practical 
operation,  says  that  "the  heat  coming  from  the  barrel  to  the 
blower,  is  carried  back  to  the  furnace  under  the  grate ;  the 
hot  air  goes  from  the  furnace  into  the  cask,  and  escapes  from 
the  cask  through  the  pipe  at  the  bottom  into  the  fan,  and 
then  back  into  the  furnace  from  the  grate;  the  pipe  and 
blower  are  tight." 

Much  testimony  has  been  taken  on  the  part  of  defendants  to 
prove,  and  on  the  part  of  complainants  to  disprove,  the  orig- 
inal existence  of  this  machine;  and  we  have  also  expert  tes- 
timony on  the  question  as  to  whether  a  machine  constructed 
according  to  the  model  can  be  made  to  operate  successfully. 
It  seems,  from  the  testimony,  that  in  i860,  and  from  that  time 
until  1863,  inclusive,  Beck  was  operating  breweries  in  Rock- 
land County,  State  of  New  York.  And  there  is  testimony 
tending  to  show  that  in  i860,  when  he  was  operating  what  is 
mentioned  in  the  testimony  as  the  old  brewery,  he  made  and 
used  some  kind  of  apparatus  for  pitching  barrels.  He  testi- 
fies that  it  consisted  of.  a  stove  and  blower,  and  connections 
between  the  blower  and  stove  and  the  blower  and  the  cask  ; 
that  the  pipe  from  the  blower  entered  the  stove  below  the 
grate,  and  that  the  pipe  conducting  hot  air  from  the  stove 
to  the  cask  was  inserted  in  the '  upper  part  of  the  stove,  and 
that,  by  means  of  the  blower,  air  was  forced  through  the 
burning  fuel  in  the  stove  and  thence  into  the  cask.  There 
is  testimony,  also,  tending  to  show  that  he  built  a  second 
machine,  the  first  one  being  merely  temporary.  Witnesses 
have  been  examined  who  testify  that  they  saw  the  machine  or 
machines  in  use  at  the  breweries ;  and  other  witnesses  testify 
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that  they  worked  at  the  breweries,  and  were  familiar  with  the 
premises,  and  the  business  carried  on  by  Beck,  and  that  they 
never  saw  any  such  machines  used  by  Beck  for  pitching  pur- 
poses, and  some  are  positive  in  their  statements  that  no  such 
machines  were  used. 

Upon  the  whole  testimony,  it  is  claimed  by  defendants,  that 
a  machine  was  invented  and  used  by  Beck  as  early  as  i860,  by 
means  of  which  a  hot  blast,  substantially  like  that  produced  by 
complainants*  invention,  was  employed  in  the  process  of  pitch- 
ing barrels  ;  that  it  was  a  complete  machine,  such  as  is  repre- 
sented by  the  model  in  evidence,  and  that  it  was  susceptible  of 
practical  and  successful  operation.  On  the  other  hand,  it  is 
claimed  by  complainants,  that  the  testimony  does  not  satis- 
factorilv  establish  the  existence  of  a  machine  such  as  is 
represented  by  the  model ;  tliat  if  its  existence  were  to  be 
admitted  as  claimed,  its  construction  as  represented  by  the 
model  would  prevent  its  successful  operation,  and  that,  in 
any  event,  it  amounted  to  nothing  more  than  an  abandoned 
experiment,  and  should  not,  therefore,  be  regarded  as  a  per- 
fected invention,  anticipating  complainants*  patent.  The 
model  of  the  Beck  machine  shows  a  contrivance  entirely 
different  in  construction  and  in  adaptation  of  parts  from 
that  described  in  the  Gottfried  and  Holbeck  patent.  The 
Beck  machine  was  never  patented,  and  it  does  not  appear  that 
the  alleged  inventor  ever  applied  for  a  patent.  Upon  a  care- 
ful examination  of  the  whole  testimony,  I  have  had  a  good 
deal  of  doubt  whether  the  model  in  evidence  is  a  correct  rep- 
resentation of  any  machine  actually  used  by  Beck  in  pitching 
barrels. 

It  will  be  admitted,  that,  to  justify  the  court  in  overthrowing 
a  patent  granted  for  what  appears  to  be  a  new  and  useful  in- 
vention* or  improvement,  on  the  ground  that  the  device  has 
been  anticipated  by  another  and  earlier  invention,  the  court 
should  be  well  satisfied  by  clear  and  credible  testimony,  that 
the  alleged  earlier  invention  actually  existed ;  that  it  was  a 
perfected  device,  capable  of  practical  use ;  that  it  was  embodied 
i^i  distinct  form,  and  carried  into  operation  as  a  complete 
thing,  and  was  not  of  such  character  as  to  entitle  it  only  to  be 
regarded  as  an  unperfected  or  abandoned  experiment. 
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It  is  SO  easy,  after  a  new  and  useful  invention  has  come  into 
existence  and  been  brought  into  public  use,  especially  if  a 
characteristic  of  such  invention  is  simplicity,  for  persons  to 
come  forward  with  claims  that  they  invented  the  same  thing 
many  years  before,  and  should,  therefore,  be  esteemed  the  real 
and  original  inventors,  that  the  court  should  require  convinc- 
ing proof  of  the  merit  of  such  claims  before  overturning  the 
patent.  Especially  so,  when  it  appears  that  the  alleged  earlier 
inventor  has  not  apparently  regarded  his  supposed  invention 
of  sufficient  importance  to  push  it  upon  public  notice,  or  to 
apply  for  a  patent  which  would  protect  him  in  its  exclusive 
use. 

In  passing  upon  the  question  which  I  regard  important  in 
connection  with  the  Beck  machine,  some  notice  of  the  salient 
points  in  the  testimony  seems  essential.  The  witness  Beck 
testifies  that  in  i860  he  invented  a  machine  consisting  of  the 
parts  which  have  been  mentioned ;  that  in  December,  1863,  he 
presented  to  the  brewers'  association,  in  New  York,  a  paper 
referring  to  his  machine,  and  inviting  the  attention  of  brewers 
to  it.  And  it  appears  that  there  was  really  no  further  recogni- 
tion of  his  supposed  invention  by  the  association,  than  an 
acknowledgment  that  his  paper  had  come  to  their  notice  and 
would  be  considered.  He  says  that  he  used  his  machine  in 
pitching  barrels  at  his  breweries;  that  he  confined  its  use  to 
the  pitching  of  puncheons  or  large  casks;  that  the  machine 
worked  successfully;  that  the  model  in  evidence  is  a  good 
representation  of  it;  that,  before  submitting  his  paper  to 
the  brewers'  association,  he  told  nobody  of  his  invention 
except  his  own  people,  because,  as  he  says,  ^*  I  wanted  first 
to  work  it  out  myself;  it  was  not  my  interest  to  tell  others 
about  it ;  something  which  is  not  fully  finished  is  not  in  the 
interest  to  be  told  to  anybody  else;"  that  he  kept  it  secret 
from  everybody  except  his  own  workmen  and  family;  that  he 
pitched  small  kegs  and  barrels  by  hand  in  the  old  way,  and 
never  tried  to  pitch  them  with  his  machine;  that  it  took  about 
fifteen  minutes  to  heat  a  cask  which  he  pitched  with  his 
machine,  and  that  he  never  made  any  essential  changes  in  it ; 
that  his  first  machine  was  only  a  temporary  one,  and  that  he 
made  a  second  machine  immediately  after;  that  he  did  not 
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obtain  a  patent  for  his  machine  because  he  wanted  it  to  come 
into  public  use  for  the  benefit  of  brewers,  and  that  his  ma- 
chines, when  not  in  use,  were  taken  to  pieces,  and  the  parts 
laid  aside,  except  the  furnace  or  stove. 

The  witness  Kreuder  says  that  he  saw  Beck  pitch  barrels  in 
the  usual  way  at  the  old  brewery,  "also  by  the  use  of  a  pipe 
or  tube  on  the  kettle,  leading  to  the  keg  or  barrel ;  **  that 
"  Beck  got  the  hot  air  into  the  keg  or  barrel  by  pipes  or  tubes, 
or  something  like  them  ; ''  that,  in  pitching  in  the  old  way,  they 
took  the  ends  of  the  barrels  out,  and  that,  in  pitching  in  the 
new  way,  "they  had  a  sort  of  globe  stove  with  a  fire  in  it, 
and  on  top  there  was  a  tube  or  pipe  leading  to  the  barrel,  and 
he  used  a  small  bellows;  the  nozzle  of  the  bellows  was  in  the 
fire  below."  He  says  further :  "  I  remember  that  the  pipe 
leading  from  the  keg  was  attached  to  the  stove  at  the  top,  but 
how  it  was  attached  is  more  than  I  can  tell.  I  did  not  sec  any 
pipe  leading  back  from  the  keg  to  the  bellows ;  I  never  saw 
in  either  of  the  breweries  a  furnace  built  of  brick  for  the  pur- 
pose of  pitching  barrels  provided  with  pipes  ;  never  saw  any- 
thing used  in  connection  with  the  stove  at  the  new  brewery  to 
blow  the  fire,  except  the  bellows  which  I  have  mentioned." 
He  says  that  he  never  saw  at  either  of  the  breweries,  in  con- 
nection with  the  stove,  any  revolving  or  circular  fan  or 
blower.  Upon  being  shown  a  drawing  like  the  model  of  the 
Beck  machine,  he  testifies  that  he  does  not  know  that  the 
mechanism  represented  by  the  drawing  is  the  same  as  the  stove 
which  he  saw  at  the  breweries ;  that  the  theory  is  the  same, 
but  the  mechanism  is  not  the  same. 

The  witness  Roemmelt  testifies  that  about  1863,  Beck  used 
a  furnace,  and  applied  a  tin  or  copper  pipe  connecting  it  with 
the  furnace,  and  conducting  hot  air  into  the  cask,  and  used 
a  bellows  to  increase  the  heat.  He  states  that  that  was  the 
whole  secret  of  the  machine.  He  testifies  further :  "  Beck  told 
me  about  making  improvements  on  his  pitching  machine;  he 
wanted  his  machine  in  a  more  correct  and  economical  shape. 
*  *  *  He  had  not  got  money  enough  to  do  it.  He  ex- 
plained what  he  needed  to  make  it  perfect.  It  wanted  a  sep- 
arate stove  or  separate  furnace ;  it  wanted  a  set  of  pipes.  The 
furnace  was  not  a  perfect  one  for  the  purpose  he  wanted  to 
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use  it ;  he  said  he  tried  it  at  that  time  to  find  out  if  hot  air 
would  answer  the  purpose  of  pitching  casks,  but  he  had  not 
got  the  machine  perfect ;  it  is  very  hard  to  tell  what  he  said 
about  the  blower ;  he  spoke  about  using  a  blacksmith's  bel- 
lows or  something  similar  to  that ;  he  said  that  it  could  be 
made  more  perfect ;  *  ♦  *  he  said  that  his  machine  was 
not  a  perfect  one,  but  it  could  be  made  so  with  a  small  amount 
of  money." 

The  witness  Becher  was  a  partner  of  Beck's  in  the  brewing 
business,  and  testifies  that  the  machine  in  question  was  a  fur- 
nace or  an  oven  with  a  blower  and  a  pipe  connecting  it  with 
the  cask,  and,  from  the  other  end  of  the  cask,  was  a  pipe  lead- 
ing to  the  blower  again ;  that  the  blower  was  an  ordinary 
blacksmith's  bellows.  He  further  testifies  that  *'  there  was  a  pipe 
leading  from  the  blower  to  the  furnace  under  the  grate;  the 
second  pipe  was  leading  from  the  top  of  the  furnace  to  the 
hogsheads,  and  afterwards  he  put  a  third  one  in  what  he  had 
not  in  the  first  experiment^  as  you  might  call  it y  leading  from  the 
hogshead  to  the  blower  again;"  that  the  machine  was  only 
used  in  pitching  large  kegs,  because  it  was  thought  better  to 
pitch  the  small  kegs  in  the  old  way ;  that  he  would  not  call  the 
machine  a  perfect  oiie ;  that  it  took  half  an  hour  to  heat  a  cask 
containing  ten,  fifteen  or  twenty  barrels,  sufficiently  for  pitch- 
ing; and  upon  being  shown  the  drawing  of  which  the  model 
in  .evidence  is  a  representation,  he  says  that  when  he  saw  the 
machine  they  did  not  use  the  kind  of  blower  represented  in  the 
drawing. 

The  witness  Emma  Stelcener,  who  is  a  daughter  of  Beck, 
s<ays,  that  the  kind  of  pitching  machine  her  father  used  in 
1S60,  was  an  old  kettle  with  some  pipes  and  a  blower;  that  the 
hot  air  was  forced  into  barrels  by  the  blower,  and  that  there 
was  a  pipe  connecting  the  blower  with  the  stove.  On  cross- 
examination,  she  is  unable  to  give  any  .satisfactory  description 
in  detail  of  the  machine,  except  that  the  blower  which  was 
used,  was  an  old  fashioned  hand  bellows.  She  says  she  never 
saw  but  one  machine  in  either  or  both  of  the  breweries,  and 
that  she  does  not  recollect  that  there  was  a  pipe  running  from 
the  barrel  to  the  blower  or  bellows. 

Magdalena  Beck,  wife  of  Joseph  Beck,  testifies  that,  in  pitch- 
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ing  barrels.  Beck  made  a  fire  and  put  a  pipe  into  the  cask  and 
admitted  the  heat;  that  she  cannot  remember  what  the  fire  was 
built  in,  but  there  was  a  fire  and  a  blower  attached,  which  she 
says  was  a  bellows.  She  states  further  that  the  first  machine 
which  her  husband  used,  he  destroyed,  and  that  the  second  ma- 
chine was  used  in  the  new  brewery  ;  that  the  furnace  in  the 
second  machine  consisted  of  an  old  stove  ;  that  the  blower  was 
a  blacksmitli's  bellows;  that  she  does  not  know  to  what  part  of 
the  stove  the  pipe  extending  to  the  barrel  was  attached,  but 
only  knows  that  the  pipe  went  into  the  cask. 

Numerous  witnesses  have  been  examined  on  the  part  of  the 
complainants,  some  of  whom  testify  that  they  were  frequently 
at  the  breweries  operated  by  Beck,  and  some  of  whom  were 
workmen  in  his  employment,  and  all  of  whom  testify  that  they 
never  saw  at  either  brewery,  in  operation  or  otherwise,  any 
machine  for  pitching  barrels  by  means  of  which  hot  air  was 
transmitted  from  the  furnace  or  stove  into  the  cask  or  barrel ; 
that  they  oftentimes  saw  barrels  pitched  at  the  breweries, 
but  always  by  the  old  process.  One  of  the  witnesses  was 
a  purchaser  of  one  of  the  breweries,  and  was  the  successor 
of  Beck  in  its  operation.  He  says  that  there  was  no  pitch- 
ing machine  at  the  brewery  or  on  the  premises  at  the 
time  he  purchased,  and  that  there  were  no  parts  of  such 
a  machine  on  the  premises  when  he  took  possession.  Some 
of  these  witnesses  testify  that  they  assisted  in  pitching  casks  ; 
that  it  was  always  done  by  taking  out  the  heads,  heating 
them  with  hot  irons  and  applying  the  pitch  in  the  old  way, 
and  that  they  never  saw  any  machine  or  contrivance,  or 
any  parts  of  a  machine,  for  pitching  barrels  by  the  applica- 
tion to  them  of  hot  air  or  of  the  products  of  combustion, 
as  represented  by  the  Beck  model.  Much  of  the  testimony 
of  these  witnesses,  notwithstanding  it  is  of  a  negative  char- 
acter, certainly  tends  strongly  to  disprove  the  existence  and 
use  at  the  breweries  operated  by  Beck  of  any  machine  for 
pitching  purposes  by  means  of  which  hot  air  was  applied 
to  barrels  for  the  purpose  of  heating  them;  and  in  the 
light  of  the  testimony,  it  is  certainly  a  peculiar  feature  of 
this  case,  if  such  a  machine  or  apparatus  as  Beck  claims  he 
invented  for  the  purpose  of  pitching  barrels  was  used  by  him 


DECEMBER,    1 879.  29 


Gottfried  v.  Phillip  Best  Brewing  Co. 


for  that  purpose  at  his  breweries,  that  so  many  persons  familiar 
with  the  premises,  accustomed  often  to  visit  them  and  some  of 
whom  were  for  a  long  time  in  his  employment,  should  so  posi- 
tively testify  that  no  such  machine  was  used,  or  was  ever  seen 
in  use,  at  the  breweries. 

Some  of  the  witnesses,  it  should  in  fairness  be  said,  testify 
that  they  never  saw  any  barrels  pitched  at  the  breweries,  but 
the  witness  Pfeiffer  testifies  that  he  worked  for  Beck  from  1858 
to  1S62,  and  that  during  that  period  he  and  the  witness  Jacob 
Gross  pitched  all  the  barrels  that  were  pitched  at  the  breweries ; 
that  the  barrels  were  heated  with  hot  irons  ;  that,  after  the  pitch 
was  heated,  it  was  poured  into  the  casks,  and  that  he  never  saw 
any  casks  heated  or  pitched  in  any  other  way  ;  and  he  testifies 
that  Beck  never  had  or  used  a  machine  or  apparatus  of  any 
sort  by  which  hot  air  was  forced  into  the  casks  for  the  purpose 
of  heating  them,  and  in  this  testimony  he  is  corroborated  by 
the  witness  Gross. 

Upon  being  further  examined  on  the  part  of  complainants. 
Beck  testifies  that  the  pitching  machine  which  he  had  de- 
scribed as  the  second  one  he  made,  "went  to  dust  and 
ashes;"  that  it  was  remaining  at  the  brewery  when  he  left  it, 
and  that  "it  was  an  old  stove  with  the  pipes  to  it  and  the 
blower;  it  was  in  pieces;  as  a  whole  it  was  no  good;  it 
was  no  longer  useful;  the  pieces  were  separate,  but  were 
all  there,  so  that  it  could  have  been  put  up  by  any  one 
that  knew  it ;  when  I  went  away  no  one  knew  it ;  I  could 
have  put  it  together  again."  And  he  admits  that  there  was 
not  a  fan  attached  to  his  first  machine,  like  the  one  repre- 
sented in  the  drawing  in  evidence  ;  he  says  that  he  first  used  a 
fan  in  connection  with  his  second  machine;  that  he  never 
used  that  machine  in  the  old  brewery,  and  that  it  was  in  course 
of  construction,  from  time  to  time,  from  i860  to  1863;  and 
finally  he  thinks  that  he  first  applied  a  blower  in  forcing 
the  air  through  the  furnace  in  1863,  t)ut  does  not  know 
exactly. 

Whatever  doubt  this  testimony  casts  upon  the  question  of 
the  existence. and  identity  of  the  device  spoken  of  as  the  Beck 
machine,  be  it  little  or  great,  the  testimony  on  the  part  of  de- 
fendants fails  to  convince  me  that  there  was  sucli  an  embodi- 
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ment  of  the  idea  of  heating  barrels  or  casks  for  pitching 
purposes,  by  the  application  of  a  hot  blast,  in  a  perfected 
machine  applied  to  practical  use  as  gives  to  Beck  the  right  to 
assert  that  he  was  the  original  inventor  of  the  device  covered 
by  complainants'  patent,  or  its  equivalent  in  mechanical  con- 
struction and  application.  The  law  upon  this  subject  is  very 
well  settled.  "  A  machine,  therefore,  in  order  to  anticipate 
any  subsequent  discovery,  must  be  perfected ;  that  is,  made  so 
as  to  be  of  practical  utility,  and  not  to  be  merely  experimental, 
and  end  in  experiment.  *  *  *  Until  of  practical  utility, 
the  public  attention  is  not  called  to  the  invention;  it  does  not 
give  to  the  public  that  which  the  public  lays  hold  of  as 
beneficial.  If  it  is  an  experiment  only,  and  ends  in  ex- 
periment, and  is  laid  aside  as  unsuccessful;  however  far  it 
may  have  been  advanced,  however  many  ideas  may  have  been 
combined  in  it,  which,  subsequently  taken  up,  might,  when 
perfected,  make  a  good  machine,  still,  not  being  perfected, 
it  has  not  come  before  the  public  as  a  useful  thing,  and  is 
therefore  entirely  inoperative  as  affecting  the  rights  of  those 
coming  afterward."  Haute  v.  Underwood^  i  Fisher,  166.  In 
Seymour  \,  Osborne y  11  Wallace,  552,  Mr.  Justice  Clifford  says: 
•'Original  and  first  inventors  are  entitled  to  the  benefit  of 
their  inventions  if  they  reduce  the  same  to  practice,  and  sea- 
sonably comply  with  the  requirements  of  the  patent  law  in 
procuring  letters  patent  for  the  protection  of  their  exclusive 
rights.  Crude  and  imperfect  experiments  are  not  sufficient  to 
confer  the  right  to  a  patent;  but  in  order  to  constitute  an  in- 
vention, the  party  must  have  proceeded  so  far  as  to  have  re- 
duced his  idea  to  practice,  and  embodied  it  in  some  distinct 
form.  Desertion  of  an  invention  consisting  of  a  machine, 
never  patented,  may  be  proved  by  showing  that  the  inventor, 
after  he  had  constructed  it,  and  before  he  had  reduced  it  to 
practice,  broke  it  up  as  something  requiring  more  thought  and 
experiment,  and  laid  the  parts  aside  as  incomplete,  provided 
it  appears  that  those  acts  were  done  without  any  definite  in- 
tention of  resuming  his  experiments,  and  of  restoring  the 
machine  with  a  view  to  apply  for  letters  patent.  He  is  the 
first  inventor  in  the  sense  of  the  patent  law,  and  entitled  to 
a  patent  for  his  invention,  who  first  perfected  and   adapted 
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the  same  to  use,  and  it  is  well  settled  that  until  the  inven- 
tion is  so  perfected  and  adapted  to  use  it  is  not  patentable 
under  the  patent  laws," 

Now,  admitting  that  Beck  had  in  mind  the  idea  of  heating 
barrels  for  pitching  purposes,  by  application  to  them  of 
heated  air  and  of  a  mechanism  for  t)iat  purpose,  the  whole 
testimony  leaves  upon  my  mind  a  strong  belief  that  what- 
ever may  have  been  the  stage  to  which  his  machine  was 
advanced,  it  was  never  perfected  in  the  sense  of  the  patent 
law ;  that  it  was  in  fact  an  experiment  never  actually  com- 
pleted, and,  so  far  as  it  existed,  when  Beck  left  his  second 
brewery,  was  broken  up,  deserted  and  abandoned.  Of  all 
the  witnesses  examined,  no  one,  except  Beck  himself,  has 
testified  that  he  constructed  and  attached  to  his  machine 
such  a  revolving  fan  as  is  shown  in  his  model.  All  are 
agreed,  even  the  members  of  his  family,  that  the  instrument 
used  for  creating  a  draft  of  air  through  the  fire  was  an 
ordinary  blacksmith  bellows,  and  it  seems  difficult  to  under- 
stand, if  this  be  so,  how  there  could  exist  in  his  machine  such 
connections  as  are  represented  in  his  model.  It  seems,  from 
the  testimony,  that  he  never  used  his  machines  for  any  other 
purpose  than  pitching  large  casks  or  puncheons,  that,  at  the 
very  time  he  was  so  using  it,  he  heated  and  pitched  kegs  and 
ordinary  barrels  in  the  old  way.  The  various  parts  which,  it 
is  said,  comprised  his  apparatus,  were  evidently  of  a  rude  and 
imperfect  character,  and  he  says  that,  when  they  were  not  in 
use,  they  were  disconnected  and  laid  aside  in  separate  parts, 
and  that  no  one  but  himself  would  understand  how  to  put 
them  together  so  as  to  make  a  machine  for  practical  use. 
Beck  himself  speaks  of  it  as  a  thing  not  fully  finished.  Wit- 
nesses called  to  prove  its  existence  and  character  are  uncertain 
as  to  its  mode  of  construction  and  operation.  It  appears,  I 
think,  quite  clearly  that  it  was  not  a  perfect  device,  that  this 
was  at  the  time  admitted  by  Beck ;  and  Becher,  who  was  a 
partner  of  Beck,  says  that  he  would  not  have  called  the 
machine  a  perfect  one,  and  that  "  he  does  not  know  what  im- 
provements he  would  have  put  on  at  that  time,  but  does  know 
what  he  would  do  in  that  regard  to-day;"  which  well  illus- 
trates how  easy  it  is,  after  an  invention  has  been  brought  by 
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improvement  to  a  state  of  at  least  comparative  perfection,  for 
persons  enlightened  and  aided  by  subsequent  discoveries  to 
say  that  they  now  know  what  improvements  they  would  make 
upon  the  invention,  which  originally  they  were  unable  to 
embody  in  distinct  form.  The  testimony  clearly  shows  that 
Beck  destroyed  the  machine  which  he  first  used  in  the  old 
brewery,  and,  as  we  have  seen,  he  himself  testifies  that  his 
second  machine  '^  went  to  dust  and  ashes." 

The  brewers'  association  seems  to  have  regarded  his  supposed 
invention  as  not  worthy  of  serious  consideration.  As  before 
stated,  he  never  obtained  a  patent,  nor  applied  for  a  patent, 
and  so  far  as  appears  in  this  case,  nothing  was  ever  heard  of 
his  invention,  after  he  left  the  breweries  in  Rockland  County, 
until  this  litigation  arose,  when  he  comes  forward  with  the 
claim  that  he  was  the  first  inventor  of  the  device  of  which 
complainants  are  now  the  patentees. 

In  conclusion,  upon  this  branch  of  the  case,  I  must  say  that 
the  testimony  is  much  too  inconclusive  and  unsatisfactory  to 
justify  the  court  in  holding  that  Beck  should  be  regarded  as 
the  first  inventor  of  the  device  in  question.  The  principle  as- 
serted in  Parkhurst  v.  Kinsman^  i  Blatchf.,  C.  C.  R.,  494,  is 
applicable  here,  namely,  that  "crude  and  imperfect  experi- 
ments, equivocal  in  their  results,  and  then  given  up  for  years, 
cannot  be  permitted  to  prevail  against  an  original  inventor, 
who  has  perfected  his  improvement  and  obtained  his  patent." 
Much  also  that  is  said  by  |the  court  upon  this  subject  in 
White  V.  Alleuy  2  Clifford,  230,  might  be  pertinently  repeated 
as  bearing  upon  the  question  here  presented. 

10.  Generally^  as  to  validity  of  complainants^  patent, — It  is 
claimed,  generally,  by  defendants,  that  the  Gottfried  and 
Holbeck  device  was  not  patentable,  because  it  discloses  only 
old  means  which  produce  old  and  well  known  results;  that 
the  employment  of  a  hot  blast  is  old,  and  that  a  furnace 
is  old,  that  conducting  pipes  are  old,  and  that  a  fan-blower  is 
old;  that  the  case  is,  therefore,  only  the  combination  of  old 
appliances  applied  to  a  new  use ;  that  the  complainants  were 
not  entitled  to  a  patent  for  a  mechanical  apparatus,  because 
it  had  been  in  use  long  before  ;  nor  to  a  patent  for  a  process 
because  the  process  consisted  merely  of  the  application  of  a 
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well  known  machine  to  a  well  known  use.  And  upon  the 
argument  there  was  considerable  discussion  as  to  whether 
complainants'  patent  is  for  a  mechanical  device  or  for  a 
process. 

It  is  an  elementary  principle,  that  the  mere  application  of 
an  old  thing  to  a  new  use  is  not  patentable,  or,  as  the  court 
says  in  Smith  v.  Nichols^  21  Wallace,  119,  "a  mere  carrying 
forward  or  new  or  more  extended  application  of  the  original 
thought,  a  change  only  in  form,  proportions,  or  degree,  the 
substitution  of  equivalents,  doing  substantially  the  same  thing 
in  the  same  way  by  substantially  the  same  means  with  better 
results,  is  not  such  invention  as  will  sustain  a  patent."  And 
again,  in  Roberts  v.  I^yer^  i  Otto,  157,  it  is  said :  *'  It  is  no  new 
invention  to  use  an  old  machine  for  a  new  purpose.  The 
inventor  of  a  machine  is  entitled  to  the  benefit  of  all  the 
uses  to  which  it  can  be  put,  no  matter  whether  he  had 
conceived  the  idea  of  the  use  or  not.*'  It  is  not  understood, 
however,  that  these  principles  are  to  be  so  applied  as  to 
deny  patentability  to  improvements  which  disclose  inventive 
skill,  and  produce  new  and  useful  results.  It  is  true,  it  may 
be  said,  that  the  several  parts  which  make  up  complainants' 
mechanism  are  old,  but,  as  is  stated  by  the  court  in  Strong 
v.  Noble,  3  Fisher,  589,  "  there  is  scarcely  a  patent  granted 
that  does  not  involve  the  application  of  an  old  thing  to 
a  new  use,  and  that  does  not,  in  one  sense,  fail  to  involve 
anything  more.  But  the  merit  consists  in  being  the  first 
to  make  the  application,  and  the  first  to  show  how  it  can 
be  made,  and  the  first  to  show  that  there  is  utility  in  mak- 
ing it." 

Now,  complainants*  device  is  claimed  to  be,  and,  if  anything^ 
it  is,  a  new  and  useful  improvement  in  heating  barrels  or  casks 
for  the  purpose  of  pitching  them.  And  the  actual  invention 
of  the  patentees  I  consider  to  be  a  mechanism  consisting  of 
several  parts,  which  are  so  arranged  and  connected  as  to  pro- 
duce a  hot  blast,  composed  of  such  elements  or  chemical  con- 
stituents as  will  heat  the  cask  or  barrel  sufficiently  to  allow  it 
to  be  quickly  and  thoroughly  pitched,  and  yet  not  subject  it  to 
such  a  degree  and  quality  of  heat  as  will  produce  combustion 
and  destroy  or  injure  the  barrel.  This  is  the  essence  of  the 
VOL.  V— 3 
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patentees^  invention,  and  it  is  embodied  in  the  mechanism 
which  they  have  devised;  and,  though  the  various  elements  or 
parts  of  the  mechanism,  vrhen  separately  considered,  may  be 
regarded  as  old,  yet  we  are  to  view  them  in  the  light  in  which 
they  have  been  combined,  in  connection  with  the  new  and 
useful  results  which  the  combination  accomplishes.  Its  value 
does  not  consist  simply  in  throwing  heat  into  a  barrel,  be- 
cause undoubtedly  this  could  be  done  by  the  Davison  and 
Symington  device,  or  by  the  De  Vaux  mechanism,  but,  the 
one  might  not  sufficiently  heat  the  barrel,  and  the  other  might 
burn  it  up. 

The  merit  of  complainants'  device  consists  in  pouring  into 
the  barrel  a  blast  or  volume  of  heat  of  such  quality  and  tem- 
perature as  will  put  the  interior  surface  in  the  peculiar  condi- 
tion required  for  the  rapid  and  successful  application  of  pitch, 
while  the  integrity  of  the  receptacle  is  fully  preserved.  This 
I  consider  to  be  the  precise  merit  of  the  Gottfried  and  Hol- 
beck  invention,  and  I  think  it  is  patentable.  And,  again, 
with  reference  to  the  application  of  old  means  to  a  new 
use,  as  is  stated  in  one  case  cited  on  the  argument,  *^  par- 
ticular changes  may  be  made  in  the  construction  and  op- 
eration of  an  old  machine  so  as  to  adapt  it  to  a  new  and 
valuable  use  not  known  before,  and  to  which  the  old  machine 
had  not  and  could  not  be  applied  without  those  changes  ;  and, 
under  these  circumstances  and  conditions,  if  the  machine  as 
changed  and  modified  produces  a  new  and  useful  result,  it 
may  be  patentable  and  upheld  under  existing  laws."  In  J^ice 
V.  Heald^  13  Pac.  L.  R.,  34,  the  court  said  that  no  machine 
can  be  an  anticipation  of  the  patented  invention,  which  could 
not  be  made  to  produce,  without  altering  its  construction, 
substantially  the  same  results  as  were  produced  by  the  patented 
machine.  Any  prior  machine  which  would  not  produce  sub- 
stantially the  same  results  as  the  one  patented,  could  not  be 
substantially  the  same  machine,  no  matter  how  strongly  the 
prior  machine  may  resemble  the  patented  machine  in  its  con- 
struction. To  make  one  mechanical  device  the  equivalent  of 
another,  it  must  appear  not  only  that  it  produces  the  same 
effect,  but  that  such  effect  is  produced  by  substantially  the 
same  mode  of  operation.     Conover  v.  Roach^  4  Fisher,  26. 
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1 1 .  Sufficiency  of  claim  and  specifications  in  application  for 
patent, — Objection  is  made  that  the  patentees  do  not,  in  their 
application,  particularly  specify  and  point  out  tiie  part,  im- 
provement or  combination,  which  they  claim  as  their  own 
invention  or  discovery,  but  I  do  not  think  the  objection  is 
maintainable. 

The  specifications,  in  connection  with  drawings,  describe  the 
mechanism  and  every  part  of  it,  and  its  mode  of  operation. 
Then,  the  first  claim  is :  •*  The  application  of  heated  air,  under 
blast,  to  the  interior  of  casks,  by  means  substantially  as  de- 
scribed and  for  the  purposes  set  forth." 

The  act  of  Congress  requires  of  the  applicant  for  a  patent  a 
distinct  and  specific  statement  of  what  he  claims  to  be  his  in- 
vention. "The  patentee  ought  to  state  distinctly  wlfat  it 
is  for  which  he  claims  a  patent,  and  describe  the  limits  of 
the  monopoly."  Hastings  v.  Brown^  \  Ellis  &  Blackburn, 
453.  "It  is  for  the  purpose  of  warning  an  innocent  purchaser, 
or  other  person,  using  the  machine,  of  his  infringement,  and  at 
the  same  time,  of  taking  from  the  inventor  the  means  of  prac- 
tising upon  the  credulity  or  fears  of  other  persons,  by  pre- 
tending that  his  invention  was  different  from  its  ostensible 
objects.  *  *  *  The  claim,  or  summing  up,  however,  is  not  to 
be  taken  alone,  but  in  connection  with  the  specification  and 
drawings ;  the  whole  instrument  is  to  be  construed  together. 
But  we  are  to  look  at  the  others  only  for  the  purpose  of  ena- 
bling us  correctly  to  interpret  the  claim."  Brooks  v.  Fiske^  15 
How.,  215. 

Do  the  specifications  and  claim  in  this  case  meet  the 
requirements  of  these  established  rules?  I  think  they  do. 
It  is  true,  that  each  of  the  parts  of  complainants'  mechanism, 
when  taken  separately,  is  old.  But  it  is  the  combination 
of  these  parts  in  a  mechanism  by  which  the  distinctive 
character  of  hot  blast,  capable  of  successful  use  in  heating 
barrels  for  pitching  purposes  is  produced,  which  constitutes 
the  invention ;  and  the  claim  must,  in  my  opinion,  be  regarded 
as  a  claim  to  the  particular  means  and  mode  of  operation  de- 
scribed in  the  specifications.  Burden  v.  Comings  2  Fish.,  489. 
And  these  means  and  this  mode  of  operation  are  described 
in  detail  in  the  specifications,  and  both  claim  and  specifications 
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are  to  be  construed  together.  If  the  words  "  by  means  sub- 
stantially as  described  "  were  omitted,  the  question  would  be 
a  very  different  one.  But,  as  the  claim  contains  words  refer- 
ring back  to  the  specifications,  it  must  be  construed  in  the 
light  of  the  explanations  contained  in  the  specifications.  Sey- 
mour v,  Osborne^  ii  Wall.,  547. 

It  is  objected  that  the  patentees  did  not,  in  their  specifica- 
tions and  claim,  distinguish  old  parts  from  new.  But  they 
describe  each  and  all  the  parts,  and  it  is  the  mechanism  as  a 
whole  so  constructed  and  operated  as  to  produce  a  certain 
character  of  blast,  to  be  applied  to  certain  purposes,  which 
they  claim  as  their  invention.  Phillips  v.  Page,  24  How., 
164,  is  distinguishable  from  this.  There  the  patentee  in- 
vented certain  improvements  in  constructing  the  portable 
circular  saw-mill,  and  they  were  designed  to  adapt  it  to  the 
sawing  of  logs  in  a  saw-mill,  a  use  to  which  it  had  not  before 
been  applied.  But  in  his  claim  he  did  not  set  up  the  im- 
provements or  additions,  which  he  had  invented,  to  the  old 
machine,  which  he  had  not  invented,  so  as  to  enable  him 
to 'adapt  it  to  the  new  use,  but  his  claim  was  merely  for  the 
precise  organization  of  the  old  machine  enlarged,  and  it  was 
held  that  the  mere  enlargement  did  not  afford  ground  for 
a  patent.  As  I  read  the  case,  it  did  not  appear  that  the 
patentee  had  even  contrived  the  means  of  adapting  the  en- 
larged old  organization  to  the  new  use.  In  Merrill  v.  Yeo- 
mans,  4  Otto,  568,  the  claim  was  for  the  new  manufacture 
of  the  deodorized  heavy  hydro-carbon  oils,  suitable  for  cer- 
tain purposes,  and  the  only  question  was  whether  the  word 
**  manufacture,"  as  thus  used,  covered  a  process  or  the 
product  of  a  process.  It  was  held  that  it  should  be  construed 
to  mean  the  new  mode  of  manufacturing  hydro-carbon  oils, 
and  not  the  product.  It  was  a  claim  for  the*  process  of  manu- 
facture. It  may  be  said  of  this  case  that  the  claim  of  the  pat- 
entee was  subjected  to  a  rather  limited  construction,  but,  ac- 
cepting the  case,  as  of  course  we  do,  as  authoritative  upon  the 
question  involved,  I  do  not  regard  it  as  sustaining  the  position 
that  the  specifications  and  claim  of  the  patentees  in  the  case  at 
bar  are  so  indefinite  and  ^insuflScient  as  to  render  the  patent 
void. 
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12.  Infringement, — As  to  infringement  by  the  defendants 
in  th^  Illinois  cases,  I  think  there  can  be  no  doubt  that 
they  are  infringers.  I  understand  the  defendant  Schoen- 
hofen  to  be  using  complainants'  device  under  a  claim  of 
license,  the  validity  of  which  has  been  heretofore  consid- 
ered. The  defendants  Bartholomae  and  Roesing  are  using 
what  is  known  as  the  Vogt  machine,  and  the  defendants 
Fortune  Bros,  are  using  what  is  known  as  the  Shiaudeman 
machine.  Both  of  these  are  portable  devices — the  Vogt  ma- 
chine, according  to  the  specifications  contained  in  the  let- 
ters-patent, issued  to  the  patentee  July  11,  1871,  showing  a  fan 
or  blower  attached  by  a  pipe  at  the  bottom  of  the  machine 
and  the  air  being  forced  through  the  fire.  The  Shiaudeman 
machine  is  so  adjusted  that  a  number  of  casks  may  be  heated 
at  the  same  time.  In  his  opinion,  delivered  in  these  cases,  in 
1878,  Judge  Blodgett  held  that  these  devices  embodied  appli- 
cations of  the  same  principle,  and  were  like  the  complainants* 
in  mode  of  operation  and  in  effect ;  that  they  accomplished 
the  same  end  by  substantially  the  same  means — that  is,  a  blast 
of  air  driven  through  the  fire  and  escaping  into  the  cask. 
The  conclusion  of  the  learned  Judge  in  this  respect,  as  an- 
nounced by  him  in  the  Illinois  cases,  should  be  held  res 
adjudicata  in  those  cases. 

Respecting  the  devices  employed  by  the  other  defendants,  I 
think  it  must  be  said  that  they  also  infringe  the  mechanism 
covered  by  complainants'  patent.  The  conclusion  is  sus- 
tained by  the  evidence  on  the  part  of  the  defendants.  The 
witness  Haskins  testifies  that  the  principle  involved  in  all  the 
machines  used  by  the  defendants  is  the  same  as  that  described 
in  the  Gottfried  and  Holbeck  patent,  and  says  that  if  it  should 
be  held  that  complainants'  patent  is  valid  as  to  its  first  claim,  it 
would  be  his  opinion,  as  an  expert,  that  the  defendants  are  in- 
fringers. The  defendants  Obermann  and  Fueger,  and  the  Joseph 
Schlitz  Brewing  Company,  are  using  a  machine  covered  by  let- 
ters patent  issued  to  J.  P.  Benoit,  October  26th,  1869,  and  the 
defendant  Valentine  Blatz  is  using  a  device  covered  by  letters 
patent  issued  to  Henry  Lehmann,  January  4th,  1876.  Com- 
plainants' witness  Haines  testifies  that  these  two  patents  em- 
brace the  invention  covered  by  complainants*  patent,  so  far  as 


38  DISTRICT  OF  NEW  JERSEY, 


AbbetC  V,  Zusi. 


its  first  and  second  claims  are  concerned,  and  that  the  alleged 
inventions  of  Benoit  and  Lehmann  produce  the  same  kind  of 
a  blast,  and  that  such  blast  produces  the  same  effects  as  are  pro- 
duced by  complainants'  invention  ;  and  I  think  this  is  evident 
from  an  examination  of  the  descriptions  and  specifications  of 
the  inventions  contained  respectively  in  the  Benoit  and  Leh- 
mann patents. 

Although  there  are  some  differences  between  the  mechanism 
described  in  these  patents  and  that  of  which  complainants 
claim  to  be  the  inventors,  it  is  evident  that  all  embrace  the  ap- 
plication of  the  same  principle,  and  are  alike  in  the  result  which 
they  accomplish.  The  court  did  not  understand  it  to  be 
seriously  contended  on  the  argument  that  the  defendants  are 
not  infringers  if  complainants'  patent  can  be  sustained  as 
!\gainst  other  inventions  which,  it  was  claimed,  anticipate 
that  patent. 

Decree  for  complainants. 

Banning  &^  Banning y  for  the  complainants. 

Finches,  Lynde  &'  Miller,  and  Jussen  cr*  Anderson,  for  the 
defendants. 


Leon  Abbett  et  al. 

vs, 

Edward  Zusi.     In  Equity. 

An  assignment  of  certain  patents  having  been  granted  with  a  condition 
therein  that,  if  default  were  made  in  payment  of  any  of  the  instalments 
of  the  consideration  money  therefor,  thereupon  the  assignment  should 
become  null  and  void,  and  default  having  been  made,  and  a  re-assign- 
ment taken  (previous  to  which,  however,  the  assignee  had  granted  a 
license  to  a  third  party  to  use  the  patents),  held^  that  a  license  granted 
under  such  circumstances  was  no  defence  to  a  charge  of  infringement 
by  the  use  of  the  patents,  because  the  assignee  could  give  no  better  title 
than  he  himself  had  and  the  licensee  ought  to  have  inquired  into  the 
assignee's  right  to  grant  such  license. 

The  maxim  caveat  emptor  applied,  under  the  facts  in  this  case. 
(Before  Nixon,  J.,  District  of  New  Jersey,  December,  1879.) 
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Nixon,  J. 

The  bill  is  filed  for  the  infringemept  of  certain  letters 
patent,  and  for  an  injunction  and  an  account. 

The  answer  admits  the  validity  of  the  patents,  and  the  use 
of  the  same  by  the  defendant,  but  claims  the  right  under  a 
license  granted  to  him  by  one  Henry  Sauerbier,  who  was  the 
grantee  of  Flora  B.  Cabell,  one  of  the  owners  thereof. 

It  appears  by  the  evidence,  that  on  the  7th  day  of  March, 
1S76,  Flora  B.  Cabell,  claiming  to  own  the  one-fourth  part  of 
the  patents  in  controversy,  for  the  consideration  of  1 10,000, 
executed  a  writing  conveying  to  said  Sauerbier,  all  her  right 
and  interest  therein ;  the  assignment  containing  a  condition, 
nevertheless,  that  the  same  should  be  null  and  void  if  the 
grantee  failed  to  pay  within  ten  days  after  their  falling  due, 
any  one  of  nineteen  promissory  notes  for  I500  each,  which  the 
grantee  of  the  patents  had  given,  ^n  addition  to  $500  in  cash, 
as  the  consideration  of  the  conveyance. 

After  the  payment  of  two  or  three  of  the  notes  first  matur- 
ing, the  grantee  allowed  the  remaining  notes  to  go  to  protest. 
Steps  being  taken  to  vacate  the  transfer  on  account  of  said 
default  in  payment,  Sauerbier,  on  the  15th  of  August,  1878, 
reassigned  his  interest  in  the  patents  to  Mrs.  Cabell,  with  cov- 
enant in  writing  that  he  was  the  owner  of  the  same,  and  had 
not  made  any  other  assignment  thereof. 

It  appears,  however,  that  previous  to  the  said  reassignment, 
to  wit,  on  the  7th  of  January,  1878,  he  had  granted  a  license  to 
the  defendant  to  use  the  patents  in  the  manufacture  of  fluting 
machines,  for  the  period  of  four  years  from  that  date,  for  the 
consideration  of  ^,000,  and  the  question  presented  is  whether 
a  license  under  such  circumstances  is  a  defence  to  the  infringe- 
ment. 

I  think  that  it  is  not.  It  would  seem  to  be  a  proposition 
which  required  no  argument,  that  the  defendant  derived  from 
the  grantor,  Sauerbier,  no  better  title  than  the  latter  had  at  the 
time  of  the  transfer.  But  the  notes  that  Sauerbier  had  given 
for  the  patents  had  remained  under  protest  and  unpaid  for  more 
than  a  year,  and  his  right  of  ownership  expressly  depended 
upon  their  payment.  The  maxim  caveat  emptor  applied,  and 
if  the  defendant  did  not  deem  it  worth  his  while,  when  he  took 
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the  license,  to  inquire  into  the'right  of  Sauerbier  to  grant  it,  he 
should  not  now  complain  if  he  comes  to  loss  by  his  want  of 
such  ordinary  diligence  and  care  in  the  purchase. 

The  case  of  Woodworth  v.  Weed^  i  Blatchf.  C.  C.  R.,  165, 
seems  applicable.  There  a  license  had  been  given,  to  use 
a  patented  machine,  fbr  which  the  licensee  executed  and 
delivered  five  promissory  notes,  payable  at  different  times, 
with  an  agreement  in  writing,  that  if  any  one  of  the  notes 
should  become  due  and  unpaid,  the  license  should  be  void. 
Judge  Nelson  held,  that  from  the  terms  of  such  an  agree- 
ment, the  license  was  forfeited  the  moment  one  of  the  notes 
became  due  and  unpaid,  and  that  the  grantor  might  treat  the 
rights  of  the  grantee  as  forfeited,  and,  at  once,  apply  for  an 
injunction  against  any  further  use  of  the  machine. 

It  is  not  quite  clear,  under  the  facts  of  the  case,  that  the 
complainants  are  entitled  to  an  account,  but  their  right  to  an 
injunction  is  without  question,  and  it  is  accordingly  ordered, 
with  costs. 

A.  Q,  Keasbey  &*  SonSy  for  the  complainants. 

B.  C  PottSy  for  the  defendant. 


Joseph  F.  Field 
vs, 

* 

Oliver  De  Comean  et  al.     In  Equity. 

Letters  patent  number  155,077,  dated  September  15th*  1874,  granted  to  com- 
plainant for  improvement  in  glove  fastenings,  construed,  and,  upon  the 
construction  given,  the  defendants  hfld  not  to  have  infringed. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  December,  1879.) 

Wheeler,  J. 

The  orator  has  a  patent.  No.  155,077,  dated  September 
15th,  1874,  for  an  improvement  in  glove-fastenings,  consist- 
ing of  the  combination  of  a  spring  inserted  in  the  material  of 
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the  glove  and  extending  around  the  edges  of  the  slit,  which 
permits  drawing  the  wrist  of  the  glove  over  the  hand,  and 
adjusted  so  as  to  spring  open  by  the  insertion  of  the  hand 
and  to  close  automatically  and  overlap  itself,  and  cause  the 
edges  of  the  slit  to  overlap  each  other  when  the  glove  is  on. 
The  defendants  deny  infringement.  They  make  and  sell  for 
use  springs  for  gloves,  to  be  inserted  into  the  material,  and 
with  arms  extending  along  each  edge  of  the  slit,  jointed  at 
the  apex,  working  together  like  the  blade  and  handle  of  a 
jack-knife.  The  only  question  is  whether  the  use  of  such 
springs  is  an  infringement. 

The  plaintiff  stated  in  the  specification  of  his  patent  that 
springs  had  been  combined  before  with  the  wrists  of  gloves, 
but  of  a  different  form.  So  his  patent  is  not,  and  could  not 
be  maintained  as  a  patent  for  the  combination  of  springs  in 
every  form  with  the  wrists  of  gloves  to  close  them.  It  pro- 
fesses to  be  and  is  a  patent  of  his  style  of  spring  combined 
with  the  wrists  of  gloves  for  that  purpose.  The  question  is 
whether  the  defendants*  spring  is  substantially  like  his.  His 
is  a  spring  throughout,  and  pulls  constantly  upon  the  parts 
of  the  material  until  they  come  together  and  overlap.  The 
defendants'  has  stiff  arms,  and  pulls  the  parts  together  only 
when  closed  far  enough  to  have  the  spring  on  one  arm  oper- 
ate in  the  opposite  direction  upon  the  cam-shaped  end  of 
the  other,  and  it  pulls  the  edges  apart  until  the  arms  are  at 
right  angles  to  each  other  when  opened  far  enough  to  cause 
the  spring  to  act  the  other  way  on  the  cam.  When  so  opened 
it  will  not  close  itself,  as  the  orator's  will,  but  has  as  much 
tendency  to  remain  open  as  it  has  to  remain  closed  after 
being   closed. 

It  is  said  by  an  expert,  called  by  the  orator,  that,  if  the  edge 
of  the  cam  which  throws  the  arms  apart  was  removed,  the 
spring  would  become  more  like  the  orator's  in  its  operation  ; 
but  he  probably  failed  to  notice  that  the  spring  operates  on  the 
same  edge  of  the  cam,  although  on  different  sidep  of  its  pivot, 
both  in  opening  and  closing  the  spring,  and  that  if  this  edge 
was  removed,  the  spring  would  not  move  the  arms  together, 
or  either  way,  at  all.  The  form  of  the  defendants*  spring  is 
different  from  the  orator's,  its  mode  of  operation  is  different. 
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and  the  result  of  its  operation  is  somewhat  different.  It  can- 
not be  said  to  be  the  same  as  the  orator's,  or  to  be  substantial- 
ly like  the  orator's.  Each  got  the  idea  of  closing  the  wrists 
of  gloves,  by  means  of  springs,  from  others.  The  orator  carries 
out  the  idea  in  his  mode,  and  the  defendants  in  theirs,  and  as 
neither  has  control  of  anything  but  the  particular  mode, 
neither  can  justly  say  that  the  other  uses  his  mode. 

Let  a  decree  be  entered  dismissing  the  orator's  bill,  with 
costs. 

M.  B,  Andrus,  W.  S,  Pladivell  and  P,  /.  O'Reilly^  for  the 
complainant. 

C,  A.  Seward  and  C  B.  Stoughton^  for  the  defendants. 


Charles  A.  Edgarton,  Administrator  et  al. 

vs. 

Charles  H.  B.  Breck  et  al.     In  Equity. 

All  parties  having  title  to  a  patent  are  necessary  parties  to  a  suit  for  its  in- 
fringement. If  the  title  is  undisputed,  they  may  all  be  joined  as  com- 
plainants, but,  if  disputed,  those  whose  title  is  questioned  should  be  made 
defendants. 

If  parties  who  have  no  title  to  the  patent  are  joined  as  complainants,  the 
remedy  is  not  a  dismissal  of  the  bill,  but  merely  of  their  names  as  parties 
to  it. 

The  fourth  and  fifth  claims  of  reissued  letters  patent,  number  2,994.  dated 
June  i6th,  1868,  granted  to  George  Whitcomb  for  an  improvement  in 
horse-rakes  held  to  be  infringed  by  the  defendants. 

(Before  Lowell,  J.,  District  of  Massachusetts,  December,  1879.) 

Bill  in  equity  for  infringement  of  the  reissued  patent  No. 
2,994,  dated  June  i6th,  1868,  granted  to  George  Whitcomb  for 
an  improvement  in  horse-rakes.  The  original  patent  was 
dated  October  5th,  1858,  and  was  extended  for  seven  years, 
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in  1872,  to  October  5th,  1879.  ^^  expired  after  this  suit  was 
brought. 

On  May  31st,  1858,  Whitcomb,  reciting  that  he  had  invent- 
ed a  new  and  improved  horse-rake  for  which  he  was  about  to 
apply  for  a  patent,  and  that  Elbert  White  had  agreed  to  pur- 
chase "  one  undivided  half  of  all  the  right,  title  and  interest 
which  1  have  or  may  have  in  consequence  of  the  grant  of  let- 
ters patent  therefor,*'  granted  to  said  White  the  full  and  ex- 
clusive right  to  one-half  of  all  the  improvements,  as  described 
in  the  speciOcation  already  prepared  for  the  patent  office,  to 
be  held  and  enjoyed  **  to  the  full  end  of  the  term  for  which 
said  letters  patent  may  be  granted  as  fully  as  the  same 
would  have  been  held  and  enjoyed  by  me,  if  this  assignment 
and  sale  had  not  been  made."  In  February,  1864,  Whitcomb 
and  White  jointly  granted  to  L.  G.  Kniffen  all  their  "  right, 
title  and  interest  in  and  to  said  invention,  with  full  power  to 
make,  construct,  use  and  vend  to  others  to  be  used  the  said 
improved  horse  hay-rake  for,  to  and  in  the  State  of  Massachu- 
setts," and  some  other  States,  to  hold  during  the  continuance 
of  said  patent.  Kniffen  afterwards  conveyed  all  his  interest 
to  Alzirus  Brown,  one  of  the  plaintiffs. 

The  patentee  assumed  that  the  grants  before  mentioned 
were  for  the  term  of  the  original  patent  only,  and  he  granted 
to  said  Alzirus  Brown  one-third  of  his  interest  in  the  extend- 
ed term,  and  one-third  to  said  Elbert  White  ;  and  these  three, 
Whitcomb,  Brown  and  White,  united  in  conveying  one-fourth 
interest  to  Thomas  H.  Dodge.  The  three  persons  last  named 
and  Whitcomb's  administrator  were  the  complainants  in  this 
suit.  The  answer  set  up  that  the  assignments  by  Whitcomb 
to  White,  and  by  these  two  to  Kniffen,  and  by  Kniffen  to 
Brown,  conveyed  the  exclusive  interest  for  Massachusetts  and 
the  other  territory  mentioned  therein  for  the  extended,  as  well 
as  the  original  term  of  the  patent,  and  that  for  this  reason 
the  complainant  Brown  was  the  only  plaintiff  who  had  any 
interest  in  the  suit.  The  defendants  gave  a  very  full  history 
of  the  art,  as  shown  by  the  patents  which  had  been  granted 
before  1858,  and  upon  the  facts  thus  proved,  denied  the  valid- 
ity  of  the  Whitcomb  patent,  and  that  the  defendants  in- 
fringed it. 
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Lowell,  J. 

I  do  not  conceive  it  to  be  my  duty  to  decide  whether  the 
assignments  of  Whitcomb  to  White,  and  of  Whitcomb  and 
White  through  Kniflfen  to  Brown,  conveyed,  in  advance,  an  in- 
terest in  the  extended  term  of  the  patent,  or  not.  The  parties 
interested  treated  them  as  conveying  only  the  original  term, 
and  when  the  extension  was  dealt  with,  the  plaintiff  Brown, 
who  is  now  said  by  the  defendants  to  be^the  sole  owner  for  a 
large  part  of  New  England,  accepted  a  deed  of  one-third  of 
the  whole  interest  from  the  original  patentee,  White  accept- 
ed another  third,  and  the  three  conveyed  one-fourth  part  of 
the  whole  patent  to  Dodge.  Under  these  circumstances,  the 
complainant  Brown  cannot  set  up  that  he  is  the  sole  owner  of 
the  patent  for  Massachusetts,  nor  has  he  asserted  such  a  pre- 
tension. The  defendants  need  not  be  solicitous  for  Brown's 
interests.  They  are  safe  in  any  event,  since  Brown  is  a  plain- 
tiff, and  whatever  his  title  ma}'  be,  his  whole  damages  will 
be  forever  disposed  of  by  the  decree.  Dodge  is  a  proper 
party  plaintiff  under  any  construction  of  the  deeds,  because 
he  claims  title  under  Brown.  If  the  other  complainants, 
Whitcomb  and  White,  had  no  scintilla  of  interest,  the  remedy 
would  not  be  a  dismissal  of  the  bill,  but  merely  of  their  names 
as  parties  to  it.  But,  since  these  persons  insist  that  they  have 
a  title,  and  the  records  of  the  Patent  Office  show  it,  they  are 
necessary  parties,  either  as  plaintiffs  or  defendants  ;  and  if 
they  had  not  been  joined,  the  present  defendants  might  well 
have  objected  ;  and,  since  Brown  and  Dodge  admit  their 
title,  they  are  proper  plaintiffs  ;  if  there  had  been  a  dispute 
between  them  on  this  point,  they  should  have  been  made  de- 
fendants. The  bill,  then,  is  not  objectionable  in  respect  to 
the  parties  plaintiff. 

In  Brown  v.  IV/iittemore^  2  Off.  Gaz.  248,  the  second  and 
fourth  claims  of  this  reissued  patent  were  sustained  by  this 
Court.  In  the  present  case,  a  large  number  of  patents  have 
been  referred  to,  some  of  which  were  not  before  us  at  the 
former  trial.  The  most  important  of  tliese,  that  granted  to 
Nathan  Martz,  was  set  up  in  the  answer  in  Brazvn  v.  Whitte- 
more^  but  how  much  it  was  relied  upon  in  argument  I  do  not 
recollect.     My  impression  is  that  Whitcomb  was  proved  to 
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have  preceded  Martz  as  an  inventor  in  all  respects,  and  the 
only  real  question  was  whether  plaintiff  had  not  used  or 
sold  his  invention  for  a  longer  time  than  the  law  permits. 
Whitcomb  has  died,  and  there  is  no  proof  in  this  case  that 
his  invention  was  earlier  than  his  application  ;  so  that  we 
must  compare  the  two  patents,  assuming  Martz  to  be  the  first 
inventor  of  what  he  describes.  The  record  makes  it  evident 
that  there  were  many  inventors  in  this  class  of  machines,  and 
that  the  various  parts  of  a  horse-rake,  such  as  the  wheels, 
thills,  rakehead  and  teeth,  with  levers  to  raise  and  lower  the 
teeth,  had  been  combined  in  many  ways.  The  plaintiffs'  rake 
appeared  to  us  in  the  former  case,  and  still  appears  to  me,  to 
be  a  decided  improvement  upon  the  older  forms.  It  had 
greater  capacity  and  a  more  useful  operation,  depending  up- 
on the  mode  in  which  the  rakehead  was  hinged,  and  that  in 
which  it  was  raised  and  lowered,  and  the  relative  position  of 
teeth  to  the  line  of  the  wheels.  Martz's  drawings  undoubt- 
edly show  a  rake  resembling  Whitcomb's  ;  but  its  organiza- 
tion is  such  that  it  was  not  capable  of  doing  such  a  variety 
of  work,  if  indeed  it  would  work  at  all.  Its  mode  of  holding 
the  teeth  down  t  o  the  work  was  by  coiled  springs,  which 
must  have  interfered  seriously  with  the  full  oscillation  pf  the 
rakehead,  and  which  could  not  possibly  be  adapted,  in  the 
same  rake,  to  do  work  upon  different  qualities  of  hay  and 
grain  ;  if  the  springs  were  strong  enough  for  one  sort  of 
work,  they  would  be  too  strong  or  too  weak  for  other  sorts. 
It  is  plain,  therefore,  that  Martz  does  not  anticipate  all  the 
claims  of  the  reissued  patent.  It  is  admitted  by  the  plaintiffs 
that  the  first  and  third  claims,  which  are  for  the  combination 
and  arrangement  of  the  rakehead  and  axle,  and  of  rakehead, 
shafts,  hinges  and  axle,  must  be  narrowly  construed  in  order 
to  be  valid,  and  are  not  infringed. 

The  second  claim  is  for  **  the  combination  and  relative 
arrangement  of  the  hinged  rakehead  with  the  supporting  axle 
and  carrying  wheels,  substantially  as  shown  and  described, 
whereby  the  head  is  supported  above  the  rear  upper  edge  of 
the  axle,  as  shown,  and  the  lower  ends  of  the  teeth,  when 
gathering  the  hay,  occupy  positions  in  rear  of  the  head  of  the 
wheels,  and  forward  of  a  vertical  plane  on  a  line  with  the  rear 
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edge  of  the  wheels,  substantially  as  shown  in  the  accompany- 
ing drawings."  The  defendants  attach  the  upper  ends  of 
their  tines  or  teeth  to  a  rod,  stretched  parallel  with  and  be- 
hind the  axle  ;  the  rod  turns  in  sockets  and  carries  the  teeth 
upward  when  the  load  is  dumped  ;  the  teeth  are  attached 
firmly  to  the  rod  only  at  their  ends,  and  have  a  little  vertical 
play  which  enables  them  to  avoid  slight  inequalities  in  the 
ground  or  other  obstructions  ;  at  some  distance  behind  and 
a  little  above  this  rod,  and  firmly  attached  to  it  in  two  or 
three  places,  is  a  bar  with  staples  on  its  under  side,  through 
which  the  teeth  are  passed,  and  which  are  large  enough  not 
to  interfere  with  the  play  of  the  teeth  above  mentioned.  One 
of  the  disputed  questions  is  whether  this  rod  and  bar  together 
make  a  rakehead.  The  defendants  show  that  constructions 
like  this  were  known  before  Whitcomb's  patent  was  issued, 
one  of  which  is  found  in  the  Randall  Pratt  patent ;  and  there 
is  evidence  that  the  parts  are  called  in  the  trade  a  thimble 
rod  and  a  staple  bar  respectively  ;  and  that  a  bar  with  the 
teeth  firmly  attached  or  coiled  round  it,  so  that  they  must 
move  in  all  directions  with  it,  is  called  a  rakehead.  Whether 
such  a  discrimination  was  made  at  the  date  of  Whitcomb's 
patent,  I  do  not  know  ;  nor  is  it  important,  because  he  was 
describing  a  certain  thing  which  is  plainly  shown  in  his  de- 
scription and  drawings,  and  the  name  he  gives  it  is  of  no  con- 
sequence. It  seems  to  me  that  the  rod  and  bar  of  the  defend- 
ants' rake  together  perform  the  functions  of  the  plaintiffs' 
rakehead.  MarjLz's  device,  which  the  defendants  admit  to  be 
a  rakehead,  was  divided  into  two  bars  attached  to  each  other, 
and  working  together  to  hold,  raise  and  lower  the  teeth.  It 
is  an  old  form  of  rakehead  which  the  defendants  have  substi- 
tuted for  that  of  the  claim.  If  better  in  some  respects,  still 
it  was  a  known  substitute. 

The  difficulty  with  the  second  claim  of  the  reissue,  as  ap- 
plied to  this  case,  is  that  the  patentee  has  seen  fit,  for  some 
reason,  to  describe  his  rakehead  as  "  supported  above  the 
upper  edge  of  the  axle,"  and  the  defendants'  rakehead  is  on 
a  line  with  the  axle.  It  may  be  that  this  limitation  was  un- 
necessary ;  but  it  is  found  in  the  second  claim,  and  I  do  not 
feel  at  liberty  to  disregard  it.  The  defendants'  machine, 
therefore,  is  not  within  this  claim. 
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The  fourth  and  fifth  claims  appear  to  me  to  be  infringed. 
The  defendants  use  the  hand  and  foot  levers  and  their  con- 
nections for  holding  the  teeth  down  and  for  raising  them, 
though  in  a  somewhat  different  form.  They  have  added  an 
ingenious  piece  of  mechanism,  by  which  the  levers  are  con- 
nected with  the  whiffle- tree,  and  by  this  means  the  horse  in 
walking  draws  up  the  teeth  when  the  load  is  to  be  dis- 
charged ;  but  I  understand  the  witnesses  on  both  sides  to  say 
that  this  additional  mechanism  cannot  be  relied  on  to  do  all 
that  }f  necessary  at  all  times,  but  must  often,  if  not  usually, 
be  helped  out  at  some  point  by  the  action  of  the  foot  or  hand, 
or  both.  It  does  not  enable  the  defendants  to  dispense, 
wholly,  with  any  part  of  the  plaintiffs'  combinations  ;  and  I 
understand  from  the  record  that  they  do,  in  fact,  use  them 
to  a  certain  extent. 

Decree  for  an  account. 

Thos.  If.  Dodge^  for  the  complainants. 

W.  B.  H.  Dou^se  and  Alexander  Selkirk,  for  the  defendants. 


Benjamin  T.  Irish 

vs. 

T.  Knapp.    In  Equity. 

The  process  of  preparing  and  producing  colored  photographs  on  glass  de- 
scribed and  claimed  in  letters  patent  dated  June  27th,  1876,  numbered 
179,  3t6,  granted  to  the  complainant  is,  as  an  enUrety,  novel. 

(Before  Butler,  J.,  Eastern  District  of  Pennsylvania,  December,  1879.) 

Butler,  J. 

This  suit  is  for  the  infringement  of  letters-patent  No.  179, 
316,  issued  to  the  plaintiff,  June  27th,  1876,  for  certain  new 
and  improved  methods  of  making  colored  photographs  on 
glass,  described  substantially  as  follows  :  Attach  the  un- 
mounted photograph  to  a  glass  by  means  of  paste.     After  the 
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moisture  has  dried  out,  render  the  paper  transparent  by 
grinding  down  from  the  back  till  quite  thin  with  emery-cloth, 
fine  sand-paper,  or  the  like  ;  then  place  it  in  a  bath  of  melted 
paraffine,  or  other  similar  substance.  After  a  few  minutes, 
remove  it  and  rub  off  the  surplus  wax.  After  the  print  is 
thus  rendered  transparent,  paint  it  on  the  back  with  oil-colors 
or  touch  up  such  parts  as  need  it ;  then  lay  a  second  glass 
against  the  back  of  the  picture  and  put  oil-colors  on  its  outer 
side,  placing  the  various  tints  opposite  such  parts  as  may  be 
proper.  The  colors  on  the  back  of  the  second  glass  •being 
separated  from  the  picture  as  described,  it  is  asserted  that 
greater  smoothness  and  softness  are  thus  obtained,  and  that 
while  the  application  of  paint  directly  to  the  paper  requires 
the  skill  of  an  artist,  the  application  of  color  by  means  of  a 
second  glass  does  not.  The  claim  is  in  the  following  lan- 
guage :  '*  What  I  claim,  and  desire  to  secure  by  letters  patent, 
is  :  The  process  of  preparing  and  producing  colored  photo- 
graphs on  glass  by  first  mounting  the  photograph  on  glass, 
face  downward,  then  grinding  it  thin  from  the  back,  and 
then  treating  it  with  paraffine  or  its  equivalent,  as  specified, 
for  the  after  reception  of  oil-colors,  applied  directly  to  the 
back  of  the  picture,  or  to  a  second  glass,  to  be  applied  as  a 
backing,  substantially  as  herein  described.*' 

While  the  description  or  specification  seems  to  contemplate 
painting  or  touching  up  the  back  of  the  picture,  and  also  the 
use  of  the  second  glass  in  all  cases,  and  thus  presents  a  single 
method  of  making  colored  photographs  on  glass,  the  claim, 
as  I  understand  it,  has  a  double  aspect,  and  embraces  two 
processes,  the  one  terminating  with  the  application  of  paint 
to  the  back  of  the  picture  and  the  other  with  the  application 
of  a  second  glass  colored  on  the  outer  side. 

The  defendant  does  not  deny  the  charge  of  infringement. 
The  picture  obtained  from  him  and  produced  in  evidence  was 
made  by  the  process  which  embraces  the  second  glass.  The 
defence  is  rested  on  the  allegation  that  the  plaintiff  was  not 
the  first  inventor  or  discoverer  of  this  process.  To  prove  the 
allegation,  several  witnesses  were  produced.  A  careful 
examination  of  their  testimony  has  satisfied  me  that,  although 
the  plaintiff  was  not  the  first  to  discover  and  use  the  first  of 
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the  processes  embraced  in  the  claim,  as  before  indicated,  he 
was  the  first  to  discover  the  second  of  these  processes,  em- 
bracing the  use  of  an  additional  glass.  The  statements  of 
Mr.  Wentworth,  Mr.  Broadbent,  and  others  leave  no  room  to 
doubt  that  the  process  which  is  completed  by  the  applica- 
tion of  paint  directly  to  the  back  of  the  picture  did  not 
originate  with  the  plaintiff.  The  **  ivory  type,"  extensively 
manufactured  many  years'  prior  to  the  date  of  the  patent, 
was  made  according  to  this  process,  the  paint  being  applied 
sometimes  to  the  face  and  sometimes  to  the  back  of  the 
picture. 

As  respects  the  process,  however,  which  embraces  the  ad- 
ditional  glass — the  process  here  particularly  involved — the 
defendant's  allegation  is  not  proved.  The  testimony  of  Mr. 
Loudner,  invoked  to  sustain  it,  is  not  sufficient  for  the  pur- 
pose. The  witness  is  interested,  and  cannot,  therefore,  be 
supposed  unwilling  to  tell  all  he  knows,  and  yet  when  cross- 
examined  and  required  to  describe  the  process  he  used,  being 
afforded  the  fairest  and  fullest  opportunity  to  do  so,  he  omit- 
ted the  use  of  the  second  glass  from  his  statement.  When 
asked  whether  it  was  the  same  as  that  described  in  the  Photo- 
graphic Bulletin^  and  known  as  '*  Krauss's,"  in  which  the 
second  glass  was  mentioned,  he  said  it  was  '*  to  the  best  of 
his  knowledge,'*  and  **  as  near  as  he  could  recollect.**  These 
expressions  show  that  he  had  no  certain  recollection  about  it. 
The  Photographic  Bulleiiny  put  in  evidence,  contains  nothing 
of  value.  Its  statements  are  not  evidence.  The  description 
of  this  process,  after  the  date  of  letters  patent,  and  crediting 
the  invention  to  another,  is  unimportant.  That  no  photo- 
graph having  the  second  glass,  made  prior  to  the  date  of  this 
patent,  was  produced  is  a  very  significant  fact.  I  feel  no 
hesitation  in  saying  that,  as  respects  the  process  which  in- 
volves the  use  of  this  glass,  the  claim  is  well  founded,  and  the 
patent  valid. 

The  suggestion  that  the  second  glass  is  of  no  value  does 
not  come  with  much  force  from  one  who  has  adopted  its  use. 
The  facility  it  affords  for  applying  color,  and  the  smoothness 
and  softness  it  imparts  to  the  picture,  leave  no  room  for  doubt 
on  the  question  of  value.  I  have  passed  upon  the  questions 
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presented  by  counsel,  and  do  not  feel  called  upon  to  consider 
any  other,  if  such  might  be  raised  upon  the  fact. 

Strawbridge  &*  Taylor^  for  the  complainant. 

W.  W,  Weighley  and  S,  £.  Cavin,  for  the  defendant. 


James  M.  Harper 

vs. 

Howard  E.  Cooke  et  al. 


Same 


vs. 


Nathaniel  B.  Stevens.    In  Equity. 

Reissued  letters  patent  number  6,493,  dated  June  23d,  1875,  'or  an  improve- 
ment in  fly  traps,  Meldio  be  novel  and  infringed  by  the  defendants. 

(Before  Lowell,  J.,  District  of  Massachusetts,  December,  1879.) 

Lowell,  J. 

These  suits  are  brought  for  the  infringement  of  the  re- 
issued patent,  granted  the  plaintiff,  No.  6,493,  dated  June  22d, 
1875,  ^^^  ^^  improvement  in  fly  traps. 

The  specification  and  drawings  show  a  cylinder  made  of 
wire  cloth,  inside  of  which  is  a  much  smaller  cone  of*  the 
same  material,  with  a  hole  in  its  top  ;  these  are  supported 
by  a  circular  wooden  block  or  base,  fiat  on  its  lower  surface 
and  hollowed  on  its  upper  surface,  and  with  shoulders  and 
projections  upon  which  the  cone  and  cylinder  are  to  rest, 
leaving  openings  for  the  greater  part  of  the  circumference 
through  which  the  flies  are  expected  to  crawl.  The  opera- 
tion of  this  trap  is  said  to  be  that  the  flies  crawling  up 
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through  a  narrow  and  dark  passage  into  the  part  of  the  trap 
containing  the  bait  and  covered  by  the  small  cone,  are  at- 
tracted by  the  light  above  and  find  their  way  into  the  large 
cylinder,  but  cannot  remember  the  way  for  a  return  journey, 
and  collect  in  the  upper  trap.  The  specification  disclaims  a 
trap  whose  base  block  contains  a  convex  surface  upon  the 
inside,  and  claims  :  "  i.  The  concave  base  block,  having  ex- 
tensions and  shoulders  in  combination  with  the  cylinder  and 
cone,  substantially  as  described.  2.  The  base  block,  having 
passages  in  its  periphery  and  a  concavity  inside  thereof,  in 
combination  with  the  cylinder,  substantially  as  described." 
The  advantage  of  the  concave  block  is  that  it  will  retain  liquid 
bait. 

■ 

In  this  case,  as  [in  so  many  others,  the  field  of  invention 
has  been  thoroughly  explored  before  and  since  the  date  of  the 
patent,  and  the  inquiry  is  whether  that  part  which  fairly  be- 
longs to  the  patentee  is  narrow  enough  on  the  one  hand  to 
escape  the  earlier  constructions,  and  broad  enough  on  the 
other  to  cover  those  which  are  later.  The  patent  of  Reuben 
Shaler,  granted  in  1859,  describes  a  fly  trap  of  wire  gauze, 
which  has  an  upper  and  lower  receptacle  connected  by  a 
trap-door,  which  is  kept  sjfficiently  open  by  an  upright  piece 
of  wire.  The  base  block  has  a  mode  of  entrance  for  the  flies 
substantially  like  that  of  Harper,  but  it  is  convex  on  the  up- 
per or  inner  side,  and  the  liquid  bait  was  put  upon  a  rag  or 
sponge  which  was  fastened  to  the  block.  The  other  contriv- 
ances which  are  proved  to  antedate  Harper,  have  not  the 
peculiar  advantage  of  the  mode  of  constructing  the  entrance, 
which  makes  it  difficult  for  the  flies  to  find  their  way  out.  It 
is  Shaker's  trap  which  caused  the  disclaimer  in  Harper's  pat- 
ent, and  it  is  that  which  raises  the  only  niqe  point  of  novelty. 
The' connection  between  the  upper  and  the  lower  trap  is 
much  more  simple  and  compact  in  Harper's  contrivance,  and 
the  trap-door  is  dispensed  with,  as  well  as  wire  posts  by  which 
Shaler  supported  his  upper  bell-shaped  receptacle.  This  is 
in  addition  to  the  change  in  the  base  block  from  convex  to 
concave,  which  is  admitted  to  be  a  useful  change.  It  is  not 
necessary  to  inquire  whether  Harper  would  infringe  Shaler, 
because  the  patent  of  the  latter  has  long  since  expired,  but  I 
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think  it  reasonably  clear,  in  view  of  the  existing  traps,  that 
Harper  made  an  improvement  upon  Shaler  which  will  support 
a  patent  for  a  limited  claim  ;  that  is,  for  the  combination  of 
such  a  block  with  such  a  cone  and  cylinder  as  he  describes,  in 
substantially  the  same  way. 

Then,  does  the  trap  made  by  the  defendants  Howard  and 
Samuel  Cooke,  and  sold  by  the  defendant  Stevens,  infringe 
Harper's  patent  ?  It  differs  in  two  particulars,  which  amount 
to  patentable  differences  in  the  opinion  of  the  defendants'  ex- 
pert, Mr.  Walker,  and  a  patent  has  been  or  is  to  be  applied 
for  ;  but  the  new  patent,  if  one  should  be  obtained,  may  in- 
fringe  the  old.  The  differences  are  not  obvious  on  a  hasty 
inspection.  They  are  these  :  The  lower  and  upper  cages  are 
firmly  fastened  together  at  the  bottom.  This  is  an  improve- 
ment ;  but  as  Harper's  corresponding  cages  are  so  made  as 
to  fit  together  at  the  same  place,  the  difference  is  immaterial 
in  the  trap  when  in  operation.  Then,  instead  of  cutting  away 
a  part  of  the  circular  base  block,  so  as  to  leave  suitable  pro- 
jections and  shoulders  to  receive  the  cage  or  cages,  the  de- 
fendants attach  to  a  circular  base  block  three  pieces  of  bent 
wire,  or  thin  plates  of  brass,  which  serve  as  shoulders  and 
projections,  and  at  the  same  time,  being  elastic,  they  serve  as 
springs  to  keep  the  cage  and  block  united,  which  is  another 
improvement,  but  likewise  unessential  to  the  trap  when  in 
use.  Harper  describes  his  cone  as  fitted  closely  to  the  block, 
but  springs  would  certainly  be  more  effectual  than  the  best 
fitted  unelastic  block.  The  defendants'  trap,  when  standing 
upon  a  table  ready  for  use,  has  a  base  block  with  a  concave 
ring  cut  out  of  it,  on  the  upper  surface,  to  receive  the  molasses 
or  other  liquid  bait,  and  with  openings  not  distinguishable 
in  function  or  mode  of  operation  from  those  of  Harper,  with 
an  inner  and  an  outer  cage  of  wire  gauze,  resting  upon  the 
block  at  the  same  place,  and  for  the  same  purpose,  and  In 
substantially  the  same  way,  with  those  of  the  plaintiff.  From 
the  comparison  which  I  have  given,  it  is  apparent,  I  think, 
that  the  defendants  have  taken  the  combination  of  the  plain- 
tiff, and  that  the  improvements  which  they  have  made  are  by 
way  of  addition  to,  rather  than  avoidance  of,  his  mode  of 
construction. 
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I,  therefore,  find  the  patent  valid,  and  to  have  been  in- 
fringed. As  the  defendant  in  the  second  case  merely  sells 
the  traps  made  by  the  defendants  in  the  first  case,  an  ac- 
counting in  the  first  case  will,  I  suppose,  be  all  that  is  neces- 
sary at  present. 

Decree  in  the  first  case  for  injunction  and  account. 

Decree  in  the  second  case  for  injunction. 


Thos,  H,  DodgCy  for  the  complainant. 
Thos.  Weston,  Jr,^  for  the  defendants. 


The  Millers  Falls  Company 

vs, 
QuiMBY  S.  Backus.    In  Equity. 

Mere  change  in  the  form  and  proportions  of  a  known  instrument  or  machine, 
however  great,  will  often  be  held  to  be  merely  colorable  or  unessential, 
unless  invention  was  employed  in  making  the  change. 

Reissued  letters  patent  number  6,350,  dated  March  23d,  1875,  granted  to 
Charles  H.  Stockbridge  for  improvement  in  the  stocks  or  braces  for  bits 
and  other  tools,  held  valid  and  infringed  by  the  defendant. 

(Before  Lowell,  J.,  District  of  Massachusetts,  December,  1879.) 

Lowell,  J. 

The  plaintiffs  are  the  owners  of  the  reissued  patent  No. 
6,350,  dated  March  23d,  1875,  granted  to  them  upon  an  in- 
vention of  Charles  H.  Stockbridge,  their  assignor.  The 
original  patent,  dated  February  19th,  1867,  is  not  in  evidence. 
I  understand  that  the  specification  was  identical  with  that  of 
the  reissue,  with  the  exception  of  the  claim. 

The  invention  relates  to  an  improvement  in  the  stocks  or 
braces  for  bits  and  other  tools.  The  specification  and  draw- 
ings show  a  socket  with  the  usual  rectangular  cavity  for  re- 
ceiving the  shank  of  the  tool.     Upon  the  outside  of  the  socket 
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is  a  screw.  A  nut,  sleeve  or  shell  screws  on  to  the  socket, 
and  beyond  the  screw  is  a  continuation  of  the  nut,  which 
contains  two  dogs  pivoted  •near  the  base  or  mouth  of  the  nut, 
one  on  each  side,  and  having  the  ends  nearest  the  socket  free 
to  move  inward.  The  end  of  the  socket  nearest  the  nut  con- 
sists of  an  annular  cam  or  inverted  hollow  cone.  When  the 
dogs  touch  the  walls  of  this  cam,  they  are  forcea  inward  and 
come  under  the  shoulder  of  the  shank  of  the  tool  which  has 
been  placed  in  the  socket,  and  help  to  hold  it  fast.  The  de- 
fendant says  that  the  dogs  are  intended  to  act  merely  as 
chocks  or  wedges  to  engage  the  shoulder  of  the  tool  and  pre- 
vent its  being  pulled  out,  while  the  plaintiffs  insist  (hat 
the  dogs  grasp  or  gripe  the  round  part  of  the  tool  and  hold 
it  by  the  force  of  the  gripe  as  well  as  by  chocking  the  shoul- 
der, and  that  their  holding  power  does  not  depend  upon  their 
being  directly  under  the  shoulder.  The  specification  is 
somewhat  uncertain  upon  this  point.  In  one  place,  it 
speaks  of  the  **  grasping  ends'*  of  the  dogs,  and,  in  another, 
of  the  tool  as  being  locked  or  fastened  in  the  socket  because 
the  ends  of  the  jaws  come  under  the  shoulders  of  the  shank 
of  the  bit  and  prevent  its  withdrawal.  I  am  satisfied  that 
the  dogs  do  or  may  act,  in  fact,  as  grasping  devices.  Both  ex- 
perts speak  of  them  as  such,  and  the  model  or  specimen, 
which  is  admitted  to  be  made  after  the  pattern  of  the  speci- 
fication, will  operate  in  that  way.  The  plaintiffs  must  have 
the  advantage  of  the  fact,  in  the  decision  of  the  questions 
which  depend  upon  it. 

Before  the  time  of  Stockbridge's  invention.  Draper  and 
Parker  had  taken  out  patent  No.  48,763,  upon  an  invention  of 
W.  W.  Draper,  and  it  is  understood  that  the  defendant  now 
owns  this  patent.  The  bit-brace  of  Draper  consisted  of  a 
socket  provided  with  a  screw,  and  next  above  the  socket — 
that  is,  nearer  the  hand  of  the  operator — was  a  cone.  A  nut 
was  adapted  to  screw  on  to  the  socket,  and  on  each  side  of  the 
middle  of  the  nut,  outside  of  it,  were  loosely  pivoted,  by  their 
middle,  two  pieces  of  iron,  which  may  be  called  **  dogs"  or 
**  jaws,"  much  longer  than  the  nut,  and  which  met,  or  might 
meet  or  nearly  meet,  below  the  lower  end  of  the  nut.  When 
the  nut  was  screwed  upon  the  socket,  the  upper  ends  of  the 
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dogs  or  jaws  were  forced  apart  by  passing  over  the  cone,  and 
thus  the  lower  ends  were  forced  together  and  surrounded  the 
tool  just  below  the  shoulder,  and  held  it  in  place.  A  question 
was  raised  concerning  this  invention,  precisely  like  that  in 
respect  .to  Stockbridge's — whether  the  jaws  can  grasp  the 
tool,  or  only  act  on  the  shoulder.  Here,  again,  I  am  of  opin- 
ion that  the  jaws  are  capable  of  grasping  some  tools,  and 
might,  without  invention,  be  made  to  grasp  a  great  variety 
of  sizes  of  tools,  and,  therefore,  this  invention  of  Draper  would 
anticipate  that  of  Stockbridge,  if  the  claim  of  the  latter  should 
be  broadly  construed.  The  claim  of  Stockbridge  is:  **  The 
combination  of  the  socket  F,  having  cams  b  b^  and  a  nut,  B, 
provided  with  dogs  C  C,  substantially  as  and  for  the*  purposes 
set  forth."  The  cams  here  referred  to  are  sections  of  the 
annular  cam. 

It  is  admitted  by  the  plaintiffs  that,  in  the  existing  state  of 
the  art,  his  claim  must  be  limited  to  substantially  such  a  nut 
or  other  elements  as  are  described.  The  defendant  admits 
that  he  may  claim  something,  but  only  on  the  theory  that  his 
dogs  or  jaws  serve  to  chock  the  shoulder  of  the  tool  inserted 
in  the  socket.  If  construed  to  extend  to  jaws  which  grasp 
the  tool,  he  says  it  is  anticipated  by  Draper.  The  defendant 
has  organized,  on  the  inside  of  a  nut  or  sleeve,  a  pair  of  grasp- 
ing-jaws which  work  like  those  of  Draper,  and  has  patented 
this  form  of  brace.  The  question,  therefore,  is  a  very  mate- 
rial one,  whether,  since  Stockbridge's  patent  is  held  by  me  to 
be  for  a  grasping  as  well  as  chocking  contrivance,  it  is  valid. 
Mere  change  In  the  form  and  proportions  of  a  known  instru- 
ment or  machine,  however  great,  will  often  be  held  to  be 
merely  colorable  or  unessential.  The  inquiry  is  whether  that 
indescribable  quality  called  invention  has  been  employed  in 
making  the  change.  The  Stockbridge  brace  appears  to  be 
more  compact,  more  convenient  to  handle,  and  altogether 
better  for  use  in  the  ordinary  work  for  which  it  is  designed 
than  that  of  Draper,  and  the  change  is  so  great,  especially  in 
the  nut  or  sleeve,  that  it  cannot,  in  my  opinion,  be  called  a 
mere  constructive  modification.  The  plaintiffs  may,  there- 
fore, claim  such  a  nut  as  Stockbridge  describes,  with  the 
grasping  dogs  or  jaws  placed  inside  the  nut  or  sleeve  and 
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forced  into  their  final  position  by  the  annular  incline,  called 
in  the  patent  the  "  cams  b  b.** 

The  defendant  has  reversed  the  action  of  the  cone  or  incline 
at  the  end  of  the  socket  so  as  to  press  apart  the  upper  end  of 
the  dogs,  and  thus  to  force  together  their  lower  ends.  This 
seems  to  me  to  be  a  formal  or  colorable  variation,  or,  if  that 
expression  is  too  strong,  an  obvious  change  of  construction, 
not  affecting  the  combination  in  its  essence.  Although  the 
jaws,  by  themselves  considered,  are  the  invention  of  Draper, 
they  cannot  be  substituted  for  the  dogs  or  jaws  of  Stock- 
bridge  on  the  inside  of  his  nut  or  sleeve,  without  infringing 
his  combination.  This  depends  upon  the  simple  but  material 
question'of  fact,  whether  Stockbridge's  dogs  act  as  grasping- 
jaws,  which  I  have  already  said  I  find  them  to  be. 

Decree  for  the  complainants. 

Charles  E,  Mitchell  and  J.  L.  S.  Roberts^  for  the  complainants. 
B.  F.  Thurston  and  Livingston  Scotty  for  the  defendant. 


George  H.  Wooster 

vs. 

Marcus  Marks  et  al.    In  Equity.* 

A  man  worked  for  the  defendants  by  the  piece,  in  the  defendants*  man- 
ufactory, and  there  used,  in  the  defendants*  business,  folding  guides, 
his  own  property,  which  infringed  the  plaintifTs  patent :  ^tU,  in  a 
suit  in  equity,  that  the  defendants  had  infringed  the  patent. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  December,  1879.) 

Wheeler,  J. 

Folding  guides,  for  which  the  orator  has  a  patent,  have 
been  used  in  the  defendants'  manufactory.  The  only  ques- 
tion in  this  case  is,  whether  they  have  been  so  used  there  as 
that  the  defendants  are  themselves  liable   for  the   infringe- 
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ment.  They  were  procured  and  used  by  a  man,  whom  one 
of  the  defendants,  in  his  testimony,  calls  "our  man,"  and 
who  worked  for  them  there  and  was  paid  for  his  labor  by  the 
piece,  furnishing  his  own  tools  of  this  sort.  They  knew  of 
this  use  of  the  guides,  but  not  that  they  were  patented,  and 
stopped  the  use  when  they  were  informed  of  that  fact.  Under 
these  circumstances,  he  was  using  the  guides  for  them,  in 
their  business.  The  mode  of  payment  made  it  none  the  less 
so  ;  and  they,  at  least,  participated  in  the  tort  which  consti- 
tuted the  infringement.  An  action  at  law  would  lie  for  this 
participation,  and  this  bill  in  equity,  which  rests  upon  the 
same  foundation,  although,  in  some  respects,  for  different  re- 
lief, will  lie  also.  The  question  is  not  at  all  as  to  the  extent 
of  infringement,  but  only  as  to  the  fact  of  infringement  at 
all.  Upon  the  evidence  as  to  that,  although  it  was  fairly  de- 
batable, it  is  found  that  the  defendants  have  infringed  to 
some  extent. 

Let  a  decree  be  entered  for  an  injunction  and  an  account, 
according  to  the  prayer  of  the  bill,  with  costs. 


Frederic  H,  Beits^  for  the  complainant. 
William  A,  Coursen^  for  the  defendants. 


Aaron  H.  Allen 
vs. 


The  Mayor,  Aldermen  and  Commonalty  of  the  City 
\.  OF  New  York,  and  the  Board  of  Education  of 
THE  City  of  New  York.    In  Equity. 

Reissued  letters  patent  No.  21,  granted  to  the  complainant,  for  improvements 
in  seats  for  public  buildings,  15th  January  1861,  ^^/</ valid. 

Seats  embodying  a  patented  invention  were  bought  by  the  Board  of  Educa- 
tion of  the  city  of  New  York  for  the  use  of  the  schools  of  the  city,  and 
were  used  in  such  schools,  such  Board  being  a  corporation  created  by 
the  State,  having  exclusive  charge  of  such  schools  :  Beld^  that  the  city, 
in  its  corporate  capacity,  was  liable,  in  a  suit  in  equity,  for  the  infringe- 
ment of  the  patent. 
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The  Board  of  Education  is  a  proper  party  to  the  suit,  and  is  also  liable  for 
the  infringement 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  December,  1879.) 

Wheeler,  J. 

This  suit  is  brought  upon  reissued  letters  patent  No.  21, 
granted  to  the  orator,  for  *'  improvements  in  seats  for  public 
buildings,"  on  the  15th  day  of  January  186 1,  for  the  term  of 
fourteen  years  from  December  5th,  1854,  and  extended  for 
the  term  of  seven  years  from  the  5th  day  of  December,  1868, 
to  the  date  of  its  expiration.  The  defences  are  that  the  pat- 
ent is  void  because  the  reissue  is  for  a  different  invention 
from  that  covered  by  the  original ;  that  the  invention  was 
anticipated  by  a  stove-door,  a  carriage-seat  for  a  child,  an 
opera-board  to  a  carriage,  and  a  description  in  a  patent  to 
one  Eliaers,  dated  November  28th,  1854  ;  and  that  the  city 
of  New  York  is  not  liable  for  any  infringement  shown. 

Other  defences  were  set  up  in  the  answer,  but  have  not  been 
relied  upon  at  the  hearing.  The  improvement  described  in 
the  patent  consists  in  making  the  seats  so  they  may  be  turned 
up  out  of  the  way  when  not  in  use.  In  the  original  patent, 
they  were  to  be  turned  up  by  weights  when  not  held  down 
by  being  sat  upon.  In  the  reissue,  the  weights  may  be  dis- 
pensed with,  and  the  seats  moved  upward  otherwise,  or  re- 
tained. It  is  argued  that,  so  far  as  they  are  dispensed  with, 
one  element  of  a  combination  is  removed,  and  a  different  in- 
vention produced.  This,  if  well  founded,  might  be  fatal  to 
the  patent  ;  but  the  weights  have  nothing  to  do  with  the  ca- 
pability of  the  seats  for  being  turned  up  out  of  the  way.  They 
were  means  only  for  putting  them  out  of  the  way.  They  were 
one  part  of  the  invention  when  arranged  for  that  purpose  ; 
the  construction  of  the  seats  was  another.  The  reissue  divid- 
ed the  invention  into  its  two  parts.  When  divided,  the  parts 
together  were  the  same  as  the  whole  before,  and  separately 
were  the  same  as  the  parts  were  before. 

The  contrivances,  relied  upon  as  anticipations,  each  turn 
down  to  a  horizontal  position  when  so  wanted,  and  are 
stopped  and  held  there  substantially  as  these  seats  are,  and 
are  likewise  turned  up  out  of  the  way  when  not  so  wanted  ; 
and,  if  the  use  made  by  the  orator  is  merely  a  new  use,  they 
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are  clearly  anticipations  ;  but  it  seems  quite  clear  that  it  is 
not.  The  stove-door  was  arranged  with  the  front  of  a  stove 
or  furnace,  the  child's  seat  with  the  dash-board  of  a  carriage 
and  the  opera- board  with  the  rear  of  a  carriage.  These  seats 
are  arranged  with  the  standards  of  seats  in  public  halls,  and 
are  so  described  as  arranged.  Those  other  things  could  not 
be  arranged  as  seats  in  such  halls  without  contriving  the 
alterations  and  additions  necessary  by  the  exercise  of  inven- 
tive facultes.  They  are  not  the  same  things,  but  are  different. 
Although  the  patent  to  Eliaers  is  prior  in  date  to  this,  the 
application  for  this  is  prior  to  that,  and  shows  this  invention 
prior  to  the  description  of  it  there.  He  did  not  have  a  patent 
for  this  invention,  so  there  was  no  patent,  as  such,  for  the 
orator  to  overcome.  The  evidence  furnished  by  the  descrip- 
tion was  all  that  was  to  be  met,  and  the  prior  application 
accomplishes  that  object. 

*  The  proof  in  respect  to  infringement  is  to  the  effect,  that 
seats  embodying  this  invention  were  bought  by  the  Board  of 
Education  of  the  city  of  New  York  for  the  use  of  the  schools 
of  the  city,  and  have  been  in  use  in  those  schools  under  the 
direction  of  the  Board  of  Education,  and  the  Department  of 
Public  Instruction  which  has  superseded  the  Board  of  Educa- 
tion. It  is  argued,  that,  upon  this  proof,  the  city  is  not  liable 
in  this  suit,  for  two  reasons — one  is,  because  these  instru- 
mentalities having  charge  of  the  schools  are  corporations 
themselves,  over  which  the  city  has  no  control  ;  the  other  is, 
that  the  use  is  under  sovereign  authority,  delegated  by  the 
State  of  New  York  in  its  sovereign  capacity,  for  which  the 
city  or  the  Board  of  Education,  or  the  Department  of  Public 
Instruction,  can  no  more  be  held  liable  to  suit  than  the  State 
itself.  It  is  understood  that  the  Board  of  Education  was,  and 
that  the  Department  of  Public  Instruction  is,  a  corporation 
under  the  laws  of  the  State,  recognized  and  treated  as  such 
by  the  Courts  of  the  State,  and  having  exclusive  charge  and 
control  of  the  schools  of  the  city,  without  whose  action  the 
city  cannot  be  made  liable  for  anything  connected  with  the 
schools,  and  for  whose  contracts  the  city  cannot  be  held  liable 
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Otherwise  than  through  proceedings  against  them.  If  am  v. 
TAe  Mdyor^  70  N.  Y.,  459  ;  Dannat  v.  The  Mayor^  6  Hun,  88. 
But  still,  the  schools  are  the  schools  of  the  city,  the  Board  of 
Education  or  Department  of  Public  Instruction  takes  charge 
of  them  for  the  city,  they  are  paid  for  with  the  money  of  the 
city,  and  whatever  is  saved  in  providing  for  them  is  to  the 
advantage  of  the  city.  The  corporation  which  that  Depart- 
ment or  Board  constitutes  is  within  that  of  the  city,  and  is 
an  instrumentality  through  which  the  educational  interests 
of  the  city  are  cared  for,  the  same  as  if  done  by  officers  having 
the  same  powers,  except  that  the  officers  could  have  only  a 
personal  and  official  period  of  existence,  while  that  of  the 
corporation  is,  under  the  law,  theoretically  perpetual.  One 
principal  ground  of  a  suit  in  equity  for  the  infringement  of  a 
patent  is,  to  compel  an  account  of  the  gains  or  profits  accrued 
to  those  proceeded  against,  by  means  of  the  infringement. 
Obviously,  the  proper  party  to  proceed  against  is  the  one  that 
has  received  the  profits  or  to  whom  the  gains  have  accrued. 
If  any  party  has  saved  or  made  anything  by  this  infringe- 
ment it  is  the  city,  and  the  city  seems  clearly  to  be  a  proper 
party  to  account  for  these  savings  or  profits.  The  Board  and 
Department  are  proper  parties,  also,  for  they  have  been 
directly  engaged  in  the  infringement.  It  is  argued,  that  the 
city,  as  such,  could  not  stop  the  infringement  nor  control  it. 
and,  therefore,  could  not  be  guilty  of  any  tort  by  which  to 
acquire  profits  to  account  for.  Probably,  the  city  could  not, 
independently  of  this  Board  or  Department,  stop  the  infringe- 
ment ;  but  that  is  on  account  of  the  mode  in  which  the  law 
requires  the  educational  matters  of  the  city  to  be  attended 
to,  and  not  because  the  city  has  any  just  right  to  advantages 
which  the  wrongful  acts  of  its  Board  or  Department  may 
acquire.  Officers  might  be  able  to  do  the  same,  but,  if  so, 
the  city  would  not  be  shielded. 

That  the  acts  constituting  the  infringement  were  committed 
in  the  exercise  of  authority  derived  from  the  State,  cannot 
shield  the  defendants  from  liability.  The  grant  of  the  exclu- 
sive right  to  this  invention  came  from  the  sovereign  power  of 
the  General  Government,  and  the  right  is  a  species  of  prop- 
erty secured  to  the  inventor  by  law.     It  is  not  subservient 
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to  public  uses  without  just  compensation  ascertained  and 
furnished,  upon  being  taken  in  a  regular  and  lawful  mode, 
any  more  than  other  property  of  any  kind  is.  It  has  not  been 
taken  by  any  regular  proceeding,  but  only  by  mere  wrong 
doing,  which  could,  of  itself,  furnish  no  legal  right.  Cam- 
meyer  v.  Netvton^  4  Otto,  225,  234. 

Let  a  decree  be  entered,  that  the  patent  is  valid  and  that 
the  defendants  have  infringed,  and  for  an  account,  according 
to  the  prayer  of  the  bill. 

Andrew  J,  Todd^  for  the  complainant. 

Frederic  H,  Beits ^  for  the  defendants. 


William  C.  Wren 
vs. 


The  Spencer  Optical  Manufacturing  Company  et 

AL.    In  Equity. 

According  to  English  equity  practice,  as  adopted  in  the  U.  S.  Circuit  Courts, 
an  answer  is  evidence  in  favor  of  the  defendants,  so  far  as  it  is  respon- 
sive to  the  bill. 

An  answer  is  nut  evidence  of  special  facts,  alleged  in  it  as  a  defence,  not  re- 
sponsive to  the  allegations  of  the  bill. 

Where  such  an  answer  had  been  replied  to  and  new  matter  inserted  in  the 
replication,  to  meet  such  special  defence  in  the  answer ;  held^  that  such 
new  matter  might  be  treated  as  surplusage,  and  that  the  replication  was 
not  thereby  rendered  void,  as  contravening  the  45th  rule  of  the  Supreme 
Court,  but  that  the  excess  might  be  treated  as  surplusage  merely, 
leaving  the  regular  part  of  the  replication  standing  as  a  traverse. 

(Before  Wheeler,  J,,  Southern  District  of  New  York,  December,  1879.) 

Wheeler,  J. 

This  cause  has  been  heard  upon  bill,  answer,  replication, 
proofs  and  argument.  According  to  English  equity  practice, 
as  adopted  here,  the  answer  was  evidence  in  favor  of  the  de- 
fendants so  far  as  it  was  responsive  to  the  bill.  By  the  forty- 
first  rule,  as  amended  in   1871,  it  was  provided  that,  if  an 
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answer  under  oath  should  be  waived  in  the  bill  or  an  answer 
under  oath  to  certain  specified  interrogatories  only  should  be 
required,  the  answer,  though  under  oath,  should  not  be  evi- 
dence in  favor  of  the  defendants,  except  such  parts  as  should 
be  directly  responsive  to  the  interrogatories. 

This  bill  charges  the  defendants  with  infringement  of  cer- 
tain patents  of  the  orator,  and  requires  an  answer  on  oath  to 
specific  interrogatories  in  regard  to  doing  the  acts  constitut- 
ing infringement.  The  defendants  in  answer  admit  the  acts, 
and  set  up  that  the  orator  before  procuring  this  patent 
assumed  to  and  did  sell  to  the  grantor  of  the  defendants  other 
patents,  standing  in  the  name  of  another  person,  covering  the 
same  invention.  The  answer  is  traversed  in  the  usual  form, 
and  then  new  matter  is  added  to  meet  the  special  defence  in 
the  answer.  The  proofs  and  the  answers  to  the  interrogato- 
ries make  out  o,  prima  fade  case  of  infringement. 

The  evidence  on  the  part  of  the  defendants  shows  the  ex- 
istence of  the  other  patents,  but  does  not  show  that  the  orator 
sold  or  undeitook  to  sell  them.  It  is  argued  by  the  defend- 
ants that  the  replication,  being  special,  is  contrary  to  the 
forty-fifth  rule  and  irregular  and  void,  so  that  the  case  in 
effect  stands  for  hearing  as  upon  bill  and  answer  only.  But 
the  excess  may  be  treated  as  surplusage  merely,  leaving  the 
regular  part  of  the  replication  standing  as  a  traverse.  Duponti 
V.  Mussy^  4  Wash.,  128. 

Then,  under  the  rules  which  are  adopted  pursuant  to  stat- 
ute, and  are  binding  upon  this  Court  as  statutes,  the  answer 
is  not  evidence  of  the  special  facts  alleged  in  it  not  responsive 
to  the  interrogatories,  and  there  is  no  evidence  of  the  essen- 
tial fact  of  the  defence  set  up — viz.,  the  assuming  by  the 
orator  to  sell,  which  would  include  a  warranty  that  he  had  a 
right  to  sell,  not  only  a  right,  but  an  exclusive  right,  to  the 
inventions,  which  would  probably  estop  him  from  afterward 
claiming  that  he  had  not  such  rights  or  draw  after  it  in  favor 
of  his  grantee  his  after-acquired  rights.  So  this  defence, 
however  meritorious  it  might  be,  if  it  existed,  must  fail  for 
want  of  proof. 

Let  there  be  a  decree  for  the  orator,  according  to  the  prayer 
of  the  bill,  with  costs. 
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B,  E,  Valentine y  for  the  complainant. 

BlaUhfordy  Seward^  Grisu*old  &»  Da  Cas(a  and  Steele  &*  Boya^ 
for  the  defendants. 


Elisha  Crowell 

vs. 

Nathaniel   E.   Harlow. 


Same 

vs. 

George  Harlow.    In  Equity. 

It  appearing  that  the  patentee  had  discovered  there  was,  in  the  fish  to 
which  the  method  of  curing  and  putting-up  described  in  his  patent 
specially  applied,  an  inner  skin  or  mucous  membrane  which  was  inju^ 
rious  to  the  keeping  quality  of  the  fish,  and  had  applied  this  discovery 
practically  in  his  patented  process,  by  removing  the  membrane  :  Held,  that 
there  was  sufficient  invention  shown  to  support  the  patent  for  the  process. 

(Before  Lowell,  J.,  District  of  Massachusetts,  January,  1880.) 

These  causes  were  tried  together,  it  being  agreed  that  the 
facts  were  precisely  alike  in  both. 

John  Atwood  obtained  a  patent,  No.  90,334,  May  25th,  1869, 
for  an  improved  process  of  curing  and  putting  up  fish.  He 
declared  in  his  specification  that  the  cause  of  tlie  offensive 
odor  of  fish  cured  in  the  ordinary  way  was  the  mucous  mem- 
brane between  the  skin  and  the  flesh,  which  when  dried  and 
afterward  moistened,  became  slimy  and  offensive.  His  new 
method  was  thus  described  :  **  When  the  fish  is  fresh,  I  take 
out  the  principal  bones  and  fins,  the  fish  remaining  whole  or 
split  in  halves.  When  partially  dried  and  cured  with  salt  I 
remove  the  skin,  and  with  it  the  entire  mucous  membrane 
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the  cause  of  the  offensive  odor  of  salt  fish.  I  then  pack  in 
light  wood  boxes,  of  convenient  size,  for  instance  from  ten  to 
one  hundred  pound  boxes."  He  claims:  **The  method  or 
process  of  curing  and  putting  up  fish,  substantially  as  herein 
discribed."  It  was  explained  that  the  method  was  particu- 
larly applicable  to  cod  and  haddock. 

From  the  evidence  and  the  stipulations  of  the  parties,  it  ap- 
peared that  the  patent  was  now  owned  by  the  plaintiff,  that 
the  method  of  Atwood  had  been  described  to  the  defendents, 
and  that  they  had  taken  licenses  from  the  plaintiff,  which 
both  parties  understood  to  be  for  the  term  of  one  year,  which 
had  expired  before  the  bills  were  filed.  At  the  hearing,  it 
was  suggested  by  the  defendants  that  the  licenses  might  be 
construed  to  run  for  the  whole  life  of  the  patent,  but  the 
answer  had  not  taken  this  defence.  There  was  evidence  tend- 
ing to  show  novelty,  utility  and  infringment.  The  point 
argued  was,  whether  there  was  [invention  to  support  the 
patent. 

Lowell,  J. 

There  is  so  little  doubt  upon  the  main  issues  of  this  case 
that  patentability  has  been  the  only  question  argued.  The 
witnesses  on  both  sides  agree  that  in  practising  the  important 
and  valuable  industry  of  drying  and  curing  cod  and  haddock 
for  the  markets  at  home  and  abroad,  down  to  the  year  1869,  the 
fishermen,  and  others  engaged  in  that  industry  prepared  the 
fish  by  splitting  them,  removing  the  fins  and  offal,  and  taking 
out  the  principal  bones,  and  in  that  state  the  fish  were  salted 
and  dried  and  presented  the  appearance  with  which  we  are  all 
familiar.  They  fully  agree  that  the  patented  method  is  a  great 
improvement  upon  that  before  practised.  If  this  method 
were  merely  to  remove  more  of  the  bones,  or  to  skin  the  fish, 
or  both,  it  would  seem  to  require  and  prove  only  the  exercise 
of  skill  in  handling  the  fish,  and  taste  in  making  them  attrac- 
tive.    So,  the  packing  in  boxes  is  clearly  no  invention. 

The  evidence  goes  further,  and  proves  that  Atwood  made  a 
discovery  ;  that  there  is  in  the  fish  to  which  his  invention  is 
applicable,  what  he  calls  a  mucous  membrane,  and  what  others 
call  an  inner  skin   or    a    sort    of   film,    and    that    the    re* 
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moval  of  this  membrane  is  not  necessarily  effected  by  skin- 
ning^  the  fish  unless  attention  is  given  to  this  inner  skin,  and 
that  the  presence  of  this  inner  skin  is  highly  injurious  to  the 
keeping  quality  of  salt  fish.  It  is  singular  that  such  a  dis- 
covery should  be  made  at  this  late  ,day,  but  I  have  no  right 
upon  this  record  to  deny  it. 

After  this  discovery  was  made,  it  would  probably  occur  to 
any  one  interested  to  apply  it  in  the  art  of  curing  fish,  and 
the  mode  of  application  is  simply  to  remove  the  membrane. 
I  see  no  reason  why  the  person  who  improves  the  art  of  cur- 
ing fish  by  removing  a  part  of  the  animal  not  before  known 
to  be  injurious,  but  in  reality  so,  should  not  have  a  patent 
for  it.     It  is  gratifying  to  know  that  the  patentee  is  the  per- 
son who  made  the  discovery  ;  but,  in  the  absence  of  a  theft, 
the  one  who  communicates  the  fact  to  the  public  and  shows 
its  application  would  be,  I  should  suppose,  an  inventor,  at 
least  under  the  older  decisions  ;  and,  a  fortiori^  the  discoverer 
of  the  fact.     If  the  fact  itself  were  well  known,  there  might 
be  no  invention.     For  instance,  to  cure  hams  by  salting  and 
smoking  would  not  sustain  a  patent,  if  the  virtues  of  salt  and 
smoke  were  well  known,  and  had  been  applied  in  analagous 
arts.     It  would  not  be  invention  to  salt  a  fish  more  or  less 
thoroughly.     But  a  patent  might  properly  be  granted  for 
curing  fish  with  ^  substance  which  had  never  before  been, 
used  for  any  similar  purpose,  and  which  would  effect  the  old*, 
result  of  curing  the  fish  in  a  better  or  cheaper  way,  of  whicb 
last  fact  the  infringement  would  be  sufficient  evidence.    I  am. 
unable  to  distinguish  between  adding  and  taking  away,  if  the. 
result  is  to  improve  the  art. 

Decree  for  the  complainant. 


Chauncey  Smithy  for  the  complainant. 
George  A,  King,  for  the  defendants. 
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The  Chalmers  Spence  Patent  Non-Conductor 

Company 

vs. 

William  H.  Cramp  et  al.    In  Equity. 

The  letters  patent,  No.  55.59S,  granted  June  19th,  1866,  to  John  Ashcroft,  the 
claim  of  which  is  for  *' covering  a  steam  boiler,  pipe  or  other  heater 
with  felt  or  other  non-conducting  material,  when  the  latter  is  sup- 
ported on  a  framework  removed  from  and  surrounding  the  former,  not 
being  in  direct  contact,  but  having  an  air-space  intervening  between  said 
felt  and  boiler,  pipe  or  other  heater,  constructed  and  operated  substan- 
tially in  the  manner  described  and  for  the  purpose  set  foith  :  "  HeU,  to 
be  valid. 

(Before  McKennan,  J.,  Eastern  District  of  Pennsylvania,  January,  1880.) 

McKennan,  J. 

There  is  no  substantial  contest  here  touching  the  infringe- 
ment of  the  complainants'  patent  by  the  defendants.  Indeed, 
there  is  no  denial  of  infringement  in  the  ansv^er  as  charged 
in  the  bill.  The  defence  is  rested  upon  the  alleged  invalidity 
of  the  patent,  for  the  reasons  that  the  patentee  was  not  the 
first  and  original  inventor  of  the  thing  claimed  ;  and  various 
patents  are  referred  to  and  allegations  of  prior  use  are  made, 
which  are  charged  as  anticipatory  of  the  patentee's  invention. 

A  careful  consideration  and  comparison  of  the  patents 
referred  to  and  of  the  devices  proved,  although  indefinitely 
and  unsatisfactorily,  to  have  been  used  experimentally  before 
the  date  of  the  patent  in  controversy  have  led  me  to  the 
conclusion  that  they  ar^  substantially  distinguishable  and  that 
the  assault  upon  the  patent  must  be  regarded  as  having 
failed.  I  do  not  purpose  to  assume  the  burden  of  stating  in 
detail  the  reasons  for  this  conclusion,  but  to  express  it  gener- 
ally and  to  direct  that  a  decree  for  an  injunction  and  an 
account  be  entered  in  favor  of  the  complainants. 

E,  B.  Barnum^  for  the  complainants. 

Charles  B.  Colli fr  and  W,  W,  Ledyard^  for  the  defendants. 
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Alexander  F.  Evory  et  al. 

vs. 
L.  Candee  &  Company.    In  Equity. 

Where,  aiier  the  case  had  been  referred  to  a  master,  a  motion  was  made  to 
amend  the  answer,  by  setting  up  a  new  defence,  denying  the  manufac- 
ture of  the  infringing  articles,  and  the  omission  was  not  attributed  to 
inadvertence  or  mistake,  and  it  appeared  that  the  defendant  might  avail 
himself  of  such  defence  before  the  master,  the  motion  was  denied. 

< Before  Shipman,  J.,  District  of  Connecticut,  January,  1880.) 

Shipman,  J. 

The  proposed  amendment  sets  up  a  new  defence.  It  was 
not  introduced,  nor  was  it  intended  by  the  pleader  to  be 
introduced,  in  the  accurately  and  carefully  drawn  answer  of 
the  defendant.  There  was  no  inadvertence,  or  slip,  or  mis- 
take. 

The  affidavit  of  the  defendants'  manager  that  he  supposed 
the  answer  contained  a  denial  of  the  manufacture  of  the 
boots  or  shoes  described  or  claimed  in  the  plaintiffs'  patent,  I 
do  not  regard  as  material.  The  fact  is  that  the  defence  is 
not  one  which  was  relied  upon  as  a  defence  to  the  bill  at  the 
time  the  answer  was  filed.  But  the  defendant  has  the  benefit 
of  this  defence  before  the  master,  before  whom  it  can  be 
shown  that  the  licensed  article  has  not  been  manufactured  by 
the  defendant. 

The  inconvenience  of  trying  this  question  before  the  mas- 
ter, (who  has  commenced  his  hearing)  is  not  equal  to  the 
inconvenience  and  expense  which  wculd  result  from  delay 
and  a  trial  before  the  court.  The  pecuniary  result  which  is 
probably  involved  in  this  suit  does  not  justify  the  delay,  in- 
asmuch as  the  decision  of  the  question  will  be  reached  before 
the  master,  and  by  exceptions  to  his  finding. 

The  motion  is  denied. 

Bef/s^  AtUrbury  &*  BettSy  i^yc  the  complainants. 
C  F.  Blake^  for  the  defendants. 
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William  H.  Dunbar  et  al. 

vs. 
Joseph  M.  Estabrook  et  al.    ; 


Same 

vs. 

The  Albert  Field  Tack  Company.     In  Equity. 

The  cases  of  Estabrook  v.  Dunbar,  2  Bann.  &  Ard.  427,  and  Dunbar  v.  Al- 
bert Field  Tack  Co,,  4  Bann.  &  Ard.  518,  reviewed  and  discussed. 

Letters  Patent  Nos.  90,902  and  164,889,  granted  to  H.  F.  Whidden  for  shoe 
nails,  held  valid,  and  infringed  by  the  nails  manufactured  by  the  defend- 
ants. 

(Before  Low£LL,  J.,  District  of  Massachusetts,  January,  1880.) 

Lowell,  J. 

In  this  motion  for  a  preliminary  injunction,  the  recent  case 
of  Dunbar  v.  The  Albert  Field  Tack  Company  has  been  re-argued, 
as  has  also  that  case  itself  by  written  briefs,  and  this  opinion 
will  serve  for  both  cases. 

In  that  case,  I  decided  that  Whidden's  patents  for  improved 
cut  shoe  nails.  No.  90,902,  and  No.  164,889,  were  valid,  and 
were  infringed  by  the  nail  now  before  me,  called  the  **  cub  '* 
nail.  The  defendants  act  under  the  Estabrook  patent  for  an 
improved  screw-peg  for  shoes,  which  was  decided  by  Judge 
Shepley  to  be  valid  upon  the  construction  which  he  gave  it, 
construing  the  invention  somewhat  narrowly  in  order  to  pre- 
serve the  patent,  but  holding  that  it  did  not  cover  the  plain- 
tiffs' patented  cut  shoe  nails.  Estabrook  has  not  confined 
his  manufacture  wholly  to  the  nails  which  he  patented,  but 
has  made,  beside  those,  one  which  was  an  admitted  infringe- 
ment of  Whidden,  and  one  other  which  I  decided  to  be  so  ; 
this  he  did,  hoping  that  Whidden's  patents  would  be  declared 
void. 
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Both  questions  have  been  re-argued  ;  whether  the  Whidden 
patents  are  valid,  and  whether  the  "  cub  *'  nail  infringes 
them. 

A  considerable  part  of  the  argument  and  of  the  affidavits, 
relies  on  a  supposed  opinion  of  Judge  Shepley  in  the  case 
already  mentioned,  in  which  the  parties  were  reversed,  Esta- 
brook  V.  Dunbar^  10  Off.  Gaz.  909,  910,  the  defendants  fearing 
that  I  may  have  overlooked  Judge  Shepley's  expressions  on 
this  subject,  and  more  particularly  what  he  said  about  the 
Field  nail.  He  there  said  that  the  nail  of  Whidden  (now  the 
plaintiffs'  nail)  was  "  scarcely  distinguishable,  except  in  the 
form  of  the  head,  from  the  Field  nail,  so  called,  and  other 
tapering  and  corrugated  nails  which  were  in  common  use. 
So  far  as  the  defendants'"  (now  plaintiffs')  ''nail  differs  in 
form  from  nails  which  were  old,  it  is  merely  an  attempt  to 
improve  upon  the  form  of  the  old  corrugated  tapering  cut 
shoe  nail."  These  remarks  are  said  to  have  guided  the  de- 
fendants in  assuming  that  Whidden  had  merely  "  attempted  " 
an  improvement  on  the  Field  nail,  and  in  acting  accordingly. 

No  one  has  a  higher  estimate  than  I  have  of  the  value  of 
Judge  Shepley's  opinion.  Upon  such  a  question  of  fact,  in- 
volving mechanics,  I  consider  it  much  better  than  my  own. 
But  the  remark  is  obvious  that  in  that  case  he  had  no  occa- 
sion to  institute  a  comparison  between  Whidden 's  nail  and 
those  which  preceded  it.  I  do  not  believe  he  intended  to 
express  anything  more  than  a  present  impression,  if  so  much. 
He  was  deciding  the  differences  between  Estabrook  and 
Whidden,  and  not  those  between  Whidden  and  Field,  or  Bent. 
Judge  Shepley,  I  am  sure,  would  have  been  much  surprised 
to  learn  that  he  was  supposed,  in  deciding  one  case,  to  have 
decided  a  wholly  different  one. 

He  said,  in  passing,  that  the  plaintiffs'  nail  was  much  like 
the  Field  and  other  nails,  as  it  was  ;  and  most  particularly  it 
was  very  much  indeed  like  the  Bent  nail,  much  more  than  it 
was  like  the  Field  nail.  I  compared  it  with  the  Bent  nail  for 
that  reason.  It  is  my  habit  to  deal  specially  with  the  part  of 
a  Case  which  seems  to  me  the  most  difficult.  When  I  found 
that  the  Bent  nail  was  not,  on  the  whole,  an  anticipation  of 
Whidden,  it  followed,  in  my  opinion  of  the  relative  impor- 
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tance  of  those  two  nails  to  the  issue,  that  the  Field  nail  was 
no  answer  to  Whidden's  patents.  Such  was  and  is  my  opin- 
ion. I  do  not  consider  that  the  Field  nail,  made  in  brass, 
would  be  a  successful  shoe  nail.  It  differs  at  both  ends 
from  the  Whidden,  in  important  particulars.  No  doubt  the 
differences  in  all  these  nails  are  somewhat  minute,  and  ther^ 
is  difficulty  in  sustaining  any  of  the  patents  ;  but,  for  the 
reasons  given  in  the  former  case,  judging  the  nails  by  their 
work,  there  appears  to  me  to  be  novelty  enough  to  save  the 
Whidden  patents.  It  was  not  the  Field  nail  that  caused  my 
hesitation. 

I  likewise  continue  to  think  that  the  cub  nail  infringes  the 
patents  of  the  plaintiffs.  The  defendants  maintain  that  the 
cub  is  an  improvement  upon  Estabrook,  and  in  a  different  line 
of  invention,  according  to  Judge  Shepley's  views,  from 
Whidden's.  I  do  not  understand  those  views  exactly  as  the 
defendants  do.  Judge  Shepley  saved  the  Estabrook  patent, 
as  I  understand  his  decision,  by  distinguishing  his  nail  from 
the  earlier  imported  sprig  in  three  particulars,  of  which  two 
are  that  Estabrook's  patented  nail  is  without  a  head,  and 
that  it  has  a  regular  screw-thread.  He  also  twice  speaks  of 
the  Estabrook  nail  as  made  of  wire.  In  these  three  respects 
Whidden  differed  from  Estabrook,  and,  therefore,  did  not  in- 
fringe his  patent.  In  the  same  respects  the  cub  resembles 
Whidden,  and,  therefore,  does  infringe  his  patents.  The  cub 
nail  may  be  an  improvement  on  both  Estabrook  and  Whid- 
den, for  it  has  the  round  body  of  the  former,  as  well  as  the 
above-mentioned  features  of  the  latter ;  but  its  point  of 
departure  does  not  seem  to  me  to  be  a  headless  wire  screw 
peg,  so  much  as  a  cut  corrugated  nail  with  a  head. 

Injunction  granted. 

B,  F.  Thurston  and  W,  W.  Swan^  for  the  complainants. 
J,  E,  Maynadiery  for  the  defendants. 
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Clarence  A.  Evans 

vs, 

George  Kelly  et  al.    In  Equity. 

In  order  to  properly  construe  the  claim  of  a  patent,  the  description  of  the  sub- 
ject matter  of  the  claim,  given  in  the  specification,  must  be  taken  and 
applied  to  such  claim. 

If  a  patent  is  intended  to  claim  parts  only  of  that  which  is  described  in  the 
specification  as  a  whole,  it  should  so  state,  otherwise  the  claim  must  be 
assumed  to  be  co-extensive  with  the  description  contained  in  the  speci- 
fication.  While  a  patent  may  be  sustainable  by  construing  it  to  be  for  the 
whole  invention  as  described  in  the  specification  and  as  claimed,  yet  it 
may  not  be  valid,  if  construed  to  be  for  the  several  parts  of  the  inven- 
tion. 

Infringement  ought,  in  all  cases,  to  be  clear  to  the  mind  of  the  court,  before 
a  preliminary  injunction  is  granted. 

(Before  Drummond,  J'.,  Northern  District  of  Illinois,  January,  1880.) 

Drummond,  J. 

I  do  not  think  this  case  is  so  clear  as  to  warrant  the  court 
in  allowing  the  injunction  to  issue.  As  I  understand  the  claim 
set  forth  in  the  plaintiff's  patent,  it  is  for  a  covering  made  of 
a  particular  material,  being  a  non-conductor  of  heat,  in  sec- 
tions, so  as  to  be  easily  put  on  and  off  any  drum,  pipe,  steam 
generator,  etc.,  in  the  way  described.  There  is  a  particular 
description  given  of  the  manner  in  which  this  covering  is 
applied  around  the  steam  pipe.  It  is  not  clear  that  there  is 
claimed  absolutely  the  mere  construction  of  a  covering  of  a 
non-conducting  material  made  in  sections  so  as  to  be  put  on 
and  taken  of!  the  steam  pipe,  drum,  etc.,  easily  ;  but,  in  the 
particular  way  which  is  described.  It  is  not  necessary  for  me 
to  decide,  here,  whether  a  claim  for  that,  in  itself,  would  be 
patentable,  because,  as  it  seems  to  me,  the  claim  which  is  set 
up  here  is  for  the  covering  of  the  material,  put  on  in  the  way 
described.  This  is  the  claim  :  "  The  shells  or  tiles  A,  A,  con- 
structed and  applied  to  steam  pipes,  drums  or  other  heated 
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vessels,  so  as  to  produce  a  non-conducting  covering,  either 
with  or  without  the  confined  airspace  between  the  said  shells 
and  the  vessel  covered  thereby,  substantially  as  and  for  the 
purposes  hereinbefore  set  forth." 

I  admit,  in  order  to  properly  construe  the  claim,  we  have 
to  take  the  description  given  in  the  specifications  of  the  sub- 
ject-matter of  the  claim,  and  apply  it  to  the  description 
therein  contained.  Adopting  that  rule  here,  it  seems  to  me 
we  cannot  sever  the  claim  from  the  description  contained  in 
the  specifications,  and  that  we  must  assume  that  it  is  co-exten- 
sive with  that  description.  If  it  was  intended  to  claim  parts 
of  that  which  is  described  in  the  specifications  as  a  whole,  it 
should  have  been  so  stated  ;  but  where  it  claims  the  whole  as 
described,  we  cannot  sever  one  part  of  the  description  from 
another ;  but  we  must  take  it  in  its  totality,  and  apply  the 
description  to  the  claim. 

That  is  the  view  which  now  occurs  to  me  in  reference  to 
this  patent,  and  it  is  material  for  this  reason,  that,  while  the 
patent  may  be  sustainable  as  described  in  the  specifications, 
and  as  claimed,  it  might  not  be,  if  separated  into  its  various 
parts,  and  if  we  construe  the  claim  in  that  way,  there  might 
be  so  much  doubt  that  I  do  not  think  I  ought  to  grant  an 
injunction.  Whether  the  patent  can  be  sustained,  and 
whether,  with  a  more  liberal  construction,  it  can  be  said  that 
there  is  an  infringement  by  the  defendant  of  the  claim  set 
forth  in  the  patent,  is  the  question.  I  give  these  views  now, 
not  that^they  will  be  absolutely  binding  upon  the  court  when 
the  case  comes  to  final  hearing  ;  but  only  for  the  purpose  of 
showing  that  it  is  not  so  free  from  doubt  that  the  court 
ought,  under  the  circumstances,  to  issue  an  injunction.  I 
think  in  all  cases  it  ought  to  be  clear  to  the  mind  of  the 
court  before  an  injunction  is  issued. 

Lawrence^  Campbell  6r»  Lawrence^  for  the  complainant. 
Chas,  W,  Griggs^  for  the  defendants. 
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Isaac  Faulks  et  al. 
Jacob  C.  Kamp  et  al.    In  Equity.* 

Whether  letters  patent  No.  68,282,  granted  August  27th,  1867,  to  Charles 
Brown,  for  an  improvement  in  baling  short-cut  hay,  are  valid,  is  doubt- 
ful, short-cut  hay  having  been  known  before,  and  the  invention  con- 
sisting only  in  applying  to  short-cut  hay  the  well-known  process  of  bal- 
ing hay. 

The  defendant,  owning  an  interest  in  the  patent,  conveyed  such  interest  to 
the  plaintiff.  Afterwards,  the  defendant  continued  to  practise  the  inven- 
tion, and  he  acquired  a  prior  patent,  which  he  alleged  covered  the  same 
improvement.  In  a  suit  in  equity  against  him  by  the  plaintiff,  for  in- 
fringement :  Held^  that  he  was  estopped,  by  his  conveyance,  from  deny- 
ing the  validity  of  the  patent,  and  that  the  acquiring  by  him  of  the  prior 
patent  enured  to  the  benefit  of  the  plaintiff. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  January,  1880.) 

Wheeler,  J. 

This  suit  is  brought  for  relief  against  infringement  of  let- 
ters patent  No.  68,282,  dated  August  27th,  1867,  and  granted 
to  the  defendant  Charles  Brown,  for  an  improvement  in  bal- 
ing short-cut  hay.  The  orators  claim  to  have  the  title  to  the 
whole  of  the  patent  for  the  New  England  States,  New  Jersey, 
and  New  York,  except  Erie  county,  and  allege  infringement 
at  the  city  of  New  York.  Their  title  is  not  disputed,  except 
that  the  defendants  allege  that  one  Lemuel  B.  Clark  owns  a 
share  in  the  patent,  said  to  be  one-twenty-fourth  part;  and 
they  justify  under  a  license  granted  by  former  owners  to  An- 
gelina Brown,  wife  of  Charles  Brown.  The  share  of  Clark 
does  not  appear  to  cover  the  territory  involved  in  this  suit ; 
and  the  license  to  Angelina  Brown  was  revocable,  and  was 
revoked  by  the  conveyance  of  the  title  of  the  licensors,  so 
that  the  orators  are  considered  as  holding  the  title  to  the  pat- 
ent for  this  territory.  Of  course,  the  whole  of  their  title 
must  have  been  derived  from  the  defendant  Brown,  to  whom 
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the  patent  was  granted.  Faulks,  orator,  first  acquired,  by 
various  mesne  conveyances,  the  whole  title  for  this  territory. 
He  conveyed  shares  to  each  of  the  defendants,  and  they,  with 
him  and  a  son  of  his,  formed  a  co-partnership,  which  carried 
on  the  business  of  baling  hay  under  the  patent.  Then  they 
sold  their  interest  in  the  partnership  business  and  property, 
including  the  patent,  to  him,  and,  in  their  conveyances  of  the 
patent,  each  described  the  thing  conveyed  as  the  full  and  entire 
right,  title,  and  interest  which  he  had  and  possessed  in  and  to 
the  patent,  and  the  inventions  and  improvements  described  in 
and  secured  by  it.  He  conveyed  an  interest  to  each  of  the 
other  orators.  The  defendants  now  deny  the  validity  of  the 
patent,  because,  they  say.  Brown  was  not  the  original  and  first 
inventor  of  the  improvement  described  in  it ;  and  they  have 
acquired  a  prior  patent,  which,  they  say,  covers  the  same  im- 
provement, under  which  they  claim  the  right  to  practise  the 
invention  ;  and  they  deny  all  infringement  of  the  patent. 

There  is  considerable  doubt  whether  the  patent,  as  be- 
tween the  owners  and  the  public  generally,  is  of  any  validity. 
Hay  has  long  been  baled,  to  the  common  knowledge  of  all. 
The  whole  invention  in  controversy  consists  in  baling  hay  cut 
short,  in  the  same  manner.  The  well-known  process  of  baling 
hay  was  applied  to  another  kind  of  hay.  The  short-cut  hay 
was  well  known  before,  and  the  process  made  no  change  in 
its  properties  or  quality.  When  baled,  it  could  be  more  con- 
veniently handled,  as  common  hay  could  be.  Langdon  v. 
DeGrooty  i   Paine,   203;  Alcott  v.    Youngs  16  B latch f.  C.  C.  R. 

134- 
But,  it  is  argued  for  the  orators,  that  they  are  entitled  to 

have  the  patent  treated  as  valid  as  against  the  defendants, 
whether  it  is  valid  generally  or  not;  and  this  claim  seems 
worthy  of  consideration.  Every  seller  of  personal  property 
impliedly  warrants  that  he  has  title  to,  and  right  to  sell,  what 
he  assumes  to  sell.  His  undertaking  to  sell  includes  an  un- 
dertaking to  that  effect.  2  Black.  Comm.,  451;  Long  on 
Sales,  Rand's  ed.,  20^  \  Defreeze  v.  Trumper,  1  Johns.,  274; 
Coolidge  V.  Brigham,  i  Met.,  547.  In  Heermance  v.  Verncy^ 
6  Johns.,  5,  it  was  held,  that  a  sale  of  a  millstone  of  a  bark- 
mill  to  a  tannery,  as  personal  property,  which   might  belong 
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to  the  realty  and  not  pass  by  such  a  sale,  implied  a  warranty  of 
title  to  it  as  personalty;  nnd,  in  Hannum  v.  ELhardson^  ^ 
Vl,  508,  that  a  sale  of  a  negotiable  note,  although  indorsed 
without  recourse,  involved  a  warranty  that  it  was  a  genuine 
note,  due  the  seller.  It  is  urged  strenuously,  in  behalf  of  the 
defendants,  that  these  principles  do  not  apply  to  sales  of  pat- 
ent rights,  on  account  of  their  incorporeal  nature  and  the  in- 
terests of  the  public.  In  Medina  v.  Stoughtoity  i  Salk.,  210, 
Lord  Holt  is  reported  to  have  said  that  such  a  warranty  was 
implied  upon  a  sale  by  one  in  possession,  and  not  by  one  not 
having  possession  ;  but  this  saying  is  doubted,  and  the  dis- 
tinction denied,  by  Mr.  Justice  BuUer,  in  PasUy  v.  Freeman^ 
3  T.  R.,  51.  But,  if  possession  should  be  material,  the  de- 
fendants appear  to  have  claimed  and  had  the  exclusive  right 
to  this  invention,  and  to  have  sold  and  conveyed  all  the  right 
possessed  by  them.  The  nature  of  the  right  covered  by  let- 
ters patent  does  not  seem  to  be  such  that  a  warranty  of  the 
right  cannot  be  implied.  The  patent  purports  to  grant  the 
right  to  exclude  all  others  from  practising  the  invention.  It 
adds  nothing  to  the  right  of  the  owner  to  practise  it.  This 
exclusive  right  is  property,  recognized  and  protected  by  law. 
Cammeyer  v.  Newtoity  94  U.  S.,  225.  Whoever  assumes  to 
sell  a  patent  assumes  to  sell  that  property,  and  assumes  that 
he  has  it  to  sell.  This  suit  is  between  these  parties,  and  in- 
volves their  rights  alone,  and  not  the  rights  of  the  public. 
The  determination  of  the  validity  of  the  patent  in  this  suit 
will  only  determine  its  validity  between  them,  and  not  affect 
its  validity  as  to  others  not  parties.  The  defendants,  in  pos- 
session and  enjoyment  of  that  exclusive  right,  assumed  to  sell 
and  transfer  it.  After  that,  in  justice,  they  ought  not  to  be 
heard  to  say  that  they  had  it  not,  and  did  not  sell  it,  and  to 
be  allowed  to  derogate  from  their  own  grant  by  setting  up 
that  it  did  not  pass.  They  may  have  deprived  themselves  of 
the  right  to  practise  it  within  the  territory,  when  otherwise 
they  would  have  retained  the  right  in  common  with  all  others  ; 
but,  if  they  did,  that  would  not  so  affect  the  public  as  to  avoid 
their  obligation.  They  could  exclude  themselves  in  that  way 
by  contract,  independently  of  the  patent,  and  the  contract 
would  be  upheld,  if  it  went  no  further  than  upholding  this 
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patent  as  against  them,  in  the  territory  in  question,  would 
take  them.  It  would  be  upon  good  consideration,  reasonable, 
and  only  in  partial  restraint  of  trade.  Fierce  v.  Woodward^ 
6  Pick.,  206;  Chitty  on  Cont.,  576.  The  question  as  to  the 
right  of  a  vendor  of  a  patent  to  deny  its  validity  afterwards 
came  up  in  Chambers  v.  Crichley^  33  Beavan,  374.  That 
case  was  similar  to  this  in  important  features.  The  parties 
had  been  partners  in  the  manufacture  of  stoves,  under  a  patent 
which  they  owned.  The  defendant  sold  his  share  in  the  part- 
nership assets,  including  the  patent,  to  the  plaintiffs,  but  after- 
ward continued  the  manufacture,  and  the  suit  was  brought 
for  that  infringement.  Upon  that  case.  Sir  John  Romilly, 
Master  of  the  Rolls,  in  delivering  judgment,  said :  **  I  do  not 
intend  to  express  my  opinion  as  to  the  validity  of  Wright's 
patent.  I  will  assume,  for  the  purpose  of  my  judgment,  that 
it  is  worth  nothing  at  all.  But  this  is  certain,  that  the  defend- 
ant sold  and  assigned  that  patent  to  tlie  plaintiffs  as  a  valid 
one,  and  having  done  so,  he  cannot  derogate  from  his  own 
grant.  It  does  not  lie  in  his  mouth  to  say  that  the  patent  is 
not  good."  And  an  injunction  and  an  account  were  decreed. 
It  is  argued,  for  the  defendants,  that,  as  the  conveyances  were 
of  the  right,  title  and  interest  of  the  grantors,  the  warranty 
would  only  extend  to  whatever  right  they  might  have,  which 
passed,  and  that  the  warranty  was  kept.  But,  the  conveyances 
were  made  to  carry  out  the  sale,  in  the  manner  required  by  law 
for  passing  the  title,  and  the  warranty  grew  out  of  the  sale,  and 
not  out  of  the  form  of  the  conveyance. 

The  patent  subsequently  purchased  by  the  defendants  may 
be  better  than  this  for  covering  this  invention,  but,  if  it  is,  it 
cannot  help  the  defendants,  as  against  the  orators.  It  is  famil- 
iar law,  and  has  been  for  a  long  time,  that  a  warranty  of  title 
or  right  draws  to  it  any  after  acquired  right  or  title  of  the  war- 
rantor, and  carries  it  to  the  benefit  of  the  person  to  whom  the 
warranty  runs.  So,  whatever  right,  if  any,  the  defendants  ac- 
quired to  the  invention  covered  by  this  patent,  enured  directly 
to  the  benefit  of  the  orators. 

It  is  also  urged,  that  the  purchaser  knew  of  the  defects,  and 
was  not  deceived,  and  that,  therefore,  the  defendants  are  not 
estopped.     But,  the  rights  of  the  orators  do  not  rest  upon  the 
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estoppel  merely;  they  rest  upon  the  purchase,  which  must 
operate  so  that  the  orators  may  have  what  they  bought,  and  so 
that  the  defendants  shall  not  both  sell  and  keep  the  same 
thing. 

The  evidence  of  the  acts,  conduct  and  claims  of  the  defend- 
ants leaves  no  room  for  any  fair  doubt  but  that  they  infringe, 
by  doing  what  they  claimed  and  exercised  as  their  exclusive 
right,  when  they  had  the  patent,  and  by  practising  the  inven- 
tion which  the  patent  purports  to  cover. 

Let  a  decree  be  entered  for  an  injunction  and  an  account, 
according  to  the  prayer  of  the  bill,  with  costs. 


Charles  N,  Judson^  for  the  complainants. 
J,  C,  ClaytoHy  for  the  defendants. 


Simeon  Howes  et  al. 
vs. 
Charles  McNeal.    In  Equity.* 

On  Uie  question  of  the  novelty  of  the  invention  claimed  in  a  patent  sued  on, 
the  file  wrapper  and  its  contents  of  another  patent  are  not  competent 
evidence  to  show  the  date  of  the  making  of  the  invention  shown  in  the 
latter  patent.  Such  evidence  is  hearsay  and  secondary,  and  the  reduction 
to  practice  and  use  of  the  invention  alleged  to  invalidate  the  patent  sued 
on  must  be  shown  by  direct  evidence  of  the  construction  and  use  of  a 
structure  embodying  such  invention. 

(Before  Blatchford,  J.,  Northern  District  of  New  York,  January,  1880.) 

Blatchford,  J. 

In  this  case,  a  motion  is  made  by  the  defendant,  that  copies 
of  three  file  wrappers,  contents  and  drawings,  in  the  matter  of 
tliree  several  letters  patent,  may  be  made  a  part  of  the  defend- 
ant's exhibits  and  proofs,  with  the  same  effect  as  if  they  had 
been  put  in  evidence  when  said  three  letters  patent  were  put 
in  evidence,  or  that   the  suit  be  referred  back  to  the  examiner, 
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with  leave  to  the  defendant  to  introduce  such  evidence,  or 
that  it  be  referred  back  for  both  parties  to  introduce  further 
proofs,  and  that  the  interlocutory  decree  made  herein  be  so  far 
opened  as  that  the  defendant  have  leave  to  re-argue  the  case 
after  such  new  evidence  shall  have  been  received,  with  the 
same  effect  as  though  the  same  had  never  been  argued. 

The  object  of  introducing  in  evidence  such  file  wrappers  is 
stated  to  be  to  show  that  the  inventions  described  in  the  sev- 
eral patents  were  made  at  dates  as  early  as  the  oaths  to  the 
specifications.  That  is  not  the  proper  way  to  show  the  reduc- 
tion to  practice  and  use  of  the  inventions  claimed  to  be  prior, 
so  as  to  invalidate  the  plaintiffs'  patent.  That  must  be  shown 
by  direct  evidence  of  the  construction  and  use  of  machines. 
Nothing  from  the  Patent  Office  can  be  admitted  in  evidence 
of  earlier  dates  than  the  patents.  All  such  evidence  would  be 
hearsay  and  secondary.  A  patent  is  allowed,  by  statute,  to 
speak,  as  a  public  grant.  But  the  preliminary  papers  are 
merely  the  declarations  of  third  persons,  not  parties  to  this 
suit  or  connected  with  them  in  interest  or  title.  The  evidence 
is  not  competent. 

It  may  be  added,  that,  if  the  three  file  wrappers  were  com- 
petent as  evidence,  no  sufficient  legal  excuse  is  shown  for  not 
having  sooner  applied  for  leave  to  introduce  them.  The  mo- 
tion is  denied. 

E.  C,  Sprague^  for  the  complainants.     » 

W,  S,  Farwdl^  for  the  defendant. 


The  Kerosene  Lamp  Heater  Company 

vs. 
Frederick  Fisher.    In  Equity. 

The  proper  practice  on  a  reference  to  a  master,  to  take  an  account  in  a  patent 
cause,  stated. 

(Before  Lowell,  J.,  District  of  Massachusetts,  January,  1880.) 
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Lowell,  J. 

Some  questions  are  raised  relating  to  the  modes  of  proceed- 
ing before  a  master  to  whom  a  patent  case  has  been  referred, 
in  certain  particulars  in  which  the  practice  of  different  masters 
is  said  to  differ,  and  I  have  consulted  with  Judge  Nelson  as  to 
the  answers  which  should  be  given. 

We  consider  that  the  practice  adopted  by  Mr.  Stetson  har- 
monizes better  with  the  rules  than  that  which  was  adopted  in 
this  case.  The  practice  which  we  approve  is  this  :  The  master 
appoints  a  day  for  proceeding  with  the  reference,  and  gives 
notice,  by  mail  or  otherwise^  to  the  parties  or  their  solicitors. 
We  think  the  solicitor  should  be  notified,  whether  the  party  is 
or  not ;  though,  probably,  under  rule  75,  notice  to  the  party  is 
a  good  notice.  If  the  defendant  does  not  appear,  the  master 
proceeds,  exfdrte^  and  makes  out  the  profits  and  damages,  if 
he  can,  from  the  evidence  produced  by  the  plaintiff.  If 
it  appears  that  an  account  of  profits  is  necessary  to  a  just  de- 
cision of  the  cause,  and  is  desired  by  the  plaintiff,  he  makes  an 
order  that  the  defendant  furnish  an  account  by  a  certain  day, 
and  adjourns  the  hearing  to  that  day.  The  defendant  should 
be  served  personally  with  a  notice  of  this  adjournment  and 
t)f  the  order  to  produce  his  account,  if  it  is  intended  to  move 
for  an  attachment  in  case  he  fails  to  appear.  The  service 
may  be  made  by  any  disinterested  person,  and  need  not  be  by 
the  marshal.  If  the  defendant  then  fails  to  appear  and  account, 
he  will  be  in  contempt. 

The  mode  of  proceeding  which  we  do  not  approve,  is  for  the 
plaintiff  to  take  out  a  notice,  in  the  first  instance,  before  any 
hearing  has  been  or  can  lawfully  be  had,  requiring  the  defend- 
ant to  furnish  an  account  by  a  certain  day  on  pain  of  punish- 
ment for  contempt.  We  doubt  the  power  of  the  master  to 
make  such  an  order  upon  a  mere  inspection  of  the  record,  and 
we  consider  the  practise  inexpedient  if  it  is  lawful. 

The  defendant's  first  objection  is  sustained.  His  objection, 
which  is  of  more  real  importance  in  most  cases,  that  the  service 
must  be  by  the  marshal,  we  overrule. 

Turner^  Lee  &*  McClure^  for  the  complainant. 
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Antonio  Quirolo 
vs. 
John  Ardito  et  al.    In  Equity.* 

Reissued  letters  patent  No.  6,557,  granted  to  Antonio  Quirolo,  July  27th, 
1S75,  for  an  improvement  in  stereoscopes,  consisting  of  a  combination 
of  legs  with  the  standard  for  the  stereoscope  to  stand  upon,  are  void,  on 
their  face,  for  want  of  novelty,  within  common  knowledge. 

Such  a  stand  having  been  in  use  before  for  other  things,  there  was  no  in- 
vention  in  putting  a  stereoscope  upon  it. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  January,  1880.) 

Wheeler,  J. 

This  suit  is  brought  for  relief  against  an  infringement  of  re- 
issued letters  patent  No.  6,557,  dated  July  27th,  1875,  granted  to 
the  orator,  for  an  improvement  in  stereoscopes, xonsiscing  of  a 
combination  of  legs  with  the  standard  for  the  stereoscope  to 
stand  upon.  The  answer  denies  the  novelty  of  the  invention. 
It  is  not  very  clear,  upon  the  evidence,  whether  stereoscopes 
were  made  to  stand  upoii  legs  before  they  were  so  made  by  the 
orator;  but,  whether  they  had  been  or  not,  such  stands  had 
long  been  in  use  for  surveyor's  compasses,  theodolites,  came- 
'  ras,  telescopes,  and  other  mathematical  and  optical  instruments, 
as  is  well  and  generally  known.  Stereoscopes  had  been  placed 
upon  stands  for  a  long  time.  This  part  of  the  patented  inven- 
tion does  not  relate  to  the  stereoscopes  themselves  at  all,  but 
only  to  the  mode  of  mounting  them.  There  could  be  no  in- 
vention in  putting  a  stereoscope  upon  one  kind  of  well-known 
stand  instead  of  another.  It  was  merely  putting  the  old  stand 
to  a  new  use.  So,  whether  the  invention  was  known  or  used 
or  described  in  the  exact  manner,  or  by  the  persons,  set  up  in 
the  answer  or  not,  the  patent,  in  this  respect,  which  is  the  only 
one  in  controversy,  is  void,  on  its  face,  for  want  of  novelty, 
within  common  knowledge,  which  is  sufficient  for  dismissing 
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the  bill,  without  regard  to  the  answer.     Brown  v.   Piper^  91 
U.  S.,  37  ;  Terhune  v.  Phillips^  99  U.  S.,  592. 

Let  a  decree  be  entered  dismissing  the  bill  of  complaint, 
with  costs. 

Z.  W.  Frosty  for  the  complainant. 

Edward  N.  Dickerson^  Jr,^  for  the  defendants.  ^  , 


JOFiN  E.  Sinclair  et  al. 

vs. 
QuiMBY  S.  Backus.    In  Equity. 

The  experimental  use  allowed  to  the  inventor  permits  him  not  only  to 
test  by  experiment  whether  his  invention  will  work,  but,  also,  in  what 
modes  and  with  what  advantages  over  old  devices.  He  may'  test  not 
only  its  patentability,  but  the  degree  of  it,  that  is,  whether  it  is  worth 
while  to  patent  it. 

An  experimental  use  more  than  two  years  prior  to  the  application  by  the 
inventor  for  his  patent,  will  not  affect  the  validity  of  the  patent. 

An  inventor  may  allow  another  person  to  test  his  invention  by  a  short  use 
with  a  view  to  induce  him  to  assist  in  patenting  it,  without  prejudic- 
ing his  right  to  a  patent  for  it,  although  such  test  was  made  more  than 
two  years  prior  to  the  application  for  the  patent. 

Before  Lowell,  J.,  District  of  Massachusetts,  January,  1880.) 

Lowell,  J. 

The  patent  of  D.  M.  Moore,  No.  45,334,  was  granted  in 
December,  1864,  upon  an  application  filed  October  i,  1864,  for 
an  improvement  in  wrenches.  The  patented  tool  is  a  wrench 
with  a  double-faced  ratchet-wheel  connected  with  two  pawls, 
which  are  controlled  by  a  lever  and  springs.  The  springs 
tend  to  keep  the  pawls  in  contact  with  both  faces  of  the 
ratchet,  and,  when  the  lever  is  central  or  out  of  use,  the  pawls 
lock  both  faces  of  the  ratchet-wheel  and  leave  the  wrench  rigid 
like  the  old  form  of  that  tool.  By  moving  the  lever  to  the 
right,  the  pawl  on  that  side  is  disengaged,  and  the  ratchet-wheel 
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is  free  to  move  to  the  right,  but  is  rigid  in  the  other  direction  ; 
and  so,  conversely,  when  the  lever  is  moved  to  the  left,  the 
pawl  on  this  side  is  disengaged.  The  claim  is  for :  '*  The 
combination  in  a  wrench  of  the  ratchet-wheel  B,  containing 
the  socket  for  seizing  the  work  with  the  detents  ^  ^  and 
lever  a  so  constructed  as  to  lock  the  ratchet  against  rotation 
in  any  direction  and  also  to  lock  it  at  will,  so  that  the 
implement  may  be  worked  as  a  right-hand  or  left-hand  wrench 
without  removing  it  from  the  work,  substantially  as  describ- 
ed." The  defendant  uses  the  ratchet-wheel  with  the  spring, 
pawls,  and  lever  precisely  like  Moore's  in  a  bit-stock,  which 
is  adapted  to  receive  various  tools.  Upon  inspection,  I  cannot 
doubt  that  one  was  copied  from  the  other.  The  plaintiffs'  ex- 
pert testifies  that  this  part  of  the  defendant's  bit-stock  operates 
like  a  wrench,  and  that  wrenches  are  often  used  to  work  taps, 
which  are  tools  for  turning  screw-threads.  These  statements 
are  not  denied,  and  if  true  there  is  no  doubt  that  the  defendant 
uses  the  plaintiffs'  wrench,  with  addition,  and  infringes  the 
patent. 

There  are,  however,  two  questions  of  fact  which  affect  the 
validity  of  the  patent.  Three  witnesses  declare  that  they  used 
a  wrench  which  would  operate  as  a  right  or  left  hand  ratchet- 
wrench  or  as  a  rigid  one,  and  they  reproduce  from'  memory  a 
model  which  they  say  is  substantially  like  it.  It  is  true,  and  is 
creditable  to  them,  that  they  do  not  undertake  to  verify  the 
reproduction  as  precisely  like  the  original.  This  cool  is  known 
in  the  record  as  the  **  Coggeshall  wrench,*'  and  the  original 
has  not  been  seen  for  about  twenty  years.  Supposing  the 
model  to  represent  the  original,  the  question  is  whether  Moore 
made  a  patentable  improvement  upon  it.  The  Coggeshall 
tool  had  two  wheels  rigidly  united,  with  their  cogs  facing 
different  ways,  two  pawls  with  suitable  springs,  which  made 
the  wrench  rigid  when  both  were  operating,  and  rotary  cam 
by  the  action  of  which  either  pawl  might  be  thrown  out  of 
connection  with  its  wheel.  This  wrench  could  be  used  in  the 
three  modes  of  Moore's,  and  is  the  only  wrench,  before  Moore's, 
which  had  so  great  a  capacity,  and  was  at  the  same  time 
wholly  automatic.  It  had  a  separate  wheel  for  each  set  of 
ratchets  instead  of  a  double-faced  wheel,  and  its  lever  or  cam 


JANUARY,    1880.  83 


Sinclair  v.  Backus. 


for  moving  the  pawls  was  much  inferior  to  Moore's  because 
the  latter  takes  fixed  positions  and  is  locked  in  each,  while 
Coggeshall's  might  be  turned  too  far  or  might  turn  back  and 
would  need  constant  attention  to  keep  it  in  the  required 
place.  I  have  no  doubt  that  these  differences  would  make 
Moore's  invention  patentable  if  Coggeshall's  had  been  pat- 
ented. Whether,  when  a  patentee  has  made  an  original  in- 
vention which  is  confessedly  an  improvement  upon  all  old 
machines,  he  is  conclusively  presumed  to  have  known  evtry 
lost  and  forgotten  machine  in  the  line  of  his  art,  and,  there- 
fore, must  prove  invention  over  the  best  of  them,  as  he  un- 
doubtedly must  be  presumed  to  know  of  any  machine  whicli 
fully  embodied  his  invention,  I  am  not  prepared  to  say.  The 
patent  may  be  held  good  for  precisely  what  Moore  invented, 
which  is  precisely  what  the  defendant  uses. 

The  other  question  of  fact  is  whether  Moore  publicly  used  his 
wrench  before  the  ist  day  of  October,  1S62 — that  is  to  say, 
more  than  two  years  before  he  applied  for  his  patent.  Moore 
swears  that  he  invented  the  tool  in  1859  at  Philadelphia, 
where  he  was  then  employed,  and  used  one  there  openly  a 
great  many  times,  and  afterward  at  Hartford,  and  lastly  at 
Windsor^  his  home,  to  which  he  returned  about  November, 

1861.  He  was  not  cross-examined;  why,  I  do  not  know. 
Witnesses  have  been  called  to  give  such  negative  evidence  as 
they  might  in  relation  to  all  the  places  at  which  Moore  says  he 
used  that  wrench.  He  is  not  corroborated  excepting  as  to  the 
use  in  Windsor.  The  patent  was  issued  upon  his  written 
statement  that  he  had  not  made  such  use  as  he  now  swears  to, 
and  was  sold  under  an  implied  obligation  to  disclose  any  such 
defect  in  his  title.  If  what  he  now  testifies  is  true,  he  has 
committed  a  fraud  on  the  public  and  on  his  assignees,  and  I 
do  not  think  I  ought  to  regard  his  testimony  of  much  weight, 
except  as  it  is  confirmed  by  others.  I  think,  upon  the  evidence, 
I  ought  to  lay  out  of  the  case  the  alleged  use  in  Philadelphia 
and  Hartford. 

Moore  returned  to  Windsor  in  the  autumn  of  1861,  and  four 
witnesses  are  called  to  prove  that  he  used  and  lent  to  others 
for  use  a  wrench  like  that  of  the  patent,  before  October  i; 

1862.  It  is  very  difficult  for  witnesses  to  fix  within  a  month  or 
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even  a  year  the  exact  time  of  an  occurrence  of  no  importance 
to  themselves,  to  which  their  attention  is  called  after  the  lapse 
of  sixteen  or  seventeen  years.  This  difficulty,  inherent  in  the 
subject,  must  be  fully  overcome  by  one  who  assails  a  patent. 
Another  question,  which  always  arises,  is,  whether  the  use  was 
within  the  limits  of  a  justifiable  test  or  experiment  I  have 
read  the  evidence  with  great  care  and  am  satisfied  that  Moore 
did  not  make  a  wrench  for  sale  until  within  two  years  before 
his  application.  As  the  value  of  his  invention  was  not  for  his 
personal  use,  as  is  often  the  fact  with  manufacturers  who  im- 
prove a  machine  used  in  their  particular  business,  so  much  as 
for  the  sale  of  the  tools,  or  the  royalties,  I  consider  this  fact 
very  important.  The  chief  witness  to  prior  use,  E.  F.  Spauld- 
ing,  gives  a  deposition,  which  is  clear  and  candid  ;  but  he  had 
told  one  of  the  plaintiffs,  a  very  short  time  before  he  testified, 
that  he  had  no  means  of  fixing  the  date,  and  could  not  fix  it. 
This  he  very  fairly  admits,  and  he  does  not  explain  how  his 
memory  has  been  refreshed.  Beside,  the  evidence  of  this 
witness,  while  it  is  not  wholly  consistent  with  itself  upon 
the  other  point,  yet  leaves  upon  the  mind  an  impression  that 
the  use  which  he  testifies  to  was  experimental.  Such  is  the 
fair  result  of  his  evidence  at  pages  235  to  237  of  the  record. 
And  so  of  the  only  other  witness  whose  means  of  knowledge 
were  considerable — Edminster.  The  point  which  the  defend- 
ant takes  as  to  the  use  by  Edminster  is  that  Moore  permitted 
him  to  try  the  wrench  in  order  to  induce  him  or  his  father  to 
take  an  interest  in  it  and  help  Moore  in  procuring  a  patent. 
The  witness  so  puts  it ;  but  I  consider  it  too  nice  a  point  to 
say  that  the  future  patentee,  when  he  permits  a  person  to  test 
his  tool  by  a  short  use  with  a  view  to  interest  him  in  its  being 
patented,  is  not  testing  his  tool,  but  only  the  mind  of  the 
borrower.  I  do  not  know  that  an  inventor  is  bound  to  satis- 
fy his  own  mind  alone  by  his  experiments.  The  question  to 
be  determined  is  not  only  whether  the  tool  will  work,  but  in 
what  modes  and  with  what  advantages  over  old  tools ;  how  well 
it  will  work  and  how  cheaply  ;  and  I  am  of  opinion  that  he  may, 
in  such  a  case  as  this,  test  not  only  its  patentability,  but  the 
degree  of  it,  if  I  may  so  say — that  is,  whether  it  is  worth  while 
to  patent  it.     I  must  not  be  understood  as  speaking  of  a  case 
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in  which  the  tool  or  thing  patented  has  been  sold  more  than 
two  years  before  the  application. 
Decree  for  the  complainants. 

Charles  E,  Mitchell  and  J,  Z.  S,  Roberts^  for  the  complainants. 

B.  F,  Thurston  and  Livingston  Scott,  for  the  defendant. 


Robert  Onderdonk 

vs, 

John  Fanning"  et  al.    In  Equity. 

Where,  upon  amotion  for  a  preliminary  injunction,  it  appeared  that  the  patent 
infringed  had  been  originally  obtained  on  the  application  of  the  defend- 
ant, the  inventor,  who  was  now  manufacturing  the  infringing  machines  : 
Hfldf  that  the  said  defendant  was  estopped  from  disputing  the  novelty 
or  utility  of  the  invention,  and  that  the  only  question  to  be  considered 
upon  the  motion  was  that  of  infringement 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  January,  1880.) 

Benedict,  J. 

This  case  comes  before  the  court  upon  a  motion  for  a  pre- 
liminary injunction  to  restrain  the  defeqdant  from  making 
and  selling  certain  forms  of  lemon  squeezers,  upon  the  ground 
that  they  infringe  upon  a  patent  for  an  improvement  in  lemon 
squeezers,  issued  to  Josephine  P.  Fanning  and  Isaac  Williams, 
as  assignee  of  the  defendant,  John  Fanning,  dated  July  15th, 
1879,  and  numbered  217,519. 

The  plaintiff's  patent  was  originally  issued  upon  the  applica- 
tion of  the  defendant,  and  his  oath  that  he  believed  himself  to 
be  the  original  and  first  inventor  of  the  improvement  describ- 
ed in  the  patent  issued  in  accordance  with  such  application. 
Subsequently,  Josephine  P.  Fanning  assigned  her  one-half  in- 
terest in  the  patent  to  the  plaintiff.  Thereafter,  Isaac  Wil- 
liams assigned  to  the  plaintiff  the  undivided  third  part  of  his 
interest  in  the  patent. 
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Williams,  having  refused  to  join  as  complainant  in  the  bill, 
has  been  made  a  aefendant,  but  John  Fanning  alone  is 
charged  with  having  infringed  the  patent. 

There  is  no  controversy  in  regard  to  the  description  of  the 
machines  which  the  defendant,  John  Fanning,  is  making. 
They  are  in  two  forms,  each  form  precisely  similar  to  the 
machine  described  in  the  plaintiff's  patent,  with  the  single 
exception  that  the  perforated  bed,  on  which  the  lemon  is 
placed  when  subjected  to  the  action  of  the  presser,  is,  in  one 
case,  slightly  conical  in  form,  and,  in  the  other,  flat,  while,  in 
the  plaintiff's  machine,  this  bed  is  slightly  convex. 

Upon  a  motion  like  the  present,  when  the  defendant  is  the 
original  inventor  of  the  plaintiff's  machine,  upon  whose  ap- 
plication the  patent  was  issued,  and  where  the  patent  was 
sold  to  the  plaintiff  under  the  circumstances  stated  in  the 
moving  papers,  no  injustice  will  be  done  by  refusing  to  per- 
mit the  defendant  to  be  heard  to  dispute  the  novelty  or  utility 
of  the  invention  described  in  the  patent. 

The  only  question  that  I  feel  bound  to  consider,  upon  this 
motion,'  is,  whether  the  machines  being  made  by  the  defendant 
constitute  an  infringement  of  the  plaintiff's  patent,  upon 
which  the  plaintiff  sues.  The  contention  on  the  part  of  the 
plaintiff  is  that  these  machines  do  infringe  upon  the  third  and 
fourth  claim  of  that  patent.  These  two  claims  of  the  plain- 
tiff's patent  are  for  a  combination  of  certain  old  elements  in 
such  a  way  as  to  produce  a  certain  result.  As  before  stated, 
the  defendant's  machines  present  the  same  elements  combined 
in  the  same  way  as  in  the  plaintiff's  machine,  save  only  that 
in  the  defendant's  machine  the  form  of  the  bed  is  different. 

In  regard  to  the  machines  made  by  the  defendant,  wherein 
the  bed  is  slightly  conical,  it  has  been  but  faintly  denied  that 
the  action  of  the  machine  is  substantially  similar  to  the  plain- 
tiff's machine.  It  is  manifest  that  it  produces  the  same  result 
in  the  same  way.  The  conical  bed  in  the  defendant's  combi- 
nation is  the  equivalent  of  the  convex  bed  in  the  plaintiff's 
combination.  No  invention  was  required  to  substitute  a  con- 
ical bed  for  a  convex  bed,  nor  was  any  different  result  attained 
thereby.  This. form. of  machine,  therefore,  is  an  infringement 
upon  the  plaintiff's  patent,  and,  as  to  this  form,  the  plaintiff  is 
entitled  to  an  injunction. 
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In  regard  to  the  other  form  of  machine  made  by  the  de- 
fendant, where  the  perforated  bed  is  flat  instead  of  convex,  as 
in  the  plaintiff's  machine,  the  identity  is  not  so  obvious  as  in 
the  case  of  the  conical  bed,  but  I  incline  to  the  opinion  that 
this  form  is  also  an  infringement  upon  the  plaintiff's  patent. 
The  effect  of  the  convex  form  of  perforated  bed  in  the  plain- 
tiff's machine  is  to  spread  the  lemon  when  subjected  to  the 
action  of  the  presser,  and  there  is  evidence  in  the  moving 
papers  that  a  lemon  placed  upon  the  flat  bed  of  the  defend- 
ant's machine,  when  subjected  to  the  operation  of  the  presser, 
will  be  spread  out  in  the  same  manner  as  in  the  machine 
where  the  bed  is  convex.  If  this  be  the  fact,  all  the  other 
points  of  the  machine  being  the  same,  it  is  not  seen  how  it 
can  be  successfully  contended  that  making  the  bed  flat  instead 
of  slightly  convex,  as  in  the  plaintiff's  machine,  changes  the 
combination  or  avoids  the  plaintiff's  patent.  But  it  is  said  if 
a  flat  bed  be  held  to  be  the  equivalent  of  a  conical  bed,  the 
plaintiff's  patent  is  void  for  want  of  novelty,  and  several 
patents  have  been  put  in  evidence  which  it  is  supposed  antic- 
ipate the  plaintiff's  patent,  unless  it  be  conflned  to  a  convex 
bed.  I  do  not,  however,  discover  in  any  one  of  these  prior 
patents  the  combination  described  in  the  third  and  fourth 
claims  of  the  plaintiff's  patent,  considering  those  claims  to 
cover  a  combination  having  any  form  of  perforated  bed  that 
will  spread  the  lemon  when  subjected  to  the  action  of  the 
presser.  But,  if  there  be  a  doubt  here,  the  plaintiff  is  entitled 
to  the  benefit  of  it  upon  the  motion.  Under  the  circumstan- 
ces of  this  case  equity  requires  that  the  defendant,  upon  whose 
application  the  plaintiff's  patent  was  granted,  and  whose  wife 
sold  the  patent,  together  with  tools  and  stock  to  the  plaintiff, 
and  who  is  wholly  insolvent,  should  not  be  permitted  to 
make  machines  so  nearly  similar  to  that  described  in  the 
plaintiff's  patent,  and,  by  disposing  of  them  at  a  lower  price, 
destroy  the  value  of  the  property  bought  of  his  wife,  until 
his  right  to  do  so  has  been  established  by  filial  decree,  and 
this  the  more  when,  as  here,  the  defendant  is  the  only  person 
who  disputes  the  plaintiff's  claim  to  the  exclusive  right  to 
make  such  machines. 

The  motion  for  injunction  is,  therefore,  granted. 
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Foster^  Wenhvorth  &*  Foster^  for  the  complainant. 
E.  H.  Brown^  for  the  defendants. 


The  Thatcher  Heating  Company 

vs. 

James  Spear  et  al.     In  Equity. 

The  essential  features  of  the  second  claim  of  Letters  patent  No.  71,244, 
granted  to  John  M.  Thatcher,  November  19th,  1867,  for  an  air-heating 
furnace  are  a  clinker-cleaning  passage,  inclosed  by  a  plate  connected 
with  the  fire-pot,  furnace-front,  and  ash-pit,  which  prevents  communica- 
tion with  a  hot-air  chamber  surrounding  the  fire-pot,  and  the  downward 
passage  wholly  between  the  furnace  front  and  the  grate,  and  none  of 
it  outside  of  the  furnace  front,  and  the  same  is  not  infringed  by  the 
structures  used  by  the  defendants,  which  lack  any  of  these  essential 
elements. 

The  third  claim  of  the  patent,  viz.:  "In  combination  with  the  clinker- 
cleaning  passage  the  downward  passage  leading  therefrom  [to  the  ash- 
pit, substantially  as  described,"  was  not  infringed  by  a  structure  which 
did  not  have  the  clinker-cleaning  passage  of  the  second  claim. 

(Before  Blat<:hford,  J.,  Southern  District  of  New  York,  January,  1880.) 

Blatchford,  J. 

This  suit  is  founded  on  letters  patent,  No.  71,244,  granted 
to  John  M.  Thatcher,  November  19th,  1867,  for  an  air- 
heating  furnace.  The  specification  states  that  the  in- 
vention is  one  of  "  improvement  in  air-heating  furnaces." 
The  eight  figures  in  the  drawings  are  all  of  them  views  of 
different  parts  of  a  furnace.  The  specification  says  :  "  My 
said  invention  consists  of  several  improvements  in  hot-air 
furnaces  designed  to  be  set  in  brick-work  or  inclosed  in  any 
suitable  manner."  The  specification  then  divides  the  inven- 
tion  into  six  parts.  The  first  part  consists  of  one  particular, 
the  second  part  of  three  particulars,  the  third  part  of  one  par- 
ticular, the  fourth  part  of  two  particulars,  the  fifth  part  of 
one  particular,  and  the  sixth  part  of  one  particular.     There 
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are  as  many  claims  as  there  are  particulars — namely,  nine. 
Only  the  second  and  third  claims  are  involved  in  this  suit. 
They  relate  to  particulars  one  and  two  of  the  second  part  of 
the  invention.  The  text  of  the  specification  says,  in  respect 
to  those  particulars:  **  My  invention  also  consists  in  the  com- 
bination and  arrangement  of  a  passage-way  from  and  through 
the  furnace-front  to  and  into  the  fire-pot  at  the  bottom  thereof, 
the  passage-way  being  of  sufficient  width  and  height  to  ad- 
mit of  the  introduction  of  a  slicer  or  poker  for  the  purpose  of 
slicing  the  fire  and  removing  the  clinker  from  the  grate-bars 
forward,  the  bottom  of  the  passage-way  being  on  a  line  with 
the  top  surface  of  the  grate-bars,  and  the  top  and  sides  of  the 
passage-way  being  formed  by  an  inclosing-plate  extend- 
ing from  the  fire  -  pot  to  the  furnace-front,  and  joining 
at  the  sides  of  the  ash-pit  box,  so  as  to  prevent  any  communi- 
cation between  said  passage-way  leading  from  the  furnace- 
front  into  the  fire-pot  and  the  hot-air  chamber  surrounding 
the  fire-pot;  and  this  part  of  my  invention  further  consists  in 
combining  with  said  inclosed  passage  from  tlie  furnace-front 
to  the  fire-pot  a  downward  opening  between  the  furnace-front 
and  the  fire-pot,  leading  from  said  inclosed  passage  to  the 
ash-pit,  whereby  clinkers  and  other  matter  removed  from  the 
fire-pot  may  fall  into  the  ash-pit."  The  specification  also 
says:  "The  drawings  illustrate  a  furnace  for  brick-work,  in 
which  my  inventions  are  embodied.  The  fire-pot  a  is  a  cylin- 
drical casting,  such  as  commonly  used  for  that  purpose,  and 
sits  upon  a  box,  also  of  cast-iron,  which  incloses  the  ash-pit 
^.  *  *  *  The  fire-pot  is  placed  at  sufficient  distance  from 
the  furnace-front  e  to  allow  the  hot-air  chamber  inclosed  in 
the  inner  surrounding  walls  to  extend  around  the  fire-pot, 
between  it  and  the  furnace- front.  *  *  *  At  the  bottom  of 
the  fire-pot,  in  the  front  part  thereof,  is  a  clinker-cleaning 
aperture,  /,  which  extends  forward  to  and  through  the  furnace- 
front,  the  passage-way  being  inclosed  by  the  plate  i\  so  that 
it  shall  not  have  any  communication  with  the  surrounding 
hot-air  chamber  e\  A  stopper  may  be  used  to  close  this 
clinker-cleaning  passage,  or  that  part  of  it  which  leads  into 
the  fire-pot,  if  desired,  or  it  may  be  left  open  to  supply  air  to  the 
fuel  in  the  fire-pot.    The  aperture  should  be  of  sufficient  width 
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and  height  to  permit  the  introduction  and  use  of  a  slicer,  or  a 
poker,  or  other  suitable  instrument,  for  the  purpose  of  slicing 
the  fire,  cleaning  the  grate-bars  from  clinker,  and  removing 
the  clinker,  which  may  be  drawn  out  through  this  passa^2:e 
into  the  room  in  front  of  the  furnace-front,  if  desired,  when 
the  downward  passage/  is  not  used,  in  which  case  there  should 
be  a  plate  across  the  space  between  the  fire-pot  and  furnace- 
front  on  a  level  with  the  top  surface  of  the  grate-bars.  The 
downward  passage/  between  the  furnace  front  and  grate  isan 
opening  leading  from  the  clinker-cleaning  passage  down  to 
the  ash-pit,  for  the  purpose  of  allowing  the  clinker  and  ashes 
to  fall  from  the  clinker-cleaner  opening  into  the  ash-pit.** 

The  second  and  third  claims  are  in  these  words :  **  Second, 
the  clinker-cleaning  passage,  from  and  through  the  furnace- 
front  to  and  into  the  fire-pot,  inclosed  by  the  plate  connected 
with  the  fire-pot,  furnace-front,  and  ash  pit,  so  as  to  prevent 
communication  with  the  hot-air  chamber  surrounding  the  fire- 
pot,  substantially  as  described.  Third,  in  combination  with 
the  clinker-cleaning  passage  the  downward  passage  leading 
therefrom  to  the  ash-pit,  substantially  as  described." 

Various  prior  structures  and  patents  are  set  up  as  anticipat- 
ing the  second  and  third  claims  on  the  question  of  novelty. 
One  is  the  furnace  represented  by  the  defendants'  exhibit  '*  Old 
Philadelphia  Heater."  It  is  adduced  to  defeat  the  second 
claim.  On  the  whole  evidence,  it  did  not  contain  a  practically 
useful  clinker-cleaning  passage,  nor  one  operating  as  Thatch- 
er's does.  Tlie  passage  was  so  narrow  at  its  inner  end,  in  pro- . 
portion  to  the  diameter  of  the  grate,  as  to  require  all  the  clink- 
ers on  the  grate-surface  which  could  be  reached  to  be  drawn 
to  such  narrow  aperture,  and  thus  a  large  part  of  the  clinkers 
which  could  be  reached  would  be  drawn  through,  and  carry 
along  with  them  the  live  coals  remaining  in  the  parts  pre- 
viously cleaned  of  clinkers  This  difficulty  is  obviated  in 
Thatcher's  arrangement  by  the  relation  which  the  size  of  the 
inner  end  of  the  passage  bears  to  the  size  of  the  grate.  More- 
over, in  the  "  Old  Philadelphia  Heater,"  the  sides  of  the  fire-pot 
were  nearly  at  right  angles  to  the  opening,  and  this  made  it 
impossible  to  reach  considerable  portions  of  the  grate- surface. 
The  structure  had  no  downward  passage.      The  Spear  car- 
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heater  does  not  contain  Thatcher's  inventions.  The  John  P. 
Hayes  patent  of  June  22(1,  1858,  is  adduced.  The  upwardly- 
projecting  studs  on  the  grate  prevented  Hayes'  arrangement 
from  operating  like*  Thatcher's,  and  there  was  no  downward 
passage  leading  out  of  the  clinker-cleaning  passage.  The 
same  remarks  apply  to  defendants'  exhibit  **J.  P.  Hayes' 
Heater"  and  to  complainant's  exhibit  "  New  Jersey  represen- 
tation of  Hayes'  Heater." 

The  Moore  patent  of  May  22d,  1866,  has  no  bearing 
on  the  case.  The  patent  to  James  Morrison,  Jr.,  of 
February  21st,  1865,  is  for  a  stove,  not  a  furnace.  The 
stove  has  near  its  base  an  opening  from  the  outside,  on  a 
level  with  the  grate,  to  and  into  the  fire-pot,  for  the  purpose 
of  raking  out  the  clinkers  and  dropping  them  into  the  ash-pit 
over  the  edge  of  a  projection  from  the  grate.  The  clinker- 
cleaning  passage  does  not  extend  through  a  chamber  con- 
taining hot  air,  as  in  Thatcher's  arrangement,  nor  is  the  down- 
ward passage  wholly  within  the  cliuker-cleaning  passage,  as 
in  Thatcher's  structure ;  but,  on  the  contrary,  it  is  wholly  out- 
side of  the  clinker-cleaning  passage.  The  Morrison  model,  if 
differing  from  the  description  and  drawings  of  the  patent, 
cannot  be  regarded  to  affect  Thatcher's  patent.  The  Thatcher 
patent  requires  that  the  clinker-cleaning  passage  shall  be  in- 
closed by  a  plate  connected  with  the  fire-pot,  furnace-front, 
and  ash-pit,  which  shall  prevent  communication  with  a  hot- 
air  chamber  surrounding  the  fire-pot^  and  that  the  downward 
passage  shall  be  wholly  between  the  furnace-front  and  the 
grate,  and  none  of  it  outside  of  the  furnace-front.  No  such 
arrangement  is  found  in  Morrison's  structure. 

The  material  question  is  that  of  infringement.  In  the  de- 
fendants' structures,  represented  by  the  plaintiff's  exhibits  D, 
E,  F,  G,  H,  and  I,  and  which  are  represented,  also,  in  sub- 
stance by  the  defendants'  model  "  Anticlinker  heater,"  the 
anti-clinker  arrangement  for  cleaning  the  grate  is  placed 
wholly  below  the  hot-air  chamber  and  below  the  bottom  of 
the  fi,re-pot  and  within  the  ash-pit.  The  clinker-cleaning  pas- 
sage does  not  go  through  the  hot-air  chamber.  In  the 
Thatcher  arrangement  the  clinker-cleaning  passage  is  above 
the  ash-pit  and  goes  through  the  hot-air  chamber.     As  the 
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defendants  do  not  have  the  clinker-cleaning  passage  of  the 
second  claim  of  the  Thatcher  patent,  they  do  not  have  the 
clinker-cleaning  passage  of  the  third  claim,  and  so  neither 
claim  is  infringed.  Nor  do  the  exhibits  K  and  L,  and  Argus 
stove  infringe  either  the  second  or  third  claim.  They  do  not 
have  any  hot-air  chamber  surrounding  the  fire-pot,  and  so  do 
not  infringe  the  second  claim.  They  do  not  have  the  clinker- 
cleaning  passage  of  the  third  claim,  because  they  do  not  have 
the  clinker-cleaning  passage  of  tl\e  second  claim,  inclosed  by 
the  plate  of  the  second  claim,  shutting  off  communication 
with  a  hot-air  chamber  surrounding  the  fire-pot 
The  bill  is  dismissed  with  costs. 

B,  F,  Lee^  for  the  complainant. 

E.  Coweriy  for  the  defendants. 


Frances  J.  Tinker 

vs. 


The  Wilbers  Eureka  Mower  and  Reaper  Manufact- 
uring Company. 

In  a  suit  for  infringement,  the  drawing  may  be  looked  at  by  the  court  to 
explain  an  ambiguous  or  doubtful  specification,  and  to  make  the  inven- 
tion capable  of  being  understood  and  used,  but  it  cannot  supply  an 
entire  want  of  any  part  of  the  specification  or  claim. 

Upon  the  construction  given  by  the  court  to  the  complainant's  patent  for  an 
improvement  in  mowing  machines,  dated  December  5th,  1865,  number 
51,364,  the  defendant  /uld  not  to  have  infringed. 

(Before  Wheeler,  J..  Southern  District  of  New  York,  January,  1880.) 

Wheeler,  J. 

This  suit  is  founded  upon  the  second  claim  of  letters  patent 
No.  51,364,  dated  December  5th,  1865,  granted  to  John  B. 
Tinker,  for  an  improvement  in  mowing  machines.  Among 
other  defences,  the  defendant  denies  infringement.  Both  the 
orator's  and  the  defendant's  machines  are  operated  by  direct 
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draft,  and  have  finger-bars  resting  in  shoes,  hinged  back- 
ward to  other  parts  at  each  end,  which  are  carried  by  rollers, 
and  alternately  run  in  the  standing  grass.  They  are  placed 
forward  of  the  shoes,  and  roll  down  the  standing  grass  in 
their  paths,  and  thereby  prevent  tangling,  which  would  occur 
and  be  detrimental,  if  the  grass  should  be  divided  toward  the 
bottom,  for  them  to  pass  through.  One  question  is  whether 
the  plaintiff's  patent  covers  a  roller  so  placed.  The  only  part 
of  the  specification  describing  them,  or  in  any  way  referring 
to  their  location,  after  referring  to  the  shoes,  says  :  "The 
shoes  also  carry  rollers  F,  in  front  of  the  finger-bar,  which  run 
upon  the  ground  and  sustain  the  weight  of  the  finger- bar." 
In  other  parts,  it  describes  the  finger-bar  and  cutters  as  ar- 
ranged to  do  their  work  wholly  between  the  driving  wheels, 
or  the  courses  of  their  tracks.  The  drawing  shows  the  roll- 
ers, not  only  in  front  of  the  finger-bar,  but  forward  of  the 
shoes. 

The  second  claim  is  for  "  the  combination  of  the  carrying 
rollers,  F,  with  the  hinged  and  extended  shoes,  E,  arranged  and 
located  substantially  as  herein  described."  The  arrange- 
ment and  location  of  the  rollers  and  shoes  referred  to  in  the 
claim  could  only  be  placing  the  rollers  in  front  of  the  finger- 
bar,  and  the  rollers  and  shoes  within  the  courses  of  the 
wheels  so  as  to  carry  the  finger-bar  there,  and  could  not  have 
referred  to  placing  the  rollers  in  advance  of  the  shoes.  They 
were  the  arrangement  and  location  therein  described,  and  the 
location  of  the  rollers  In  advance  of  the  shoes  was  not  therein 
described.  The  drawing  could  and  should  be  looked  at,  if 
necessary,  in  order  to  explain  an  ambiguous  or  doubtful 
specification,  and  to  make  the  invention  capable  of  being  un- 
derstood and  used.  Curtis  on  Pat.  §  262,  Ifcgg  v.  Emerson^  6 
How.,  437.  But  it  cannot  supply  an  entire  want  of  any  part 
of  a  specification  or  claim,  in  a  suit  upon  a  patent,  although 
it  might  afford  ground  for  a  reissue  covering  the  part  shown 
by  it.  U.  S.  Rev.  Stat.  §  4,916.  That  the  specification  was 
not  intended  to  cover  rollers  wholly  in  advance  of  the  shoes 
to  roll  down  the  grass  In  their  tracks,  is  evident  from  the 
fact  that  no  mention  is  made  of  that  purpose,  nor  of  doing 
away  with  a  projection  of  the  shoes  ahead  of  the  rollers,  which 
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had  sometimes  been  used  to  divide  the  grass ;  nor  of  a  broad 
tread  to  the  wheels,  or  any  other  arrangement  calculated  to 
roll  down  the  grass.  These  things  are  not  referred  to  in  any 
supposition  that  it  was  necessary  to  specify  all  the  uses  to 
which  his  invention  could  be  put  in  order  to  cover  them,  but 
for  the  purpose  of  ascertaining  what  invention  was  in  fact 
specified  and  covered  for  any  use.  There  is  no  doubt  but 
that,  as  argued  for  the  orator,  the  patent  would  give  an  ex- 
clusive right  to  the  patented  invention  for  all  uses  to  which  it 
could  be  put,  whether  contemplated  by  the  inventor,  or  dis- 
covered by  himself  or  others  afterward.  Roberts  v.  Ryer^  91 
U.  S.,  150.  But  the  invention  must,  in  some  way,  be  covered 
by  the  patent,  before  he  can  acquire  an  exclusive  right  to  it 
for  any  purpose. 

Although  Tinker  constructed  rollers  in  advance  of  the  shoes 
so  that  they  would  roll  down  the  grass,  and  without  anything 
before  them  that  would  divide  the  grass  and  prevent  it  being 
rolled,  he  does  not  appear  to  have  apprehended  what  their 
utility  would  be  in  preventing  tangling  of  the  grass  over  the 
parts  of  the  machine  next  to  the  grass  left  uncut,  to  their 
hindrance  ;  nor  to  have  obtained  a  patent  for  that  device.  The 
use  of  such  rollers  is  what  the  orator  complains  of,  but  the 
patent  she  owns  does  not  appear  to  cover  them  ;  therefore,  the 
defendant  does  not  appear  to  infringe  her  patent  as  it  was 
granted.     Decree  dismissing  bill. 

Dickerson&'  Beaman  and  J,  B.  Tinker y  for  the  complainants. 

y.  W.  White,  M,  A.  Foivler^  and  John  D.  Kernan^  for  the 
defendant. 
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Samuel  Whitnum 

vs. 

Robert  Seaman  et  al.     In  Equity. 

Where  the  complainant  was  the  patentee  of  an  improvement  in  coal- 
scu-ttles,  but  was  not  the  inventor  of  the  coal  scuttles  as  a  whole,  nor 
of  anything  underlying  the  whole  structure,  his  patent  was  restricted 
to  the  particular  improvement  invented  by  him,  in  order  to  be  upheld 
at  all. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  Januar}-,  i83o.) 

Wheeler,  J. 

This  suit  is  brought  for  an  alleged  infringement  of  letters 
patent  No.  150,921,  dated  May  12th,  1874,  granted  to  the  orator 
for  an  improvement  in  coal-scuttles.  As  the  orator  is  not  the 
inventor  of  coal-scuttles,  nor  of  anything  underlying  the 
whole  structure,  his  patent  cannot  be  construed  as  covering 
the  whole,  but  must  be  restricted  to  the  particular  construction 
invented  by  him,  in  order  to  stand  at  all.  Railway  Co,  v. 
SayUs,  97  U.  S.,  554. 

His  scuttle  is  made  with  a  bottom  stamped  out  of  one  piece 
of  metal  extending  upward  outside  of  the  body.  The  defend- 
ants' scuttle  is  made  in  substantially  the  same  way,  except  that 
the  bottom  extends  upward,  inside  of  the  body.  Placing  the 
body  inside  of  the  upward  extension  of  the  bottom  is  an  im- 
portant and  distinctive  feature  in  the  plaintiff's  invention,  and 
is  made  so  by  his  patent.  Without  that,  a  scuttle  cannot  be 
said  to  be  his  style  of  scuttle.  He  rivets  the  body  to  the  bot- 
tom, and  the  bottom  to  the  base,  and  that  mode  of  fastening 
them  is  described  in  his  patent.  Had  that  been  new,  his  patent 
would  probably  have  covered  it,  as  well  as  the  method  of  put- 
ting the  parts  together  to  form  a  scuttle.  But  that  is  an  old 
and  well-known  way  of  fastening  parts  of  a  metallic  vessel 
together,  and  could  not  be  patented  to  any  one.  This  patent 
seems  to  stand  well  enough  for  his  particular  style  of  scuttle 
VOL.  V — 7 
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fastened  in  that  manner,  and  that  is  all.     The  defendants  do 
not  make  that  style,  and,  therefore,  do  not  infringe. 
The  bill  is  dismissed,  with  costs. 

Cephas  Brainerd^  for  the  complainant. 
Joseph  C,  Ciayton^  for  the  defendants.  • 


John  E.  Whittlesey  et  al. 

vs. 
Charles  L.  Ames  et  al. 


Same 

vs. 

Simon  Zimmerman, 


Same        ; 
vs. 
Alpheus  Dean.   In  Equity. 

Evidence  of  the  construction  of  prior  similar  devices,  merely  of  an  experi- 
mental character,  will  not  defeat  a  subsequent  patent.  Although 
what  others  had  previously  done  may  have  suggested  to  the  patentee 
the  device  which  he  finally  adopted,  such  fact  will  not  invalidate  his 
patent,  if  he  was  the  first  to  produce  a  practical  device. 

Reissued  letters  patent,  No.  7.704.  granted  May  29th,  1877,  to  J.  M.Farn- 
ham,  for  an  improvement  in  bedstead  frames,  the  original  patent  having 
been  granted  to  him  November  30th,  1869,  construed  and  sustained. 

(Before  Blodgett,  J.,  Norihcrn  District  of  Illinois,  January,  1880.) 
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Blodgett,  J. 

These  are  bills  in  equity  for  damages  and  injunction,  for 
alleged  infringement  by  the  defendant  in  each  case,  of  re- 
issued letters  patent  No.  7,704,  dated  May  29th,  1877,  for  an 
improvement  in  bedstead-frames,  the  original  patent  having 
been  issued  November  30th,  1869. 

The  original  specifications  describe  the  invention  in  the 
following  terms:  **This  invention  reLites  to  a  new  frame  for 
single  and  double  bedsteads  which  are  provided  with  elastic 
or  flexible  sheets  for  the  support  of  the  bedding  or  with  other 
suitable  bed-bottom.  The  invention  consists  in  the  use  of 
slotted  or  double-inclined  end  pieces^  in  which  the  ends  of  the 
fabric  are  clamped,  and  in  the  employment  of  longitudinal 
adjustable  standards,  in  which  the  said  end  pieces  are  secured. 
By  this  arrangement,  the  fabric  is  securely  lield,  and  can  be 
stretched  or  slackened  at  will." 

The  claims  in  this  patent  were — **  i.  The  inclined  dou- 
ble-end bars  C  of  a  bedstead-frame,  arranged  substantially 
as  and  for  the  purpose  herein  shown  and  described.  2. 
The  standards  B,  arranged  longitudinally  adjustable  on 
the  side-bars  of  a  bed  stead- frame,  to  permit  the  inclined 
side-bars  to  be  set  at  a  suitable  distance  apart,  as  set 
forth."  In  the  reissue,  the  owner  of  the  patent,  the  Woven 
Wire  Mattress  Company,  was  allowed  to  restate  the  nature 
and  scope  of  the  invention  in  tiie  following  terms:  **My  in- 
vention relates  to  a  new  frame,  which  is  provided  with  an 
elastic  or  flexible  sheet  or  fabric  for  the  support  of  the  bed- 
ding. The  frame  is  made  of  proper  size  to  be  inserted  within 
any  ordinary  bedstead.  My  invention  consists  in  the  com- 
bination of  the  side-bars  and  end  bars,  with  the  end  bars 
elevated  above  the  side-bars  in  such  a  manner  that  the  elastic 
fabric,  stretched  from  end  bar  to  end  bar,  can  extend  the  en- 
tire width  of  the  frame  over  the  side-bars,  and  an  elastic  fabric 
attached  to  the  end  bars  only  of  the  frame ;  and  it  also  con- 
sists in  the  combination  of  the  side-bars  and  end  bars  of  the 
frame,  connected  together  by  standards  or  corner-irons  B.  By 
I  his  arrangement  the  fabric  is  securely  held.  *  *  *  It  will 
be  observed  that  the  purpose  of  this  method  of  attaching  the 
fabric  to  the  frame  is  to  give  to  the  fabric  its  greatest  elasticity 
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by  attaching  it  at  its  ends  only,  and  at  the  same  time  making 
it  as  nearly  the  full  size  of  the  frame  as  could  be  well  done, 
while  it  is  substantially  free  from  contact  with  the  frame  when 
used,  excepting  at  its  ends,  where  it  is  rigidly  secured  to  the 
end  bars." 

The  description  of  the  parts  and  the  drawings  is  the  same 
in  the  reissue  as  in  the  original  patent. 

Two  new  claims  are  allowed  in  the  reissue,  as  follows: 
''  I.  The  combination  of  the  side-bars  and  end  bars  and  elastic 
coiled-wire  fabric  D,  attached  only  to  the  end  bars,  with  the 
end  bars  of  the  frame  elevated  above  the  side-bars,  so  that  the 
fabric  will  be  suspended  above  the  side-bars  from  end  to  end 
of  the  frame.  2.  The  combination,  in  a  removable  bed-bottom 
or  bedstead-frame,  of  the  side-bars  A,  standards  or  comer- 
pieces  B,  end  barr.  C,  and  the  elastic  fabric  D,  combined  and 
arranged  substantially  as  and  for  the  purposes  specified." 
The  third  and  fourth  claims  are  the  same  in  the  reissue  as  in 
the  original  patent. 

The  defendants  in  these  cases  are  charged  with  an  infringe- 
ment of  the  first  and  second  claims  under  the  reissue.  No 
dispute  is  made  as  to  the  complainants'  title. 

The  defences  set  up  are — (i)  that  Farnham  was  not  the 
original  and  first  inventor  of  the  device  covered  by  the  origi- 
nal patent  and  reissue;  (3)  that  the  two  new  claims  allowed 
in  the  reissue  are  not  sustainable  under  the  specification  and 
drawings  of  the  original  patent,  and  hence  the  reissue  is  void 
as  to  those  claims ;  (3)  that  the  defendants  do  not  infringe  the 
Farnham  patent,  either  original  or  reissue. 

It  will  be  noticed  that  the  original  Farnham  patent  only 
covered  the  peculiar  "  inclined  double-end  bars,"  as  they  were 
arranged  and  shown  in  the  mechanism  described,  and  the 
standards  B — that  is,  the  frame  of  a  bed-bottom  or  bedstead 
with  end  bars  made  double  and  inclined,  as  there  shown,  and 
performing  the  functions  shown,  and  the  standard  B  longi- 
tudinally adjustable  on  the  side-bars,  as  and  for  the  purpose 
shown ;  and  the  peculiar  characteristic  of  the  frame  constructed 
under  the  original  specifications  was  that  the  fabric  which  was 
to  be  used  therewith  was  to  be  fastened  only  to  the  ends  of 
the  frame.     This  peculiarity  is  not  stated  in  words,  but  it  is 
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manifested  from  the  organization  of  the  mechanism  and  the 
relation  which  the  parts  bear  to  each  other.  No  language 
describing  this  feature  of  the  mechanism  is  necessary.  It  is 
obvious  from  inspection  alone  that  the  intention  of  the  invent- 
or was  to  make  a  bed-bottom  in  which  the  fabric  should  be 
attached  only  to  the  ends  of  the  frame,  so  that  the  strain  upon 
the  fabric  by  the  weight  of  the  occupant  or  occupants  of  the 
bed  would  be  lengthwise  of  the  bed  and  not  crosswise. 

By  the  reissue,  a  claim  is  asserted  to  the  combination  of 
these  parts  and  the  elastic  coiled-wire  fabric — that  is,  the  in- 
clined double-end  bars  and  the  adjustable  standard  for  holding 
those  end  bars  above  the  side  bars,  and  the  elastic  coiled-wire 
fabric  D,  so  arranged  that  the  fabric  will  be  suspended  above 
the  side-bars  from  end  to  end  of  the  frame ;  while  it  is  insisted 
on  the  part  of  the  defendants  that  the  claim  is  invalid — first, 
because  no  such  combination  is  shown  in  the  original  specifi- 
cation and  drawing  of  the  Farnham  patent;  second,  for  want 
of  novelty  in  the  original  device. 

As  I  have  already  said,  it  is  obvious  that  Farnham  intended 
that  the  "  elastic  or  flexible  sheet  **  for  the  support  of  the  bed- 
ding "should  be  attached  only  to  the  ends  of  the  frame."  He 
does  not  state  of  what  material  the  **  elastic  or  flexible  sheets" 
were  to  be  made.  He  docs  not  use  the  words  "  elastic  coiled- 
wire  fabric  "  in  any  part  of  his  specification,  nor  any  terms 
which  would  show  that  he  meant  that  kind  of  fabric  to  be  used. 
Any  "elastic  or  flexible  "  fabric  is  allowed  by  the  language  of 
the  specification ;  but,  in  the  drawing,  the  fabric  D  is  shown  to 
be  made  of  coiled  wire.  '  It  is  objected  that  the  drawing  shows 
only  a  coil,  and  not  an  interlocked  connected  series  of  coils. 
But  it  must  be  remarked  that  Figure  i  in  the  drawing  is  a  side 
only,  while  the  description  in  the  specification  called  it  a 
"fabric."  Clearly,  a  single  coil,  or  any  number  of  coils  not 
interlaced  with  each  other,  would  not  be  a  fabric.  I  think 
there  is  enough  in  the  drawing  and  specifications,  when  taken 
together,  to  show  that  the  inventor  meant  to  describe  by  the 
word  "  fabric  D  "  a  fabric  made  of  coiled  wire,  and  he  had  the 
right  to  claim  a  patent  on  the  combination  of  these  parts,  if  the 
combination  was  new. 

This  brings  us  to  the  most  seriously  contested  portions  of 
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this  case  under  the  proof.  It  is  conceded  that,  so  far  as  the  in- 
ventor is  concerned,  the  woven-wire  fabric  was  old.  He  did  not 
invent  it,  and  does  not  claim  to  have  (done  so.  But  it  is  insisted, 
on  the  part  of  complainants,  that  by  bringing  it  into  combination 
with  his  peculiar  frame,  Farnham  was  the  first  to  utilize  it  for 
domestic  purposes  as  a  bed-bottom,  and  make  it  a  bed-bottom 
acceptable  to  the  public,  and  which  has  gone  into  general  use. 
It  appears  from  the  propf,  that,  some  time  prior  to  January  ist, 
1 869,  the  Woven  Wire  Mattress  Company,  of  Hartford,  Con- 
necticut, had  attempted  the  manufacture  of  bed-bottoms  by 
the  use  of  a  fabric  made  by  weaving  or  interlocking  coiled 
wires. 

They,  at  first,  made  the  frames,  upon  which  the  fabric  was 
stretched,  of  iron,  and  the  mechanism  or  organization  consisted 
of  the  iron  frame,  to  which  the  fabric  was  in  some  manner 
fastened  at  the  ends  and  sides,  so  as  to  make  a  wire  mat- 
tress upon  which  the  bedding  should  rest.  This  device  was 
unsuccessful.  The  mattresses  so  made  were  not  acceptable, 
and  there  was  no  sale  or  demand  for  them.  About  the  ist  of 
January,  1869,  the  company  employed  Mr.  Charles  E.  Billings, 
of  Hartford,  to  make  experiments  in  getting  up  a  more  satis- 
factory device  for  utilizing  the  woven-wire  fabric  as  a  bed-bot- 
tom. During  the  time  he  was  so  employed,  Mr.  Billings  was, 
to  some  extent,  assisted  by  Mr.  Henri  E.  Bissel,  who  was  at 
that  time  secretary  of  the  company.  Mr.  Billings  was  engaged 
by  the  company  four  or  five  weeks — say  until  about  February 
6th — and  within  that  time  he  made  four  wooden  bed-bottom 
frames  into  which  the  woven-wire  fabric  was  fastened.  The 
general  plan  of  all  these  Billings  frames  was  that  of  a  box  of 
the  width  and  length  required  for  a  bed-bottom,  into  which  the 
woven-wire  fabric  was  fixed  in  the  frame,  bv  various  devices 
adopted  for  attaching  it  to  the  end  board.  Some  of  them  may 
have  been  attached  to  the  sides ;  but  I  think  the  balance  of 
proof  shows  that  two,  at  least,  of  these  frames  had  end  boards 
or  end  pieces  higher  than  the  side  pieces,  and  the  fabric  was 
suspended  in  the  frame  by  attaching  it  only  to  the  end  pieces. 
These  were  all  experimental  frames ;  none  of  them  were  offered 
for  sale,  and  all  but  one  were  dismembered  during  the  summer 
of  1869.     One  of  these  frames  was  sold  in  the  summer  of 
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1869  to  a  Mr.  Pruning,  whose  t^1;in)ony  is  in  this  record, 
and  the  frame  itself  is  produced  as  ^/^xjiibit.     It  is  a  box.     • 
frame  with  the  sides  and  ends  of  equal' b^gbt>  and  bears  evi- 
dence that  the  fabric  was  fastened  at  the  endi^uid  sides.     Mr. 

•   •   • 

Billings  closed  his  experiments  in  the  fore  plgfft-bf  Februar}% 
without  producing  a  frame  which  was  satisfactory  to  the  com- 
pany, and,  soon  after  his  discharge,  Mr.  John  N.  Fafnh^ip,  to 
whom  the  patent  in  question  was  granted,  was  engage4-l9|^the 
company.     His  statement  of  the  purpose  of  his  employm'eTctris  . 
given  in  his  own  words  in  answer  to  questions  10  and  1 1  of  hU/  /. 
deposition  :     "Q.  Who  hired  you?    A.  Stiles  D.  Sperry.     He'  '";**/, 
said :  *  We  have  got  a  mattress  up  there  that  we  have  been 
trying  to  fix  and  make  salable;  they  can't  make.it  go    to 
suit  them ';  wished  me  to  go  up  and  see  ;  I  went  up  there  and 
looked  at  everything  there  was  in  the  shop ;  he  wanted  to  know 
if  I  thought  it  could  be  made  any  way,  or  if  I  thought  it  would 
pay ;  I  told  him  I  presumed  it  might ;  he  gave  me  the  key  to 
the  shop,  and  told  me  to  go  to  work  then,  and  see  what  I  could 
do." 

Within  a  few  days  after  being  set  at  work  in  the  manner 
described,  Mr.  Farnham  made  the  patterns  for  the  standards 
B,  and  during  the  month  of  March  he  made  a  bed-frame  in  all 
respects  like  that  described  in  his  patent.  The  idea  of  this 
frame,  substantially  as  it  was  afterward  constructed,  seems  to 
have  been  conceived  by  Mr.  Farnham  very  soon  after  he 
commenced  work  in  the  shop.  He  states  that  for  the  first 
three  or  four  days  he  was  engaged  in  weaving  a  fabric.  Then 
he  made  the  patterns  for  the  cast-iron  standards  B,  which  were 
the  same  as  described  in  his  patent ;  and,  before  he  made  the 
frame,  he  explained  to  Mr.  Sperry  and  Dr.  Hawley,  members 
of  the  company,  how  he  proposed  to  make  it,  and  made 
the  frame  in  the  manner  explained,  showing  that  his  com- 
pleted frame  was  only  the  mechanical  embodiment  of  the 
idea  he  first  formed.  At  the  time  Mr.  Farnham  entered 
the  shop,  the  four  frames  made  by  Mr.  Billings  were  there, 
and  he  undoubtedly  had  the  benefit  of  whatever  could  be 
learned  from  what  had  been  done  by  his  precedessors  in  the 
direction  in  which  he  was  to  apply  his  efforts,  which  was  to 
make  a  salable  frame  or  device  on  which  the  woven-wire  fabric 
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C9uld  be  made  available  feMhe  purposes  of  a  bed;  but  I  think 
•  it»is  abundantly  estz^bli^hi^  by  the  proof,  that  the  desired  end 
had  not  been  attaUied*{)Vior  to  his  employment.  What  Billings 
and  Bissel  may^itftwb  done  may  have  suggested  to  Farnham  the 
device  he  fiivaiJyvi*dopted;  but  this  does  not  invalidate  his  patent. 
He  s6gms'*ro  have  been  the  first  to  achieve  success,  and 
that  AvJiatJthese  others  had  done  should  not  defeat  his  patent 
is«*$n^}Vfi  by  the  following  authorities  :  In  Galloway  v.  Bleaderiy 
..I  'Webster's  Patent -Cases,  521,  the  pjitent  being  for  an  im- 
y\  *^5rt)vement  on  the  floats  of  paddle-wheels,  Chief  Justice  Tindal 
%•.*•.' says,  page  529:  "That  there  had  been  many  experiments 
made  upon  the  same  line,  and  almost  tending,  if  not  en- 
tirely, to  the  same  result,  is  clear  from  the  testimony  you 
have  heard  ;  and  that  these  were  experiments  known  to 
various  persons ;  but  if  they  rested  in  experiment  only,  and 
had  not  attained  the  object  for  which  the  patent  was  taken  out, 
mere  experiment,  afterwards  supposed  by  the  parties  to  be 
fruitless,  and  abandoned  because  they  had  not  brought  it  to  a 
complete  result,  that  will  not  prevent  a  more  successful  com- 
petitor, who  may  avail  himself  as  far  as  his  predecessors  have 
gone  of  their  discoveries,  and  add  the  last  link  of  improvements, 
in  bringing  to  perfection.  If  that  is  the  case,  the  plaintiffs  are 
entitled  to  your  verdict."  In  Goodyear  v.  Day^  2  Wall.,  Jr.,  283, 
Mr.  Justice  Grier  says,  page  299  :  **It  is  usually  the  case,  when 
any  valuable  discovery  is  made,  or  any  new  machine  of  great 
utility  has  been  invented,  that  the  attention  of  the  public  has 
been  turned  to  that  subject  previously;  and  that  many  persons 
have  been  making  researches  and  experiments.  •  *  * 
Many  experiments  may  have  been  unsuccessfully  tried,  coming 
very  near,  yet  falling  short  of  the  desired  result.  They  have 
produced  nothing  beneficial.  The  invention,  when  perfected, 
may  truly  be  said  to  be  the  culminating  point  of  many  experi- 
ments, not  only  by  the  inventor,  but  by  many  others.  He 
may  have  profited  indirectly  by  the  unsuccessful  experiments 
and  failures  of  others;  but  it  gives  them  no  right  to  claim  a 
share  of  the  honor  or  the  profit  of  the  successful  inventor." 
In  Parker  y.  Stiles,  5  McLean,  44;  i  Fisher's  Pat.  Reports,  319, 
Leavitt,  J.,  says,  page  337  Fisher :  **  Proof  of  the  previous  use  of 
a  structure,  bearing  some  resemblance  in  some  respects  to  the  im- 
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provemcnt  of  the  plaintiff,  and  which  might  have  been  sugges- 
tive of  ideas,  or  have  led  to  experiments,  resulting  in  the  dis- 
covery and  completion  of  his  improvement,  will  not  invalidate 
his  claim,  under  his  patent."  In  IVhitely  v.  Swayne,  7  Wall.,  685, 
2Whitman's  Patent  Cases,  208,  Nelsoh,  J.,  delivering  the  opinion 
of  the  Supreme  Court,  says  :  **  The  plaintiffs  title  *  *  rests 
upon  a  patent  for  improvements  in  a  machine  for  harvesting 
clover  and  grass-seed  ;  which  improvements,  after  a  full  and  fair 
trial,  resulted  in  unsuccessful  experiments,  and  which  were  final- 
ly abandoned.  They  never  went  into  any  useful  or  practical 
operation,  and  nothing  more  was  heard  of  them  from  Stead- 
man  "  (the  patentee)  **  or  any  other  person,  for  a  period  of  six 
years.  *  *  *  Clearly,  if  any  other  person  had  chosen  to 
take  up  the  subject  of  the  improvements,  where  it  was  left  off 
by  Steadman,  he  had  a  right  thus  to  enter  upon  it,  and  if  suc- 
cessful, would  be  entitled  to  the  merit  of  them  as  an  original 
inventor."  *  *  See,  also,  15  Off.  Gaz.,  423,  Union  Paper 
Bag  Machine  Company  v.  Puliz  6r*  IVaikiey  Company, 

And  this  brings  me  to  consider  what  wds  done  by  another 
experimenter  in  the  same  field.  It  appears  from  the  proof,  that 
about  the  same  time  the  company  employed  Mr.  Farnham  and 
gave  him  the  key  to  its  shop,  with  directions  to  "go  to  work 
and  see  what  he  could  do,"  a  Mr.  E.  W.  Ellsworth,  who  seems 
to  have  been  to  some  extent  a  successful  inventor  of  other  me- 
chanical devices,  was  employed  "to  get  up  a  more  portable 
frame"  than  the  iron  one  they  had  been  using.  Mr.  Ellsworth 
took  an  unframed  fabric  to  his  house,  and  some  time  (as  he 
testifies  from  recollection,  without  data)  in  March,  he  produced 
and  took  to  the  shop  of  the  company,  a  mattress-frame  which, 
like  those  of  his  predecessors,  Billings  and  Farnham,  was 
fastened  only  to  the  end  rails.  But  I  consider  it  quite  clear 
from  the  proof,  first,  that  Ellsworth's  frame  was  not  produced 
until  some  time  after  Farnham*s  ;  second,  that  it  was  not  a  prac- 
ticable frame,  not  a  portable  or  salable  frame,  such  as  was 
wanted  for  the  trade. 

I  come,  then,  to  the  conclusion  that  there  is  nothing  in  the 
proof,  as  to  the  frames  made  by  Billings  and  Ellsworth,  which 
anticipates  the  Farnham  frame  for  want  of  novelty.  He,  un- 
doubtedly, took  up  the  experiment  where  Mr.  Billings  left  off, 
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and  it  may  be  presumed  that  he  profited  by  what  had  been 
done  up  to  that  time.  The  problem  all  were  seeking  to  solve 
was  to  obtain  a  cheap,  portable  frame  upon  which  the  woven - 
wire  fabric  could  be  stretched  so  as  to  make  a  comfortable 
bed-bottom,  and  Famham  seems  to  have  hit  the  mark  at  once. 
Billings  had  not  attained  the  desired  end,  and  what  Ellsworth 
did  was  after  Farnham.  It  must  be  remembered  that  all  these 
efforts  were  made  in  one  common  interest.  1  he  Mattress  Com- 
pany was  the  party  for  whom  all  were  working,  and  it  cannot 
be  supposed  that  this  company  would  have  employed  both 
Farnham  and  Ellsworth  to  continue  experiments,  if  Billings 
had  attained  success. 

I  will  here  remark  that  one  difficulty  all  of  them  seem  to 
have  encountered  was  in  fastening  the  fabric  at  the  end.  The 
fabric,  from  its  elasticity  and  strength,  would  seem  to  be  well 
adapted  to  the  purposes  for  which  this  company  was  trying  to 
utilize  it;  yet  the  difficulty  they  all  met  with,  and  the  one  they 
were  all  trying  to  surmount,  was  to  make,  in  the  first  place,  a 
cheap,  light,  portabhe  frame,  and,  in  the  second  place,  to  secure 
these  ends  so  that  they  would  be  firmly  held,  and  at  the  same  time 
not  be  ragged  and  rough,  and  not  make  an  expensive  fastening. 
Ellsworth  devised  a  series  of  hooks  interlocked  to  the  wire 
fabric,  which  were,  to  say  nothing  else  of  them,  exceedingly 
awkward  and  unsightly.  Mr.  Billings's  efforts  in  that  direction 
were  certainly  not  successful.  The  fastening  which  he  devised 
was  ragged  and  liable  to  tear  the  clothing,  if  not  to  be  uncom- 
fortable to  the  occupants  of  the  bed;  and  whatever  Billings  did 
produce  that  approximated  toward  success  seems  to  have  been 
partly  the  suggestion  of  Sperry,  because  that  which  was  nearest 
to  success  was  the  bottom  which  was  fastened  into  the  frame 
with  the  hook-screws,  which  were  hooked  into  the  iron  bar 
clamped  across  the  webbing,  and  then  fastened  into  the  end 
pieces  with  screws  on  the  outside,  so  as  to  tighten  it  up  and 
give  the  requisite  tension  to  the  fabric.  The  difficulty  all  en- 
countered up  to  Farnham  was  to  fasten  the  ends  securely  and 
cheaply.  If  the  frame  produced  by  Mr.  Ellsworth  had  com- 
mended itself  as  better  or  more  practicable  than  Farnham 's,  it 
would  undoubtedly  have  been  adopted,  because  this  company, 
having  paid  these  men  for  the  purpose,  would  undoubtedly  have 
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made  arrangements  in  some  manner  for  the  control  of  the  pat- 
ent, if  one  was  to  be  issued,  for  whatever  device  they  should  suc- 
ceed in  producing.  But  Ellsworth  not  only  came  later  into  the 
field,  but  he  failed  to  produce  a  frame  which  met  the  demand. 
None  of  the  manufacturers  have  adopted  the  Ellsworth  frame, 
so  far  as  the  proofs  in  this  case  show. 

Mention  should  also  be  made  of  the  fact  that,  in  the  first  bed- 
bottom  made  by  Farnham,  the  fabric  was  fastened  to  the  side 
rails  ;  but  it  is  clear,  from  the  evidence,  that  the  skirt  or  curtain 
which  fell  from  the  line  of  tension  between  the  tops  of  the  end 
rails  down  to  the  side  rails  was  intended  only  for  a  finish,  to 
fill  up  what  would  otherwise  be  a  vacant  space  between  the 
fabric  and  the  side  rails,  it  being  apparent,  as  I  have  already 
said,  that  the  idea  of  the  Farnham  device  was  to  fasten  the  fab- 
ric into  the  frame,  and,  for  all  purposes  of  supporting  the 
weight,  it  was  to  bear  only  by  the  end  attachment ;  and  the  cur- 
tain for  filling  the  space  between  the  side  rail  and  line  of  ten- 
sion was,  undoubtedly,  soon  abandoned  as  of  no  practical  utility. 

Nor  do  I  find  the  principle  of  the  Farnham  frame  in  any  of 
the  devices  referred  to  in  the  answers,  to  wit :  the  Dye, 
Wegman,  Rouillion,  and  Franklin  patents,  nor  in  those  shown 
in  the  proof,  outside  of  the  references  in  the  answer  for  the 
purposes  of  showing  the  state  of  the  art,  such  as  the  Wal- 
bridge,  Boone  &  Bell,  Payne,  Schligman,  Merri weather,  and 
Hughes  patents.  The  steamboat  bunk-bottom  shown  in  the 
testimony  of  Robert  E.  Campbell  and  the  Dreusike  and  Dye 
patents  must  be  considered  as  operating  to  limit  the  claim  of 
this  patent  to  the  special  devices  shown.  The  Campbell 
bunk-bottom  was  made  of  canvas  stretched  from  end  rail  to 
end  rail,  without  outside  fastenings ;  and  although  canvas  may 
not  come  within  the  definition  of  an  "elastic  sheet,"  there 
can  be  no  doubt  that  it  is  a  '*  flexible  sheet." 

The  Dreusike  bed  was  made  of  coiled-wire  fabric;  and 
while  provision  was  made  for  the  side  fastenings,  I  think  there 
can  be  no  doubt  he  intended  that  the  strain  of  supporting  the 
weight  to  be  borne  by  the  bed  was  to  come  upon  the  end 
fastenings. 

In  the  light  of  this  evidence,  I  think  that  while  these  two 
first  claims  in  the  reissued  patents  may  be  sustained  for  the 


I06  NORTHERN   DISTRICT   OF  ILLINOIS. 


Whittlesey  v.  Ames. 


combination  of  the  side  rails,  standards,  end  rails,  and  elastic 
coiled-wire  fabric,  yet  it  must  be  limited  to  the  peculiar  kind  of 
side  rails,  standards,  and  end  rails  shown,  or  their  manifest 
equivalents.  Side  rails,  end  rails,  and  elastic  coiled-wire 
fabric  were  old;  but  the  inclined  end  rail,  made  in  two  parts 
for  the  purpose  of  clamping  the  fabric  and  holding  it  sus- 
pended by  means  of  the  inclination  between  the  points  of 
attachment,  seems,  so  far  as  the  proof  of  these  cases  shows,  to 
have  been  the  invention  of  Farnham.  So,  too,  his  "  standards" 
or  corner-pieces  B  are  not  shown  to  have  been  anticipated  by 
any  prior  user  or  inventor. 

I  think,  therefore,  that  the  owner  of  the  Farnham  patent  had 
the  right  to  claim,  by  the  reissue,  the  combination  of  the 
clastic  coiled-wire  fabric  with  these  parts,  whether  they  were 
new  or  old ;  but  he  had  not  the  right  to  claim,  broadly,  for 
Farnham  the  sole  right  of  suspending  the  fabric  of  which  the 
bed-bottom  is  made  from  "end  to  end  of  the  frame,"  because 
Campbell,  Dye,  and  Dreusike  had  suspended  the  flexible  sheets 
of  a  bed-bottom  from  end  to  end  of  the  frame  before  Farnham 
made  his  frame.  Of  course  the  court  will  so  far  protect  the 
combination  patented  as  not  to  allow  it  to  be  defeated  by  a 
mere  substitution  of  something  for  one  of  the  parts  which 
performs  the  same,  or  substantially  the  same  function,  and  no 
other,  as  the  part  for  which  it  is  substituted. 

With  these  views  as  to  the  construction  to  be  given  to  this 
patent,  I  will  now  examine  the  evidence  as  to  infringement  in 
each  separate  case,  beginning  with  that  of  Ames  and  Frost. 
The  mattress  shown  in  the  proof  in  this  case,  complainants' 
**  Exhibit  I,"  shows  a  frame  with  the  end  rails  raised  above  the 
side  rails,  and  held  in  place  by  corner  irons  or  standards- 
These  standards  perform  the  same  function  as  the  standards  B 
in  complainants*  patent.  The  elements  of  adjustability  on  the 
side  rails  by  means  of  slots  are  not  shown,  but  the  standards 
are  made  adjustable  on  the  side  rail  by  means  of  a  set  screw. 
So,  too,  the  recesses  in  the  standards  for  holding  the  ends  of 
the  end  rail  are  not  inclined,  but  some  inclination  of  the  end 
rail  is  obtained  by  purposely,  as  it  seems  to  me,  making  the 
end  rail  smaller  than  the  recess,  so  that  the  tension  of  the 
fabric  will  tip  or  incline  it  sufficiently  for  all  practical  pur- 
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poses.  Probably  some  inclination  to  the  end  rail  is,  at  least  in 
theory,  desirable  in  this  kind  of  bed,  so  that  the  fabric  will 
swing  clear  from  its  points  of  attachment  at  the  ends ;  but  it 
occurs  to  me  that  this  is  not  a  feature  to  which  the  ordinary 
buyer  would  attach  much  importance.  I  conclude,  therefore, 
that  all  the  substantial  characteristics  of  the  complainants* 
frame  are  used  in  the  Ames  and  Frost  frame.  They  have 
standards  like  Farnham's,  and  an  inclined  end  rail  practically 
like  his.  Their  end  rail  is  double,  although  they  claim  the 
second  pisce  is  only  used  for  a  finish,  and  is  not  intended  to 
clamp  and  hold  the  fabric  to  the  end  rail.  But  I  think  this  is  a 
mere  subterfuge.  It  is  obvious  that  if  the  ends  of  the  fabric 
are  bent  over  the  corner  of  the  end  rail,  and  the  second  piece 
or  cleat  fastened  to  the  first  piece  of  the  rail  over  these  bent 
ends,  it  must  aid  in  holding  the  fabric  to  the  frame.  It  makes 
what  sailors  call  a  **  bight,"  and  must  re-enforce  the  other 
fastenings.  I  have  no  doubt,  therefore,  that  these  defendants 
must  be  held  to  infringe  the  reissued  patent.  In  the  Zimmer- 
man, and  Dean  frames,  complainants'  *' Exhibit  i,  Zimmer- 
man," and  complainants'  "  Exhibit  i.  Dean,*'  I  find  the  Farnham 
frame  in  all  its  distinctive  parts,  standard  B,  double  end  pieces 
inclined,  and,  in  fact,  all  the  parts  covered  by  the  Farnham 
claims,  with  hardly  an  effort  to  evade  or  avoid  them. 

The  cases  will  be  referred  to  a  master  to  take  proof,  and 
report  as  to  damages. 


Coburn  &*  Thacher^  for  the  complainants. 
G.  L,  Chapiuy  for  the  defendants. 
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Hyren  Henry 


vs. 


The  Francestown  Soap-stone  Stove  Company.    In 

Equity. 


Sales  in  the  usual  course  of  business,  whether  absolute  or  conditional,  if 
they  are  sales  of  the  patented  article,  work  a  forfeiture.  A  single  sale 
has  this  effect,  as  well  as  a  larger  number. 

Where  an  article  is  sold  in  its  completed  form,  more  than  two  years  prior 
to  the  application  for  a  patent,  on  condition  that  it  may  be  returned  if 
it  was  not  satisfactory  to  the  buyer,  the  evidence  should  be  unequivocal 
that  a  test  of  the  invention  was  one  of  the  purposes  of  the  seller,  in 
order  to  prevent  such  sale  from  defeating  the  patent. 

Neither  filing  the  model,  nor  writing  the  paper  commonly  called  an  appli- 
cation, gives  the  date  of  the  application  from  which  the  two  years  is 
reckoned,  but  such  period  is  to  be  reckoned  from  the  time  when  the 
written  application  is  presented  to  the  commissioner. 

(Before  Loweli^  J.,  District  of  New  Hampshire,  January,  1880.) 

This  was  a  bill  for  the  infringement  of  letters  patent  No. 
22,787  granted  to  Porter  Dodge,  February  ist,  1859,  for  an 
improvement  in  stoves.  The  application  for  the  patent  was 
not  filed  until  February  14th,  1857,  though  prepared  and 
signed  previously.  In  1876,  Judge  Shepley,  in  a  suit  between 
the  same  parties,  decided  in  favor  of  the  complainant.  Henry 
V.  Francestown  Soap-stone  Stove  Co,^  2  Bann.  &  Ard.,  231.  In 
February,  1879,  Judge  Clark  granted  a  rehearing,  upon  affi- 
davits tending  to  show  sales  of  the  stoves  more  than  two 
years  before  the  application  for  a  patent.  Further  evidence 
was  taken,  and  the  following  opinion  was  delivered  by  Judge 
Lowell,  on  the  rehearing. 


JANUARY,    1880.  109 


Henry  v.  Francestown  Soap- stone  Stove  Co. 


Lowell,  J. 

The  evidence  in  the  original  case  tended  to  show  that  Dodge 
made  a  few  stoves  embodying  his  invention  in  the  autumn  of 
1854;  that  he  was  not  fully  satisfied  with  the  iron  part  of  the 
work,  and  caused  it  to  be  cast  more  carefully ;  and  that  he 
did  not  sell  his  stoves  generally  and  extensively  in  the  mar- 
ket until  within  two  years  before  February  14th,  1857,  when  his 
application  was  filed,  but  that  he  did  sell  the  stoves  which  he 
then  had,  or  some  of  them,  in  December,  1S54,  or  January,  1855. 
Judge  Shepley  said :  **  There  is  one  case  only  of  a  sale  clearly 
proved  before  February  14th,  1855,  and  ^^  evidence  tending  to 
show  more  than  two  or  three  sales  before  that  time,  and  all 
of  them  accompanied  with  a  notice  of  an  intention  to  apply 
for  a  patent,  and  all  of  these  during  the  time  he  was  experi- 
menting upon  and  before  he  had  perfected  his  invention  and 
attained  sufiBcient  perfection  in  the  castings  to  satisfy  him 
that  his  invention  was  practically  successful.  As  in  most,  if 
not  in  all  of  these  instances,  the  stoves  were  delivered  on  trial, 
to  be  returned  if  the  invention  did  not  work  satisfactorily, 
they  are  to  be  regarded  rather  in  the  light  of  such  practical 
tests  as  the  law  permits  an  inventor  to  make,  than  as  such 
public  sales  as  would  tend  to  show  abandonment,  or  mislead 
the  public  into  a  belief  that  the  inventor  had  made  a  dedica- 
tion to  the  public." 

Upon  the  rehearing,  two  more  sales  of  stoves — one  to 
Huntoon,  and  one  to  Patch — are  proved  to  have  been  made  by 
Dodge  more  than  two  years  before  February  14th,  1857 ;  ^"t,  in 
that  sold  to  Huntoon,  the  inner  panels  of  soap-stone  appear 
to  have  been  made  of  the  full  length  of  the  frame,  while  the 
patent  describes  them  as  being  cut  shorter  to  allow  for  ex- 
pansion upward.  The  defendants  have  introduced  evidence 
that  there  is  no  need  of  shortening  the  inner  lining,  because 
soap-stone  does  not  expand  upward  ;  and  the  plaintiff  has 
evidence  that  it  does,  or  may,  expand  in  that  direction.  How- 
ever this  fact  may  be,  this  stove  appears  to  have  been  made 
in  what  Dodge  thought  an  imperfect  form,  and,  therefore,  may 
be  held  not  a  sale  of  the  invention.  Draper  v.  WattUi^  16  Off. 
Gaz.,  629.  The  inventor  is  dead,  and  the  terms  and  particulars 
of  the  sale  of  the  Patch  stove  are  not  proved ;  and  I  think  it 


y 
^ 


no  DISTRICT  OF  NEW   HAMPSHIRE. 


Henry  v.  Francestown  Soap-stone  Stove  Co. 


possible  that,  if  the  new  evidence  had  been  before  Judge  Shep- 
ley,  it  would  not  have  changed  his  opinion.  He  found  one 
sale,  and  evidence  which  inclined  him  to  think  that  there 
might  have  been  two  or  three  more,  and  yet  sustained  the 
patent.  I  find  myself  differing  from  my  eminent  predecessor 
upon  the  effect  of  the  evidence,  and  have  had  great  doubts  as 
to  my  duty.  I  have  determined  that,  as  new  evidence  has 
been  produced  which  I  must  act  upon,  my  action  must  be  in 
accordance  with  my  own  views  of  its  effect.  I  cannot  under- 
stand the  new  evidence  without  opening  the  whole  record, 
and  I  must  act  upon  what  I  find  in  the  old  and  new  evidence 
together. 

In  my  opinion,  the  evidence  tends  to  show  a  sale  of  the 
invention.  True,  some  sales  were  conditional — that  is  to  say, 
the  stoves  were  to  be  returned  if  they  were  not  satisfactory  to 
the  buyers;  but  this  does  not,  without  further  explanation, 
prove  that  they  were  experimental.  It  may  show  that  the 
purchaser  had  doubts  about  the  article,  but  does  not  prove 
any  on  the  part  of  the  seller.  Sales  in  the  usual  course  of 
business,  whether  absolute  or  conditional,  if  they  are  sales 
of  the  patented  thing,  work  a  forfeiture.  A  single  sale  has 
this  effect  as  well  as  a  hundred  sales.  It  is  very  unlikely  that 
a  buyer  would  take  what  he  understood  to  be  an  experimental 
thing;  but  if  he  did,  the  evidence  should  be  unequivocal  that 
a  test  of  the  invention  was  one  of  the  purposes  of  the  seller. 
This  article  could  be  tested  by  the  inventor  as  well  in  his  own 
house  as  in  any  other  place  ;  and  when  he  sold  it  in  its  com- 
pleted form,  though  wijh  warranty  or  on  condition,  he  sold  it. 

Upon  the  facts,  the  stove  appears  to  have  contained  the  in- 
vention, within  the  doctrine  of  Am,  Hide^  etc.,  Co.  v.  Am.  Tool 
Co.y  I  Holmes,  503,  513*  in  which  Judge  Shepley  charged  that 
the  thing  sold  need  not  be  perfect  in  the  mechanical  sense, 
but  only  in  that  it  embodied  the  completed  invention  in  a  form 
which  would  be  operative.  Indeed,  this  stove  appears  to  have 
been  perfect  in  both  senses,  for  it  has  been  in  successful  use  for 
about  twenty-four  years. 

Judge  Shepley  found  that  the  sales  in  evidence  before  him 
were  made  while  the  inventor  was  still  conducting  experi- 
ments of  his  own.     Granting,  then,  that  the  sales  themselves 
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were  not  experiments,  and  that  at  least  two  of  the  stoves  con- 
tained the  completed  invention,  does  it  save  the  forfeiture 
that  the  inventor  himself  was  trying  his  invention?  I  think 
not.  The  courts  very  properly  limit  the  meaning  of  "public 
use  "  to  a  use  in  the  ordinary  way,  and  they  may  so  limit  the 
word**  sale'*  if  they  can  ever  be  persuaded  of  the  fact;  but 
whether  use  or  sale,  that  particular  transaction  must  be  ex- 
perimental, or  it  is  within  the  forfeiture  of  the  statute. 

But,  further,  I  do  not  find  the  fact  to  be  that  the  inventor 
was  still  experimenting.  As  I  read  the  evidence,  all  that 
Dodge  was  then  trying  to  do  was  to  bring  his  stove  into  the 
highest  state  of  mechanical  perfection.  The  precise  day  of 
the  Patch  sale  is  not  proved  ;  but  it  was  in  Dtxember,  1854, 
and  the  stove  had  upon  it  the  words  **  registered  for  patent, 
1854,"  which  confirms  the  conclusion  that  it  was  after  the  in- 
vention was  complete. 

Neither  filing  the  model,  nor  writing  the  paper  commonly 
called  an  application,  gives  the  date  of  the  application  from 
which  the  two  years  is  to  be  reckoned.  "  Application,"  in 
this  connection,  includes  the  paper,  or  some  written  paper,  and 
its  presentation  to  the  commissioner.  One  who  desires  a 
patent  for  his  invention  may  apply  in  writing  to  the  commis- 
sioner. Tiiere  is  no  evidence  that  any  writing  accompanied 
the  model,  and  none  that  any  application  was  made  until 
February  14th,  1857.  It  would  be  most  dangerous  to  hold  that 
an  application  signed  and  kept  in  the  inventor's  pocket  would 
answer  the  demand  of  the  statute.  In  Birdsall  v.  McDonald^ 
6  Off.  Gaz.,  682,  cited  for  the  plaintiff,  the  solicitor  neglected 
to  file  the  application,  and  the  court  held  that  his  neglect  was 
not  evidence  of  the  inventor's  abandonment  of  his  invention. 
On  the  point  of  sale,  Mr.  Justice  Swayne  says :  "  He  sold  no 
machine  prior  to  two  years  before  the  filing  of  his  applica- 
tion." As  to  filing  the  model,  see£>rap^rv,  WaitieSy  16  Off.  Gaz., 
629.  The  time  allowed  for  the  use  and  sale  of  the  invention 
is  liberal,  though  arbitrary.  It  is  a  pity  that  a  valuable  in- 
vention should  be  lost  by  an  inadvertence,  but  the  policy  of  the 
law  is  well  founded,  and  it  must  be  carried  out.  I  find  that  this 
invention  was  "on  sale"  more  than  two  years  before  the 
application,  and,  therefore,  the  patent  was  void. 
VOL.  v — 8 
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The  patent  having  been  sustained  at  the  first  hearing,  the 
complainant  should  have  his  costs  to  the  time  when  the  re- 
hearing was  ordered.     Of  the  rehearing  itself,  I  give  no  costs 

to  either  party. 

» 

T,  Z.  Livermore^  for  the  complainant. 

Causten  Browne  and  Jabez  S.  Holmes^  for  the  defendant. 


Robert  L.  Downton 

vs. 

The  Yaeger  Milling  Company.    In  Equity. 

A  patent  for  a  process  must  describe  means  whereby  the  process  can  be  used. 

The  complainant's  patent  held  void,  because  it  is  for  a  process  to  be  effected 
without  any  known  means  of  accomplishing  the  result. 

(Before  Treat,  J.,  Eastern  District  of  Missouri,  January,  i88o.) 

Treat,  J. 

I  am  prepared  to  announce  my  conclusion  in  the  case  of 
Downton  v.  The  Yaeger  Milling  Company,  This  case  was  pre- 
sented at  great  length  last  spring,  and  it  was  announced  to 
counsel,  at  that  time,  that,  if  the  court  was  compelled,  as 
matters  then  stood,  to  decide  the  case,  it  would  have  to  de- 
cide it  in  a  certain  way,  but  it  would  be  more  satisfactory  if, 
on  certain  points,  it  could  be  more  fully  presented.  That 
has  been  done,  and  very  ably.  One  of  the  points  as  to  which 
the  court  was  troubled  was  whether,  under  the  existing  state 
of  the  art,  this  being  a  process  patent,  there  was  any  novelty 
in  it.  Second,  was  the  patent  itself  sufficiently  specific  in  its 
terms  to  make  it  practicable,  or,  in  other  words,  patentable 
in  the  form  pursued. 

It  is  not  proposed,  this  morning,  to  go  through  the  milling 
literature  with  regard  to  these  matters,  as  the  various  pro- 
cesses were  fully  considered  at  the  time  of  the  hearing  of  the 
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milling  cases  before  Judges  Dillon,  Nelson,  and  myself.  We 
were  then  very  fully  instructed  as  to  this"  new  process,  and, 
also,  as  to  the  state  of  the  art  when  the  new  process  arose  ; 
and  the  conclusions  announced  in  that  c£*se  are  very  familiar 
to  the  counsel  in  this  case,  and  to  the  milling  public  gener- 
ally, by  this  time. 

Now,  the  mills  using  this  new  process  interject  rolls  at  va- 
rious stages  in  connection  with  grinding,  and,  after  purifying, 
regrinding  the  purified  middlings.  Counsel  were  asked 
whether  they  construed  this  particular  patent  as  covering  any 
use  of  rolls  on  purified  middlings  at  any  stage  of  the  succes- 
sive grindings,  or  whether,  under  their  construction  of  the 
patent,  it  was  a  use  of  rolls,  one  or  more,  at  a  stage  interme- 
diate the  first  and  second  grindings.  Counsel  were  understood 
to  say  that  the  interjection  of  such  rolls  at  any  one  of  these 
successive  stages  was  within  the  terms  of  the  patent.  The  im- 
portance of  that,  if  the  testimony  is  understood,  relates  to  the 
question  of  infringement. 

There  was  a  controversy  at  an  early  stage  of  this  case,  grow- 
ing out  of  the  transactions  between  Downton,  Allis  &  Com- 
pany, of  Milwaukee,  and  this  defendant  Yaeger.  Judge  Dil- 
lon and  myself  disagreed  in  opinion  with  regard  to  the  effect 
of  the  paper  transactions  involved  ;  but  his  ruling  with  re- 
gard to  the  matter  was  necessarily  the  ruling  for  this  case. 
He  held  that,  if  there  was  an  infringement  of  this  patent, 
then,  the  defendant  must  answer,  except  as  to  the  two  chilled- 
iron  rolls  interposed  between  the  first  and  second  grindings, 
according  to  the  terms  of  the  patent,  because  Allis  &  Co., 
who  were  to  some  extent  assignees  in  this  matter,  made  those 
rolls  according  to  Downton's  description,  Downton  himself 
superintending  the  whole  matter  and  putting  them  in  the 
mill.  The  contention  being,  on  the  part  of  Downton,  that 
he  informed  these  parties  who  had  bought  these  rolls  (which 
came  under  a  subsequent  patent)  that,  while  he  put  them  in, 
they  must  give  him  a  royalty  under  his  process  patent,  and 
hence  any  use  of  the  rolls  by  those  parties  did  not  exonerate 
them  from  a  royalty  therefor.  Judge  Dillon  and  I  concurred 
as  to  those  ^two,  as  they  were  supposed  to  have  been  put 
there  for  some  purpose  ;  they  were  put  there  by  the  plaintiff, 
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and  under  his  patent,  and  if  it  is  said  that  they  were  put  there 
merely  to  clog  the  machinery  and  for  nothing  involving  a 
purpose,  such  a  proposition  cannot  be  maintained. 

Now,  the  court  is  brought,  for  the  purposes  of  this  case,  to 
the  construction  of  this  patent.    It  has  been  read  and  re-read 
very  carefully.     If  there  is  anything  in  it  that  is  patentable 
and  involves  novelty,  it  is  not  the  use  of  rolls  at  every  stage 
of  this  process,  for  all  the  Minnesota  mills  had  been  using 
rolls  before,  and  in  Europe  and  Missouri  the  same  thing  had 
been  practised  for  a  long  series  of  years  ;  but  it  was  for  the 
interjection  of  rolls  between  the  first  and  second  grindings, 
whereby  certain  effects  would  be  produced — that  is,  to  flatten 
the  germ  or  embryonic  part  of  the  berry,  and  also  the  pellicle, 
by  a  crushing  instead  of  a  grinding  process.     It  is  very  obvi- 
ous to  any  one  who  has  looked  into  this  subject,  that,  if  this 
grinding  process  is  continued,  whereby  all  the  matter  of  the 
berry,  including  the  germ,  which  seems  to  be  the  most  ob- 
no.xious  part  of  the  whole,  is  mixed,  then,  instead  of  getting  a 
first  quality  of  flour,  you  have  flour  that  is  somewhat  inferior 
in  its  character,  for  this  waxen  germ  in  itself  has  no  especial 
nutritive  property,   but  damages  the  flour  through  various 
causes.     Hence,  if  you  can  take  that  out  in  the  first  instance, 
so  that  it  shall  not  be  ground  into  the  body  of  the  flour,  it  is 
certainly  a  most  beneficial  effect.     To  do  it,  you  must  crush, 
not  grind,  for  this  little  embryonic  particle  is  so  very  minute 
that,  unless  you  flatten  it,  it  may,  under  trituration  or  grind- 
ing, pass  into  the  middlings,  and  if  you  grind  the  middlings 
it  will  go  into  the  body  of  the  flour;   so  that  the  true  con- 
striiction,  and  the  only  construction  that    will  uphold  this 
patent,  is  the  interjection  of  those  rolls  between  the  first  and 
second  grindings  of  the  purified  middlings.     By  that  means 
the  fluffy  matter  would  be  thrown  off,  leaving  the  tailings  to 
be  operated  upon  thereafter.     Then  comes  the  next  question. 
If  that  be  the  true  reading  of  the  patent,  did  this  defendant 
use  anything  but  the  two  chilled-iron  rolls  at  that  stage  of  the 
process  ?    The   evidence   is   very  uncertain    on    that   point. 
Some  say  that,  under  the  Wegman  patent,  porcelain  rolls 
were  used  at  various  stages.     But  no  matter  as  to  that.     This 
question  is  one   to  which  the  court  asked  particular  atten. 
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tion,  namely — here  is  a  statement  that  by  the  use  of  rolls  in  a 
particular  stage  of  this  process  certain  beneficial  results  can 
be  had — that  is,  a  flattening  of  the  germ,  so  that  it  will  not 
pass  through  the  bolts.  Now,  is  that  to  be  construed  in  this 
way — that  any  device  that  might  at  any  time  thereafter  be  had, 
whereby  such  a  result  may  occur,  is  covered  by  this  patent  ? 
It  seems  that,  anterior  to  this  patent,  Mowbray  and  others 
had  been  using  rolls,  and  in  that  very  stage  of  the  process  ; 
but  the  contention  was  that  the  particular  rolls  that  they 
were  using  did  not  effect  the  end  to  the  desired  extent,  and 
hence,  subsequent  to  this  process  patent,  it  became  necessary 
to  have  some  rolls  invented  which  would  effect  the  end. 

It  is  an  elemental  proposition  as  to  patents,  that  they  shall 
be  so  clear  that  by  ordinary  means  they  can  be  worked  out 
by  a  person  skilled  in  the  art.  It  is  clear  that  this  patent 
could  not  be  operated  by  any  method  until  some  person  in- 
vented rolls  which,  while  they  should  not  be  corrugated — be- 
cause that  would  be  as  bad  as  the  millstones  in  triturating — 
should  be  smooth,  and  yet  have  sufficient  grip,  and  be  of 
sufficient  hardness.  And  that  was  not  all  ;  they  must  have  . 
the  same  diameters  and  work  with  equal  speed,  instead  of 
differential  speed,  neither  of  which  was  suggested  in  the 
patent. 

To  summarize.  The  claim  of  the  patent  is  specific  :  **  The 
herein-described  process  of  manufacturing  middlings-flour  by 
passing  the  middlings,  after  their  discharge  from  a  purifier, 
through  or  between  rolls,  and  subsequently  bolting  and 
grinding  the  same,  for  the  purposes  set  forth.**  Those  pur- 
poses, as  the  specification  states,  are  mainly  for  flattening  the 
germ.  That  object  was  effected  by  the  interposition  of  rolls 
at  that  particular  stage  of  the  process.  Rolls,  at  other  stages 
of  the  milling  process,  had  been  previously  used,  and  even 
rolls  by  Mowbray  at  that  particular  stage.  Hence,  if  the 
patent  is  to  be  construed  by  its  terms,  as  covering  the  use 
of  rolls  at  any  stage  of  the  milling  process,  it  had  been  long 
anticipated.  If  it  is  to  be  restricted  to  the  use  of  rolls  at  the 
particular  stage  mentioned,  then,  so  far  as  this  case  is  con- 
cerned, the  plaintiff  is  estopped,  because  he  himself,  as  here- 
tofore decided,  placed  the  only  rolls  used,  at  that  stage,  in  the 
defendant's  mill. 
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On  the  other  hand,  irrespective  of  the  question  of  eltoppel, 
if  the  patent  is  for  a  process  to  be  effected  without  any  known 
means  of  accomplishing  the  result,  but  requiring  inventive 
faculty,  whereby  rolls  to  effect  the  purposes  and  their  modes 
of  operation  were  to  be  determined  by  new  inventions  or  dis- 
coveries, then  the  patent  does  not  furnish  to  any  one,  as  then 
skilled  in  the  art,  means  whereby  the  beneficial  end  could  be 
accomplished.  No  one,  in  the  then  existing  state  of  the  art, 
could,  by  the  use  of  any  rolls  known,  or  by  any  mode  of  oper- 
ating the  same,  have  effected  the  designed  end.  Conse- 
quently, to  uphold  this  patent  for  a  process,  which  would 
have  been  ineffective  without  some  inventions  thereafter  had, 
would  be  to  block  the  path  to  all  future  progress. in  the  art  of 
milling. 

The  necessary  result  is  that  I  dismiss  the  bill,  the  patent 
being  void  for  want  of  novelty,  and  uncertainty. 

George  Harding  and  W.  G.  Rainey^  for  the  complainant. 
F,   W,  Cotzhausen  and  G,  M.  Stewart,  for  the  defendant. 


John  Stephenson 

vs. 

The  Second  Avenue  Railroad  Company.     In  Equity. 

Although  the  specification  of  the  reissued  letters  patent  granted  to  com- 
plainant contained  several  things  not  mentioned  or  described  In  the 
specification  of  the  original,  and  the  claims  were  quite  different,  yet,  as 
there  was  nothing  mentioned  or  described  in  the  specification  of  the 
reissue  not  shown  in  the  drawings  or  model  of  the  original,  and  no 
element  claimed  in  the  reissue  not  mentioned  or  described  in  the 
original  as  performing  or  intended  to  perform  the  office  assigned  to  it 
in  the  reissue,  such  reissued  letters  patent  are  not  invalid  as  being  for 
a  different  invention  from  that  described  in  the  original. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  January,  1880.) 
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Wheeler,  J. 

The  only  real  question  presented  at  the  hearing  of  this 
cause  upon  the  pleadings  as  drawn,  under  the  law  and  the 
evidence  admissible  in  support  of  them,  is  whether  the  reis- 
sued patent  No.  6,697,  dated  October  nth,  1875,  is  for  the 
same  invention  as  that  for  which  the  original  patent,  No. 
61,482,  dated  January  22d,  1867,  was  granted. 

Upon  a  careful  examination  of  each,  although  there  are 
several  things  mentioned  or  described  in  the  specification  of 
the  reissue  not  mentioned  or  describecf  in  that  of  the  original 
and,  although  the  claims  are  quite  different,  there  is  nothing 
mentioned  or  described  in  the  specification  of  the  reissue  not 
shown  in  the  drawings  or  model  of  the  original,  so  far  as  has 
been  observed,  and  there  is  no  element  of  any  combination, 
or  arrangement  or  device  claimed  in  the  reissue  that  is  not 
either  mentioned  or  described  in  the  original  as  performing, 
or  intended  to  perform  the  office  assigned  to  it  in  the  reissue. 
Therefore,  it  cannot  be  held  that  the  reissue  is  for  any  differ- 
ent invention  from  that  described  in  the  original. 

Let  a  decree  be  entered  for  the  orator  for  an  injunction 
against  further  infringement  of  any  of  the  patents  described 
in  the  bill,  except  No.  1,959,  dated  June  14th,  1864,  for  a  de- 
sign, which  has  expired,  and  for  an  account  according  to  the 
prayer  of  the  bill,  with  costs. 

George  Gifford,  P,  J,  O'Reilly  and  Frost  &*  Coe,  for  the  com- 
plainant. 

Horace  M.  Ruggles  and  Hutchins  b*  Flatty  for  the  defendant. 
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William  Adair 

vs. 

Barton  D.  Thayer.    In  Equity.* 

The  second  claim  of  reiss^d  letters  patent  No.  6,964,  granted  to  William 
Adair,  February  29th,  1876,  for  an  improvement  in  pumps,  namel)-, 
"  the  combination  of  the  piston  cylinder,  the  valve  chamber  and  its 
valves,  by  which  the  water  is  supplied  to  and  discharged  from  the 
lower  side  of  the  piston,  the  water  head,  and  a  cylinder  cover  which 
is  removable  from  the  pump  through  the  open  water  head,  substan- 
tially as  described,"  is  a  claim  for  such  a  combination  in  double-acting 
pumps,  and  is  valid. 

A  pump  sold  by  the  defendant  was  held  to  infringe  such  claim,  although  a 
part  of  the  combination  was  used  in  it  for  only  one  of  the  purposes  for 
which  such  part  was  used  by  the  plaintiff. 

(Before  Whekler,  J.,  Southern  District  of  New  York,  Fcbruar}',  1880.) 

Wheeler,  J. 

This  suit  is  founded  upon  reissued  letters  patent,  No.  6,964, 
dated  February  29th,  1876,  granted  to  the  orator,  for  an  im- 
provement in  pumps.  Before  his  invention  single-acting 
pumps,  cast  in  one  piece,  with  open  water  heads,  through 
which  the  piston  aud  valves  could  be  withdrawn  and  replaced 
readily,  had  been  constructed ;  but  all  double-acting  pumps, 
so  far  as  has  been  shown,  had  been  made  in  detached  portions, 
were  complicated,  and  their  parts  difficult  of  access.  He  de- 
vised a  double-acting  pump,  with  a  piston  cylinder,  and  an 
open  cylinder  beside  it,  for  the  valves  below  the  piston,  both 
below  an  open  water  head,  through  which  the  piston  and 
those  valves  could  be  readily  removed  and  replaced,  and  with 
another  short  cylinder  beside,  and  opening  into  the  upper 
part  of,  the  piston  cylinder,  for  one  of  the  valves  above  the 
piston,  and  a  floating  top  to  the  piston  cylinder,  constituting 
the  other  valve  above  the  piston,  all  the  stationary  parts  of 
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which  could  be  cast  in  one  piece,  and  all  the  moving  parts  of 
which  would,  when  once  in  operation,  be  covered  with  and 
made  air-tight  by  the  water.  The  patent  was  intended  to 
cover  these  improvements.  The  specification  commences  by 
stating,  that  the  invention  consists  in  improvements  in  double- 
acting  pumps,  and  describes  the  parts  constituting  the  pumps 
as  improved,  their  objects  and  modes  of  operation.  There 
are  five  claims,  the  second  of  which  only  is  claimed  to  be 
infringed,  and  that  is  for  the  "combination  of  the  piston 
cylinder,  the  valve  chamber  and  its  valves,  by  which  the  water 
is  supplied  to  and  discharged  from  the  lower  side  of  the  pis- 
ton, the  water  head,  and  a  cylinder  cover,  which  is  removable 
from  the  pump  through  the  open  water  head,  substantially  as 
described."  There  cannot  be  a  double-acting  pump  without 
two  sets  of  valves,  one  below  the  piston,  through  which  the 
water  is  drawn  when  the  piston  ascends,  and  another  above 
the  piston,  through  which  the  water  is  drawn  when  the  piston 
descends.  Only  one  pair,  the  one  below  the  piston,  is  spe- 
cifically mentioned  in  that  claim.  That  pair,  with  the  other 
parts  specifically  mentioned  in  the  claim,  and  without  the 
pair  above  the  piston,  not  mentioned,  would  constitute  a 
single-acting  pump  only.  For  such  a  pump  tlie  claim  could 
not  be  maintained,  because  of  lack  of  novelty ;  and,  as  a 
claim  for  such  a  pump,  it  clearly  would  not  be  infringed  by 
the  pump  of  the  defendants.  The  defendants  argue  and 
insist,  that,  as  the  inventor  separated  his  claim  into  parts, 
each  part  must  stand  by  itself,  and  be  held  to  cover  only  de- 
vices mentioned  in  it.  If  this  construction  should  be  adopted, 
the  patent,  so  far  as  this  case  is  concerned,  would  be  defeated. 
The  patent  is  a  grant,  and  is  to  be  fairly  and  liberally  con- 
strued in  favor  of  the  grantee,  to  effectuate  the  intention  of 
the  parties  to  it.  This  is  the  settled  doctrine  in  this  country. 
Construing  according  to  this  rule,  the  whole  subject  of  the 
patent  is  to  be  looked  at.  It  is  for  an  improvement  in  double- 
acting  pumps,  and  has  no  reference  to  single-acting  pumps. 
The  claim  must  be  read  as  if  it  said,  for  the  combination,  in  a 
double-acting  pump,  such  as  had  been  described,  of  the  parts 
mentioned.  This  saves  the  patent,  and  saves  this  claim  as  a 
claim  for  the  combination  of  the  parts  mentioned,  in  such  a 
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pump.     There  they  work  together,  and  are  not  a  mere  aggre- 
gation. 

The  defendant  sells  a  pump  which  has  an  open  cylinder, 
beside  the  piston  cylinder,  for  the  valves  below  the  piston, 
both  of  which  are  below  an  open  water  head,  through  which 
the  piston  and  these  valves  can  be  readily  withdrawn  and  re- 
placed ;  and  another  cylinder  beside  the  piston  cylinder,  for 
the  valves  above  the  piston,  opening  into  the  water  head 
which  extends  over  it,  with  a  fixed  cover  to  the  piston  cylin- 
der, so  that  the  valves  above  the  piston  can  be  worked;  all 
the  stationary  parts  of  which  are  cast  in  one  piece,  and  all  the 
moving  parts  of  which  are,  when  in  operation,  under  the 
water  and  made  air-tight  by  the  water,  and  constituting  a 
double-acting  pump.  Here  are  all  the  elements  of  the  com- 
bination described  in  the  second  claim  of  the  patent,  each 
doing  the  same  thing  in  the  same  way  as  described  in  the  cor- 
responding parts  of  the  specification,  except  the  cylinder 
cover  of  the  piston  cylinder.  As  to  that,  in  the  orator's 
pump,  it  operates,  during  the  down  stroke  of  the  piston,  as  a 
cover  for  that  cylinder,  without  which  the  valves  above  the 
piston  could  not  work  at  all ;  and,  in  the  defendant's  pump, 
it  does  precisely  the  same  thing  during  the  corresponding 
movement,  without  which  the  valves  above  the  piston  could 
not  work  there  at  all.  In  the  orator's  pump,  it  can  be  hauled 
up  with  the  piston  through  the  open  water  head,  as  far  as  the 
fastenings  about  the  piston  rod  above  the  pump  will  permit. 
In  the  defendant's  pump,  it  is  fastened  down  to  its  place  by 
braces  from  the  supports  of  the  piston  rod  above  the  pump, 
but  is  readily  removable  by  removing  those  braces,  and  re- 
movable through  the  open  water  head.  To  free  it  wholly 
from  the  rest  of  the  pump,  the  fastenings  of  the  piston  rod 
above  the  pump  must  be  removed  in  each  case.  So,  that  ele- 
ment of  the  combination  performs  one  office  in  the  defend- 
ant's pump,  in  the  same  manner  as  in  the  orator's,  and  in  the 
manner  assigned  to  it  in  that  claim.  That  part  of  the  orator's 
invention  has  been  appropriated  to  the  construction  of  the 
defendant's  pump.  It  is  not  necessary,  in  order  to  constitute 
infringement  of  a  combination  patented  as  such,  that  the 
whole  combination  should  be  used.     If  a  part  of  it  only  that, 
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separate  from  the  rest,  was  new  and  patentable  to  the  invent- 
or, is  used,  taking  that  part  is  an  infringement  pro  tanto. 
LisUr  V.  Leather^  8  Ell.  &  Blackb.,  1004 ;  Sellers  v.  Dickinson^  5 
Exch.,  312.  Here,  the  whole  of  this  part  of  the  patented  in- 
vention is  taken  for  one  purpose,  but  not  for  all.  It  is  none 
the  less  taken,  however,  and  the  taking  is  none  the  less  an  in- 
fringement, because  it  is  not  taken  for  all  purposes. 

The  defendant's  pump  is,  probably,  in  some  respects,  an 
improvement  upon  the  orator's,  but  that  is  no  excuse  for  tak- 
ing ihat  part  which  the  orator  invented,  and  is  not  claimed  to 
be.  It  is  said,  that,  as  the  double-acting  pumps  were  well 
known  before,  the  orator  could  only  have  a  patent  for  his 
particular  form,  and  that  the  defendant's  pump  is  of  different 
form,  and  does  not  infringe.  Railway  Co.  v.  Sayles,  97  U.  S., 
554;  and  the  statements  of  Mr.  Justice  Bradley,  in  the  opin- 
ion of  the  Court,  are  cited  in  support  of  that  argument. 
Those  statements  are  very  applicable  to  cases  like  this.  It  is 
to  be  noticed,  that  each  inventor  is  there  said  to  be  entitled 
to  his  own  specific  form,  only  so  long  as  it  differs  from  those 
of  his  competitors,  and  does  not  include  theirs.  Here,  the 
defendant  has  included  a  part  of  the  orator's  specific  form  of 
double-acting  pump,  and  cannot  shield  himself  from  being 
.adjudged  an  infringer  to  that  extent. 

Let  there  be  a  decree  for  an  injunction  and  an  account, 
according  to  the  prayer  of  the  bill,  with  costs. 

Andrtiv  J,  Todd^  for  the  complainant. 

J,  Van  Sanlvoord  tind  John  S.   WasMurn,  for  the  defendant. 


122  DISTRICT   OF   MASSACHUSETTS. 


American  Whip  Co.  v.  Hampden  Whip  Co. 


The  American  Whip  Company 
The  Hampden  Whip  Coivipany  et  al.     In  Equity. 

The  second  claim  of  reissued  letters  patent.  No.  5,651  granted  to  David  C. 
Hull,  November  iiih,  1873,  for  manufacture  of  whip  stocks,  AM  void, 
for  want  of  novelty. 

The  first  claim  of  such  reissue,  /ifU  to  be  valid  and  infringed  by  the  de- 
fendants. 

(Before  Lowell,  J.,  District  of  Massachusetts,  February,  i88o.) 

Patent  No.  132,909,  was  granted  David  C.  Hull,  Novem- 
ber 1 2th,  1872,  on  an  application  said  to  have  been  filed  March 
9th,  187 1,  for  an  improvement  in  modes  of  constructing  whip 
stocks.  In  his  specification  he  said  :  *'  In  the  common  way 
heretofore  practised  for  making  a  whip  stock  of  pieces  of  rat- 
tan and  a  metallic  load,  the  pieces  of  wood  were  arranged 
around  the  load-piece,  with  their  butts  even,  or  about  so, 
with  each  other,  in  consequence  of  which  the  part  at  the 
butt  of  the  slock  held  or  grasped  by  the  chuck  of  the  turning 
machine  could  not  be  turned  thereby,  but  had  to  be  subse- 
quently reduced  by  other  means."  He  then  described  the 
mode  of  making  his  improved  whip  stock,  showing,  with  the 
assistance  of  his  drawings,  substantially  this,  that  he  inserted 
a  plug  or  backing  of  wood  in  the  butt  of  the  whip  stock,  at  the 
part  which  is  grasped  by  the  chuck  of  the  lathe,  in  place  of 
the  metallic  load-piece,  so  that,  when  the  stock  is  taken  out 
of  the  machine,  this  part  can  be  sawed  off  without  obstruc- 
tion from  the  iron  or  leaden  load-piece,  instead  of  being 
planed  or  whittled  down  to  suit  the  taper  of  the  whip.  He 
adds  :  **  I  am  aware  that  in  turning  an  article  it  has  been 
customary  to  use  a  blank  longer  than  the  article,  and  after- 
ward to  remove  the  surplus  at  each  or  either  end  of  the  arti- 
cle. Such,  however,  constitutes  no  part  of  my  invention,  but 
is  only  incident  to  it  in  the  matter  of  reduction  of  it  or  [?  to] 
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the  whip  stock.  I,  therefore,  make  no  claim  to  such  a  pro- 
cess of  turning  an  article  from  a  blank  longer  than  the  arti- 
cle, and  subsequently  removing  the  surplus  at  either  or  each 
end  of  the  article/'  The  claim  was  :  **  The  method  of  con- 
structing a  whip  stock  by  making  a  stump-shod  on  the  end 
of  the  stock  by  the  insertion  of  a  backing  or  plug  within  the 
surrounding  rattans,  for  the  purpose  of  allowing  the  butt  of  the 
whip  to  be  entirely  finished  by  turning,  and  the  superfluous 
material  to  be  removed  by  the  saw,  all  in  the  manner  de- 
scribed." Reissue  No.  5,651,  was  granted  the  patentee  Novem- 
ber nth,  1873,  in  which  the  description  of  the  manufacture  was 
like  that  in  the  original  patent,  but  a  statement  and  a  claim 
were  added.  The  former  is  :  "  The  extension  of  the  rattan 
strips  D,  rearward  beyond  the  load-piece,  with  or  without  the 
plug  or  prism,  is  a  matter  of  my  invention.  Although  the 
extension  alone  without  the  load-piece  makes  a  stump-shod, 
which  can  be  used  in  holding  the  stock  in  the  chuck  of  the 
turning  machine,  the  addition  of  the  plug  makes  the  stump- 
shod  stronger  and  not  liable  to  cripple  or  give  way  under  the 
action  of  the  machine.*'  The  additional  claim,  which  was 
the  first  of  the  reissue,  was  for  a  whip  stock  with  the  parts 
arranged  as  described,  showing  the  rattan  strips  surround- 
ing the  load-piece,  and  extended  rearward  beyond  it,  sub- 
stantially as  described.  The  second  claim,  like  the  single 
claim  of  the  original  patent,  though  somewhat  differently  ex- 
pressed, was  for  the  arrangement  when  the  plug  was  used. 

There  was  evidence  tending  to  show  that  the  invention, 
claimed  first  in  the  reissue,  was  made  in  1865,  when  about 
one  gross  of  whips  were  made  and  sold  ;  and  the  second 
part,  where  the  plug  is  used,  was  made  in  1870,  within  two 
years  before  the  application  for  the  original  patent.  There 
was  much  conflicting  evidence  upon  the  state  of  the  art  before 
1865,  and  before  1870. 

Lowell,  J. 

As  I  construe  the  patent,  it  is  for  an  improvement  in  the 
manufacture  of  that  class  of  whips  which  are  turned  in  a 
lathe,  and  the  whip  stock  claimed  is  the  stock  just  before  it 
goes  into  the  lathe,  or  an  improvement  in  the  manufacture  at 
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that  part  of  its  progress.  This  last  point  is  very  important, 
because  one  Herrick  is  proved,  without  contradiction,  to 
have  made  whip  stocks,  with  a  wooden  plug  or  backing, 
before  1870.  Herrick  did  not  finish  his  whip  stocks  in  a  lathe, 
though  they  were  fit  for  that  mode  of  operation,  and,  if  the 
second  claim  of  the  reissue  is  for  a  turned  whip  stock,  it 
might,  perhaps,  be  sustained.  But  the  claim  itself  declares 
that  the  arrangement  is  **  in  order  that  the  butt  of  the  stock 
may  be  held  and  finished  by  a  turning  machine,"  and  a 
statement  precisely  like  this  is  made  in  an  earlier  part  of  the 
specification.  That  claim  must,  therefore,  be  held  to  have 
been  anticipated  by  Herrick,. and  to  be  void. 

The  invention  mentioned  in  the  first  claim  was  made  in 
1865,  and  was  not,  in  my  opinion,  in  public  use  or  on  sale 
more  than  two  years  before  March  9th,  1871,  by  reason  of  the 
manufacture  at  Charlestown  ;  not  on  sale,  because  neither 
the  invention,  nor  anything  which  embodies  or  would  be 
likely  to  suggest  it,  is  found  in  the  completed  whip  ;  and 
not  in  public  use,  because  the  invention  was  tested  in  the 
only  way  in  which  it  could  fairly  be  tested  by  making  a  few 
at  the  factory  where  the  patentee  was  employed. 

The  law  since  1870,  as  I  understand  it,  has  avoided  a  pat- 
ent, if  any  one  has  publicly  used  or  has  sold  the  same  inven- 
tion, by  whomsoever  discovered,  for  more  than  two  years 
before  the  patent  was  applied  for.  The  Herrick  whip  was 
certainly  made  before  1870,  but  I  do  not  think  it  is  proved  to 
have  been  made  before  March  9th,  1869.  The  precise  date 
is  left  in  much  doubt. 

I  do  not  find  that  this  invention  was  anticipated. 
Spencer's  evidence  as  to  certain  kinds  of  whips,  of  which  he 
gives  reproductions,  is  seriously  contradicted  by  workmen 
referred  to  by  him,  as  well  as  by  others  ;  and  none  of  the 
whips,  if  they  were  made,  were  of  the  class  of  whips  which 
were  or  could  be  turned  in  a  lathe.  If  some  of  them  had  a 
backing  of  wood  below  the  iron,  it  was  not,  in  my  opinion, 
the  equivalent  of  that  of  the  patent. 

Whether  the  invention  of  the  first  claim  was  patentable  in 
view  of  the  state  of  the  art  admitted  in  the  specification,  is  cer- 
tainly a  nice  question.     Hull  disclaims  the  process  of  turn- 
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ing  an  article  so  as  to  leave  a  **  stump-shod,"  or  piece  to  be 
cut  off.  This  was  done  in  turning  the  legs  of  chairs  and  other 
articles.  I  suppose  he  means  that  he  disclaims  any  broad  or 
general  application  of  this  mode  of  manufacture.  As  applied 
to  a  whip  stock — with  the  peculiar  benefit  which  it  gives,  and 
the  exact  application  which  it  requires — I  think,  upon  the 
whole,  it  may  be  supported  as  being  something  more  than 
the  new  application  of  an  old  method.  The  invention  does 
not  consist  either  in  making  a  **  stump-shod,"  or  in  sawing 
it  off,  but  in  combining  the  metallic  load-piece  of  a  whip 
stock  with  the  stump-shod  in  such  a  way  that  the  stump- 
shod  may  be  sawed  off. 

I  find  the  first  claim  of  the  patent  to  be  valid,  and  to  have 
been  infringed. 

Decree  for  the  complainant. 

T.  L.  Livermore^  for  the  complainant. 
B,  F.  Thurston^  for  the  defendants. 


The  American  Whip  Company 

vs. 

The  Hampden  Whip  Company  et  al.     In  Equity. 

Reissued  letters  patent  No«  7,382  granted  to  Clark  R.  Shelton,  November 
7th.  1S76,  for  an  improvement  in  whip  tips,  construed,  and  the  de- 
fendants heldy  upon  the  construction  given,  not  to  have  infringed. 

(Before  Lowell.  J.,  District  of  Massachusetts,  February,  1880.) 

Lowell,  J. 

Clark  R  Shelton*s  patent,  now  the  property  of  the  plain- 
tiffs, is  reissue  No.  7,382,  for  an  improvement  in  whip  tips. 
The  specification  represents  that  driving  whips,  especially 
long  whips  without  a  lash,   are  expensive,   and  frequently 
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broken  or  frayed  out  at  the  tip  end,  and  that  several  incon- 
venient and  imperfect  devices  have  been  resorted  to  for 
repairing  them.  The  patented  improvement  is  to  make  a 
whip  tip  independent  of  the  stock,  and  providing  it  with  a 
socket  which  may  be  fitted  to  the  stock.  The  particular 
mode  described,  which  is  mentioned  as  one  of  many  possible 
modes,  is  to  make  a  screw-thread  on  the  inside  of  the  socket 
of  the  tip,  whereby  the  tip  can  be  readily  screwed  upon  the 
stock,  and  again  removed  at  pleasure.  The  first  claim  is  : 
**  As  a  new  article  of  manufacture,  a  whip  tip  provided  with 
a  socket,  so  as  to  be  attached  to  the  stock  proper,  as  and  for 
the  purposes  set  forth.'* 

The  defendants  make  and  sell  a  whip  tip  constructed  after 
the  patent  of  Edward  B.  Light,  No.  154,876,  which  has  a 
socket  or  ferrule,  which  fits  the  stock,  and,  instead  of  the 
screw-thread,  the  metallic  ferrule  has  certain  pieces  partly 
cut  out  in  such  a  form  that  they  may  be  pressed  or  hammered 
into  the  stock  and  hold  it  like  dogs.  In  the  Light  patent 
they  are  called  hook-shaped  teeth,  formed  out  of  the  ferrule. 

The  idea  of  making  a  separate  tip  for  whips  belongs  to 
Shelton,  and  has  been  found  to  work  a  great  improvement  in 
the  trade.  The  idea  is  borrowed  by  the  defendants,  and  if 
the  plaintiff  can  hold  a  broad  claim  for  the  independent  tip, 
there  is  no  doubt  of  the  infringement.  It  is  in  evidence,  and 
is  well  known,  that  fishing  rods  had  been  made  in  sections 
before  the  invention  of  Shelton,  and  the  tips  of  these  rods 
were  so  made  with  sockets  as  to  be  fitted  to  or  removed 
from  the  next  joint,  at  pleasure.  These  sockets  were  not 
usually  fastened  with  a  screw-thread,  and  I  doubt  if  any  were 
so  fastened  in  the  mode  of  the  patent  before  its  date.  The 
joints  which  came  together  were  so  nicely  fitted  by  their 
ferrules,  that  they  were  held  for  a  practically  useful 
purpose  by  adhesion  or  friction.  Before  the  date  of  the 
patent,  whips  had  been  made  in  sections  by  a  travelling  agent, 
not,  however,  for  sale  in  that  form,  but  for  convenience  of 
packing  in  a  trunk.  The  plaintiff's  expert  testifies  that  a 
sample  of  these  sectional  whips  would  not  work  well,  be- 
cause the  parts  were  so  loosely  united  that  the  tip  would 
come  off  when  a  smart  blow  was  struck.     This  is  a  matter  of 
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adjustment.  There  can  be  no  doubt,  I  suppose,  that  a  whip 
tip  might  be  united  to  the  stock  in  a  useful  way  after  the  old 
fashion  of  the  fishing  rod. 

These  being  the  facts,  although  the  merits  of  the  adoption 
of  this  form  of  manufacture  in  the  trade  is  great,  I  feel  con- 
strained by  the  authorities  to  hold,  that  the  patent  is  for  lit- 
tle more  than  the  application  of  an  old  art  to  a  new  use  an- 
alogous to  that  of  making  fishing  rods.  To  sustain  the  pat- 
ent, therefore,  it  must  be  confined  to  the  particular  improve- 
ment of  the  screw-thread  ;  and,  so  construed,  I  do  not  find  it 
infringed  by  the  defendants. 

Bill  dismissed  with  costs. 

T.  jR.  Liver  more,  for  the  complainant. 
B.  F,    Thurston,  for  the  defendants. 


Franklin  Babcock  et  al. 

vs. 
Oliver  S.  Judd  et  al.     In  Equity. 

The  patent  granted  to  Franklin  Babcock,  September  29th,  1868,  No.  82,580, 
for  a  windovr  spring  catch  or  sash-holder,  construed,  and,  upon  the  con- 
struction given,  the  defendants  held  to  have  infringed. 

The  question  of  equivalents  considered,  and  the  case  of  Gill  v.  Wells,  23 
Wall.,  I,  cited  and  follovred. 

(Before  Shipman,  J.,  District  of  Connecticut,  February,  1880.) 

Shipman,  J. 

This  is  a  bill  in  equity  founded  upon  the  alleged  infringe- 
ment of  letters  patent  for  an  improved  window-spring  catch 
or  sash-holder,  which  were  issued  to  Franklin  Babcock  on 
VOL.  V— -9 
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September  29th,  1868.     The  plaintiffs  are  the  owners  of  the 
patent. 

The  patented  device  consists  of  a  cylindrical  shell  or  socket 
having  a  screw  cut  upon  its  outer  periphery,  into  which 
socket  is  inserted,  through  an  opening  in  the  outer  end,  a 
sliding  bolt.  The  bolt  consists  of  a  slender  stem  within  the 
socket  and  a  sliding  shoulder  and  thumb-flange  which  are 
exterior  to  the  socket.  Around  the  stem  is  a  spiral  spring 
acting  between  the  bottom  of  the  socket  and  the  sliding 
shoulder.  The  stem  passes  through  a  hole  in  the  bottom  of 
the  socket,  and  is  riveted  at  the  end,  so  as  to  limit  outward 
movement.  The  hole  acts  as  a  necessary  bearing  for  the  stem, 
which  is  of  small  diameter  as  compared  with  the  shell.  By 
means  of  the  thumb-flange  the  sliding  bolt  is  pressed  back 
against  the  spring.  The  whole  is  adapted  to  be  secured 
into  the  jamb  of  a  window-frame,  so  that  the  thumb- latch 
shall  extend  outward  in  front  of  the  sash,  and  the  angle  of 
the  bolt  shall  be  so  placed  that  it  can  enter  into  notches  in 
the  side  of  the  sash  to  hold  the  window,  and  can  be  released 
by  pressing  back  the  bolt  by  means  of  the  thumb-flange.  The 
invention  consists  merely  in  the  combination  of  the  different 
elements,  all  of  which  were  old.  The  same  form  of  bolt  was 
manufactured  many  years  ago  in  New  Britain. 

The  claim  is  for — **  The  combination  of  the  screw-socket  A, 
sliding  shoulder  B,  with  flange  C,  stem  a,  and  spring  b^  alias 
and  for  the  purposes  set  forth." 

The  plaintiffs  endeavor  to  have  the  claim  construed  to 
mean  the  combination  of  screw-socket,  a  sliding  bolt  pro- 
vided with  a  thumb-pad  and  stem,  and  the  spring,  so  that  a 
sliding  bolt,  if  provided  with  a  thumb-pad  and  a  stem  or  leg 
of  any  sort,  would  be  included  within  the  patent.  This  is 
not  the  obvious  meaning  of  the  claim  or  of  the  specification. 
The  specification  describes  the  stem  with  more  particularity 
than  the  patentee  used  in  regard  to  the  other  parts  of  the 
combination.  Indeed,  but  little  description  of  the  elements 
of  the  device  was  necessary  or  was  given,  as  the  different 
parts  were  well  known  and  were  clearly  shown  in  the  draw- 
ings. The  patentee  intended  to  claim  the  combination  of 
screw-socket,  sliding  shoulder  with  flange,  stem  a  (the  last 


FEBRUARY,    188O.  1 29 


Babcock  v.  Jud^. 


two  elements  constituting  a  well  known  form  of  bolt),  and 
the  spring.  The  stem  is  made  in  the  patent  as  important  a 
member  of  the  combination  as  any  other.  This  combination 
was  novel  and  useful. 

It  is  admitted  that  the  defendants  have  infringed  the  pat- 
ent by  the  manufacture  and  sale  of  articles  like  Exhibit  4, 
which  are  the  plaintiffs*  catch  with  a  double  stem.  The 
defendants  have  also  made  and  sold  articles  which  were 
known,  upon  the  trial,  as  **  Exhibit  5.*'  The  question  in 
the  case  is  whether  this  form  of  sash-holder  is  an  infringe- 
ment. 

The  catch  consists  of  a  cylindrical  screw-socket,  the  bot- 
tom of  the  socket  having  no  hole.  The  bolt  has  the  plain- 
tiffs*  sliding  shoulder  and  thumb-pad,  but  the  defendants 
have,  with  a  good  deal  of  ingenuity,  made  a  somewhat 
clumsy  new  hub  or  stem  in  place  of  stem  a.  Instead  of  the 
slender  round  stem,  whose  diameter  is  no  larger  than  the 
thickness  of  the  shoulder,  the  diameter  of  the  defendants' 
hub  is  greater  than  the  thickness  of  the  bottom  of  the  bolt, 
whereby  two  shoulders  are  formed  at  the  junction  of  the 
body  and  hub,  which  shoulders  enlarge  the  bolt  at  that  point 
so  that  movement  outward  or  toward  the  window  is  limited. 
The  hub  has  a  socket  to  receive  the  spring,  and  its  inner  end 
has  four  radial  arms  or  prongs,  which  extend  outward  far 
enough  to  span  substantially  the  inner  chamber  of  the  socket. 
These  arms  bear  upon  the  inner  walls  of  the  socket.  The 
shoulders  at  the  other  end  of  the  hub  bear  also  upon  the  side 
walls,  so  that  the  bolt  is  supported  at  each  end  and  is 
moved  endwise  with  the  case  on  these  supports.  The  bot- 
tom of  the  shell  forms  an  abutment  to  the  spring,  as  in  the 
plaintiffs'  catch.  The  enlarged  shoulder  and  radial  arms 
prevent  the  bolt  from  being  inserted  in  the  case  through  its 
outer  end.  The  case  is  left  open  at  the  inner  end  and  the 
bolt  is  there  inserted,  the  arm,  upon  which  is  the  thumb-pad, 
being  bent  over  so  as  to  bring  its  outer  end  substantially  in 
front  of  the  opposite  end  of  the  bolt.  After  the  thumb-pad 
has  passed  through  the  orifice  in  the  outer  end  of  the  case  the 
bolt  is  turned  one-quarter  revolution,  and  is  also  passed 
through  the  orifice  until  it  is  stopped  by  the  shoulders.     The 
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spring  is  then  placed  in  the  socket  of  the  hub,  and  the  bottom 
of  the  case  is  placed  in  position. 

This  form  of  bolt  was  new  at  the  date  of  the  Babcock 
patent.  It  is  not  the  Converse  bolt,  known  as  **  Exhibit 
9,"  which,  although  it  has  the  spring-receiving  socket 
in  the  hub,  is  differently  constructed  with  respect  to  the 
sides  of  hub  and  to  the  position  of  the  sliding  shoulder. 
Had  the  defendants*  bolt  been  known  at  the  date  of 
the  patent,  the  general  functions  of  the  two  bolts  being 
the  same,  the  substitution  would  have  been  simply  a  sub- 
stitution of  one  well-known  bolt  for  another  which  per- 
formed the  same  office,  and  the  change  would  have  been 
formal.  But  the  stem  of  the  bolt  is  new,  and,  while  the 
general  window-locking  function  of  the  two  bolts  is  the 
same,  the  change  in  the  method  of  construction  is  not  merely 
formal,  but  is  a  change  in  the  principle  upon  which  the  stem 
is  made.  The  plaintiffs'  stem  had  its  bearing  in  the  hole  in 
the  bottom  of  the  case.  This  compelled  the  stem  to  protrude 
through  the  bottom  of  the  case  when  the  bolt  was  pressed 
inward.  The  defendants'  stem  has  its  bearings  entirely  upon 
the  walls  of  the  case,  which,  therefore,  is  wholly  closed,  except 
in  front.  Whether  this  is  an  advantage  or  not  I  do  not  know. 
In  consequence  of  the  bolts  coming  in  direct  contact  with 
the  bottom  of  the  case,  less  pressure  may  be  brought  to  bear 
upon  the  defendants'  spring  than  upon  the  plaintiffs',  and  it 
may  be  less  liable  to  injury. 

The  law  upon  the  subject  of  equivalents  for  one  of  the 
members  of  a  combination  of  old  ingredients  has  been  fre- 
quently laid  down  of  late  by  the  Supreme  Court.  It  is 
stated  in  G///  v.  lV^//s,  22  Wall.,  i,  as  follows:  **  By  an 
equivalent  in  such  a  case  it  is  meant  that  the  ingredient  sub- 
stituted for  the  one  withdrawn  performs  the  same  function  as 
the  other,  and  that  it  was  well  known  at  the  date  of  the  pat- 
ent securing  the  invention  as  a  proper  substitute  for  the  one 
omitted  in  the  patented  combination.  Hence  it  follows  that 
a  party  who  merely  substitutes  another  old  ingredient  for  one 
of  the  ingredients  of  a  patented  combination  is  an  infringer  if 
the  substitute  performs  the  same  function  as  the  ingredient 
for  which  it  was  substituted,  and  was  well  known  at  the  date 
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of  the  patent  as  a  proper  substitute  for  the  omitted  ingre- 
dient ;  but  the  rule  is  otherwise  if  the  ingredient  substituted 
was  a  new  one  or  performed  substantially  a  different  func- 
tion, or  was  not  known  at  the  date  of  the  plaintiff's  patent 
as  a  proper  substitute  for  the  one  omitted,  as  in  that  event 
he  does  not  infringe." 

There  must  be  a  decree  for  an  injunction,  and  for  an 
accounting,  in  regard  to  all  articles  made  like  Exhibit  4,  with 
costs. 

IValdo,  Hubbard  6^  Hyde  and  Charles  E,  Gross^  for  the  com- 
plainants. 


Mitchell  c:;*  Hunger  for d^  for  the  defendants. 


Jared  E.  Belt 
M.  H.  Crittenden  et  al.     In  Equity. 

The  complainant*s  patent  being  for  metallic  coverings  for  wooden  structures, 
having  air  spaces  between  the  metal  sheets  and  the  wall  or  structure  at  all 
points,  except  at  the  edges  of  the  sheets  :  Held^  that  if  the  ordinary  form 
of  corrugated  iron,  when  applied  to  the  roof  or  sides  of  a  building,  docs 
not  give  sufficient  air  spaces,  there  is  nothing  new  in  the  idea  of  making 
them  larger,  and  diminishing  the  surface  of  iron  at  the  point  where  it  is 
nailed  to  the  wood-work  ;  neither  discovery  nor  invention  was  necessary 
to  do  this. 

(Before  Nelson,  J.,  District  of  Minnesota,  February,  1880.) 

Nelson,  J. 

This  suit  is  brought  to  recover  damages  for  the  infringe- 
ment of  letters  patent  No.  177,986,  granted  to  the  complain- 
ant and  F.  E.  Perkins,  May  30th,  1876,  and  an  injunction  is 
prayed.  The  interest  of  Perkins  was  assigned  to  the  com- 
plainant May  22d,  1878.  The  patent  was  granted  for  an 
improvement  in  metallic  coverings  for  buildings. 
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The  specification  says  :  **  Our  invention  consists  in  a 
novel  construction  of  metallic  sheathing  for  buildings  and 
similar  structures,  and  is  designed  more  especially  to  render 
the  same  fire-proof,  although  it  is  of  great  value  as  a  pro- 
tection against  rain  and  snow.  .  In  the  drawing,  Figure  i 
represents  a  building  with  our  improved  sheathing  applied  to 
a  portion  of  it  ;  Fig.  2,  a  view  showing  the  manner  of  mak- 
ing the  joint  ;  Figs.  3,  4,  and  5,  sectional  views,  showing 
different  forms  of  our  improved  device.  Great  inconvenience 
has  heretofore  been  experienced  in  applying  metal  sheathing 
to  buildings,  bridges,  and  similar  structures,  owing  to  the 
fact  that  the  expansion  and  contraction  of  the  metal,  cause  the 
nails  to  work  out  and  the  metal  to  draw  apart  or  wrinkle. 
The  shrinkage  and  swelling  of  the  wood  to  which  the  metal 
is  nailed  also  tends  to  produce  the  same  result,  while  the 
metal  coming  against  the  wood  forms  but  little  protection 
against  fire.  In  addition  to  these  difficulties,  rain,  snow,  and 
even  fire  or  flames  often  find  their  way  in  at  the  joints  as  they 
are  at  present  constructed.  In  order  to  obviate  these  diffi- 
culties and  produce  a  sheathing  which  shall  be  proof  against 
both  water  and  fire,  we  make  our  sheathing  of  sheet  metal 
and  provide  each  section  with  one  or  more  corrugations,  as 
shown  in  Figs,  i,  3,  and  5  ;  or  it  may  be  made  of  the  forms 
shown  in  Fig.  4,  in  which  case  the  metal  is  turned  directly 
backward  at  each  side  at  a  right  angle  to  the  face  of  the 
metal,  and  a  flange  then  turned  outward  on  each  side  parallel 
to  the  face  of  the  sheathing.  It  will  be  observed  that  in  each 
case  a  space  is  left  between  the  metal  and  the  boards  to 
which  it  is  secured,  which  space  is,  of  course,  filled  with  air. 
It  will  also  be  seen  that  only  a  very  small  surface  of  the 
metal  comes  in  contact  with  the  wood,  and  that,  as  the  joints 
are  formed  by  lapping  the  flange  of  one  section  over  that  of 
the  adjoining  section,  there  will  in  t}Jtr^  case  be  a  double 
thickness  of  metal  at  those  points  at  which  the  metal  and  the 
wood  do  come  in  contact.  The  joints  between  sections  fall- 
ing one  below  the  other  are  formed  as  shown  in  Fig.  2,  in 
which  the  sections  each  have  the  metal  turned  backward  upon 
themselves,  and  the  flanges  0  thus  formed  are  hooked  or 
locked  into  each  other  and  hammered  down  to  make  a  close 
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joint.  As  the  lower  edge  of  the  section  is  always  turned 
inward  toward  the  building  in  making  the  flange,  as  shown 
in  Fig.  2,  it  will  be  seen  that  it  is  impossible  for  the  water  to 
beat  into  or  through  this  joint,  for  the  reason  that  the  face  of 
the  sheathing  comes  below  the  joint,  and  thus  protects  it, 
and  it  will  also  be  impossible  for  fire  to  find  its  way  into  the 
joint,  because  of  its  being  so  close.  It  would  even  be 
impossible  for  it  to  find  its  way  through  the  same  when  made 
comparatively  open  or  loose,  on  account  of  the  circuitous 
passage  which  it  would  be  obliged  to  make.  The  manner  of 
forming  the  joints  at  the  ends  of  the  different  rows  or  sec- 
tions of  sheathing  is  shown  in  Fig.  i,  in  which  A  represents  the 
boarding  and  B  the  metal.  As  there  shown,  the  upper  end  is 
slit  at  the  centre  of  the  corrugations  and  the  two  parts  drawn 
in  and  lapped  one  over  the  other,  as  shown  at  «,  thus  forming 
a  beveled  surface  and  a  good  joint.  It  will  readily  be  seen 
that  this  construction  will  form  an  excellent  protection 
against  fire  and  water,  and  that  the  expansion  and  contrac- 
tion of  the  metal  and  the  shrinkage  and  swelling  of  the  wood 
are  provided  against  by  the  corrugations  in  the  metal,  which 
will  allow  it  to  take  up  or  give  out,  by  reason  of  its  elastic- 
ity, enough  to  entirely  compensate  for  these  difficulties.  It 
is  obvious  that,  instead  of  running  the  sections  up  vertically, 
they  may  be  placed  horizontally,  that  being  especially  con- 
venient and  desirable  when  the  corrugations  art  made  of  the 
form  shown  in  Fig.  5,  which,  when  placed  in  a  horizontal 
position,  would  present  the  appearance  of  clap-boards.  It  is 
also  apparent  that  the  joints,  which  are  here  represented  as 
simply  lapped  and  nailed  through,  may  be  made  as  shown  in 
Fig.  2,  if  desired.  This  construction,  as  before  stated,  forms 
a  very  efficient  protection  against  fire  and  water,  compen- 
sates for  expansion  and  contraction  of  metal  and  for  shrinkage 
and  swelling  of  wood,  and  presents  withal,  a  very  neat  and 
pleasing  appearance.  If  desired,  the  nail-holes  at  the  joints 
may  be  made  elongated,  in  order  not  to  interfere  with  the 
nails  in  case  of  expansion  or  contraction  lengthwise  of  the 
corrugations.  This  invention  is  applicable  .to  wooden  struct- 
ures of  any  kind,  and  we  propose  to  use  it  on  bridges,  cars, 
and  the  like.     We  are  aware  that  buildings  have  been  made 
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in  which  the  walls,  both  inside  and  out,  were  composed  of 
corrugated  sheet  metal  secured  to  metal  bars  and  wooden 
frames,  and  we  do  not  claim  such." 

The  claim  is  :  **  A  metallic  covering  for  wooden  struct- 
ures, composed  of  the  metal  sheets  B,  applied  to  the  surface 
of  the  structure  in  the  manner  shown,  whereby  an  air  space  is 
left  between  the  metal  sheets  and  the  wall  or  structure  at 
all  points,  except  at  the  edges  of  the  sheets,  substantially  as 
and  for  the  purpose  set  forth.** 

The  defendants  rely,  among  other  defences,  on  want  of 
novelty,  and  in  my  view  of  the  case  it  will  not  be  necessary  to 
consider  any  other  defence. 

In  the  drawings  accompanying  the  letters  patent,  are  three 
different-shaped  metallic  sheathings,  showing  as  many  differ- 
ent corrugations  or  air  spaces,  and  the  defendants  submit 
exhibits  and  designs  of  corrugated  iron  sheets  which  had 
been  in  use  long  anterior  to  the  complainant's  patent.  The 
only  difference  between  the  form  of  the  complainant's  draw- 
ings and  exhibits  and  these  is  that,  in  the  former,  the  iron  is 
so  shaped  or  corrugated  that  the  spaces  between  the  wood- 
work and  the  iron  are  larger,  and  at  the  point  where  the 
sheathing  is  nailed  only  a  small  surface  of  iron  comes  in  con- 
tact with  the  wood,  and,  as  the  air  chamber  is  larger,  the  shape 
of  the  complainant's  sheathing  is  perhaps  a  better  protection 
against  fire  aitd  a  more  serviceable  covering.  But  any  person 
has  the  right  to  increase  or  diminish  the  size  of  corrugations 
or  wrinkles  in  iron  sheathing.  There  is  no  novelty  in  doing 
this.  If  the  ordinary  form  of  corrugated  iron,  when  applied 
lo  the  roof  or  sides  of  a  building,  does  not  give  sufficient 
air  spaces,  there  is  nothing  new  in  the  idea  of  making  them 
larger,  and  diminishing  the  surface  of  iron  at  the  point  where 
it  is  nailed  to  the  wood- work,  although  it  might  remedy  the 
objection.  Neither  discovery  nor  invention  was  necessary  to 
do  this.  The  defendants'  witnesses,  upon  the  defence  of 
novelty,  refer  to  several  forms  of  corrugated  iron  previously 
used,  and  all  would  fill  the  specification  and  claim  made  by 
the  complainant.  The  fact  that  the  iron  at  the  point  of  con- 
tact with  the  wood  is  double  in  thickness,  or  that  the  nail- 
holes  at  the  joints  may  be  made  elongated  in  order  not  to  inter- 
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fere  with  the  nails  in  case  of  expansion  or  contraction  length- 
wise of  the  corrugations,  will  not  sustain  the  patent ;  nor 
will  his  manner  of  forming  the  joints  connecting  the  several 
sections  of  sheathing  aid  him.  There  is  no  novelty  in  the 
latter. 
The  bill  is  dismissed  with  costs. 

Davis,  O^Brien  6^  Wilson  and  O'Brien  6^  Eller,  for  the  com- 
plainant. 

Henry  /.  Horn  and  Harvey  Officer,  for  the  defendants. 


EsEK  Bussey  et  al. 

vs. 

The  Excelsior  Manufacturing  COxMpany. 

A  rescinded  contract  between  the  complainant  and  defendant,  granting  a 
license  to  the  defendant  to  use  several  patented  inventions  upon  the 
payment  of  one  royalty  for  all  of  said  inventions,  is  not  the  measure  of 
damages  for  the  wrongful  use,  by  the  defendant,  of  a  part  of  said  patented 
inventions. 

(Before  Treat,  J.,  Eastern  District  of  Missouri,  February,  1880.) 

Treat,  J. 

Plaintiffs  relied  for  the  measure  of  damages  upon  a  re- 
scinded contract,  wherein  the  defendant  agreed  that,  if  any  or 
all  of  the  several  patents  named  therein  were  used  by  the  de- 
fendant, one  dollar  royalty  for  each  stove  used  should  be 
paid.  There  was  no  other  evidence  offered  before  the  master. 
Now,  as  said  contract  had  no  longer  existence,  and  the  court 
held  that  but  two  of  the  several  patents  were  infringed,  it 
became  necessary  to  ascertain  in  some  intelligent  manner  the 
damages  sustained  by  the  plaintiffs  for  the  use  thereof.  No 
evidence  on  that  subject  was  offered.  Thereupon,  the  master 
reported  nominal  damages.  The  contention  is  that  he  should 
have  gone  back  to  the  rescinded  contract  and  applied   the 
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terms  thereof  to  the  condition  of  affairs  after  such  contract 
ceased  to  be  obligatory.     This  court  holds  otherwise. 

Exceptions  overruled  ;  report  confirmed  ;  costs  divided  as 
stated. 

Sprague  &*  Hunt,  for  the  complainants. 

S.  S.  Boyd,  for  the  defendant. 


The  Benedict  and  Burnham  Manufacturing  Companv 

vs. 

D.   F.   HOLLISTER. 

Letters  patent  for  an  improved  revenue  stamp  for  barrels,  dated  August  2d. 
1869,  granted  to  Edward  A.  Locke,  /4^/<t/ valid,  and  infringed  by  the  defend- 
ants. 

(Before  Shipman,  J.,  District  of  Connecticut,  February,  1880.) 

Shipman,  J. 

This  is  a  bill  in  equity  to  restrain  the  defendant  from 
alleged  infringement  of  letters  patent  for  an  improved  rev- 
enue stamp  for  barrels.  The  patent  was  issued  to  Edward 
A.  Locke,  on  August  2d,  1869,  and  was  assigned  to  the  plain- 
tiff on  November  loth,  1875.  Prior  to,  and  at  the  date  of  the 
Locke  invention,  the  internal  revenue  stamp  which  was  used 
by  the  United  States  Government  upon  packages  of  distilled 
spirits,  and  which  was  called  the  **  tax-paid  stamp,**  was  con- 
structed of  two  pieces  of  paper.  Before  the  stamp  was  printed, 
the  paper  of  which  the  body  of  the  stamp  was  composed  was 
perforated  with  a  round  aperture,  about  one  and  a  haff  inches 
in  diameter.  To  the  back  of  the  paper  was  then  attached, 
by  paste  or  mucilage^  a  piece  of  tissue  paper,  completely  cov- 
ering said  aperture.  The  stamp  was  then  printed,  the  en- 
graving covering  both  the  body  of  the  paper  and  so  much  of 
the  tissue  paper  as  appears  through  the  aperture. 
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One  object  of  Locke  was  to  make  a  revenue  barrel-stamp, 
which  should  be  so  destroyed  by  the  removal  of  a  part  there- 
of that  the  stamp  could  not  be  subsequently  fraudulently 
used,  and  that  the  removed  part  should  also  permanently 
contain  and  exhibit  such  identifying  marks,  that  the  facts  that 
the  tax  had  been  paid  upon  the  contents  of  the  barrel  to  which 
the  stamp  had  been  affixed,  and  that  it  had  been  destroyed, 
should  always  appear.  The  principle  of  Locke's  invention 
was  to  construct  the  stamp  so  that  a  part,  upon  which  was 
impressed  identifying  marks  corresponding  with  similar  marks 
upon  the  stub,  and  which  was  such  a  well  known  part  that 
its  removal  would  destroy  the  stamp,  could,  after  the  stamp 
had  been  detached  from  the  stub  and  had  been  affixed  to  a 
package,  be  removed  from  the  rest  of  the  stamp,  and  from 
the  barrel,  and  could  be  preserved  by  the  revenue  officer. 

The  portion  of  the  Locke  device  which  is  claimed  to  have 
been  infringed,  was  constructed  as  follows  :  "A  piece  of  thin 
metal  was  impressed  with  letters  or  figures  corresponding  with 
the  letters  or  figures  upon  the  stub  of  the  stamp.  This  piece, 
made  of  any  appropriate  form,  was  inserted  in  an  aperture  in 
the  face  of  the  stamp,  and  was  retained  in  its  place  by  a 
**  backing  piece*'  of  paper,  the  two  pieces  of  paper  being 
gummed  together  for  this  purpose.  This  backing  piece  was 
prepared  with  dried  gum  on  its  outer  face,  so  that  the  stamp 
was  ready  for  instant  application  to  the  cask.  In  the  specifi- 
cation, the  patentee  further  says  :  **  Instead  of  making  the 
removable  piece  out  of  metal,  or  of  making  it  in  a  piece  sep- 
arate from  the  stamp,  it  may  be  made  of  the  same  piece  of 
paper  of  which  the  stamp  is  composed  by  simply  having  its 
outline  perforated,  after  the  manner  of  postage  stamps,  but 
ungummed  at  it^  back,  so  as  readily  to  be  torn  awa}**  and  de- 
tached from  the  stamp." 

If  the  stamp  was  constructed  according  to  the  latter  meth- 
od, it  would  be  a  stamp  of  one  piece  of  paper,  with  identify- 
ing marks  upon  a  portion  of  its  surface  corresponding  with 
similar  marks  upon  the  stub  ;  said,  portion  being  so  con- 
structed that  it  can  easily  be  detached  from  the  residue  of 
the  stamp,  after  the  whole  stamp  has  been  detached  from  the 
stub   and   has   been    affixed   to   the    barrel.     Although    the 
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patentee  speaks  of  a  backing  piece  of  paper  which  retained 
the  metal  slip  in  its  place,  and  was  to  be  gummed  so  as  to 
adhere  to  the  barrel,  he  does  not  mention  this  backing  piece 
in  connection  with  the  stamp,  when  made  entirely  of  paper. 
Probably,  the  fair  construction  of  the  specification  is  that  the 
stamp  is  always  provided  with  a  backing  piece.  In  deciding 
the  case,  however,  I  prefer  to  assume  that  the  patentee  sup- 
posed that  the  dried  gum  was  needed  only  upon  the  back  of 
that  portion  of  the  stamp  which  was  nbt  to  be  torn  away. 

The  first  claim,  and  the  only  one  said  to  have  been  in- 
fringed, is  for  **  a  stamp,  the  body  of  which  is  made  of  paper 
or  other  suitable  material,  and  having  a  removable  slip  of 
metal  or  other  material,  displaying  thereon  a  serial  number 
or  other  specific  identifying  mark,  corresponding  with  a  sim- 
ilar mark  upon  the  stub,  and  so  attached  that  the  removal 
of  such  slip  must  mutilate  or  destroy  the  stamp."  The 
stamps  which  were  sold  and  used  prior  to  the  date  of  this  bill 
and  since  the  date  of  said  letters  patent,  by  the  defendant,  as 
a  collector  of  internal  revenue  in  the  State  of  Connecticut, 
and  which  were  furnished  to  him  by  the  commissioner  of  in- 
ternal revenue  for  the  purpose  of  being  affixed  to  packages  of 
distilled  spirits  to  denote  the  payment  of  tax  thereon,  are 
made  as  follows  :  The  body  of  the  stamp  is  composed  of  a 
thin  piece  of  paper  of  one  thickness,  upon  which  is  im- 
pressed the  printed  matter  of  the  stamp.  A  strip  of  blank 
paper  is  attached  to  the  outside  edges  of  the  back  of  the 
body  of  the  stamp.  This  strip  is  about  one  third  of 
the  length  of  the  body  of  the  stamp,  and  is  of  the  same 
width.  When  the  stamp  is  to  be  used,  it  is  placed  upon  that 
part  of  the  head  of  a  barrel  which  has  been  previously  covered 
with  paste,  is  secured  to  the  barrel  by  tacks,  is  varnished,  and 
cancelled  by  a  stencil  plate.  When  the  barrel  goes  from  the 
distiller  or  owner  to  the  rectifier,  the  portion  over  the  blank 
strip,  and  which  is  not  attached  to  the  barrel  in  consequence 
of  the  intervention  of  the  strip,  is  cut  out  and  is  preserved  by 
the  revenue  officer.  Thjs  portion  has  upon  its  face  identify- 
ing marks  corresponding  with  similar  marks  upon  the  stub. 
It  is  cut  out  so  that  the  evidence  that  the  tax  upon  the  con- 
tents of  the  barrel  has  been  paid  may  be  preserved,  and  so 
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that  the  stamp  may  be  effectually  destroyed,  and  be  rendered 
incapable  of  subsequent  use  upon  another  package.  This 
kind  of  stamp  has  been  used  by  the  internal  revenue  bureau 
since  January,  1876,  and  has  been  an  efficacious  preventive  of 
fraud.  The  stamps  previously  in  use  did  not  accomplish  this 
most  important  result. 

The  principle  question  in  the  case  is  that  of  infringement. 
The  objects  of  the  two  devices  are  the  same.  Upon  a  narrow 
construction  of  the  specification  and  claim,  the  plaintiff's  stamp 
is  of  single  thicknes3  of  paper  gummed  upon  the  back,  except 
as  to  the  part  which  is  to  be  torn  or  cut  out.  The  defendant's 
stamp  is  of  a  single  thickness  of  paper  not  gummed  upon  the 
back,  but  with  a  blank  strip  protecting  the  portions  to  be  cut 
out  from  the  paste  upon  the  barrel.  The  blank  strip  was  de- 
scribed in  the  plaintiff's  specification.  The  difference  is  that 
in  the  use  of  the  plaintiff's  stamp  the  adhesive  material  is  ap- 
plied to  the  back  of  the  stamp,  while  in  the  use  of  the  defend- 
ant's stamp  the  adhesive  material  is  applied  to  the  head  of 
the  barrel.  The  method  of  construction  of  the  two  stamps  is 
substantially  the  same,  even  assuming  that  the  **  backing 
piece  "  was  not  intended  to  be  used  when  the  entire  stamp  is 
composed  of  one  piece  of  paper. 

An  attempt  was  made  to  attack  the  Locke  patent  for  want 
of  novelty,  but  the  two  antedating  patents,  which  were  some- 
what feebly  relied  upon  by  the  defendants,  viz.,  the  English 
patent  of  Edward  Wilkins,  dated  November  i3lh,  1851,  and 
the  patent  of  Albon  Man,  dated  September  3d,  1867,  refer  to 
devices  so  manifestly  unlike  the  Locke  stamp  that  further  ex- 
amination is  unnecessary. 

The  utility  and  patentability  of  the  Locke  stamp  cannot 
be  controverted  in  view  of  the  testimony  which  was  intro- 
duced by  the  defendant  respecting  the  various  devices  which 
the  government  had  used,  and  the  great  success  of  the  device 
which  was  finally  adopted. 

Let  adecree  be  entered  for  the  plaintiff  directing  an  account 
and  an  injunction — the  terms  of  the  decree  as  to  injunction  to 
be  settled  upon  hearing. 

Kellogg  ^  Terry ^  for  the  complainant. 

Calvin  G,  Childs  and  John  S.  Beachy  for  the  defendant. 
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Rafael  De  Florez  et  al. 

vs, 
Charles  T.  Raynolds  et  al.  In  Equity.* 

Reissued  letters  patent  were  granted  to  Moritz  Pinner,  as  assignee  of  Jean 
Bouvet,  as  inventor,  November  ist,  1864,  for  17  years  from  June  28th, 
1864,  for  an  improvement  in  metal  cans  for  preserving  food,  the  original 
patent  having  been  granted  to  Pinner,  June  28th,  1864,  for  17  years  from 
that  day.  In  June,  1878,  in  this  suit,  brought  for  the  infringement 
of  said  reissue,  an  interlocutory  decree  was  made,  for  an  account 
of  profits  and  a  perpetual  injunction.  Afterward,  the  defendants 
moved  for  leave  to  introduce  in  evidence,  for  the  first  time,  a  prior 
patent,  granted  in  France,  to  Bouvet,  for  the  same  invention,  and 
to  amend  the  answer  for  that  purpose,  with  a  view  to  limit  the 
duration  of  the  plaintiffs*  patent  to  the  term  of  17  years  from 
the  date  of  the  French  patent.  The  French  patent  consisted  of  (i)  a 
patent,  *' taken'*  November  30th,  1861,  for  15  years;  (2)  a  certificate 
of  addition,  **  taken'*  December  21st,  1861;  (3)  another  certificate  of 
addition,  **  taken"  November  27th,  1862.  Under  the  French  law,  the  two 
certificates  of  addition  expired  with  the  original  French  patent,  namely, 
at  the  end  of  15  years  from  November  30lh,  1861,  and  the  two  certificates 
of  addition  had  effect,  as  patents,  respectively,  from  December  21st,  1861, 
and  November  27th,  1862,  The  second  cettificate  of  addition,  in  con- 
nection with  the  original  and  the  first  certificate,  patented  the  same  in- 
vention covered  by  said  reissue  :  HelJ^  that  said  reissue  was  valid,  for 
the  purposes  of  said  injunction,  only  for  T7  years  from  November  27th, 
1862,  and  that  said  motion  ought  to  be  granted. 

The  French  patent  law  of  July  8ih,  1844,  examined  and  explained. 

The  defendants  held  not  to  have  been  guilty  of  laches  in  not  sooner  making 
the  motion,  but  the  case  not  to  be  regarded  as  a  precedent  for  the  case 
of  an  application  to  set  up  a  defence  to  defeat  a  patent  for  want  of 
novelty. 

The  successive  statutes  of  the  United  States  as  to  the  duration  of  patents,  ex- 
amined. 

The  effect  of  g  16  of  the  Act  of  March  2d,  1 861, 12  U.  S.  Stat,  at  Large,  246, 
providing  that  all  patents  thereafter  granted  should  remain  in  force  for 
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the  term  of  17  years  from  the  date  of  issue,  and  prohibiting  all  extension 
of  such  patents,  was,  to  limit  the  duration  of  a  United  Sutes*  patent  for 
an  invention  previously  patented  abroad  to  the  same  inventor,  to  the 
term  of  17  years  from  the  date  when  the  foreign  patent  had  effect,  as 
a  patent,  in  his  favor. 

(Before  Blatchford  and  Wheeler,  JJ.,  Southern  District  of  New  York, 
February,  1880.) 

Blatchford,  J. 

The  original  letters  patent,  in  this  case,  were  granted  to 
Moritz  Pinner,  as  assignee  of  Jean  Bouvet,  of  La  Rochelle, 
France,  on  the  invention  of  Bouvet,  and  on  his  application, 
as  a  subject  of  the  Empire  of  France,  for  an  **  improvement 
in  metal  cans,  cases,  boxes,  etc.,  for  preserving  food,  gun- 
powder, liquors,  fruits,  oils  and  other  articles.*'  The  date  of 
the  patent  was  June  28th,  1864,  and,  on  its  face,  it  was 
granted  for  the  term  of  17  years  from  the  28th  day  of  June, 
1864.  The  patent  was  reissued  to  Pinner,  November  ist, 
1864,  the  reissue  being  granted,  on  its  face,  for  the  term  of 
17  years  from  the  28th  day  of  June,  1864.  This  suit  is  found- 
ed on  the  reissued  letters  patent.  It  was  brought  to  a  hearing 
on  bill,  answer,  replication  and  proofs,  and,  on  the  29th  of 
June,  1878,  a  decree  was  made  by  the  court  (14  Blatchf. 
C.  C.  R.,  505),  establishing  the  validity  of  the  reissue  and  the 
fact  of  infringement  by  the  defendants,  and  referring  it  to  a 
master  to  take  an  account  of  the  profits  made  by  the  defend- 
ants by  the  infringement,  and  awarding  a  perpetual  injunc- 
tion against  the  defendants  from  making,  using  or  selling 
cans  or  boxes  containing  the  patented  invention. 

There  was  introduced  in  evidence,  by  the  defendants,  a 
patent,  granted  in  England  to  Bouvet,  for  the  same  inven- 
tions that  are  claimed  in  the  reissued  United  States'  patent. 
This  English  patent  was  sealed  January  6th,  1863,  and  dated 
September  19th,  1862.  Bouvet  filed,  on  the  latter  day,  a  pro- 
visional specification  with  the  English  Commissioners  of  Pat- 
ents, and,  on  the  19th  of  March,  1863,  he  filed  a  full  specifi- 
cation in  the  Great  Seal  Patent  Office  in  England.  The 
French  patent  to  Bouvet,  hereinafter  referred  to,  was  not  in- 
troduced in  evidence  in  the  cause  by  either  party.  It  covers 
the  same  inventions  which  are  claimed  in  the  reissued  United 
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States*  patent.  It  is  now  presented  to  the  court,  and  on  it 
and  on  all  the  pleadings,  proofs,  and  papers  in  the  case,  and 
sundry  new  affidavits,  a  motion  is  now  made  by  the  defend- 
ants, before  the  court  held  by  the  Circuit  Judge  and  Judge 
Wheeler,  that  the  said  decree  be  amended  by  inserting  there- 
in a  finding  that  the  plaintiffs'  reissued  patent  is  valid  only 
for  the  term  of  17  years  from  the  date  or  publication  of  the 
prior  patent,  for  the  same  invention,  in  France  and  England; 
that  the  defendants  be  permitted  to  amend  their  answer  by 
setting  up  said  prior  French  patent  ;  that  the  decree  and  the 
proofs  be  opened  in  order  to  prove  the  same  in  the  cause  ;  and 
that  the  injunction  herein  be  suspended  pending  said  proof,  or 
discharged  ;  and  for  such  other  or  further  order  or  relief  as 
may  be  just. 

The  answer  to  the  bill  sets  up,  that,  by  the  act  of,  or  by 
and  with  the  consent  of,  Bouvet,  the  improvements  described 
in  the  United  States'  reissued  patent  were  *'  patented  in 
Great  Britain  with  date  of  September  19th,  1862,  the  British 
patent  thereon  having  been  sealed  on  the  6th  day  of  January, 
1863,*'  and  that  the  said  reissued  patent  expired  by  limitation 
or  operation  of  law  on  or  before  January  6th,  1875. 

We  have  been  furnished  with  a  copy  of  the  French  patent, 
in  the  French  language,  in  manuscript,  duly  authenticated  by 
the  proper  authority  in  Paris,  and  with  what  purports  to  be  a 
translation  of  it.  The  French  law  concerning  patents,  which 
was  in  force  when  the  transactions  took  place  in  France  in 
respect  to  said  French  patent,  was  that  promulgated  July 
8th,  1844.  Under  that  law  patents  are  granted  for  5,  10  or  15 
years,  according  to  the  tax  paid.  Whoever  wishes  to  take 
out  a  patent  for  an  invention  must  deposit,  under  seal,  at  the 
office  of  the  Secretary  of  the  Prefecture,  in  a  specified  depart- 
ment, a  petition,  with  a  description  of  the  invention,  and 
necessary  designs  or  patterns  and  a  list  of  the  pieces  deposit- 
ed. The  patent  begins  to  run  from  the  time  of  such  deposit. 
Within  ^we  days  after  such  deposit  the  Prefect  transmits  all 
the  pieces  deposited  to  the  Minister  of  Agriculture  and  Com- 
merce. There  they  are  opened  and  the  petition  is  enrolled. 
If  the  application  is  regular,  a  decree  of  the  Minister  is  de- 
livered to  the  applicant  and  constitutes  the  patent.     To  such 
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decree  a  duplicate  of  the  description  and  designs  is  annexed. 
The  patentee,  during  the  duration  of  the  patent,  has  a  right 
to  make  additions,  under  the  same  regulations  as  to  deposit  of 
a  petition,  etc.  A  certificate  of  addition  is  delivered  in  the  same 
form  as  the  original  patent,  and  has,  from  the  dates  of  the 
demand  and  ^rant  respectively,  the  same  effect  as  the  princi- 
pal patent  with  which  it  expires.  If  a  patentee  wishes  to  take 
out  a  patent  for  5,  10  or  15  years,  for  an  addition,  instead  of 
a  certificate  of  addition  expiring  with  the  original  patent,  he 
must,  beside  the  same  formalities,  pay  a  new  tax,  as  on  an 
original  patent.  In  the  French  patent  under  consideration^ 
there  is,  first,  a  patent  granted  to  Bouvet  for  15  years,  and 
dated  November  30th,  1861,  with  a  description  and  a  drawing 
annexed,  referred  to  in  the  description.  The  text  shows  that 
the  patent  was  **  taken"  November  30th,  1861.  The  decree 
or  grant  appears  to  have  been  made  by  the  Minister  January 
25th,  1862.  Next,  there  is  a  certificate  of  an  addition  by 
Bouvet,  of  the  date  of  December  21st,  1861,  to  the  patent  of 
November  30th,  1861,  with  a  description  and  a  drawing  an- 
nexed. The  text  shows  that  the  certificate  of  addition  was 
**  taken  '*  December  21st,  1861.  The  certificate  appears  to 
have  been  made  by  the  Minister  February  27th,  1862.  Next, 
there  is  a  certificate  of  an  addition  by  Bouvet,  of  the  date  of 
November  27ih,  1862,  to  the  patent  of  November  30th,  186 1, 
with  a  description  and  a  drawing  annexed,  referred  to  in  the 
description.  The  text  shows  that  the  certificate  of  addition 
was  **  taken"  November  27th,  1862.  The  certificate  appears 
to  have  been  made  by  the  Minister  February  20th,  1865.  It 
is  apparent,  from  these  papers,  that  the  two  certificates  of  ad- 
dition expired  at  the  same  time  the  original  patent  expired, 
namely,  at  the  end  of  15  years  from  November  30th,  1861  ; 
that  the  first  certificate  of  addition  had  effect  as  a  patent 
from  December  21st,  186 1  :  and  that  the  second  certificate  of 
addition  had  effect  as  a  patent  from  November  27th,  1862. 

On  the  motion  to  amend  the  decree,  it  is  insisted,  by  the 
defendants,  that  the  plaintiffs'  patent  is  valid  only  for  17 
years  from  March  19th,  1863,  (the  date  of  the  filing  of  the  full 
specification  of  the  English  patent,)  or  only  for  17  years  from 
November  27th,  1862,  (the  date  of  the  deposit  of  the  descrip- 
voL.  v — 10 
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tion  and  drawing  annexed  to  the  second  certificale  of  addi- 
tion in  the  French  patent,)  or  only  for  17  years  from  Febru- 
ary 20th,  1863,  (the  date  of  the  making  of  the  certificate  by 
the  Minister).  On  this  view,  it  becomes  unnecessar)'  to  con- 
sider, in  respect  to  the  English  patent,  any  date  earlier  than 
March  19th,  1863,  or,  in  respect  to  the  French  patent,  any 
date  earlier  than  November  27th,  1862,  so  far  as  the  motion 
to  amend  the  decree  is  concerned,  or  so  far  as  the  motion  to 
ameQd  the  answer  is  concerned,  or  so  far  as  the  motion  to 
open  the  decree  and  the  proofs  is  concerned,  or  so  far  as  the 
motion  to  discharge  the  injunction  is  concerned.  The  de- 
fendants do  not  contend,  on  any  such  motion,  that  the  plain- 
tiffs* patent  is  valid  only  for  17  years  from  a  date  earlier  than 
March  iQlh,  1863,  in  view  of  the  English  patent,  or  only  for  17 
years  from  a  date  earlier  than  November  27th,  1862,  in  view 
of  the  French  patent  and  certificates  of  addition.  No  motion 
is  now  made  to  limit  or  define  the  time  of  the  expiration  of 
the  United  States  patent,  in  reference  to  the  time  down  to 
which  the  accounting  must  extend,  and  we  do  not  consider 
the  question  whether,  for  the  purposes  of  ^uch  accounting, 
the  United  States*  patent  may  not  expire  at  a  date  earlier 
than  17  years  from  November  27th,  1862,  namely,  at  a  date  17 
years  from  a  date  earlier  than  November  27th,  1862,  in  view 
of  either  the  English  patent  or  the  French  patent  or  certifi- 
cates of  addition.  Nor  is  it,  under  these  views,  necessary  to 
consider  the  English  patent  at  all.  It  is  plain  that  the  second 
certificate  of  addition  to  the  French  patent,  taken  in  connec- 
tion with  the  original  French  patent  and  the  first  certificate 
of  addition,  show  fully  and  patent  the  same  inventions  pat- 
ented by  the  United  States'  reissued  patent.  Whether  such 
inventions  are  fully  shown  and  patented  by  the  English  pro- 
visional specification,  or  by  the  French  original  patent  alone, 
or  by  the  latter  in  connection  with  the  first  certificate  of  ad- 
dition, we  do  not  now  consider  or  decide,  for  any  purpose. 

We  determine,  on  inspection,  and  in  the  absence  of  any 
affidavit  to  the  contrary  on  the  part  of  the  plaintiffs,  that  the 
inventions  patented  by  the  French  patent  and  the  two  certifi- 
cates of  addition  to  it,  all  three  taken  together,  are  the  same 
as  those  patented  by  the  United  States*  reissued  patent,  to 
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an  extent  sufficient  to  warrant  the  granting  of  the  motion  to 
amend  the  decree,  and  to  amend  the  answer,  and  to  open  the 
decree  and  the  proofs,  and  to  discharge  the  injunction.  The 
French  patent  and  certificates  of  addition  are  not  now  admit- 
ted, as  a  patent  to  a  third  party,  to  defeat  the  plaintiffs'  pat- 
ent on  the  question  of  novelty,  but  only  on  the  question  of 
the  extent  of  duration  of  the  patent.  The  patent  can  have 
no  life  beyond  the  time  limited  by  statute.  The  question  of 
such  life,  in  view  of  the  French  patent  and  certificates  of  addi- 
tion, has  not  been  before  presented  and  passed  upon.  It  can 
now  be  presented  and  passed  upon,  on  a  motion  to  vacate  or 
limit  the  duration  of  the  injunction,  or  on  a  motion  by  the 
plaintiffs  for  an  attachment  for  violating  the  injunction.  The 
words  **  perpetual  injunction,"  in  the  decree,  mean  only  for 
the  life  of  the  patent.  That  must  be  determined  by  the  stat- 
ute and  all  the  facts  of  the  case,  and  not  merely  by  the  terms 
of  the  grant  in  the  patent ;  and  an  interlocutory  decree  is 
always  open  to  amendment  and  correction.  In  this  view,  it 
seems  proper,  that  the  answer  should  be  amended,  to  set  up 
the  French  patent  and  certificates  of  addition,  and  that  the 
decree  should  be  amended,  by  fixing  a  date  beyond  which, 
for  the  purposes  of  the  injunction,  the  patent  cannot  have 
life,  and  by  allowing  the  French  patent  and  certificates  of 
addition  to  be  put  in  evidence  in  the  proofs,  with  such  rele- 
vant proofs  respecting  the  same  and  their  contents  as  either 
party  may  wish  to  offer.  We  think,  that,  in  view  of  the  sub- 
ject matter  of  the  application,  the  defendants  have  not  been 
guilty  of  laches,  that  the  application  does  not  come  too  late, 
and  that  the  reasons  assigned  in  excuse  for  not  making  an 
earlier  application  are  sufficient.  But,  this  case  is  no  prece- 
dent for  the  case  of  an  application  to  set  up  a  defence  to  de- 
feat a  patent  for  want  of  novelty. 

The  plaintiffs*  patent  runs,  on  its  face,  for  17  years  from 
June  28th,  1864.  The  question  is  as  to  when  it  expires.  The 
plaintiffs  contend,  that,  under  the  statute,  it  runs  according 
to  its  tenor,  and  does  not  expire  until  the  end  of  17  y'ears 
from  June  28th,  1864.  It  becomes  necessary,  therefore,  to 
examine  the  statutes  on  the  subject. 

By  the  Act  of  April  loth,  1790,  1  U.  S.  Stat,  at  Large,  109, 
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a  patent  was  to  be  granted  to  the  inventor  **  for  any  term  not 
exceeding  fourteen  years."  By  the  Act  of  February  21st, 
1793,  I  Id.,  318,  it  was  required  that  the  invention  should 
have  been  '*  not  known  or  used  before  the  application,'*  and 
the  patent  was  to  be  granted  **  for  a  term  not  exceeding  four- 
teen years,"  and  only  to  a  citizen  of  the  United  States,  as  in- 
ventor, or  his  assigns.  By  the  Act  of  April  17th,  1800,  2  Id., 
37,  the  privilege  was  extended  to  alien  inventors,  who,  at 
the  time  of  petitioning,  had  resided  for  two  years  within  the 
United  States,  and  it  was  required  that  the  invention  should 
not  have  been  known  or  used  before  the  application.  By  the 
Act  of  July  13th,  1832,  4  Id.,  577,  the  privilege  was  extended 
to  every  alien  who,  at  the  time  of  petitioning,  should  be  resi- 
dent in  the  United  States,  and  should  have  declared  his  inten- 
tion, according  to  law,  to  become  a  citizen  thereof.  These 
prior  Acts  were  all  of  them  repealed  by  §  21  of  the  Act  of  July 
4th,  1836,  5  U.  S.  Stat,  at  Large,  125.  By  that  Act  (§5), 
patents  were  to  be  granted  '*  for  a  term  not  exceeding  four- 
teen years."  Any  inventor  could  obtain  a  patent,  whether 
an  alien  or  a  citizen.  It  was  required  that  the  invention 
should  not,  at  the  time  of  his  application  for  a  patent,  be  in 
public  use  or  on  sale,  with  his  consent  or  allowance,  as  the 
inventor.  The  commissioner  could  not  grant  the  patent  if  it 
appeared  to  him  (§  7)  that  the  invention  *'  had  been  invent- 
ed or  discovered  by  any  other  person  in  this  country  prior  to 
the  alleged  invention  or  discovery  thereof  by  the  applicant, 
or  that  it  had  been  patented  or  described  in  any  printed  pub- 
lication in  this  or  any  foreign  country,  or  had  been  in  public 
use  or  on  sale  with  the  applicant's  consent  or  allowance  prior 
to  the  application."  It  was  further  provided,  as  follows 
(§  8)  :  **  Nothing  in  this  Act  contained  shall  be  construed  to 
deprive  an  original  and  true  inventor  of  the  right  to  a  patent 
for  his  invention,  by  reason  of  his  having  previously  taken 
out  letters  patent  therefor  in  a  foreign  country,  and  the  same 
having  been  published,  at  any  time  within  six  months  next 
preceding  the  filing  of  his  specification  and  drawings.  And 
whenever  the  applicant  shall  request  it,  the  patent  shall  take 
date  from  the  time  of  the  filing  of  the  specification  and  draw- 
ings, not,  however,  exceeding  six  months  prior  to  the  actual 
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issuing  of  the  patent."  The  effect  of  this  legislation  was  to 
allow  an  inventor  to  take  out  a  patent  in  a  foreign  country, 
for  his  invention,  and,  subsequently,  to  obtain  a  patent  for  it 
here,  provided  he  filed  his  specification  and  drawings  on  his 
application  here,  within  six  months  after  the  taking  out  of  his 
foreign  patent.  By  §  6  of  the  Act  of  March  3d,  1839,  5  U.  S. 
Stat,  at  Large,  354,  it  w^as  provided  as  follows  :  **  No  person 
shall  be  debarred  from  receiving  a  patent  for  any  invention 
or  discovery,  as  provided  in  the  Act  approved  on  the  fourth 
day  of  July,  one  thousand  eight  hundred  and  thirty-six,  to 
which  this  is  additional,  by  reason  of  the  same  having  been 
patented  in  a  foreign  country  more  than  six  months  prior  to 
his  application  :  Provided^  That  the  same  shall  not  have  been 
introduced  into  public  and  common  use  in  the  United  States, 
prior  to  the  application  for  such  patent  :  And  provided^  also^ 
That  in  all  cases  every  such  patent  shall  be  limited  to  the 
term  of  fourteen  years  from  the  date  or  publication  of  such 
foreign  letters  patent."  The  effect  of  this  provision  was  to 
allow  an  inventor  to  take  out  a  patent  here  for  an  invention 
which  he  had  previously  patented  in  a  foreign  country,  no 
matter  how  long  previously,  but  the  duration  of  the  patent 
granted  here  was  limited  to  the  term  of  14  years  from  the 
date  or  publication  of  such  foreign  patent.  Then  came  the 
Act  of  March  2d,  1861,  12  U.  S.  Stat,  at  Large,  246,  the  i6th 
section  of  which  provided  as  follows  :  **  All  patents  hereafter 
granted  shall  remain  in  force  for  the  term  of  seventeen  years 
from  the  date  of  issue  ;  and  all  extension  of  such  patents  is 
hereby  prohibited."  Section  17  of  the  same  Act,  repealed 
all  Acts  and  parts  of  Acts,  theretofore  passed,  which  were 
inconsistent  with  the  provisions  of  that  Act.  Under  this 
state  of  legislation,  the  original  patent  and  the  reissued  pat- 
ent in  this  case  were  granted. 

The  view  urged  by  the  plaintiffs  is,  that,  by  §  16  of  the 
Act  of  1861,  all  patents  thereafter  granted  were  to  remain  in 
force  for  17  years  from  the  date  of  issue-;  that  the  provision 
of  §  6  of  the  Act  of  1839  was  inconsistent  with  this  new  pro- 
vision, and  was,  therefore,  repealed  ;  and  that,  consequently, 
the  plaintiffs'  patent  does  not  expire  until  June  28th,  1881. 

By  §  22  of  the  Act  of  July  8th,  1870,  16  U.  S.  Stat,  at  Large, 
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20 1,  now  §  4,884  of  the  Revised  Statutes,  every  patent  is  to  be 
granted  for  the  term  of  17  years.  It  cannot  be  antedated. 
By  section  25  of  the  same  Act,  now  §  4,887  of  the  Revised 
Statutes,  it  is  provided  as  follows  :  '*  No  person  shall  be  de- 
barred from  receiving  a  patent  for  his  invention  or  discovery, 
nor  shall  any  patent  be  declared  invalid,  by  reason  of  its  hav- 
ing been  first  patented  or  caused  to  be  patented  in  a  foreign 
country  ; //r^wV/<r^/ the  same  shall  not  have  been  introduced 
into  public  use  in  the  United  States  for  more  than  two  years 
prior  to  the  application,  and  that  the  patent  shall  expire  at 

* 

the  same  time  with  the  foreign  patent,  or,  if  there  be  more 
than  one,  at  the  same  time  with  the  one  having  the  shortest 
term  ;  but  in  no  case  shall  it  be  in  force  more  than  seventeen 
years.**  These  provisions  of  the  Act  of  1870  apply  only  to 
patents  granted  after  that  Act  was  passed,  and  do  not  apply 
to  this  case.  Moreover,  §  iii  of  that  Act,  in  repealing  the 
Acts  of  1836,  1837,  1839  and  1861,  provides,  that  such  repeal 
shall  not  affect,  impair  or  take  away  any  right  existing  under 
any  of  said  laws. 

It  is  quite  apparent,  that  the  idea  running  through  §  16  of 
the  Act  of  1 86 1  is,  that  no  patents  thereafter  granted  should 
be  extended,  but,  that,  instead  thereof,  their  original  terms 
of  duration  should  be  seventeen  years,  instead  of  fourteen 
years  with  a  privilege  of  extension  for  seven  years  more, 
which  had  been  the  prior  law.  The  language  is,  that  **all 
patents  hereafter  granted  shall  remain  in  force  for  the  term 
of  seventeen  years  from  the  date  of  issue  ;"  not  that  they 
shall,  by  their  terms  and  on  their  face,  be  granted  for  seven- 
teen years  from  a  date,  but  that  they  shall  **  remain  in  force*' 
for  the  term  specified.  It  was  not  improper,  under  this  pro- 
vision, to  grant  them  for  seventeen  years  from  a  date,  as  came 
to  be  the  practice.  But,  the  text  is,  that,  whatever  be  the 
term  on  their  face,  they  shall  remain  in  force  for  the  term  of 
seventeen  years  from  the  date  of  issue.  What  is  **  the  date 
of  issue  ?**  Under  §  8  of  the  Act  of  1836,  in  force  when  the 
Act  of  1 86 1  was  passed,  and  when  the  patents  in  this  case 
were  issued,  the  patent  could  **  take  date'*  from  a  date  earlier, 
though  not  exceeding  six  months  earlier,  than  **  the  actual 
issuing  of  the  patent.*'     The  actual  date  of  issuing  was  one 


FEBRUARY,    1880.  1 49 

De  Florez  v,  Raynolds. 


thing,  one  date.  The  date  from  which  the  patent  took  date, 
or  its  term  began  to  run,  was  another  thing,  another  date. 
The  latter  date  may  very  properly  be  called  **  the  date  of 
issue."  Such  latter  date  need  not  necessarily  be  a  date  ex- 
pressed on  the  face  of  the  patent.  Under  §  6  of  the  Act  of 
1839,  such  latter  date  is  **  the  date  or  publication"  of  the 
foreign  patent.  Looking  at  the  state  of  legislation  before 
1861,  and  at  the  evident  scope  of  §  16  of  the  Act  of  1861, 
as  aimed  at  extensions  of  patents,  it  would  be  reason- 
able to  say,  that  **  the  date  or  publication"  of  the  foreign 
patent,  spoken  of  in  §  6  of  the  Act  of  1839,  might  be  regard- 
ed, in  reference  to  patents  issued  under  such  §  6,  as  the  one 
in  this  case  was,  as  "  the  date  of  issue"  intended  by  §  16  of 
the  Act  of  1861 — the  date  from  which,  under  such  circum- 
stances, the  United  States'  patent  is  to  take  its  departure  — 
and  that  as,  before,  in  practice.  United  States*  patents  were 
granted  for  fourteen  years,  and  patents  for  inventions  previ- 
ously patented  *  abroad  to  ihe  same  inventor  were  before 
limited  to  fourteen  years  from  "  the  date  or  publication"  of 
the  foreign  patent,  so,  now,  under  the  new  system  introduced 
by  the  Act  of  1861,  such  a  patent,  still  to  be  granted  other- 
wise  in  accordance  with  the  provisions  of  the  Acts  of  1836  and 
1839,  was  to  remain  in  force  for  seventeen  years  from  "  the 
date  or  publication"  of  the  foreign  patent,  while  other  United 
States'  patents  were  to  remain  in  force  for  seventeen  years, 
instead  of  fourteen  years,  from  their  "date  of  issue,"  the 
privilege  of  having  them  "  take  date"  from  a  date  not  ex- 
ceeding six  months  prior  to  the  actual  issue,  as  the  "  date  of 
issue,"  under  §  8  of  the  Act  of  1836,  being  still  preserved, 
and  such  patents  expiring  seventeen  years  from  such  **  date 
of  issue"  and  not  seventeen  years  from  the  actual  issuing. 
There  is  nothing  in  these  views  that  is  inconsistent  with,  or 
does  violence  to,  the  language  of  §  16  of  the  Act  of  186 1,  and 
they  are  in  harmony  with  the  course  of  legislation.  Contrary 
views  would  determine  that  there  was,  by  §  16  of  the  Act  of 
186 1,  a  sudden,  unexpressed  and  only  implied  change  of  the 
policy  of  §  6  of  the  Act  of  1839,  then  in  force  for  twenty-two 
years,  such  policy  making  the  terms  of  patents  like  those  in 
the  present  case  take  date  from  the  date  or  publication  of  the 
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foreign  patent,  and  run  from  that  time  for  the  same  time 
other  United  States'  patents  ruii  from  their  time  of  beginning 
to  run  ;  and  such  contrary  views  would  establish  an  enlarge- 
ment of  term  by  the  Act  of  1861,  in  favor  of  an  invention  pre- 
viously patented  abroad,  such  enlargement  remaining  in  force 
till  1870,  and  then  curtailed,  in  1870,  so  as  to  be  more  narrow 
than  under  the  Act  of  1839,  and  to  make  the  United  States' 
patent  expire  at  the  same  time  with  the  foreign  patent  hav- 
ing the  shortest  term. 

No  argument  can  be  drawn  in  favor  of  the  plaintiffs'  view, 
from  the  fact,  that,  in  §  16  of  the  Act  of  1861,  the  expression 
is,  **  i?// patents  hereafter  granted."  Literally,  such  expres- 
sion covers  future  patents  granted  as  reissues.  By  §  13  of 
the  Act  of  1836,  5  U.  S.  Stat,  at  Large,  122,  which  continued 
in  force  after  the  Act  of  1861  went  into  force,  a  reissue  is 
authorized,  and  the  reissued  patent  is  there  called  **  a  new 
patent,"  and  is  authorized  to  be  issued  only  "  for  the  residue 
of  the  period  then  unexpired  for  which  the  original  patent 
was  granted."  Yet,  it  never  was  or  could  be  supposed  that, 
under  g  16  of  the  Act  of  1861,  a  reissued  patent  was  to  be 
granted  for  seventeen  years  from  the  date  of  the  actual  issu- 
ing of  such  reissued  patent,  or  for  any  other  term  than  the 
residue  of  the  seventeen  years  granted  by  the  original  patent. 
The  expression  "  date  of  issue,"  as  before  defined,  controls 
reissues  under  said  §  16,  and  the  reissue  of  an  original  seven- 
teen years'  patent  is  to  run  for  seventeen  years  from  the  date 
when  the  original  term  of  seventeen  years  began  to  run, 
which  date  is  to  be  considered  "  the  date  of  issue,"  under 
g  16,  for  the  purposes  of  a  reissue.  So,  again,  "  all  patents," 
literally,  includes  design  patents,  granted  under  §  11  of  the 
Act  of  1 86 1.  Yet,  it  never  was  or  could  be  supposed  that 
g  16,  though  later  in  place  in  the  Act  than  §  11,  varied  the 
terms  defined  in  §  11  for  the  duration  of  design  patents, 
namely,  three  and  one-half  years,  seven  years,  or  fourteen 
years  ;  or,  that  the  provision  in  said  §  16,  as  to  extension, 
applied  to  "all  patents,"  when  §  11  had  authorized  the  ex- 
tension of  design  patents,  for  seven  years. 

We  are  not  referred  to  any  judicial  decision  where  the 
question  now  considered  was  directly  involved,  which  holds 
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to  the  contrary  of  the  construction  we  thus  give  to  §  16  of  the 
Act  of  1861. 

In  JVesfon  v.  White,  13  Blatchf.  C.  C.  R.,  364,  the  United 
States'  patent  was  granted  August  6th,  1867.  A  prior  Eng- 
lish patent  for  the  same  invention  had  been  granted  to  the 
patentee,  and  had  been  published  October  22d,  1859.  The 
question  arose,  in  May,  1876,  whether  the  United  States*  pat- 
ent had  expired  October  22d,  1873,  at  the  expiration  of  14 
years  from  October  22d,  1859,  or  whether,  under  §  16  of  the 
Act  of  1861,  it  remained  in  force  in  May,  1876.  If  it  should 
expire  October  22d,  1876,  (being  17  years  from  October  22d, 
1859,)  or,  if  it  should  remain  in  force  till  August  6th,  1884, 
(being  17  years  from  August  6th,  1867,)  it  Remained  equally 
in  force,  in  either  case,  in  May,  1876.  It  was  necessary,  in 
May,  1856,  only  for  the  court  to  decide  that  the  patent  had 
not,  under  §  6  of  the  Act  of  1839,  run  out  in  14  years  from 
October  22d,  1859,  and  the  question,  whether  it  would  run 
out  October  22d,  1876,  or  not  till  August  6th,  1884,  was  not 
directly  involved,  ndr  does  it  seem  to  have  been  argued  or 
considered,  except  as  may  be  inferred  from  the  fact,  that  the 
court  says  that  the  patent  would  not  expire  until  October 
22d,  1876,  and  further  says,  that  the  effect  of  the  i6th  and 
17th  sections  of  the  Act  of  1861  was,  that  patents  issued  after 
the  passage  of  the  Act  of  1861,  and  falling  within  the  proviso 
of  §  6  of  the  Act  of  1839,  would  run  for  17  years  from  the 
date  or  publication  of  the  foreign  patent.  The  case  was  one 
in  the  Circuit  Court  of  the  United  States  for  the  District  of 
Connecticut,  before  Judge  Shipman. 

In  B  a  disc  he  Anilin  and  Soda  Fabrik  v.  Hamilton  Mfg,  Co,,  13 
Off.  Gaz.,  273,  before  Judge  Shepley,  in  February,  1878,  in  the 
Circuit  Court  of  the  United  States  for  the  District  of  Massa- 
chusetts, the  decision  was,  that  §  25  of  the  Act  of  July,  1870, 
now  §'  4,887  of  the  Revised  Statutes,  did  not  apply  to  a  reissue 
granted  by  the  United  States,  in  April,  1871,  of  a  patent  origi- 
nally granted  by  the  United  States  in  October,  1869,  and  that, 
therefore,  the  reissue  did  not  expire  in  December,  187 1,  when 
the  prior  foreign  patent,  taken  in  June,  1869,  expired.  Noth- 
ing was  said  as  to  whether  it  would  expire  in  June,  1883,  or 
in  June,  1886,  or  in  October,  1886,  or  in  April,  1888. 
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In   Goff  V.  Stafford^   14  Off.  Gaz.,  748,  before   Mr.  Justice 
Clifford    and    Judge    Knowles,    in    October,     1878,    in     the 
Circuit    Court    of    the   United    States   for  the    District    of 
Rhode  Island,  the  United  States'  patent  was  granted  October 
3d,  1865,  for  17  years  from  that  day.     An  English  patent  had 
been  previously  granted  to  the  same  patentee  for  the  same 
invention.     The  English  patent  was  dated  June    13th,    1863, 
and  was  for  14  years,  it  was  sealed  December  8th,  1863,  and 
the  complete    specification  was  filed    December  12th,    1863. 
The  question  arose  as  to  whether  the  United  States*  patent 
had  expired.     It  had   expired  December  12th,  1877,  if  it  re- 
mained in  force  for  only  14  years  from  December  12th,  1863. 
If  it  remained   in   force  for   17  years  from   December   12th, 
1863,  or  for  17  years  from  October  3d,  1865,  it  was  equally  in 
force  in   October,    1S78,   for  the  purposes  of   the  injunction 
which    the    court   granted.      The    only  question    raised,    in 
pleading  or  argument,  seems  to  have  been,  as  to  whether  the 
patent  had  expired.     When,  in  the  future,   it  would  expire 
was  not  directly  involved.     The  contention  of  the  defendant 
in  the  case  seems  to  have  been,  that,  because  of  the  Act  of  * 
1870,  the  United  States*  patent  had  expired  when  the  foreign 
patent  expired,  namely,  June  13th,   1877.     The  Court  held, 
that  the  Act  of  1870  did  not  apply  to  the  case,  because  the 
patent  was  granted  before  that  Act  was  passed.     But,  Mr. 
Justice  Clifford,  in  the  decision,  went  on  to  say,  that  the  pat- 
ent would  remain  in  force  for  17  years  **  from  the  time  it  was 
granted,*'  because  it  was  granted  under  the  Act  of  1861.     He 
seems  to  have  meant,  for   17   years  from   October  3d,  1865. 
We  cannot  regard  the  case,  in  that  respect,  as  a  decision  on 
a  point  necessarily  involved.     With  the  highest  regard  for  all 
the  judicial  views  of  so  eminent    a    Judge    as    Mr.  Justice 
Clifford,  particularly  as  to  questions  arising  under  the  law  of 
patents,  our  examination  of  the  question  directly  involved  in 
the  present  case  has  led  us  to  different  views,  and  to  the  be- 
lief that  such  question  was  not  argued  before,  or  fully  con- 
sidered by,  the  court  in  Rhode  Island,  because  not  directly 
involved  in  the  case. 

The  views  announced  in  this  decision,  which  are  concurred 
in  by  both  of  the  Judges,  lead  to  the  conclusion,  that  the 
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motion  of  the  defendants  must  be  granted,  so  far  as  to  direct 
that  the  decree  be  amended  by  inserting  a  finding  that  the 
plaintiffs'  reissued  patent  is  valid,  for  the  purposes  of  the  in- 
junction granted,  only  for.  the  term  of  17  years  from  Novem- 
ber 27th,  1862,  without  holding  whether,  for  the  purposes  of 
the  accounting  ordered,  it  is  valid  for  as  long  a  term  as  that, 
and  that  the  defendants  be  permitted  to  amend  their  answer, 
by  setting  up  said  French  patent  and  the  two  certificates  of 
addition  ;  and  that  said  decree  and  the  proofs  be  opened,  in 
order  to  allow  them  to  introduce  the  same  in  evidence,  and 
to  allow  either  party  to  introduce  any  relevant  testimony  in 
respect  to  the  same  and  their  contents  ;  and  that  the  provision 
for  the  injunction,  and  the  injunction,  be  now  vacated  and 
discharged. 

We  fix  the  date  of  November  27th,  1862,  and  not  the  date 
of  February  20th,  1863,  because  we  regard  it  as  the  clear  in- 
tention of  the  provisions  of  law  limiting  the  duration  of  a 
United  States'  patent  patenting  an  invention  previously  pat- 
ented abroad  to  the  same  inventor,  to  give  to  the  patentee  a 
specified  term  from  the  date  at  which  his  foreign  patent  had 
effect  as  a  foreign  patent  in  his  favor.  In  this  case,  such  date 
was  November  27th,  1862,  and  not  February  20th,  1863.  This 
view  is  not  necessarily  applicable  to  a  case  where  a  foreign 
patent  to  one  inventor  is  set  up  to  defeat  a  United  States' 
patent  to  a  different  inventor.  In  such  case,  the  manifest  in- 
tention of  the  law  is,  that  the  foreign  patent  shall  apply  only 
as  of  a  date  when  the  invention  was  published,  or  was  acces- 
sible to  the  public,  and  not  as  of  an  earlier  date,  from  which 
the  inventor  may  have  enjoyed  the  benefit  of  the  foreign 
patent,  as  a  patent.  The  language  of  §  16  of  the  Act  of  1861, 
in  saying  that  the  17  years  is  to  run  from  **  the  date  of  issue," 
is  a  marked  departure  from  the  expression,  **date  or  publi- 
cation" of  the  foreign  patent,  in  §6  of  the  Act  of  1839,  and, 
in  reading  the  two  sections  together,  full  effect  must  be  given 
to  the  new   expression. 

■ 

W.  K,  Hall  ax\6.  J,  J.  Martin^  for  the  complainants. 
E.  Wetmorey  for  the  defendants. 
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The  Gale  Manufacturing  Company 

vs. 
John  P.  Prutzman  et  al.    In  Equity. 

The  first  claim  of  reissued  letters  patent,  No.  6,824,  granted  to  Horatio  Gale, 
December  28th,  1875,  ^^^  ^n  improvement  in  attachments  to  ploughs, 
namely  :  '*  In  combination  with  the  standard  of  a  plough,  a  horizontally 
projecting  arm  carrying  a  jointer  for  the  purposes  set  forth,"  being 
construed  to  be  for  a  combination  of  old  elements  producing  a  new  and 
useful  result,  there  would  be  no  infringement  of  the  patent  unless  the 
defendants  used  all  of  the  elements. 

Where  the  defendants  used  all  the  elements  of  the  combination  claimed,  with 
the  exception  of  changing  the  points  at  which  the  vertical  adjustment  is 
made,  from  the  standard  to  the  lower  end  of  the  arm :  Heidt  that  they 
infringed  the  said  first  claim. 

(Before  Withey,  J.,  Western  District  of  Michigan,  February,  1S80.) 
WiTHEY,  J. 

This  is  a  bill  for  the  alleged  infringement  of  reissued  let- 
ters patent,  of  date  December  28th,  1875,  to  Horatio  Gale, 
for  an  improvement  in  the  attachments  to  ploughs,  and  consists 
principally  in  the  construction  and  arrangement  of  the  vari- 
ous parts.  The  letters  patent  cover  three  claims,  which  are 
stated  as  follows  :  *'  What  I  claim  as  my  invention  is  :  i. 
In  combination  with  the  standard  of  a  plough,  a  horizontally- 
projecting  arm  carrying  a  jointer,  for  the  purposes  set  forth. 
2.  In  combination  with  the  serrated  standard  A,  the  curved 
arm  C,  carrying  the  jointer  D,  substantially  as  and  for  the 
purposes  set  forth.  3.  The  combination,  with  a  plough-stand- 
ard, of  the  jointer  D,  having  arm  C,  and  vertically  adjustable 
upon  said  standard,  substantially  as  described." 

The  claim  of  infringement  urged  at  the  hearing  was  con- 
fined to  the  first  clause.  In  order  to  understand  what  is  em- 
braced bv  this  claim  we  must  consider  it  in  connection  with 
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the  specification  and  description  given  by  the  patentee.  He 
says  :  **  The  nature  of  this  invention  relates  to  improvements 
in  the  attachment  of  jointers  to  the  standards  of  ploughs,  and 
consists,  principally,  in  the  construction  and  arrangement  of 
the  various  parts,  so  that  the  same  are  more  readily  adjusted 
vertically." 

In  describing  the  drawing,  the  patentee  says  :  **  This  arm 
is  curved,  as  shown,  in  order  to  bring  the  jointer  into  its  pro- 
per position  over  the  plough-point  to  readily  cut  the  sward." 

What,  then,  is  the  combination  covered  by  the  first  clause 
of  the  claim  ?  It  is  an  arm  attached  at  one  end  to  the  stand- 
ard of  a  plough,  carrying  at  the  other  end  a  jointer,  and  pro- 
jecting horizontally  on  the  land-side  of  the  plough.  The  arm 
is  curved  so  as  to  bring  the  jointer  into  its  proper  position 
over  the  plough-point,  and  has  vertical  adjustability  at  the 
point  of  contact  with  the  standard,  by  which  the  depth  of  the 
cut  made  by  the  jointer  is  regulated.  In  other  words,  that 
which  is  combined  is  the  standard  of  a  plough,  the  curved  pro- 
jecting arm  carrying  a  jointer,  and  adjustability,  and  this  is 
done  '*  for  the  purposes  set  forth.*'  The  patentee  states  that 
his  construction  and  arrangement  of  the  parts  are  to  secure 
more  ready  vertical  adjustability  of  the  jointer,  and  to  pre- 
vent clogging  by  stubble  and  weeds,  which  had  previously 
occurred  from  the  attachment  of  the  jointer  to  the  beam  of 
the  plough. 

The  alleged  infringement  consists  in  the  manufacture  and 
sale,  by  defendants,  of  a  plough  to  the  standard  of  which  is 
attached  an  arm  carrying  a  jointer,  and  having  a  projection, 
and  occupying  the  position  substantially  as  described  in  the 
Gale  patent.  The  jointer  is  adjusted  vertically  upon  the 
lower  end  of  the  arm,  whereas  in  the  Gale  patent  it  is  adjust- 
ed vertically  upon  the  standard  of  the  plough. 

Defendants  say  that  plaintiff's  combination  is  not  patent- 
able, as  being  too  abstract,  or  a  claim  for  all  ways  of  con- 
necting jointer  and  standard.  It  is  also  claimed  that  plough 
colters  and  jointers  had  been  used  for  more  than  three  years 
anterior  to  plaintiff's  patent  in  connection  with  the  standard  of 
ploughs  ;  that  attaching  jointers  to  the  standard  is  not  a  use- 
ful improvement,  save  when  the  beam  of  the  plough  is  adjust- 
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^able,  and  that  the  only  claim  of  usefulness  in  complainant's 
patent  is  the  prevention  of  clogging  by  means  of  the  throat 
formed  by  the  curved  arm. 

After  such  consideration  as  we  have  been  able  to  give  the 
case,  we  are  of  opinion  that  the  prima  facie  presumption  in 
favor  of  the  validity  of  the  Gale  patent,  assigned  to  plaintiff, 
has  not  been  overcome.  In  brief,  we  conclude,  that  while  at- 
tachment of  colters  to  the  standards  of  ploughs  is  much  older 
than  Gale's  invention,  which  excludes  the  idea  of  originality 
in  the  mere  attachment  of  jointers  thereto,  and  that  none  of 
the  elements  of  his  combination  were  new  at  the  date  of  his 
patent,  still  his  combination  was  new,  was  invention,  and 
produced  new  and  useful  results  In  taking  this  view,  we 
regard  the  construction  and  arrangement  covered  by  Gale's 
letters  patent  as  combination  of  the  standard  of  a  plough  with 
the  horizontally  projecting  and  curved  arm  carrying  a 
jointer,  and  vertical  adjustment,  for  the  purposes  set  forth. 
As  all  the  parts  were  before  known,  the  invention  consists  in 
such  combination  of  them  as  produced  a  new  and  useful  re- 
sult. There  would  be  no  infringement  of  such  combination 
unless  defendants  used  all  the  parts  or  elements.  This  we 
have  already  indicated  th^  have  done.  They  have  employed 
the  horizontally-projecting  curved  arm  attached  to  the  plough 
standard,  carrying  a  jointer,  and  vertical  adjustability.  Ad- 
justability is  secured  at  the  lower  end  of  the  arm  instead  of 
atihe  standard.  They  employ,  therefore,  all  the  elements  and 
the  combination  of  the  Gale  patent  with  barely  one  difference 
—  viz.,  the  points  at  which  the  vertical  adjustment  is  itiade 
being  changed  from  the  standard  to  the  lower  end  of  the 
arm.  In  the  Gale  patent,  the  slot  is  in  the  standard  of  the 
plough  ;  defendants  place  it  in  the  lower  end  of  the  arm.  We 
regard  this  as  producing  the  same  result  in  substantially  the 
same  way. 

Let  decree  for  complainant  be  entered. 

Sprague  &*  Huni^  for  the  complainant. 

Walker  dr*  Kent,  for  the  defendants. 
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Susan  Hamilton 

vs. 

Gilbert  J.  Kingsbury  et  al.     In  Equity.* 

Where  L.,the  transferee  of  a  right  under  letters  patent,  transferred  to  another 
only  his  right,  title  and  interest,  K.,  who  subsequently  acquired  such  in- 
terest, is  chargeable  with  notice  of  what  he  might  have  learned  as  to  the 
true  extent  of  such  interest,  by  inquiring  of  H.,  named  in  the  transfer 
from  L.  as  the  grantor  to  L.,  although  ihe  transfer  from  L.  stated  the 
interest  in  L.  as  being  greater  than  it  really  was,  H.  not  being  a  party  to 
such  transfer. 

(Before  Blatcuford.  J.,  Northern  District  of  New  York,  February,  1880.) 

Blatchford,  J. 

Wheti  this  case  was  before  the  court,  on  the  original  bill 
and  the  plea  thereto,  it  was  decided  (15  Blatchf.  C.  C.  R.,  64) 
that  the  proper  construction  of  the  recorded  conveyance  of 
August  27th,  1866,  from  Milton  A.  Hamilton  to  Lombard  and 
Thompson,  was,  that  Lombard  and  Thompson  acquired 
thereby  the  right  to  make,  as  well  as  the  right  to  use  and  to 
sell  to  be  used,  the  patented  saw  hangings,  as  they  are  or 
may  be  applied  to  mulay  or  single  upright  mill  saws,  for,  to 
and  in  the  State  of  New  York,  such  right  to  use  and  to  sell  to 
be  used  being  exclusive,  but  the  grantor  reserving  to  himself 
a  right  to  make  in  common  with  the  grantees.  The  plea  was 
allowed,  and  the  plaintiff  then  amended  the  bill  by  setting 
forth  two  unrecorded  instruments  made  August  27th,  1866, 
one  executed  by  Milton  A.  Hamilton  of  the  one  part  anid 
Lombard  and  Thompson  of  the  other  part,  and  the  other 
executed  by  Milton  A.  Hamilton  and  then  delivered  to 
Lombard  and  Thompson.  There  was  a  plea  to  the  amended 
bill  and  a  replication  to  the  plea,  and  proofs  were  taken 
thereon.     The  main  point  of  the  plea  was,  that  the  defend- 
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ants  were  bona  fide  purchasers  under  the  said  recorded  con- 
veyance of  August  27th,  1866,  without  notice  of  either  of  the 
said  unrecorded  instruments  of  that  date.     The  case  was  sub- 
mitted to   the  court  on    briefs,   without   oral  argument  (17 
Blatchf.  C.   C.  R.,  264),   and    the  court  overruled  the  plea. 
The  plaintiff  contended,  that^  under  the  three  instruments  of 
August  27th,  1S66,  taken  together,  Lombard  and  Thompson 
acquired  no  right  to  make  the  invention,  except  in  a  certain 
contingency,  which  had  never  happened  ;  that  the  three  in- 
struments were  contemporaneous  and   were  all   portions  of 
the  same  transaction,  and  must  all  be  read  together,  to  deter- 
mine the  intent  of  the  parties  to  the  transaction  ;  that  the 
three  instruments  were  consistent  with  no  intention  other 
than  the  one  set  up  in   the  bill,  that  is,  an   intention  not  to 
convey  to  Lombard  and  Thompson,  by  the  recorded  convey- 
ance, any  right  to  manufacture  the  invention  ;  that,  if  the  re- 
corded conveyance  gave  to  them  the  right  to  manufacture, 
the  other  two  instruments  had  no  meaning  ;  and  that  the  in- 
struments were  (i)  a  license,  which,  in  terms,  gave  the  licen- 
sees no  power  to  manufacture  ;  (2)  an  agreement,  by  which 
the  licensor  agreed  to  furnish  the  hangings  to  the  licensees  at 
fixed  prices,  and  the  licensees  agreed  that  they  would  not 
manufacture  so  long  as  the  licensor  kept  his  agreement  ;  (3) 
a  permission  from  the  licensor  to  the  licensees  to  manufact- 
ure, in    case    the  licensor  failed  to  perform  his   agreement. 
The  court  held,  that  the  three  instruments,  taken  together, 
must  have  the  interpretation  claimed  for  them  by  the  plain- 
tiff.    The  defendants  contended  that  they  were  bona  fide  pur- 
chasers, without  notice  of  any  instrument  but  the  recorded 
conveyance  of  August  27th,  1866,  and  that  they  were  protect- 
ed from  any  unrecorded  agreement  between  Milton  A.  Hamil- 
ton and    Lombard  and   Thompson,   in    the  absence  of  any 
actual   notice   thereof.     On    this    question   the   court  said  : 
*'  The  recording  Act  in  force  when  the  defendants  took  their 
conveyance  from  Strong  and  Woodbury,  on  the  loth  of  De- 
cember, 1869,  was  section  11  of  the  Act  of  July  4th,  1836,  5 
U.  S.  Stat,  at  Large,  121,  which  provided,  *  that  every  patent 
shall  be  assignable  in  law,  either  as  to  the  whole  interest,  or 
any  undivided  part  thereof,  by  any  instrument  in  writing  ; 
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which  assignment,  and  also  every  grant  and  conveyance  of 
the  exclusive  right  under  any  patent,  to  make  and  use,  and 
to  grant  to  others  to  make  and  use,  the  thing  patented  within 
and  throughout  any  specified  part  or  portion  of  the  United 
States,  shall  be  recorded  in  the  Patent  Office  within  three 
months  from  the  execution  thereof.'  It  is  well  settled,  that 
mere  licenses,  or  contracts  conferring  the  limited  and  not 
the  exclusive  right  to  exercise  some  of  the  privileges  secured 
by  the  patent,  are  not  the  subjects  of  regulation  by  this  stat- 
ute, and  that  it  relates  solely  to  grants  or  conveyances  of  the 
exclusive  right,  or  legal  estate,  vested  in  the  patentee,  which 
leave  no  interest  in  the  patentee  for  the  particular  territory 
and  the  particular  right  to  which  they  relate.  Curtis  on  Pat- 
ents, 3d  ed.,§  179.  Within  this  rule,  the  recorded  convey- 
ance of  August  27th,  1866,  from  Milton  A.  Hamilton  to  Lom- 
bard and  Thompson,  is  not  an  assignment  of  the  whole  inter- 
est in  the  patent,  or  of  any  undivided  part  thereof,  nor  is  it 
a  grant  or  conveyance  of  the  exclusive  right,  under  the  pat- 
ent, to  make  and  use,  and  to  grant  to  ^others  to  make  and 
use,  the  thing  patented,  within  and  throughout  any  specified 
part  or  portion  of  the  United  States.  It  is  only  a  license.  It 
reserves  to  the  grantor  *  the  right  to  manufacture  the  said  in- 
vention.' Whatever  right  to  manufacture  the  grantees  ac- 
quired by  the  face  of  it,  such  right  was  not  exclusive  in  them. 
Therefore,  such  instrument  was  not  one  required  to  be  re- 
corded. Nor  were  the  other  two  instruments  of  August 
27th,  1866,  instruments  which  it  was  necessary  to  record. 
The  recording  of  the  instrument  of  August  27th,  1866,  which 
was  recorded,  was  not  notice  to  the  defendants  that  they 
could  safely  rely  on  the  record,  as  showing  the  whole  transac- 
tion between  the  parties  to  the  instrument  in  respect  to  its 
subject-matter.  The  three  instruments  were  all  of  them  valid, 
without  recording,  as  against  the  defendants,  although  bona 
fide  purchasers  without  actual  notice.  Although  the  recorded 
instrument  of  August  27th,  1866,  may,  on  its  face,  convey  the 
right  to  make  to  the  grantees,  seeing  it  on  the  record  is  of  no 
more  avail  to  the  defendants  than  if  they  had  seen  it  out  of 
the  record.  The  existence  of  the  three  instruments,  taken 
together,  as  limiting  the  right  of  Lombard  and  Thompson, 
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affects  the  defendants  with  the  consequences  of  such  limita- 
tion, for  they  can  have  no  greater  right  than  Lombard  and 
Thompson  had.** 

Before  any  order  overruling  the  plea  to  the  amended  bill 
has  been  made,  the  defendants  now  present  a  petition  to  the 
court  for  a  rehearing  or  a  re-argument  of  the  case.     The 
ground  of  the  application  is  set  forth  in  an  affidavit  made  by 
Mr.  Cogswell,  the  counsel  for  the  defendants,  who  prepared 
the  brief   for  the   defendants  on  the   plea    to  the  amended 
bill,  which  states,  that  he  understood  that  the  case   turned 
on   actual   notice    to   the   defendants'  assignors,  of  the    un- 
recorded agreements  between     them  and   Milton   A.    Ham- 
ilton,    limiting,    as    was     claimed,     the    operation    of     the 
license  given   by  the  latter  to  such  assignors  ;  that  he  was 
furnished  with  the  plaintiff's  brief  just  before  the  case  was 
submitted  to  the  court,  and   the  question  upon   which  the 
case  was  decided  did  not  attract  his  attention  until  he  saw 
the  opinion  of  the  court  ;  that  justice  to  the  defendants  re- 
quires, that  the  case  should  be  reargued,  to  the  end  that  the 
question   may  be  presented,   whether  Milton  A.    Hamilton, 
having  conferred  upon  I^ombard  apd  Thompson  the  apparent 
right  to  manufacture  and  sell  the  patented  invention,  without 
restriction  or  reservation,  and  the  power  to  assign  such  right 
to  others,  without  such  restriction,  is  not,  and  the  plaintiff, 
as  his  assignee,  is  not,  estopped  from  setting  up,  as  against 
the  defendants,   who  are  innocent  third  parties,   and  have 
bought  in  good  faith  such  right,  relying  upon  the  uncondi- 
tioned and  unrestricted  license,  the  limitation  or  restriction 
of  said  license,  contained  in  a  separate  instrument  not  in  any 
way  referred  to  in  said  license. 

The  amended  bill  alleged,  that  the  defendants  had  con- 
structed machines  containing  the  patented  invention,  with 
full  knowledge  of  the  facts  alleged  in  the  bill,  among  which 
facts  was  the  existence  of  the  said  two  unrecorded  instru- 
ments. The  defendants  denied  knowledge  and  notice  of  the 
existence  of  said  two  instruments.  No  evidence  of  actual 
notice  of  either  of  them  to  the  defendants  was  given  by  the 
plaintiff. 

It  is  contended,  for  the  defendants,  that  a  point  conclusive 
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against  the  plaintiff's  right  was  not  brought  to  the  attention 
of  the  court  ;  that  the  court  held,  in  its  decision  on  the  plea 
to  the  original  bill,  that  the  words  **  legal  representatives," 
in  the  recorded  conveyance  of  August  27th,  1866,  included 
"  assigns  ;*'  that  such  conveyance  was  absolute  and  unconjdi* 
tional,  as  was  held  in  the  same  decision,  except  a  reservation 
not  applicable  to  the  question  in  hand  ;  that  the  evidence 
shows  that  the  defendants  and  their  immediate  assignors  were 
bona  fide  purchasers  for  value,  without  notice  ;  that  it  is  a 
rule  of  law,  that,  where  the  owner  of  property  has  conferred 
upon  another  person  a  power  to  dispose  of  it,  and  an  inno- 
cent third  party  has  dealt  with  such  person  upon  the  as- 
sumption that  he  possessed  such  power  so  apparently  con- 
ferred, such  owner  is  estopped  from  asserting  that  the  power 
was  not  what  it  purported  to  be,  but  was  limited  or  restricted 
by  some  secret  agreement  ;  that  the  purchase  by  the  defend- 
ants was  made  upon  the  faith  of  the  title  which  Milton  A. 
Hamilton  had  apparently  given  to  Lombard  and  Thompson, 
and  it  would  be  contrary  to  justice  and  good  conscience  to 
prevent  him,  or  the  plaintiff,  as  his  assignee  by  a  title  derived 
from  him  subsequently  to  his  conveyance  to  Lombard  and 
Thompson,  to  assert  his  real  title  against  the  defendants  ; 
that  a  contrary  rule  would  operate  as  a  fraud  by  Milton  A. 
Hamilton  upon  the  defendants  ;  that  the  case  is  one  for  the 
application  of  the  principle,  in  favor  of  the  defendants,  that, 
where  one  of  two  innocent  parties  must  sustain  loss  from  the 
fraud  of  a  third,  such  loss  must  fall  upon  the  one,  if  either, 
whose  act  has  enabled  such  fraud  to  be  committed  ;  that  the 
defendants  are  innocent  purchasers,  upon  the  faith  of  the  ap- 
parent title  conferred  upon  Lombard  and  Thompson  ;  that 
any  fraud  which  has  been  committed  has  been  committed  by 
virtue  of  the  evidence  of  title  which  the  plaintiff's  assignor 
put  into  the  hands  of  Lombard  and  Thompson  ;  and  that 
frauds  may  be  perpetrated  on  the  public,  if  the  owners  of 
patents  who  give  absolute  assignable  licenses,  are  permitted 
to  treat  as  infringers  purchasers  of  such  licenses,  by  virtue  of 
a  secret  agreement  entered  into  at  the  time  of  the  execution 
of  the  license. 

Two  cases  are  referred  to  by  the  defendants — McNeil  v. 
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Tenth  National  Bank ^  46  N.  Y..  325,  and  Moore  v.  Metropolitan 
National  Bank ^  55  Id.,  41.  The  head  note  of  the  first  case  is, 
that  where  the  owner  of  property  confers  upon  another  an 
apparent  title  to  it,  or  power  of  disposition  over  it,  he  is 
estopped  from  asserting  his  title  as  against  an  innocent  th'ird 
party,  who  has  dealt  with  the  apparent  owner  in  reference 
thereto,  without  knowledge  of  the*claims  of  the  true  owner  ; 
and  that  the  rights  of  such  third  party  do  not  depend  upon 
the  actual  title  or  authority  of  the  one  with  whom  he  dealt, 
but  upon  the  act  of  the  owner,  which  precludes  him  from  dis- 
puting the  title  or  authority  he  has  apparently  conferred. 
The  doctrine  was  limited  by  the  decision  to  the  case  where 
the  owner  had  intrusted  to  another,  not  merely  the  posses- 
sion of  the  property,  but  written  evidence,  over  his  own  sig- 
nature, of  title  thereto,  and  of  an  unconditional  power  of 
disposition  over  it.  The  same  doctrine  was  applied  in  Moore 
V.  Metropolitan  National  Bank,  where  it  was  held  that  the  bona 
fide  purchaser,  for  value,  of  a  non-«egotiable  chose  in  action, 
from  one  upon  whom  the  owner  had,  by  written  assignment, 
conferred  the  apparent  absolute  ownership,  where  the  pur- 
chase is  made  upon  the  faith  of  such  apparent  ownership, 
obtains  a  valid  title  as  against  the  real  owner,  who  is  estopped 
from  asserting  a  title  in  hostility  thereto. 

Since  the  decision  in  this  case  on  the  plea  to  the  amended 
bill,  it  has  been  stipulated  in  writing  by  the  plaintiff,  that 
Edmund  F.  Woodbury  would  testify  that  the  consideration 
paid  for  the  conveyance  of  April  29th,  1868,  from  Lombard 
and  Thompson  to  Russell,  Reese,  and  the  firm  of  Strong  & 
Woodbury,  (consisting  of  Henry  A.  Strong  and  Edmund  F. 
Woodbury,)  was  the  sum  of  $4,000,  in  property  and  cash,  and 
that  the  defendants  respectively  would  testify  that  they  paid, 
on  the  execution  and  delivery  of  the  conveyance  from  Strong 
&  Woodbury,  of  December  loth,  1869,  to  them,  the  sum  of 
$1,000,  in  cash,  and  that  such  stipulation  be  filed  and  made  a 
part  of  the  record  on  the  application  for  a  rehearing,  with  the 
same  effect  as  though  such  testimony  had  regularly  been  put 
in  by  the  defendants  originally. 

In  the  proofs,  Edmund  F.  Woodbury  testified,  that  he 
negotiated  with  Lombard  the  purchase  covered  by  the  con- 
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veyance  of  April  29th,  1868  ;  that  he  never  heard,  until  the 
spring  of  1877,  of  the  two  unrecorded  instruments  of  August 
27th,  1866  ;  and  that  the  only  agreement  between  Hamilton 
and  Lombard  and  Thompson,  of  which  he  had  any  informa- 
tion prior  to  1877,  was  the  recorded  conveyance  of  August 
27th,  1866. 

The  conveyance  of  April  29th,  1868,  from  Lombard  and 
Thompson  to  Russell,  Reese,  and  Strong  &  Woodbury,  recites, 
that,  **  whereas,  by  virtue  of  assignment  from  Milton  A. 
Hamilton,  dated  August  27th,  1866,  the  right  for  the  State  of 
New  York  was  vested  in  us,  Clinton  A.  Lombard  and  John 
Thompson,"  and  then  it  conveys  all  their  **  right,  title  and 
interest"  in  the  invention,  as  secured  to  them  by  the  patent, 
for,  to  and  in  the  State  of  New  York.  The  conveyance  of 
July,  1868,  from  Reese  to  Russell  and  Strong  &  Woodbury, 
recites,  that,  '*  by  virtue  of  assignment,  dated  August  27th, 
1866,  the  right  for  the  State  of  New  York  was  vested  in  Clin- 
ton A.  Lombard  and  John  Thompson,"  and  that,  by  virtue 
of  the  assignment  from  them,  of  April  29th,  1868,  **  the  right 
for  the  State  of  New  York'*  was  vested  in  Russell,  Reese,  and 
Strong  &  Woodbury,  and  then  it  conveys  all  the  **  right,  title 
and  interest  **  of  Reese  in  the  invention,  as  secured  to  him 
by  the  patent,  for,  to  and  in  the  State  of  New  York.  The 
conveyance  of  December  loth,  1869,  from  Strong  &  Woodbury 
to  the  defendants,  recites,  that,  by  virtue  of  the  assignment 
from  Hamilton,  of  August  27th,  1866,  **  the  right  for  the 
State  of  New  York  **  was  vested  in  Lombard  and  Thompson, 
and  that,  by  virtue  of  the  assignment  from  them,  of  April  29th, 
i868,  **  the  right  for  the  State  of  New  York  "  was  vested  in 
Russell,  Reese,  Strong  and  Woodbury,  and  that,  by  virtue  of 
the  assignment  from  Reese,  of  July  15th,  1868,  **  all  his  right, 
title  and  interest  in  and  to  said  right  for  the  State  of  New 
York"  was  vested  in  Russell,  Strong  and  Woodbury,  and 
then  it  conveys  all  **  our  right,  title  and  interest  therein,  as 
secured  by  the  letters  patent  and  assignment  before-men- 
tioned, which  consists  of  the  right,  title  and  interest  "of 
Russell,  Strong  and  Woodbury  '*  to  the  right  for  the  whole 
State  of  New  York,  except  one- half  interest  held  by  Robert 
P.  Russell,  and  the  counties  of  Cayuga  and  Franklin,  previ- 
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ously  assigned  to  John   Busby  and  Sidney  A.   Paddock,  re- 
spectively." 

The  conveyance  of  April  29th,  1868,  from  Lombard  and 
Thompson,  conveys  only  their  "  right,  title  and  interest  "  in 
the  invention.  The  conveyance  from  Reese  conveys  only 
his  **  right,  title  and  interest"  in  the  invention.  The  con- 
veyance from  Strong  and  Woodbury  conveys  only  their 
**  right,  title  and  interest."  No  recitals  in  those  instruments 
caused  them  to  operate  to  convey  to  the  defendants  anything 
more  than  the  right,  title  and  interest  of  Lombard  and 
Thompson,  whatever  it  was,  on  the  29th  of  April,  1868.  It  is 
true,  that  the  conveyance  of  April  29th,  1868,  and  the  subse- 
quent conveyances,  recite,  that  what  was  vested  in  Lombard 
and  Thompson,  by  the  assignment  to  them,  was  **  the  right 
for  the  State  of  New  York."  But,  Milton  A.  Hamilton  was 
no  party  to  those  conveyances.  He  did  not  deal  with  any  one 
but  Lombard  and  Thompson.  Even  if  they  be  regarded  as 
acting  as  his  agents,  in  subsequently  conveying,  they  con- 
veyed only  their  **  right,  title  and  interest."  What  that  was 
has  been  defined.  The  parties  taking  from  and  under  them 
were,  by  the  form  of  the  conveyance  from  them,  referred  to 
Hamilton,  to  ascertain  what,  in  fact,  the  **  right,  title  and 
interest  "  of  Lombard  and  Thompson  was.  What  it  was  de- 
pended on  the  three  instruments  of  August  27th,  1866,  taken 
together,  and  an  inquiry  of  Hamilton  would  have  disclosed 
that  fact.  There  was  enough  in  the  terms  **  right,  title  and 
interest,"  in  the  assignment  from  Lombard  and  Thompson, 
to  put  any  purchaser  from  them,  immediate  or  subsequent, 
on  inquiry,  and  to  charge  him  with  notice  of  what  such 
inquiry,  if  made  of  their  grantor,  would  have  disclosed. 
While,  by  the  recorded  assignment  of  August  27th,  1866,  the 
right  to  make  may  appear  to  have  been  vested  in  Lombard 
and  Thompson,  yet  they  did  not  undertake  to  convey  what 
that  assignment  appeared  to  convey,  but  only  their  "  right, 
title  and  interest,"  as  it  in  fact  existed.  The  case,  therefore, 
does  not  fall  within  the  principle  of  the  two  cases  cited  for 
the  defendants.  In  this  case  no  one  made  any  inquiry  of  any 
person  but  Lombard  and  Thompson.  Neither  Hamilton  nor 
the  plaintiff  is   bound  by  any  suppression   of  the  truth  by 
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them,  or  any  failure  on  their  part  to  disclose  all  three  of  the 
instruments,  so   long  as  they  assumed  to  convey  only  their 

right,  title  and  interest.*' 

It  follows,  that  the  prayer  of  the  petition  must  be  denied. 


( « 


George  H,  Lothrop^  for  the  complainant. 
William  F,  Cogswell^  for  the  defendants. 


Priscilla  W.  Page,  as  Administratrix,  etc.,  et  al. 

vs. 

The  Holmes  Burglar   Alarm   Telegraph   Company. 

In  Equity.* 

The  reissued  letters  patent  granted  October  loth,  iSyi.  to  Priscilla  W.  Page, 
administratrix,  etc.,  of  Charles  G.  Page,  deceased,  and  the  Western  Union 
Telegraph  Company,  for  improvements  in  induction  coil*  apparatus  and 
circuit  breakers,  the  original  patent  having  been  granted  to  said  Page,  as 
inventor,  April  14th,  1868,  are  valid,  so  far  as  claims  ti,  12  and  13  are 
concerned. 

The  history  of  the  invention,  and  of  the  efforts  of  Page  to  obtain  a  patent  for 
it,  set  forth. 

The  defendant  held  to  have  infringed  claims  11, 12  and  13,  namely,  '*  11.  The 
adjustment  of  the  retractile  force  of  an  automatic  circuit  breaker,  substan- 
tially as  set  forth.  12.  The  combination  of  an  electro-magnet,  armature 
and  adjustable  retractor.  13.  Adjusting  or  regulating  the  length  of  vibra- 
tion of  the  armature  of  an  electro-magnet,  by  means  of  a  set  screw,  or 
any  mechanical  equivalent  for  substantially  the  same  purpose,  substan- 
tially as  herein  set  forth." 

Claim  II  held  to  have  been  infringed,  although,  in  the  plaintiffs*  patent,  the 
armature  was  retracted  by  a  weight,  made  adjustable,  and,  in  the  defend. 
ant*8  apparatus,  the  retractile  force  was  a  spiral  spring,  made  adjustable 
as  to  its  tension,  the  two  having  the  same  extent  of  adjustable  capacity, 
by  minute  adjustments  capable  of  being  made  without  stopping  the 
working  of  the  apparatus  ;  and  although  the  adjustable  functions  of  the 

♦  17  Blatchf.  C.  C.  R.,  484. 
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spring  were  used  only  to  ascertain  whether  the  apparatus  was  in  work- 
ing order  originally,  and  then  the  spring  was  left  at  the  tension  fixed 
upon. 

The  words  "the  adjustment/'  in  claim  ii,  held  to  mean,  the  mechanical 
means  of  making  the  adjustment. 

Claim  T3  held  to  have  been  infringed,  although  the  defendant's  set  screw  was 
set  originally  at  a  given  point,  to  determine  the  extent  of  vibration  of  the 
armature,  and  was  not  afterwards  changed. 

Claim  13  held  to  be  a  claim  to  the  set  screw  so  arranged  as  to  be  capable  of 
making  the  regulation. 

The  special  Act  of  Congress  of  March  i(^th,  1868,  15  U.  S.  Stat,  at  Large, 
356,  under  which  the  patent  was  granted,  construed. 

The  words  "circuit  breakers  described  by  him  prior  to  said  application,*'  in 
said  Act,  defined,  and  held  to  include  such  appendages  and  added  instru- 
mentalilies,  so  previously  described  by  Page,  as  were  calculated  to  make 
the  circuit  breaker  more  efficient  or  perfect. 

The  inventions  covered  by  claims  11  and  12  examined,  as  to  their  history  and 
the  prior  description  of  them  by  Page. 

Claim  13  examined,  as  to  the  time  from  which  the  invention  covered  by  it 
takes  date,  as  having  been  described  by  Page. 

The  novelty  of  the  inventions  covered  by  claims  11,  12  and  13  held  not  to  have 
been  successfully  impeached. 

The  provision  |n  §  2  of  the  Act  of  July  4th.  1836,  5  U.  S.  Stat,  at  Large,  iiS, 
which  disqualified  a  person,  while  an  employee  in  the  Patent  Office,  from 
acquiring  an  interest  in  a  patent,  did  not  operate  to  dedicate  to  the 
public  inventions  made  by  such  employee  before  he  became  such  em- 
ployee. 

The  said  special  Act  construed,  on  the  question  of  the  abandonment  of  the 
inventions  by  Page  to  the  public,  and  held  not  to  be  open  to  the  objec- 
tion that  it  deprived  any  person  of  his  properly  without  due  process  of 
law. 

The  application  to  be  made  under  said  special  Act  was  subject  to  the  same 
rules  as  other  applications,  and  the  same  right  to  a  reissue  existed  as  in 
the  case  of  other  patents. 

(Before  Blatchford,  J.,  Southern  District  of  New  Yoik,  February,  1880.) 

Blatchford,  J. 

This  suit  is  founded  on  reissued  letters  patent  granted 
October  loth,  1871,  to  Priscilla  W.  Page,  administratrix,  etc., 
of  Charles  G.  Page,  deceased,  and  the  Western  Union  Tele- 
graph Company,  for  improvements  in  induction  coil  appara- 
tus  and   circuit  breakers,   the  original  patent  having  been 
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granted  to  said  Page  April  14th,  1868.  It  was  granted  under 
an  Act  of  Congress  approved  March  19th,  1868,  15  U.  S.  Stat, 
at  Large,  356,  which  provided  as  follows  :  **  The  Commis- 
sioner of  Patents  is  hereby  authorized  to  receive  and  enter- 
tain a  renewal  of  the  application  of  Charles  Grafton  Page  for 
letters  patent  for  his  *  induction  apparatus  and  circuit  break- 
ers,' now  on  file  in  the  United  States  Patent  Office,  including 
therewith  his  circuit  breakers,  described  by  him  prior  to  said 
application,  and  that  if  the  commissioner  shall  adjudge  the 
said  Page  to  have  been  the  first  inventor  thereof,  he  shall 
issue  to  him  a  patent,  which  patent  shall  be  valid,  notwith- 
standing said  Page's  invention  may  have  been  described  or 
in  use  prior  to  said  application,  and  notwithstanding  the  fact 
that  said  Page  is  now  an  examiner  in  the  United  States  Pat- 
ent Office  :  Provided^  that  any  person  in  possession  of  said 
apparatus  prior  to  the  date  of  said  patent  shall  possess  the 
right  to  use,  and  vend  to  others  to  use,  the  said  specific  appa- 
ratus in  his  possession  without  liability  to  the  inventor,  pat- 
entee, or  any  other  person  interested  in  said  invention  or  pat- 
ent therefor." 

There  are  15  claims  in  the  reissue.  It  is  insisted  that 
claims  11,  12  and  13  have  been  infringed  by  the  defendant. 
They  are  as  follows  :  *'  11.  The  adjustment  of  the  retractile 
force  of  an  automatic  circuijt  breaker,  substantially  as  set 
forth.  12.  The  combination  of  an  electro-magnet,  armature 
and  adjustable  retractor.  13.  Adjusting  or  regulating  the 
length  of  vibration  of  the  armature  of  an  electro-magnet,  by 
means  of  a  set  screw,  or  any  mechanical  equivalent  for  sub- 
stantially the  same  purpose,  substantially  as  herein  set  forth.** 
Portions  only  of  the  specification  are  necessary  to  be  consid- 
ered. After  describing  the  arrangement  of  a  revolving  arma- 
ture for  an  automatic  circuit  breaker,  the  specification  says  : 
**  Instead  of  a  revolving  armature  for  a  circuit  breaker,  a 
vibrating  armature  may  be  substituted,  and  the  latter  «vill  be 
found  more  convenient,  for  several  reasons.  One  especially 
is,  that  it  can  be  readily  adjusted  so  as  to  increase  or  diminish 
the  rate  of  interruption  of  the  circuit  and  the  force  to  be  over- 
come in  working  it.  A  vibrating  automatic  circuit  breaker, 
consisting  of  a  very  small  electro-magnetic  bar,   vibrating 
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between  the  arms  of  a  permanent  magnet,  the  magnet  chang- 
ing its  poles  at  each  vibration,  the  length  of  vibration  of  the 
bar  being  regulated  by  a  set  screw,  makes  a  good  circuit 
breaker,  and  will  be  found  fully  described  by  the  said  Charles 
G.  Page  in  Silliman's  Journal,  volume  32,  pages  355  to  358, 
in  a  communication  dated  April  19th,  1837.  This  species 
is,  however,  not  so  simple  as  others,  and  further  allusion  to 
it  is  not  necessary.  A  vibrating  armature  is  preferable,  as  it 
requires  no  change  of  poles  to  effect  its  motion,  this  being 
produced  by  merely  intercepting  the  galvanic  current  at 
suitable  intervals.  One  form  of  vibrating  armature  is  shown 
at  figure  8.  A  small  rod  of  soft  iron,  about  the  size  of  that 
shown  in  the  figure,  is  mounted  upon  an  axis  or  shaft,  j, 
which  is  supported  in  suitable  bearings  upon  two  pillars,  r, 
so  as  to  vibrate  freely.  A  small  electro-magnet  is  supported 
upon  one  of  these  pillars,  and  the  armature  is  placed  between 
its  branches,  so  that  one  end  is  above  and  the  other  below 
the  plane  of  the  magnet.  One  end  of  the  armature  bears  a 
branching  copper  wire,  its  branches  passing  down  into 
mercury  cups  /*,  r\  Cup  c  may  be  partly  of  glass,  so  that  the 
play  of  the  end  of  the  branch  wire  in  and  out  of  the  mercury 
in  the  cup  may  be  seen  and  the  spark  produced  on  breaking 
the  circuit  rendered  visible  When  the  magnet  is  charged 
the  armature  is  attracted  toward  its  poles,  and  around  the 
ends  of  the  armature  is  a  ferrule  of  thin  brass  or  non-mag- 
netic metal,  to  prevent  magnetic  adhesion  of  the  armature  to 
the  magnet.  The  galvanic  connections  are  under  the  base 
board,  and  may  be  traced  as  follows  :  One  pole  of  the  battery 
being  connected  with  cup  /,  and  the  other  with  cup  «,  the 
current  will  pass  along  from  cup/  to  cup  Cy  as  indicated  by 
the  arrow,  thence  upward  through  one  branch  of  the  wire 
and  downward  through  the  other  branch,  into  cup  ^\  thence 
upward  again  into  one  end  of  the  wire  around  the  electro- 
magnet, and,  circulating  around  the  wire  coil,  will  pass  out 
through  the  other  end  to  cup  n  and  so  back  to  the  battery. 
The  passage  of  the  current  charges  the  magnet,  lifts  one  end 
of  the  armature,  raises  the  branch  wire  from  the  mercury  in 
the  cups  r,  f\  and  breaks  the  circuit.  This  end  then  falls  by 
its  weight,  the  branch  wire  overbalancing  the  other  end,  the 
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circuit  is  again  completed,  and  thus  it  may  be  broken  with 
great  rapidity.  An  adjusting  or  set  screw  may  be  placed  on 
a  suitable  support  over  this  end,  after  the  manner  of  the  last- 
named  vibrating  circuit  breaker,  so  as  to  regulate  the  extent 
of  the  vibrations.  The  weight  of  this  end,  or  what  may  be 
denominated  its  retractile  force,  may  also  be  regulated  by  a 
small  movable  weight  placed  on  or  over  this  half  of  the 
armature,  after  the  manner  shown  in  figure  10.  This  circuit 
breaker  is  introduced  into  the  circuit  of  the  primary  coil  in 
the  same  way  as  the  revolving  armature.  A  more  simple  form 
of  vibrating  armature  is  shown  in  figure  9,  in  which  the  arma- 
ture n  vibrates  to  and  from  the  electro  magnet  «,  u,  in  a 
direction  parallel  to  itself.  It  is  attached  to  a  light  brass 
spring  J,  fastened  to  pillar  2.  This  spring  passes  through  an 
opening  in  the  yoke^y  on  the  top  of  pillar  3.  At/  is  a  tip  or 
small  disk  of  platinum,  soldered  to  the  spring,  which  is  in 
contact  with  the  platinum  point  on  the  lower  end  of  set 
screw  J*,  passing  down  through  the  top  of  the  yoke.  Set 
screw  J*  is  accompanied  with  a  tightening  nut,  j\  This  set 
screw  regulates  the  proximity  of  the  armature  to  the  magnet, 
and,  to  some  extent  the  tension  of  the  spring  and  the  rapid- 
ity of  its  vibrations.  It  will  be  seen,  however,  that  the  regu- 
lation or  adjustment  is  imperfect,  for,  as  the  spring  is  pressed 
down  toward  the  magnet,  the  armature  is  brought  nearer  to 
the  magnet,  and,  as  the  attractive  force  increases  more  rapid- 
ly with  the  diminution  of  the  distance  between  the  armature 
and  the  magnet  than  does  the  force  of  the  spring  increase, 
the  adjustment  is,  in  a  measure,  defective.  If,  now,  the  mag- 
net d  dht,  connected  with  the  battery  and  charged,  and  the 
circuit  with  the  battery  is  made  by  the  current  passing  up 
pillar  2,  thence  into  spring  j,  thence  into  set  screw  ^  and 
pillar  3,  and  thence  through  the  wires  of  the  electro-magnet 
back  to  the  battery,  the  magnet  will  draw  down  the  armature, 
and  with  it  spring  ^,  and  thus  break  the  circuit,  by  pulling 
the  platinum  disk  away  from  the  platinum  point  on  the  lower 
end  of  set  screw  s^  .  On  breaking  the  circuit  the  magnet 
loses  its  power,  and  the  spring  rises  and  completes  the  circuit 
again,  the  magnet  is  again  charged  and  the  armature  drawn 
down  and  breaks  the  circuit  again,   and  thus  a  very  rapid 
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series  of  vibralions  and  interruptions  of  the  circuit  may  be 
effected.     It  is  evident,  therefore,  if  the  circuit  of  this  breaker 
is  included  in  or  forms  part  of  the  main  circuit  which  passes 
through  the  primary  coil,  that  at  each  break  an  induced  cur- 
rent will  be  set  up  in   the  secondary  coil,  as  with  the  other 
circuit  breakers.     In   figure   lo  is  shown  an  electro-magnet 
and  armature  in  which  th6  retractile  force  of  the  armature  is 
made  adjustable.     This  is  oftentimes  important.     The  coils  / 
are  secured  to  a  base  board  and  inclose  a  bundle  of  soft  iron 
wires,  seen  projecting  slightly  at  a.     Between  the  two  pillars 
X  is  suspended  the  vibrating  electrotome  or  circuit  breaker. 
g  is  a  small  cylinder  of  soft  iron  attached  to  one  end  of  the 
lever  e,  which  passes  through,  or  is  otherwise  secured  to,  the 
vibrating  shaft  ^.     The  other  end  of  the  lever  dips  into  a 
mercury  cup   ;//,    fixed   upon  the  metallic  strap  ^\     On  the 
strap  d  is  another  mercury  cup  of  brass,  into  which  descends 
a  branch  wire  //,   from   the  vibrating  wire  c.     Arising  fr#m 
the  shaft  J^  is  a  stiff  brass  wire  in  the  form  of  a  bent  lever, 
carrying  upon  its  horizontal  portion  o  a  ball/,  which  is  mov- 
able on  a  screw  thread  from  end  to  end  of  portion  <?.     It  will 
be  seen,  that,  as  the  ball  is  moved  toward  the  extremity  o^ 
it  increases  the  weight  of  the  long  arm  of  wire  e.  If  the  coils 
and  magnet  be  charged  by  the  current  from  the  battery,  and 
the  current  passes  from  strap  d  to  lf\  through  the  lever  e  and 
mercury  cups,  the  magnet  a  will  attract  the  hammer  piece  ^i,"-, 
and,  in  so  doing,  will  lift  the  end  of  lever  ^  out  of  the  mer- 
cury in  cup  m  and  break  the  circuit,  when  the  armature  lever, 
being  drawn  back   by  the  retractile  force  of  the  weight,  will 
again  close  the  circuit.     As  the  weight/ is  further  removed 
from  the  centre  of  vibration,  the  more  magnetic  power  will 
be  required  to  move  the  hammer^  ;  its  distance  from  magnet 
a  remaining  the  same,  the  greater  is  its  retractile  force,  and 
the  more  suddenly  and  completely  will  the  circuit  be  broken 
in  cup  m.     The  distance  between  g  and  a  can   be  varied  by 
slightly  bending  the  wire  e.*'     The  text  of  the  specification 
of  the  original  patent  is,  in  the  foregoing  parts,  substantially 
identical  with  that  of  the  specification  of  the  reissue,  and  the 
drawings  of  the  two  are  identical.     Among  the  claims  of  the 
original  patent  were  the  following  :  **  Eleventh.     I  claim  the 
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adjustment  of  the  retractile  force  of  an  automatic  circuit 
breaker,  substantially  as  set  forth.  Twelfth.  In  combina- 
tion with  such  adjustment,  I  claim  adjusting  the  distance  of 
the  hammer  or  the  armature  from  the  pole  or  poles  of  the 
electro-magnet  which  actuates  them,  as  set  forth.  Thirteenth. 
I  claim  adjusting  or  regulating  the  length  of  vibration  of  the 
circuit  breaking  bar  by  means  of  a  set  screw,  or  any  mechan- 
ical equivalent  for  substantially  the  same  purpose,  substan- 
tially as  herein  set  forth." 

Dr.  Page  was  appointed  principal  examiner  in  the  United 
States  Patent  Office  in  1842.  It  is  claimed,  that,  before  that 
time,  and  in  1836,  1837  and  1838,  he  had  made  some  or  all  of 
the  inventions  covered  by  the  patent  sued  on  in  this  case. 
Being  prevented  by  statute  from  obtaining  a  patent  while 
such  examiner,  he  applied  to  Congress,  in  1845,  to  remove 
such  disability.  Not  obtaining  such  relief,  he  resigned  his 
office  of  examiner  in  1852.  On  the  2d  of  February,  1854,  he 
applied  for  a  patent  for  what  he  called  **  a  new  and  useful 
machine  for  administering  electricity  as  a  remedial  agent." 
The  specification  was  sworn  to  February  2d,  1854.  Part  of 
the  contents  of  the  file  wrapper  in  that  case  is  an  affidavit 
made  by  Dr.  Page,  January  27th,  1854,  in  which  he  states 
**  that,  some  time  prior  to  his  appointment  as  an  examiner  of 
patents  in  the  United  States  Patent  Office,  he  made  an  inven- 
tion entitled  by  him  the  compound  magnet  and  electro- 
tome,  the  same  consisting  chiefly  in  combining  a  self-acting 
electrotome  with  a  compound  magnet  and  helix,  and  that, 
some  time  after  said  appointment,  upon  discovering  that  said 
invention  was  being  extensively  made  and  sold,  he  applied 
to  Congress  for  authority,  by  special  Act,  to  take  out  a  patent 
for  said  invention,  by  and  with  the  advice  and  written  recom- 
mendation of  Hon.  H.  L.  Ellsworth,  then  Commissioner  of 
Patents,  and  that  said  application  was  refused  by  Congress  ; 
that,  as  soon  as  he  was  able,  he  resigned  his  office  and  tcok 
the  necessary  steps  to  secure  his  rights  to  said  invention,  and 
that  said  invention  is  now  in  public  and  common  use,  and 
extensively  made  and  sold,  and  that  he  has  never  consented 
to  such  sale  or  use,  nor  abandoned  said  invention  to  the  pub- 
lic."    Accompanying  said  application  was  a  letter  from  Dr. 


172  SOUTHERN   DISTRICT  OF  NEW   YORK. 

Page  w.  Holmes  Burglar  Alarm  Telegraph  Co. 

Page  to  the  Commissioner  of  Patents,  dated  January  27th, 
1854,  in  which  he  said  :  *'  Being  about  to  apply  for  letters 
patent  for  the  invention  set  forth  in  the  accompanying  affi- 
davit, I  beg  leave  to  request  that  you  will  authorize  the 
examination  of  my  claims  without  delay,  in  view  of  the  facts 
in  the  case,  but  more  especially  for  ihe  reasons,  that  the 
invention  has  been  so  long  in  public  use  without  my  consent 
or  power  to  restrain  it,  and  that  1  have  hitherto  made  appli- 
cation for  letters  patent  for  this  invention  to  Congress,  the 
only  source  from  which,  under  the  law,  I  could  expect  to  get 
a  patent.**  The  drawings  accompanying  said  application  do 
not  seem  to  have  been  preserved  on  file,  though  the  record 
shows  that  there  were  two  drawings.  The  specification  on 
the  application,  as  originally  filed,  said  :  **  Fig.  i  is  a  per- 
spective view  of  the  machine.  Fig.  2  is  a  bottom  view  of  the 
base  board  of  the  machine,  showing  the  wire  connections. 
Figs.  3,  4,  5,  6  are  views  of  various  forms  of  compound  elec- 
tro-magnets. Figs.  7,  8  exhibit  different  forms  of  interrup- 
ters or  electrotomes.  My  invention  consists,  first,  in  combin- 
ing with  a  helix  or  helices,  inclosing  a  compound  and  adjust- 
able electro- magnetic  core,  a  self-acting  electro-magnetic 
electrotome,  so  that,  when  said  helix  or  helices  are  con- 
nected with  a  galvanic  battery,  the  galvanic  circuit  shall  be 
instantly  broken  and  re-established,  and  thus  continuously 
and  rapidly  interrupted  and  completed  without  the  aid  of 
the  operator  or  mechanical  movements,  whereby  a  rapid 
succession  of  shocks  may  be  obtained  and  graduated  in  a  con- 
venient manner  for  medical  purposes.  Prior  to  my  inven- 
tion mechanical  interrupters  or  electrotomes  were  employed 
to  produce  shocks  from  helices  inclosing  electro-magnets,  and 
required  the  services  of  an  attendant,  and  the  size,  expense 
and  difficulty  of  working  such  machines  prevented,  their  use 
to  any  considerable  extent,  but  the  employment  of  the  self- 
acting  electrotome  in  combination  with  the  compound  electro- 
magnet reduced  the  size  and  expense  of  the  machine,  rendered 
it  more  simple  and  efficient,  dispensed  with  the  attendant, 
and  thus  brought  it  within  the  reach  of  almost  every  afflicted 
person  requiring  the  remedial  aid  of  electricity.  The  helix 
consists,  usually,  of  two  sizes  of  wire,  the  layers  nearest  the 


FEBRUARY,    1880.  1/3 


Page  V.  Holmes  Burglar  Alarm  Telegraph  Co. 


magnetic  core  being  of  large  size,  say  No.  16,  and  those  ex- 
terior to  them  of  fine  wire,  say  No.  20  and  upward.     The  large 
wire  is  to  be  connected  with  a  galvanic  battery,  to  induce 
magnetism  in  the  core,  and  the  shocks  are  obtained  by  con- 
tact with  the  ends  of  the  fine  wire.     The  helix  tf,  thus  formed, 
is  secured  to  a  base  board  by  brass  straps^  b^  and  the  extrem- 
ities of  the  fine  and  large  wires  are  led  down  through  suit- 
able holes  in  the  base  board  for  the  purpose  of  making  all  the 
necessary  connections  underneath  the  board,  out  of  sight,  and 
give  a  neat  appearance  to  the  instrument.     The  connections 
through  which  the  galvanic  circuit  is  completed,  and  the  mode 
of  breaking  the  circuit,  are  as  follows  :  The  positive  pole  of  the 
battery  is  to  be  connected,  we  will  suppose,  with  a  binding 
screw  cup  i.     A   wire,  P,  soldered  to  the  lower  part  of  this 
cup,  passes  under  the  base  board,  to  the  point/*,  where  it 
rises  through  the  board  to  connect  with  one  extremity  of  the 
large   wire   of  the  helix,  the  other  extremity  coming  down 
through  the  board  to  connect  with  wire  /*.     The  wire  /'  is 
soldered  to  the  lower  part  of  the  pillar  2,  and  upon  the  top  of 
this  pillar  is  secured  a  metallic  spring,  j,  which  is  in  contact 
with  a  metallic  point  upon  the  lower  end  of  set  screw  i*,  and 
by  this  means  in  contact  with  pillar  3,  from  the  lower  end  of 
which  passes  a  short  wire,/',  to  the  extremity,  4,  of  the  wire 
dy   dy   surrounding  the  little   electro-magnet   e.      The  other 
extremity,  5,  descending  through  the  board,  is  connected  by 
a  short  wire,/*,  with  the  lower  end  of  binding  screw  cup  6. 
The  metallic  circuit  for  the  battery  is  thus  completed,  and  the 
magnet  e  draws  down  the  armature  n  attached  to  the  end  of 
spring  J,  and,  breaking  the  contact  between  spring  s  and  the 
point  of  the  set  screw  j*,  interrupts  the  galvanic  circuit  and 
produces  the  shock.     The  force  of  the  spring  s  renews  the 
contact  with  the  set  screw,  and  the  magnet  e  again  acts,  and 
thus  we  have  a  series  of  shocks  produced  with  a  rapidity  de- 
pendent upon  the  strength  of  magnet  e  and  the  adjustment 
of  spring  s  by  the  set  screw  i*.  The  fine  wire  helix  has  its  ex- 
tremities connected  with  cups  jc,  x  by  wires/*,  /*.  The  shocks 
are  obtained  by  immediate  contact  of  the  fingers  with  the 
cups  or,  or,  or  by  other  well-known  modes  of  communicating 
shocks.     The  Figs.  3,  4,  5  and  6  represent  different  forms  of 
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compound  magnets.  The  term,  compound  magnet,  was  orig- 
inally applied  to  a  bundle  of  iron  plates,' as  in  Fig.  3,  or  a 
bundle  of  wire,  as  in  Fig.. 4,  but,  as  the  scroll  of  thin  plate 
iron,  Fig.  5,  and  an  iron  bar  divided  down  to  its  centre,  as  in 
Fig.  6,  act  in  a  similar  manner  to  the  bundle  of  wires  or  plates, 
they  are  termed,  also,  compound  magnets,  though  they  are 
not  so  efficient  as  the  two  first  named.  The  lower  end  or  tip 
of  the  set  screw  is  armed  with  platinum,  and  the  surface  of 
the  spring  j,  immediately  under  the  set  screw,  is  covered  with 
platinum,  in  order  to  preserve  a  clean  surface  when  the  cur- 
rent is  broken.  The  bundle,  w,  of  iron  or  steel  wires  is 
generally  inserted  loosely  in  the  helix,  for  the  purpose  of 
graduating  the  shocks,  the  strength  of  the  shocks  depending 
upon  the  degree  of  insertion  of  the  bundle  of  wires.  Figs.  7 
and  8  represent  two  varieties  of  electrotome,  either  of  which 
may  be  substituted  in  place  of  the  electrotome  or  interrupter 
shown  in  Fig.  i.  The  drawings,  without  any  special  descrip- 
tion, will  suffice  to  explain  these  interrupters  to  persons 
skilled  in  the  subject,  and  full  descriptions  of  both  have  been 
hitherto  published  by  me  in  Silliman*s  Journal,  vol.  35,  pages 
262  and  267."  The  claim  was  in  these  words  :  **  What  I 
claim  as  my  invention  is,  combining  with  a  helix  or  helices 
inclosing  a  compound  electro-magnet,  a  self-acting  interrup- 
ter or  electrotome,  substantially  in  the  manner  herein  set 
forth."  The  Patent  Office,  on  the  15th  of  February,  1854, 
addressed  Dr.  Page  as  follows  :  **  In  the  matter  of  your 
application  for  letters  patent  for  an  alleged  improvement  in 
magneto-electric  machines,  it  is  found  you  have  been  antici- 
pated in  the  device  of  combining  with  a  helix  or  helices  in- 
closing a  compound  electro-magnet,  a  self-acting  interrupter, 
in  the  publication  of  the  same  thing  by  Golding  Bird,  in  the 
London,  Edinburgh  and  Dublin  Philosophical  Magazine  for 
January,  1838."  Dr.  Page  replied  thus,  on  the  17th  of  Feb- 
ruary, 1854  :  **  I  have  examined  the  publication  of  Golding 
Bird  upon  which  you  have  rejected  my  claim,  and,  if  you  will 
take  pains  to  read  the  whole  of  his  article,  you  will  find  that 
he' gives  me  credit,  in  so  many  words,  as  the  first  inventor, 
I,  therefore,  ask  for  a  reconsideration  of  the  case."  He  also, 
on  the  same  date,  addressed  the  Patent  Office  thus  :  **  As  my 
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invention  for  the  medical  application  of  electricity  has  been 
for  some  years  in  public  use,  if  the  Office,  in  view  of  the  affi- 
davit which  I  have  recently  filed,  should  consider  the  question 
of  abandonment,  I  beg  leave  further  to  slate,  that  I  have, 
from  the  first,  had  in  contemplation  the  making  of  this  ap- 
plication as  soon  as  practicable,  and  that  I  have  used  all 
reasonable  diligence  in  seeking  protection  of  my  rights  in 
relation  thereto.  I  made  application  for  a  special  patent  for 
this  invention  to  the  only  tribunal  to  which  I  was  allowed  to 
go,  as  soon  as  I  discovered  that  it  was  going  into  public  use, 
and  that  application,  it  would  seem,  might  justly  be  regarded 
as  still  pending  and  entitling  me  to  privileges  of  protection 
as  well  as  those  who,  under  the  law,  make  application  to  the 
Patent  Office.  I  ask  of  the  Patent  Office  as  much  indulgence 
as  the  law  gives  to  inventors  and  patentees  within  the  pale  of 
the  law.  An  inventor  is  not  debarred  his  patent  by  reason  of 
public  use  for  any  number  of  years  after  his  application  and 
before  his  patent,  nor  are  his  acts  of  consent  and  allowance 
called  in  question  if  his  application  lie  untouched  by  him  for 
years.  Nor  is  public  use  and  sale  for  any  number  of  years 
within  the  term  of  a  patent,  held  to  be  a  bar  to  the  recovery 
of  that  which  was  inadvertently  not  claimed,  though  its  pub- 
lication unclaimed  in  a  patent  seems  to  me  to  approach  very 
near  a  formal  dedication  of  it  to  the  public.  The  statute  of 
limitations  applies  neither  to  the  applicant  nor  the  patentee, 
in  this  particular,  and,  as  my  case  is  novel,  peculiar  and  with- 
out precedent,  I  trust  the  Office  will  leave  this  question  to 
be  decided  by  the  courts,  and  grant  my  patent,  provided  no 
other  objection  should  be  found."  The  Office  replied  thus,  on 
February  23d,  1854  :  **  Yours  of  the  17th  instant,  relating  to 
the  matter  of  your  machine  for  administering  medical  elec- 
tricity, has  been  received,  together  with  an  amended  claim. 
The  publication  made  by  you,  of  the  subject  of  this  claim,  in 
Silliman's  Journal  in  1837,  anticipates  the  publication  made 
by  Bird,  as  referred  to  in  the  official  communication  of  the 
15th  instant.  The  only  remaining  difficulty  in  the  way  of 
the  grant  of  a  patent  to  you,  therefore,  so  far  as  the  Office  is 
informed,  is  the  fact  that  the  machine  has  been,  for  a  long 
course  of  years,  in  public  use.  By  the  seventh  section  of  the 
VOL.  v — 12 
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Act  of  1836  it  is  made  the  duty  of  the  Commissioner  of  Pat- 
ents to  take  cognizance  of  the  case  where  the  invention  has 
been  in  public  use,  or  on  sale,  with  the  applicant's  consent 
and  allowance,  this  being  placed  on  the  same  footing  as  the 
other  conditions  for  refusing  a  patent.  The  only  modifica- 
tion of  this  part  of  the  section  is  that  by  which  a  period  of 
two  years  is  allowed  for  the  previous  sale  or  use,  as  provided  in 
the  seventh  section  of  the  Act  of  1839.  In  the  present  case  tliat 
period  has  been  exceeded  many  years.  The  only  remaining 
question,  therefore,  is,  whether  the  sale  and  use  has  been 
with  the  applicant's  consent  and  allowance.  In  the  affidavit 
made  by  you  on  the  27th  January,  1854,  it  is  testified  that 
you  have  never  consented  to  such  sale  or  use,  nor  abandoned 
said  invention  to  the  public.  It  is  not,  however,  necessary 
that  the  consent  should  be  actually  expressed.  It  may  be 
inferred  from  the  acts  of  the  applicant,  and  it  will  be  inferred 
when  nothing  appears  to  show  that  he  has  properly  warned 
the  public,  or  the  parties  selling  and  using,  against  the  sale 
and  use,  or  that  he  has  taken  timely  measures  to  secure  a 
patent  for  his  invention.  All  that  has  been  adduced  to  show 
this,  in  the  present  case,  is  the  allegation,  that  the  applicant, 
from  the  time  he  found  the  invention  going  into  general  use, 
was  laboring  under  a  legal  disabilit}'^  to  procure  a  patent 
therefor  under  the  law,  in  consequence  of  his  official  connec- 
tion with  the  Patent  Office,  and  that  he  applied  to  Congress 
for  a  special  patent  for  this  invention.  But  it  does  not  appear 
that  the  particular  invention  now  in  question  was  described 
in  the  application  to  Congress,  or  indicated  by  any  title  suffi- 
cient to  identify  it.  That  application,  therefore,  cannot  be 
taken  as  a  notification  to  the  public  of  your  intention  to  re- 
serve to  yourself  the  right  to  this  invention.  Neither  could 
it  be  considered  equivalent  to  an  application  filed,  according 
to  law,  in  the  Patent  Office,  where  a  description  of  the  thing 
is  required.  It  can  only  be  entertained  as  showing  what 
effort  was  made  to  remove  the  disability  which  would  prevent 
you  from  obtaining  a  patent  while  holding  the  office  of 
examiner  of  patents.  If  it  was  proved  that  the  effort  thus 
made  had  reference  to  the  procuring  the  patent  now  applied 
for,  it  is  allowed  it  would  be  worthy  of  much  consideration^ 
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and,  as  it  is,  the  refusal  of  Congress  to  grant  the  petition  that 
was  made,  may  be  regarded  as  enforcing  the  fact  of  the  dis- 
ability.     But,   then,   in  either  case,   the  disability  must  be 
considered  as  self-imposed,  inasmuch  as  the  applicant  had  it 
in  his  power  at  any  time  to  remove  it,  by  resigning  his  office. 
The  fact  that  he  retained  his  office  for  many  years,  and  de- 
clined to  take  the  only  course  open   to  him  for  obtaining  a 
patent,  while  his  invention  was  going  into  extensive  public 
use,  without  any  public  reclamation  by  him,  must  be  consid- 
ered proof  of  consent  and  allowance.     This  inference  that  the 
public  sale  and  use  was  with   the  applicant's  consent  and 
allowance  is,  also,  much  strengthened  by  the  fact  that  nearly 
five  years  elapsed  after  the  first   publication   in    Silliman*s 
Journal,  before  the  legal  disability  commenced,  without  any 
steps  being  taken  to  secure  a  patent,  and  by  the  further  fact, 
that,  after  the  disability  ended,  and  notwithstanding  the  great 
length  of  time  the  invention  had  been   before  the  public, 
nearly  twenty  months  more  were  allowed  to  pass  before  the 
filing  his  application,  making,  in  all,  a  period  of  nearly  seven- 
teen years  from  the  time  of  the  first  announcement  of  the  in- 
vention  to   the   public.       For   these   reasons   the   patent   is 
refused."     On  the  28th  of  July,  1854,  Dr.  Page  addressed  the 
Office  as  follows  :  **  To  the  Commissioner  of  Patents,  Sir,  I 
hereby  withdraw  my  application  for  a  patent  for  machine  for 
administering  electricity  as  a  remedial  agent,  now  in  your 
Office,  and  request  that  twenty  dollars  may  be  refunded  to 
me  agreeably  to  an  Act  of  Congress  in  such  cases  made  and 
provided."     On  the  same  day  the  I20  was  returned  to  Dr. 
Page  in  person.     Subsequently  Dr.  Page  presented  to  Con- 
gress a  petition,  dated  January  i6th,  1866,  in  which  he  said  : 
*•  During  the  years  1836,  1837  and  1838,  your  petitioner  in- 
vented a  magneto-electric  apparatus  for  administering  elec- 
tricity as  a  remedy  for  diseases,  and,  also,  for  purposes  of  sci- 
entific illustration,  since  known  under  the  various  names  of 
Page's  compound  magnet  and  electrotome.  Page's  induction 
coil,  Page's  separable  helices  and  Page's  analysis  of  shocks, 
a  distinguishing  feature  of  which  invention  was  an  automatic 
or  self-operating  circuit  breaker,  by  which  the  presence  of  an 
attendant  or  assistant  was  dispensed  with.     Said  apparatus 
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also  embraced  other  novel  and  original  features  of  improve- 
ment.    In  the   year  1842  your  petitioner  was  appointed  prin- 
cipal examiner  in  the  United  States'   Patent  Office.     Some 
time  after  said  appointment  your  petitioner  discovered  that 
his  said  invention  was  being  introduced  into  public  use  by 
others  without  his  consent,  and,  being  disabled,  under  the 
law,  from  obtaining  a  patent,  your  petitioner,  at  the  recom- 
mendation of  Hon.  Henry  L.  Ellsworth,  then  Commissioner 
of  Patents,  in  the  year  1845,  applied  to  Congress  to  remove 
the  disability  in  his  case,  inasmuch  as  the  invention  was  made 
before  his  said  appointment  to  office.     Failing  in  this  to  ob- 
tain relief,  your  petitioner,  as  soon  as  his  circumstances  per- 
mitted, did,  in  the  year  1852,  resign  his  office,  and,  as  soon 
thereafter  as  practicable,    February   2d,    1854,  applied  for  a 
patent   for  this,  his  said  invention.     After  a  very  thorough 
investigation,  the  Commissioner  of  Patents  decided  that  the 
invention  was  novel  and  original  with  your  petitioner,  but 
refused  to  grant  a  patent,  on  the  ground  of  abandonment  of 
the  invention  to  the  public.     Your  petitioner  is  unwilling  to 
admit  that  the  public  use  of  said  invention  was  with  such  en- 
tire consent  and  allowance  on  his  part,  as  in  equity  to  have 
worked  an  abandonment  against  him,  as  the  circumstances 
were  peculiar  and  extraordinary,  and  such  as  have  never  be- 
fore occurred   to  an   American   inventor,   and  he,   therefore, 
prays  your  honorable  bodies  to  remove  the  disabilities  in  his 
case,  and  enable  him  again  to  apply  for,  and  take  out,  and 
hold,  a  patent  for  this,   his  said  invention,  notwithstanding 
its  previous  public  use.     Your  petitioner,  moreover,  states, 
that,  by  a  recent  Act  of  the  Emperor  of  France,  the  honor  of 
this,  his  said  invention,  has  been  accredited  to  M.  Ruhmkorff, 
by  an  imperial  award  of  fifty  thousand  frangs  for  the  same. 
(See  Silliman's  Journal,   vol.   39,   No.    115,  January,    1865.) 
Thus  deprived  of  all  emolument  from  this,  his  invention,  and 
robbed  of  the  honor  which  justly  belongs  to  him,  by  this  Act 
of  a  foreign  power,  your  petitioner  is  prepared  to  show,  by 
testimony  of  the  highest  character,  from  men  of  science  in 
this  country  and  in  Europe,  and  by  experimental  demonstra- 
tions before  your  honorable  bodies,  that  this  invention  is  en- 
tirely his  own  ;  (see  Silliman's]  Journal,  vol.   15,   1853,  page 
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115,  footnote  by  the  editors  ;  also,  same  vol.,  page  115,  foot- 
note by  the  editors  ;  also,  London  and  Edinburgh  Philo- 
sophical Magazine,  vol.  12,  page  22  ;  also,  Sturgeon's  Annals 
of  Electricity  and  Magnetism,  vol.  i,  pages  293,  294,  1837  ; 
also,  same  vol.,  page  500,  1837  ;  also,  Davis*  Catalogue,  of 
1838  ;  also,  Scientific  American,  vol.  12,  No.  i,  page  5  ;  vol. 
12,  No.  5,  page  69  ;  vol.  12,  No.  15,  page  230  ;  also,  Silli- 
man's  Journal,  vol.  35,  page  252,  1839  ;  also,  Silliman's  Jour- 
nal, vol.  32,  pages  355-6,  1836  ;  also,  Silliman's  Journal,  vol. 
31,  page  141,  1836  ;  from  all  of  which  publications  verbatim 
extracts  are  hereto  annexed)  ;  and  he,  therefore,  prays  that 
your  honorable  bodies  will,  as  an  offset  to  this  foreign  appro- 
priation of  his  rights,  and  in  justice  to  an  American  inventor, 
empower  him  to  apply  for  and  take  and  hold  a  patent  for 
this,  his  said,  invention,  notwithstanding  said  imperial  award, 
and  the  aforesaid  previous  public  use,  provided  the  Commis- 
sioner of,  Patents  shall  be  satisfied  of  his  right  thereto,  as  the 
original  and  first  inventor  of  the  same.**  Extracts  from  the 
publications  referred  to  were  annexed  to  the  petition.  The 
Act  of  March  19th,  1868,  was  then  passed.  Under  that  Act, 
Dr.  Page  applied,  on  March  26th,  1868,  for  the  patent  which 
was  granted  April  14th,  1868.  The  specification  was  sworn 
to  March  19th,  1868.  In  a  letter  to  the  Patent  Office,  date  J 
March  25th,  1868,  accompanying  the  application,  Dr.  Page 
said  :  "  In  making  this  application  for  a  patent  according  to 
the  recent  Act  of  Congress  authorizing  the  same,  permit 
me  to  say,  that,  on  the  original  application,  filed  February 
2d,  1854,  the  claim,  as  first  presented,  was  rejected  on  the 
15th  of  February,  1854,  upon  a  publication  of  Dr.  Golding 
Bird  in  the  London,  Edinburgh  and  Dublin  Philosphical 
Magazine  for  January,  1838.  It  so  happened,  that,  in  the 
conclusion  of  that  article,  Dr.  Bird  gave  me  credit  as  the  first 
inventor  of  what  he  at  first  supposed  was  the  novelty  of  his 
apparatus,  viz.  :  the  automatic  circuit  breaker.  Finding, 
however,  that  the  precise  combination  which  I  claimed  was 
used  by  him  before  I  used  the  same,  I  amended  my  claim, 
making  it  much  broader  than  before,  striking  out  the  word 
^<7/w/<7//«^/ electro-magnet,  and  substituting  the  word  electro- 
magnet, and  also    claimed  the  automatic  circuit  breaker  in 
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connection  with  a  helix  or  helices.  This  atnendmenc  the 
examiner  accepted,  aud  admitted  the  claim  to  be  good,  but 
rejected  the  application  on  the  ground  of  abandonment. 
I  have  not,  therefore,  in  this  application,  reiterated  the 
original  claim,  but  have  claimed  the  helix  or  helices  and 
compound  electro-magnet  in  combination  with  an  automatic 
circuit  breaker  in  which  the  length  of  vibration  of  the  circuit 
breaking  bar  is  regulated  by  suitable  devices.  I  have  also 
claimed  the  combination  of  the  helix  or  helices  and  compound 
electro-magnet  with  a  circuit  breaker  in  which  the  retractile 
force  of  the  vibrating  or  circuit  breaking  bar  is  regulated. 
Both  of  these  features  are  original  with  myself,  and  their  in- 
troduction distinguishes  these  claims  from  the  original.  The 
introduction  of  these  and  other  claims  is  in  accordance  with 
the  provisions  of  the  Act  of  Congress.'* 

The  defendant  is  a  corporation,  which  manufactures  and 
sells  telegraph  burglar  alarms,  in  which  a  circuit  breaker  acts 
automatically  to  make  and  break  the  circuit,  so  that,  by  the 
movement  of  an  armature  to  an«l  from  an  electro-magnet,  a 
bell  is  rapidly  struck  by  a  hammer.  The  plaintiffs*  specifica- 
tion, and  Figs.  lo  and  ii  of  the  drawings,  show  an  arrange- 
ment whereby,  when  the  circuit  is  broken  and  the  magnet 
ceases  to  attract  the  armature,  the  armature  is  drawn  back  or 
retracted  to  make  the  circuit  again,  by  a  weight  attached  to 
an  arm,  and  adjustable  thereon.  Such  weight  overbalances 
the  weight  of  the  armature,  and  draws  it  awa)'  from  the  mag- 
net when  the  circuit  is  broken.  The  adjustment  of  the 
weight  or  retractile  force  is  made  by  moving  the  weight  on  a 
screwthread  cut  on  the  arm.  In  the  defendant's  apparatus, 
the  retractile  force  which  acts  on  the  armature,  to  draw  it 
away  from  the  magnet,  is  a  spiral  spring,  the  tension  of  which 
spring  is  made  adjustable,  by  minute  adjustments,  which  can 
be  made  while  the  apparatus  is  working  and  without  stopping 
it.  The  weight  in  the  plaintiffs'  patent  has  the  same  extent 
of  adjustable  capacity.  The  defendant's  apparatus  has  the 
combination  of  an  electro-magnet,  an  armature,  and  an  ad- 
justable retractor.  It  also  has  a  set  screw,  against  which  the 
armature  strikes  when  it  is  withdrawn  from  the  magnet  by 
the  retractile  force,  such  set  screw  being  adjustable  and  recu- 
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lating  the  length  of  the  vibration  of  the  armature.  It  is  quite 
clear,  that  the  defendant's  apparatus  infringes  the  nth,  12th 
and  13th  claims  of  the  plaintiffs'  patent,  and  the  plaintiffs* 
expert  so  testifies. 

It  is  contended,  for  the  defendant,  that  the  nth  claim  is 
not  infringed  because  the  plaintiffs'  weight  and  the  defend- 
ant's spring  are  not  mechanical  equivalents.  In  the  place  in 
which  the  two  are  used,  and  in  view  of  the  service  they  per- 
form, it  is  manifest  that  they  are  mechanical  equivalents.  It 
is  also  contended,  that  the  object  of  making  the  spring  adjust- 
able is  to  ascertain,  by  using  the  adjustable  functions  of  the 
spring,  whether  the  apparatus  is  in  working  order  originally^ 
and  that  then  the  spring  is  left  at  the  tension  fixed  upon. 
But,  the  defendant  makes  the  apparatus  adjustable  for  some 
purpose,  as  to  the  retractile  force,  and  such  adjustability  is 
confessedly  availed  of,  in  setting  the  apparatus  for  use  origi- 
nally. The  words  **  the  adjustment,"  in  the  nth  claim,  are 
to  be  read  as  meaning  the  mechanical  means  of  making  the 
adjustment. 

It  is  not  really  seriously  contended  that  the  12th  claim  is 
not  infringed. 

In  regard  to  the  13th  claim,  it  is  contended,  that,  in  the 
defendant's  apparatus,  the  set  screw  is  set  originally  at  a  given 
point,  to  determine  the  extent  of  the  vibration  of  the  arma- 
ture, and  is  not  afterwards  changed.  But,  the  apparatus  is 
made  with  a  set  screw  which  can  regulate  the  length  of 
vibration  of  the  armature,  and  it  is  used  for  that  purpose,  if 
used  only  once.  Moreover,  the  claim  is  to  the  set  screw,  or 
its  mechanical  equivalent,  so  arranged  as  to  be  capable  of 
making  such  regulation,  and  is  a  claim  to  the  mechanical 
means. 

The  Act  of  Congress  of  March  19th,  1868,  authorized  a  re- 
newal of  the  application  made  by  Dr.  Page,  February  2d, 
1854,  to  the  Patent  Office,  for  a  patent,  **  including  there- 
with his  circuit  breakers  described  by  him  prior  to  said  appli- 
cation." Such  application  shows  the  combination  of  a  self- 
acting  electrotome,  that  is,  an  automatic  circuit  breaker, 
with  a  compound  and  adjustable  electro-magnetic  core  and 
a  helix.     The  expression,  "  circuit  breakers  described  by  him 
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prior  to  said  application,"  is  to  be  understood  by  a  reference 
to  the  petition  to  Congress  on  which  the  Act  was  passed. 
That  petition  refers  to  an  apparatus  invented  by  Dr.  Page 
in  1836,  1837  and  1838,  and  states  that  a  distinguishing 
feature  of  it  was  an  automatic  or  self-operating  circuit  breaker 
and  that  it  embraced  other  novel  features.  The  petition 
refers  to  various  publications,  some  of  which  were  descrip- 
tions by  Dr.  Page  of  circuit  breakers  invented  by  him. 
Those  are  the  circuit  breakers  intended  by  the  Act ;  and 
the  word  **  circuit  breakers**  there  includes  such  appendages 
or  added  instrumentalities,  so  previously  described  by  Dr. 
Page,  as  were  calculated  to  make  the  circuit  breaker  more 
efficient  or  perfect. 

The  apparatus  which  embraces  the  invention  covered  by  the 
nth  claim  of  the  plaintiffs'  patent  is  the  one  shown  by  Fig. 
10  of  the  drawings  of  the  patent.  That  identical  drawing  is 
found  on  page  258  of  volume  35  of  Silliman*s  Journal,  publish- 
ed January  12th,  1839,  in  an  article  by  Dr  Page,  commenc- 
ing on  page  252.  There  is,  in  the  text,  on  pages  258  and  259, 
a  description  of  the  manner  in  which  the  retractile  force  of 
the  automatic  circuit  breaker  is  adjusted,  with  references  to 
the  drawing  and  to  the  letters  on  it,  which  description  is 
substantially  the  same  as  the  description,  in  the  plaintiffs' 
patent,  of  what  is  shown  by  Fig.  10  of  the  drawings  of  the 
patent.  The  same  description  and  drawing  set  forth  and  show 
the  combination  covered  by  the  12th  claim  of  the  plaintiffs* 
patent,  as  it  is  described  in  that  patent. 

Fig.  I  of  the  drawings  of  the  application  of  February 
2d,  1854,  was  undoubtedly,  the  same  as  Fig.  9  of  the 
drawings  of  the  patent.  Such  application  describes,  by 
references  to  letters  which  must  have  been  on  such  Fig.  i, 
the  same  apparatus,  and  by  substantially  the  same  descrip- 
tion, which  is  described  in  the  patent  by  references  to  let- 
ters on  Fig.  9  of  the  drawings  of  that  patent.  The  13th 
claim  claims  the  regulation  of  the  length  of  vibration  of  the 
armature  of  an  electro-magnet  by  a  set  screw  or  its  mechani- 
cal equivalent  for  that  purpose.  The  specification  of  the  re- 
issue says,  that  the  set  screw  in  Fig.  9  regulates  the  proxim- 
ity of  the  armature  to  the  magnet.     It  does  so.     As  the  set 
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screw  is  turned,  so  as  to  press  down  further  the  spring  which 
carries  the  armature,  the  armature  is  brought  nearer  to  the 
magnet.  Thus  its  proximity  to  the  magnet  is  regulated. 
Such  proximity  is  a  different  thing  from  the  tension  of  the 
spring,  and  a  different  thing  from  the  rapidity  of  the  vibrations 
of  the  spring.  Nothing  is  claimed,  in  the  13th  claim,  as 
to  regulating  such  tension  or  such  rapidity.  It  is  such 
tension  and  such  rapidity  which  are  stated  in  the  specification 
to  be  regulated  only  to  some  extent  by  the  set  screw,  so  that 
the  regulation  of  them  is  imperfect.  When  the  proximity  of 
the  armature  to  the  magnet  is  regulated,  its  length  of 
vibration  is  regulated,  although  the  consequence  of  pressing 
down  the  spring  and  bringing  the  armature  nearer  to  the 
magnet  is,  that  the  attractive  force  of  the  magnet  on  the 
armature  increases  more  rapidly,  as  the  distance  between 
them  is  lessened,  than  the  force  of  the  spring  increases,  and 
thus  the  same  relation  is  not  maintained  between  the  tension 
or  force  of  the  spring  and  the  attractive  force  of  the  magnet 
on  the  armature  which  the  spring  carries,  as  the  spring  and 
the  armature  are  brought  down  by  the  set  screw.  So,  the 
regulation  of  the  rapidity  of  vibration  of  the  spring  and 
armature  is  imperfect.  But,  the  length  of  vibration  of  the 
armature,  or  the  distance  from  the  magnet  to  which  the 
spring  can  carry  the  armature,  is  regulated  ;  and  that  is  all 
that  the  claim  deals  with.  The  description  in  the  application 
of  February  2d,  1854,  says,  that  the  set  screw  adjusts  the 
spring,  against  which  it  bears,  and  that  the  armature  is  at- 
tached to  the  end  of  the  spring.  Of  course,  it  follows,  from 
the  construction,  that,  if  the  set  screw  is  turned,  so  as  to 
carry  the  spring  down,  the  armature  will  be  brought  nearer 
to  the  magnet,  although  the  description  does  not  state  that 
conclusion.  It  does  state  that  the  rapidity  of  the  vibration 
of  the  armature  depends  on  the  strength  of  the  magnet  and 
the  adjustment  of  the  spring  by  the  set  screw.  On  page  356 
of  an  acrticle  by  Dr.  Page  in  Silliman's  Journal,  volume  32, 
published  in  July,  1837,  is  a  description  and  drawing  of  an 
automatic  circuit  breaker,  in  which  there  is  a  metallic  wire 
vibrating  between  the  poles  of  a  horse-shoe  magnet,  with  a 
thumb  screw  for  regulating  the  vibrations  of  the  bar,  they 
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being  made  more  rapid  by  bringing  down  the  thumb  screw 
on  the  bar.  This,  of  course,  regulates  the  length  of  vibration 
of  the  bar,  as  well  as  the  rapidity  of  the  vibrations.  This 
apparatus  is  referred  to  in  (he  specification  of  the  plaintiffs' 
reissue,  as  described  in  Silliroan*s  Journal,  volume  32  pages 
355  'o  35^«  3"d  ^s  **  consisting  of  a  very  small  electro-mag- 
netic bar,  vibrating  between  the  arms  of  a  permanent  mag- 
net, the  magnet  changing  its  poles  at  each  vibration,  the 
length  of  vibration  of  the  bar  being  regulated  by  a  set  screw/* 
and  as  being  **  a  vibrating  automatic  circuit  breaker." 

There  is  no  doubt  that  what  is  covered  by  the  13th  claim, 
as  described  in  the  specification  and  shown  by  Fig.  9,  can  take 
date  from  February  2d,  1854,  because  described  in  the  appli- 
cation of  that  date.  But  it  cannot  take  date  from  the  date 
of  the  publication  in  volume  32  of  Silliman*s  Journal,  pages 
355  ^^  35^-  The  specification  of  the  reissue  draws,  on  its 
face,  a  clear  distinction  between  an  electro-magnetic  bar 
vibrating  between  the  arms  of  a  permanent  magnet,  which 
changes  its  poles  at  each  vibration,  and  a  vibrating  armature 
of  soft  iron,  attracted  toward  the  poles  of  an  electro-magnet, 
when  such  magnet  is  charged,  no  change  of  poles  beings 
necessary  to  effect  the  motion  of  the  armature,  and  its  weight 
causing  it  to  fall  away  from  the  magnet  when  the  circuit  is 
broken.  The  former  is  the  arrangement  in  volume  32  of  Silli- 
man's  Journal,  and  the  latter  is  that  of  F'ig.  8  of  the  patent 
drawings.  The  specification  states,  that  into  the  arrange- 
ment shown  by  Fig.  8  an  adjusting  or  set  screw  may  be  in- 
troduced, to  regulate  the  extent  of  the  vibrations  of  the 
armature,  after  the  manner  of  the  set  screw  in  the  arrange- 
ment in  volume  32  of  Silliman's  Journal.  The  same  distinc- 
tion is  drawn  in  the  specification,  in  reference  to  the  vibrat- 
ing armature  shown  in  Fig.  9  of  the  patent  drawings,  which 
is  an  armature  vibrating  to  and  from  an  electro-magnet,  and 
carried  at  one  end  of  a  horizontal  spring,  the  magnet,  when 
charged,  drawing  the  armature  down  and  the  spring  carrying 
it  up  and  away  from  the  magnet,  when  the  circuit  is  broken. 
Then,  after  thus  describing  the  vibrating  automatic  circuit 
breaker,  with  the  electromagnetic  bar,  the  permanent  mag- 
net, and  the  regulating  set  screw,  and  two  forms  of  vibrating 
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armature,  such  vibrating  armature  vibrating  to  and  from  an 
electro- magnet,  temporarily  charged  and  then  losing  its 
power  of  attraction,  on  the  breaking  of  the  circuit,  the  13th 
claim  limits  itself  studiously  to  adjusting  or  regulating  the 
length  of  vibration  of  the  armature  of  an  electro-magnet. 
It  discards  all  claim  to  adjusting  or  regulating  the  length  of 
vibration  of  the  bar  in  the  circuit  breaker  which  has  a  per- 
manent magnet.  The  specification  plainly  says,  that  an  elec- 
tro-magnetic bar  vibrating  between  the  arms  of  a  permanent 
magnet  is  not  a  vibrating  armature,  because  it  says  that  a 
vibrating  armature  is  preferable  to  an  electro-magnetic  bar 
vibrating  between  the  arms  of  a  permanent  magnet,  for  the 
reason  it  assigns,  that,  when  the  permanent  magnet  is  used, 
with  the  electro-magnetic  bar,  such  magnet  changes  its  poles 
at  each  vibration,  while  with  the  electro-magnet  and  the 
vibrating  armature  no  such  change  of  poles  occurs,  the 
motion  of  the  vibrating  armature  being  effected  by  merely 
intercepting  the  galvanic  current  at  suitable  intervals.  It 
is  apparent,  therefore,  that  the  patent  itself  makes  the  ad- 
justing or  regulating  the  length  of  vibration  of  the  armature 
of  an  electro-magnet  by  means  of  a  set  screw,  as  set  forth  in 
the  specification,  a  different  invention  from  the  adjusting  or 
regulating  by  a  set  screw  the  length  of  vibration  of  an 
electro-magnetic  bar  vibrating  between  the  arms  of  a  per- 
manent magnet.  Hence,  the  date  of  the  description  of  the 
latter  invention  cannot  be  taken  as  the  date  of  the  descrip- 
tion of  the  former  invention.  The  matter  of  the  13th  claim 
is  patentable  under  the  Act  of  March  19th,  1868,  because  it 
was  described  in  the  application  of  February  2d,  1854,  and 
not  because  it  was  described  by  Dr.  Page,  in  connection  with 
a  circuit  breaker  of  his,  prior  to  said  application.  It  is  not 
shown  to  have  been  described  by  him  prior  to  said  applica- 
tion. 

The  novelty  of  the  invention  covered  by  the  nth  claim  is 
attacked.  A  publication  in  volume  i,  page  534,  of  **  Scientific 
Memoirs,**  in  1837,  in  London,  edited  by  Richard  Taylor,  in 
regard  to  an  apparatus  of  Dr.  Schulthess,  is  adduced  ;  also,  a 
publication  in  volume  6,  page  25,  of  the  "  Report  of  the 
seventh  meeting  of  the  British  Association  for  the  Advance- 


l86  SULTEIERN   DISTRICT   OF   NEW   YORK. 

Page  i:  Holmes  Burglar  Alarm  TelFgrapb  Ci>. 

ment  of  Science,"  in  1838,  in  London,  in  regard  to  an  appara- 
tus of  the  Reverend  J.  W,  MaGauley.  The  same  two  publica- 
tions are  adduced  against  the  novelty  of  the  invention  cov- 
ered by  the  i  iih  claim.  The  defendant  has  failed  to  establish 
by  them  the  defence  of  want  of  novelty  in  the  nth  and  12th 
claims.  In  the  Schulthess  apparatus  there  is  no  adjustment 
of  the  retractile  force  of  an  automatic  circuit  breaker,  of  any 
practical  utility,  none  by  minute  increments  and  decrements, 
as  in  the  plaintiffs'  and  the  defendant's  apparatuses,  and  the 
description  gives  no  evidence  of  any  design  to  regulate  the 
retractile  force  so  as  to  accommodate  it  to  varying  currents 
of  electricity.  The  description  of  the  MaGauley  apparatus 
is  not  so  full  and  explicit  as  to  entitle  it  to  be  considered  as 
a  description  anticipating  either  the  nth  or  the  12th  claim. 
At  page  532  of  (he  same  book,  above-mentioned,  which  con- 
tains the  description  of  the  Schulthess  apparatus,  is  a  descrip- 
tion of  an  apparatus  of  Professor  Botto,  which  is  adduced  to 
aRect  the  novelty  of  claims  11  and  12.  Little  need  be  said 
about  it.  The  description  is  too  vague  and  uncertain  to  en- 
title it  to  any  weight.  The  defendant's  expert,  Mr.  Renwick, 
makes  no  allusion  to  it. 

The  MaGauley  description  is  adduced  against  the  13th 
claim,  but  it  is  not  sufficiently  explicit. 

There  is  nothing  to  affect  the  novelty  of  the  nth,  12th  or 
13th  claim,  in  any  of  the  prior  publications  introduced  in 
evidence. 

The  Morse  mode),  with  its  placard,  proves  nothing  of  it- 
self, and  there  is  not  a  particle  of  legal  evidence  as  to  when 
it  was  made  or  by  whom. 

The  answer  of  Dr.  Page  to  the  9th  interrogatory  to  him  in 
the  suit  of  French  v.  Rogers,  is  of  no  force.  It  relates  solely 
!o  certain  adaptations,  made  by  Professor  Morse,  to  a  long 
or  main  circuit,  for  telegraphing  purposes.  Such  is  the  pur- 
port of  all  the  interrogatories. 

It  15  contended,  for  the  defendant,  that  the  Act  of  March 

19th,  iHtif>.  is  unconstitutional  and  void.     One  ground  urged 

i>  Dr.  Page  was.  by  g  2  of  the  Act  of  July  4th,  1836, 

at,  at  Large,   ii8,  disqualified,  while  an  employee 

;nt  Office,  from  acquiring  an  interest  in  a  patent, 
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he  necessarily,  as  a  consideration  for  becoming  such  em- 
ployee, dedicated  to  the  public,  on  becoming  such  employee, 
all  inventions  which  he  had  previously  made,  and  could  not, 
afterwards,  reclaim  them.  The  soundness  of  this  proposition 
cannot  be  admitted.  The  second  section  of  the  Act  of  1836 
does  not  declare  that  a  person  taking  employment  in  the  Pat- 
ent Office  shall  be  held  to  have  forfeited,  or  dedicated  to  the 
public  thereby,  any  invention  before  made  by  him.  It  simply 
prevents  him  from  acquiring  an  interest  in  a  patent  while  he 
remains  such  employee.  But,  as  soon  as  his  employment 
ceases,  he  is  in  the  same  position,  so  far  as  any  effect  of  the 
mere  fact  of  his  having  been  in  such  employment  is  con- 
cerned, as  if  he  had  never  been  in  such  employment. 

It  is  contended,  that  the  Act  of  March  19th,  1868,  declares 
only  that  the  patent  to  be  granted  **  shall  be  valid  notwith- 
standing said  Page's  invention  may  have  been  described  or  in 
use  prior"  to  his  application  of  February,  1854,  and  does  not 
declare  that  it  shall  be  valid  although  Dr  Page  might  have, 
before  said  application,  abandoned  his  inventions  to  the  pub- 
lic, and  that,  if  it  did  so  declare,  it  would  be  void.  It  is 
urged,  that  Dr.  Page,  by  withdrawing  his  application  of 
Februar)',  1854,  abandoned  his  invention  to  the  public.  A 
consideration  of  all  the  language  of  the  Act,  taken  together, 
shows  that  Congress  intended  to  say,  and  said,  that  Dr.  Page 
should  have  a  patent  which  should  be  valid,  if  he  was  the  first 
inventor  of  the  inventions  in  question,  notwithstanding  all 
that  had  taken  place  in  regard  to  the  prior  description  by  Dr. 
Page  of  the  inventions,  and  in  regard  to  their  use  prior  to  his 
former  application,  and  in  regard  to  such  former  application. 
The  fact  of  the  withdrawal  of  the  application  was  necessarily 
known,  as  it  was  a  public  record.  That  application  had  been 
rejected  solely  on  the  ground  of  the  use  by  the  public  of  the 
invention,  with  his  presumed  consent.  No  other  form  ot 
abandonment  was  alleged,  and  none  other  is  now  alleged, 
except  the  withdrawal  of  the  first  application.  Congress  has 
a  right  to  secure  to  an  inventor  the  exclusive  right  to  his  in- 
vention for  a  limited  time.  It  has  no  right  to  deprive  any 
person  of  his  property  without  due  process  of  law.  In  the 
Act  in  question   it  is  provided,  that  "  any  person  in  posses- 
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sion  of  said  apparatus,  prior  to  the  date  of  said  patent,  shall 
possess  the  right  to  use,  and  vend  to  others  to  use,  the  said 
specific  apparatus  in  his  possession,  without  liability  to  the 
inventor,  patentee,  or  any  other  person  interested  in  said  in- 
vention or  patent,  therefor  '*  So  far  as  Dr.  Page's  right  to 
obtain  a  patent  was  affected  by  his  presumed  consent  to  the 
public  use  of  his  inventions,  or  by  his  withdrawal  of  his  first 
application.  Congress  had  full  power,  if  he  was  the  first  in- 
ventor of  those  inventions,  to  exercise  its  sovereign  power  of 
waiving  any  obstacle  arising  from  such  consent  or  from  such 
withdrawal,  by  exempting  Dr.  Page  from  the  operation  of 
the  general  statutory  rule.  But,  neither  such  consent  nor 
such  withdrawal  operates  to  vest  in  any  one  a  right,  as 
against  the  patent  finally  granted  to  Dr.  Page,  to  use  his 
inventions  after  the  granting  of  such  patent,  except  to  the 
extent  covered  by  the  proviso  in  the  special  Act.  Neither 
such  consent  nor  such  withdrawal  vested  in  the  general  pub- 
lic, including  the  defendant  in  this  suit,  any  right,  which 
amounted  to  a  right  of  property,  in  the  sense  of  the  5th 
Amendment  to  the  Constitution  of  the  United  States,  unless 
there  was,  in  a  particular  case,  a  reduction  of  the  inventions 
to  use  and  practice,  by  their  embodiment  in  some  apparatus, 
prior  to  the  granting  of  the  patent.  Then  the  apparatus  had 
become  property.  But,  the  inchoate  right  to  make  an  appa- 
ratus embodying  the  inventions,  such  right  being  unexercised 
before  the  granting  of  the  patent,  was  not  property,  in  such 
a  sense  as  to  make  it  possible  to  hold,  that  to  forbid  the  use, 
after  the  granting  of  the  patent,  of  an  apparatus  made  after 
the  granting  of  the  patent,  is  to  deprive  its  owner  of  property 
which  was  in  existence  when  the  patent  was  granted.  The 
proviso  in  the  special  Act  fully  protects  and  preserves  all  that 
was  property  when  the  patent  was  granted.  The  defendant 
does  not  present  any  case  within  the  proviso,  nor  any  case, 
except  that  of  a  right  claimed,  which  any  other  one  of  the 
general  public  might  equally  have  claimed  at  the  time  the 
patent  was  granted. 

The  application  to  be  made  under  the  special  Act  was  sub- 
ject to  the  same  rules  as  other  applications,  and  the  same 
right  to  a  reissue  existed  as  in  the  case  of  other  patents. 
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All  the  considerations  urged  against  the  validity  of  the  pat- 
ent and  the  right  of  the  plaintiffs  to  recover  in  this  suit  have 
been  examined,  although  some  of  them  may  not  have  been 
particularly  alluded  to  in  the  foregoing  decision.  The  result 
is,  that  there  must  be  the  usual  decree  for  the  plaintifTs. 

Edward  N,  Dicker  son  and  Edward  N.  Dicker  son  y  Jr,^  for  the 
complainants. 

Everett  P,  Wheeler  and  Charles  T,  Polhamus^  for  the  defend- 
ant. 


S.  Emerson  Root 

The  E.  N.  Welch  Manufacturing  Company.     In 

Equity.* 

Reissued  letters  patent  were  granted  August  3d,  1S75.  to  S.  Emerson  Root, 
for  an  improvement  in  clock  dials,  the  original  patent  having  been 
granted  to  him  May  loth,  1859,  and  extended  for  seven  years  from  May 
loth.  1873.  The  plaintifif  filed  a  disclaimer  December  24ih,  1877.  It 
appearing  that  a  clock  dial  composed  of  a  printed  paper  dial  and  a  metal- 
lic back  united  by  a  metallic  rim  was  old,  and  that  a  metallic  back  with 
a  lateral  outside  flange  was  commonly  in  use,  it  was  keld^  that  it  was  no 
material  part  of  the  invention  to  make  the  rim  to  correspond  generally 
with  the  old  pattern  of  the  back  ;  that  that  was  all  there  was  left  of  the 
invention  after  the  disclaimer  ;  and  that,  therefore,  no  patentable  inven- 
tion remained. 

(Before  Shipman,  J.,  District  of  Connecticut,  February,  1880.) 

Shipman,  J. 

This  is  a  bill  in  equity  to  restrain  the  defendant  from  the 
alleged  infringement  of  reissued  letters  patent,  dated  August 
3d,  1875,  for  an  improvement  in  clock  dials.  The  original 
patent  was  issued  to  the  plaintiff  on  May  loth,  1859,  and  was 

♦  17  Blatchf.  C.  C.  R.,  478. 
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subsequently  extended  for  seven  years  from  May  loth,  1873. 
The  plaintiff's  invention  was  made  in  the  spring  of  1855.  An 
application  for  a  patent  was  filed  on  September  5th,  1855, 
which  was  rejected,  and  was  withdrawn  on  January  30th, 
1858.     A  renewed  application  was  filed  January  31st,  1859. 

Prior  to  the  date  of  the  plaintiff's  invention,  painted  metal- 
lic dials  were  commonly  used  upon  the  ordinary  wooden 
clocks  then  and  now  largely  manufactured  in  Connecticut. 
The  painted  surface  of  the  dial  was  apt  to  crack,  and  much 
time  was  required  to  paint  and  dry  them  properly.  For  the 
purpose  of  avoiding  these  difficulties,  the  plaintiff  made 
the  invention  which  subsequently  became  the  subject  of  his 
letters  patent. 

Paper  dials  were  known  prior  to  the  date  of  the  inven- 
tion. Metallic  backs  with  a  paper  dial,  the  edge  of  the 
back  being  turned  over  upon  the  paper  dial,  so  as  to 
secure  the  paper  to  the  back,  were  also  known  and  had  been 
made  by  the  Terry  Manufacturing  Company  in  1854.  The 
plaintiff's  invention  consisted  in  the  combination  of  a  paper 
dial,  a  back,  preferably  of  zinc,  and  a  metallic  cap  or  frame 
or  scalp,  which  united  the  back  and  the  dial.  The  function 
of  the  cap  or  frame  or  scalp,  as  correctly  described  by  the 
plaintiff's  expert,  was  **  to  cover  the  edge  of  the  dial  by  the 
inner  edge  of  said  frame,  and  hold  the  dial  firmly  against  the 
back,  so  that  its  edge  will  not  warp  up  or  become  displaced, 
whil^  the  outer  edge  of  said  frame  is  turned  over  and  em- 
braces the  edge  of  the  back,  while  the  body  of  the  scalp 
serves  to  unite  these  two  edges  which  I  have  described, 
and  thereby  the  three  parts,  to  wit,  the  dial,  the  back  and 
the  frame  are  all  held  together  and  constitute,  as  a  whole, 
a  clock  dial." 

The  patentee,  after  referring  to  the  drawings,  which  show 
the  form  of  frame  and  of  back,  which  will  be  described  here- 
after, says,  in  the  reissued  specification,  that  the  back  may 
be  made  entirely  fiat,  if  desired.  The  dial  may  be  made  of 
the  same  diameter  as  the  back,  and  the  frame  made  plain 
and  turned  over  the  edges  of  the  dial  and  the  back,  thus 
compressing  them  thoroughly  together.  **  When  it  is  de- 
sired to  make  a  moulding  frame  and  back,  the  edge  of  the  back 
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is  made  nearly  the  shape  of  the  frame.  The  dial,  B,  is  made 
of  such  diameter  as  to  just  fill  in  between  the  raised  portion 
from  the  flat  surface  of  the  back,  A.  The  frame  or  scalp,  C, 
is  placed  over  the  dial,  B,  and  the  edge,  D,  turned  over  the 
edge  of  the  back,  A,  and  pressed  together,  thus  firmly  com- 
•  pressing  the  edge  of  the  dial  between  the  inner  edge  of  the 
frame,  C,  and  back,  A.*'  The  claims  of  the  reissued  patent 
were  as  follows  :  *'  (i.)  The  combination  of  a  metallic  scalp 
with  a  clock  dial,  substantially  as  and  for  the  purpose  de- 
scribed. (2.)  The  combination  of  a  metallic  scalp  and  zinc 
back  with  a  paper  dial,  substantially  as  and  for  the  purpose 
shown.  (3.)  The  combination  of  a  zinc  back  with  a  paper 
dial,  substantially  as  and  for  the  purpose  set  forth.  (4.)  The 
combination  of  metallic  back  and  paper  dial  with  a  rim  of 
'•struck  up  '  sheet  metal,  substantially  as  and  for  the  purpose 
described.  (5.)  As  a  new  article  of  manufacture,  the  com- 
bination of  a  clock  dial,  B,  metallic  back.  A,  and  frame,  C, 
substantially  as  and  for  the  purpose  set  forth." 

On  December  24th,  1877,  and  before  this  suit  was  brought, 
the  plaintiff  duly  made  and  entered  in  the  Patent  Office  a  dis- 
claimer, whereby  he  disclaimed  the  third  clause  of  the  claim, 
and  further  disclaimed  as  follows  :  '*  Further,  in  the  first  and 
second  clauses  of  said  claim,  wherein  '  a  metallic  scalp  *  forms 
one  of  the  elements  of  the  combinations  respectively  covered 
by  said  claims,  a  disclaimer  is  hereby  entered  to  a  metallic 
scalp,  broadly  considered,  and  the  scope  of  the  claims  is  re- 
stricted to  the  combination  of  parts  specified  in  said  first  and 
second  claims,  when  the  metallic  scalp  therein  specified  is 
provided  with  lateral  flanges  on  its  outer  and  inner  edges, 
substantially  as  illustrated  in  the  drawings  forming  a  part  of 
said  reissued  letters  patent.  Further,  your  petitioner  enters 
a  disclaimer  to  *  a  rim  of  struck  up  sheet  metal,'  broadly  con- 
sidered as  entering  into  the  fourth  clause  of  claim,  and  re- 
stricts said  claim  to  the  combination  of  parts  therein  speci- 
fied, when  the  *  rim  of  struck  up  sheet  metal '  therein  speci- 
fied is  formed  on  the  edge  of  the  metallic  back,  and  serves  to 
govern  the  position  of  the  dial,  substantially  as  illustrated  in 
the  drawings  forming  a  part  of  said  reissued  letters  patent. 
Further,  your  petitioner  enters  a  disclaimer  to  *  frame  C,' 
VOL.  v — 13 
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broadly  considered  as  entering  into  the  combination  of  parts 
specified  in  the  fifth  clause  of  claim,  and  restricts  the  scope 
of  said  claim  to  the  combination  of  parts  therein  specified, 
when  the  *  frame  C  *  is  provided  with  lateral  flanges  on  its 
outer  and  inner  edges,  substantially  as  illustrated  in  the 
drawings  of  said  reissued  letters  patent."  The  plaintiff  sta- 
ted, in  the  disclaimer,  that  he  had  secured  claims  in  the  reis- 
sued patent  which  were  too  broad  and  included  that  of  which 
he  was  not  the  first  inventor.  He  made  the  disclaimer  in 
consequence  of  having  seen  a  clock  dial  which  had  been  sold 
by  the  Terry  Manufacturing  Company,  and  which  he  sup- 
posed preceded  the  date  of  his  invention.  In  fact,  the  dial 
was  made  by  himself,  in  1856. 

The  drawings  of  the  patent  show  that  the  inside  edge  of  the 
frame  covering  the  edge  of  the  paper  dial  is  a  lateral  flange. 
The  outside  part  of  the  frame  which  turns  over  the  edge  of 
the  back  is  also  a  lateral  flange. 

I  am  of  opinion  that  infringement  of  the  first,  second,  and 
fifth  claims  is  clearly  proved,  and  that  want  of  novelty  is  not 
proved.  It  is  conceded  that  there  was  no  infringement  of 
the  fourth  claim. 

The  answer  sets  up  divers  defences.  The  only  one  which  I 
think  it  is  desirable  to  examine  particularly  is,  that  **  the  sup- 
posed invention  remaining  after  said  disclaimer  was  not  and 
is  not  a  material  part  of  the  thing  patented."  The  defend- 
ant says  that  the  invention  consisted  in  a  combination  of  paper 
dial,  back,  and  metallic  frame  or  rim  ;  that  the  shape  of  the 
rim  was  entirely  a  matter  of  taste,  ornament  or  convenience  ; 
that  there  is  nothing  functional  in  the  form  of  the  rim  ;  and 
that  the  specification  shows  clearly  that  the  form  of  the  rim 
was  an  immaterial  circumstance.  The  plaintiff  says  that  the 
lateral  flanges  and  their  offices  were  shown  in  the  drawings  ; 
that  the  office  of  the  inside  lateral  flange  was  **  to  conceal  the 
edge  of  the  clock  dial  and  to  furnish  a  flat,  annular  seat  against 
which  the  front  of  the  dial  rests,  and  by  which  it  is  held  in 
position  in  such  a  manner  as  to  prevent  the  dial  from  coming 
forward  ;"  and  that  the  office  of  the  outer  flange,  in  addition 
to  its  furnishing  means  by  which  to  secure  the  scalp  to  the 
dial,  was  to  furnish  a  flat  seat  upon  which  the  whole  dial  is 
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supported  when  placed  against  the  front  of  a  clock  case,  and 
through  which  seat  screws  may  be  inserted  to  secure  the  dial 
in  place. 

The  disclaimer  admits,  in  effect,  that  the  patentee  was  not 
the  first  inventor  of  the  combination  of  a  paper  dial,  a  back, 
and  a  metallic  rim  or  frame  not  having  lateral  flanges  on  its 
outer  and  inner  edges,  but  that  this  combination  was  old.  It 
is  also  a  fact,  that  painted  dials  of  one  piece  of  metal  having 
an  outwardly  projecting  lateral  flange,  which  was  secured  to 
the  clock  case  by  screws  drilled  through  this  flange,  were  in 
common  use  prior  to  the  date  of  the  invention.  The  sash 
upon  the  door  of  the  clock  case  was  fastened  by  a  catch  to 
this  flange. 

No  objection  is  made  to  the  form  of  the  disclaimer.  The 
question  simply  is,  whether  there  is  anything  in  the  specifica- 
tion of  the  patent,  or  outside  of  it,  which  shows  that  a  mate- 
rial part  of  the  invention  consisted  in  the  flanges  upon  the 
edges  of  the  frame,  or  whether  the  form  of  the  frame,  as  ex- 
hibited in  the  drawings,  was  an  immaterial  matter,  which 
did  not  partake  of  the  character  of  invention.  It  must  be 
remembered,  that  the  question  is  not  whether  the  flanges 
perform  a  certain  office,  or  whether  the  drawings  exhibit  the 
office,  but  it  is  whether  there  was  any  invention  in  the  means 
for  the  performance  of  such  office.  The  second  deflecting 
plate  in  Dunbar  v.  Myers^  94  U.  S.,  187,  performed  an  office, 
but  the  court  was  of  opinion  that  the  addition  of  such  second 
plate  involved  no  invention.  The  **  close  chamber,"  and  the 
**  freezing  mixture,'*  in  Broivnv.  Piper^  91  U.  S.,  37,  performed 
the  office  of  preserving  fish,  but  the  Court  was  of  opinion 
that  the  means  used  were  an  application  of  an  old  process  to 
a  new  subject,  without  invention. 

An  inspection  of  both  the  reissued  and  the  surrendered 
patents,  and  of  the  rejected  specification,  shows,  that  the 
flanges  constituted  no  portion  of  the  invention  upon  which 
the  mind  of  the  inventor  relied  as  important.  He  says,  in  sub- 
stance, that  the  back  may  be  made  plain,  or  may  have  a  raised 
and  then  flattened  edge.  The  dial  may  have  the  diameter 
of  the  back,  or  may  be  made  of  such  diameter  as  to  just  fill 
in  between  the  raised  portion  from  the  flat  surface  of  the 
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back.  No  patentable  advantage  is  ascribed  to  one  shape 
over  another,  or  to  any  shape  ;  and  there  is  no  suggestion  of 
novelty  in  the  method  of  attaching  the  clock  dial  to  the  case 
or  the  sash  to  the  frame. 

Furthermore,  the  backs  of  the  painted  dials  which  were 
commonly  used  in  wooden  clocks  at  the  date  of  the  inven- 
tion were  made,  substantially,  like  the  back  of  the  dial  shown 
in  the  drawings,  that  is  to  say,  their  edges  were  raised  and 
then  flattened,  so  as  to  give  room  for  the  hands  inside  the 
sunken  portion  of  the  dial,  and  so  as  to  form  a  peripheral 
flange,  by  which  the  back  could  be  attached  to  the  case.  The 
patentee  put  a  paper  dial,  upon  which  the  figures  denoting 
the  hour  were  printed,  within  the  rim  of  the  back,  instead  of 
having  the  figures  painted  upon  the  painted  surface  of  the 
plate,  and,  in  order  to  keep  the  paper  dial  in  place,  united  it 
to  the  back  by  a  metallic  rim,  one  edge  of  which  covered  the 
edge  of  the  dial,  and  the  other  edge  was  turned  over  the  out- 
side edge  of  the  back.  The  shape  of  the  rim  was  determined 
by  the  shape  of  the  back  which  might  be  desirable  in  any 
particular  style  of  clock,  or  as  a  matter  of  ornament.  Flanges 
were  not  used  because  they  made  a  seat  for  attaching  the 
dial  to  the  case,  but  were  used  to  conform  to  the  old  style  of 
back,  when  that  style,  which  had  an  old  function  of  its  own, 
was  used. 

Given  the  two  facts,  that  a  clock  dial  with  a  printed  paper 
dial,  a  metallic  back,  and  a  metallic  brim  uniting  the  back  and 
the  paper  dial,  was  old,  and  that  a  metallic  back,  with  a  lat- 
eral outside  flange,  through  which  screws  were  inserted  to  fast- 
en the  dial  to  the  clock  case,  was  commonly  in  use,  was  it 
any  material  part  of  the  invention  to  make  the  rim  to  corre- 
spond generally  with  the  old  pattern  of  the  back  ?  I  am  of 
opinion  that  it  was  not,  but  that  the  shape  of  the  rim  was  a 
matter  merely  of  mechanical  convenience.  The  inside  lateral 
flange  has  the  same  offices  which  are  performed  by  any  edge 
of  the  rim,  and  the  form  is  the  one  which  would  be  naturally 
adopted  upon  a  sunken  dial  plate.    . 

The  bill  should  be  dismissed. 

If,  A,  Seymour  and  Rodney  Masoiiy  for  the  complainant. 
Chas.  E,  Mitchell  and  Richard  D.  Hubbard^  for  the  defendant. 
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Maggie  Toohey 

vs, 

Edward  S.  Harding.     In  Equity. 

A  patentee,  in  suing  for  the  alleged  infringement  of  a  machine,  is  limited  to 
the  particular  construction  claimed  in  the  patent ;  and  it  is  not  infringe- 
ment to  construct  a  machine  producing  the  same  result  as  the  com- 
plainant's, by  instrumentalities  other  than  those  which  were  claimed  by  him. 

Certified  copies  of  papers,  from  the  files  of  the  Patent  Office,  relating  to  the 
complainant's  patent,  are  competent  evidence  to  show  that  he  originally 
claimed  in,  and  afterwards  struck  out  from,  his  application  lor  a  patent, 
certain  features  relating  to  the  patented  device,  although  such  papers  do 
not  constitute  the  complete  Patent  Office  record. 

(Before  Morris,  J.,  District  of  Maryland,  February,  1880.) 

Morris,  J. 

The  bill  alleges  that  the  complainant  is  the  inventor  of  an 
improvement  in  plaiting  machines,  whereby  the  base-board  was 
provided  with  a  removable  strip,  in  combination  with  rods 
having  heads,  for  which  a  patent,  No.  192,098,  was  granted 
to  her  on  19th  June,  1877,  in  pursuance  of  her  application 
therefor,  dated  May  25th,  1876 — that  the  respondent's  patent 
does  not  have,  and  does  not  pretend  to  have,  that  w^hlch  is  the 
peculiar  feature  of  the  invention  of  the  complainant,  to  wit  ; 
the  removable  strip  in  combination  with  the  base-board  and 
plaiting-rods  having  heads,  as  in  her  patent  described — that 
the  respondent  is  making  and  vending  machines  containing 
the  improvements  and  inventions  of  the  complainant,  and, 
undercolor  of  his  own  patent,  making  machines  having  the 
invention  of  complainant  incorporated  therewith. 

The  respondent,  in  his  answer,  alleges  that  he  is  manufac- 
turing plaiting-boards,  not  in  violation  of  the  complainant's 
rights,  but  under  his  own  patent  (No.  186,246),  issued  to  him 
on  i6th  January,  1877,  in  pursuance  of  his  application  there- 
for, made  27th  May,  1876,  he  having  previously  filed,  on  May 
2d,  1876,  a  caveat  relating  to  his  said  patent.     He  denies  that 
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his  machines  have,  or  pretend  to  have,  the  peculiar  feature  of 
the  complainant's  invention,  but  alleges  that  they  are  made 
strictly  in  accordance  with  his  own  patent,  and  are  substan- 
tially and  materially  different  from  the  machines  described  in 
the  complainant's  patent,  and  not  an  infringement  thereof. 

Upon  an  inspection  of  the  complainant's  patent,  it  appears 
that  what  she  claims  as  her  invention  is  the  combination  in  a 
plaiting-board  of  rods  provided  with  heads  with  a  remova- 
ble strip  by  means  of  which  all  the  rods  can  be  withdrawn 
at  once,  without  loss  of  time  or  disturbing  the  plaits,  by  sim- 
ply detaching  the  strip.  Her  claim  is  confined  to  this.  The 
respondent  claims,  as  his  invention,  a  plaiting-board  made  in 
sections,  detachable  one  from  the  other,  provided  on  the  un- 
der side  with  dovetail  grooves  to  receive  dovetail  bars  let  into 
the  main  portion  of  the  board  ;  the  purpose  being  to  furnish 
a  plaiting-board  capable  of  being  easily  made  wider  or  nar- 
rower by  adding  strips  as  might  be  needed  for  goods  of  vari- 
ous widths.  He  also  claimed  a  peculiar  method  of  fastening 
and  unfastening  the  pins,  different  from  the  complainant's 
method  ;  the  pins  being  the  ordinary  knitting-needles,  and 
without  heads. 

The  testimony  and  exhibits  satisfactorily  show  that  each 
patentee  is  manufacturing  in  accordance  with  his  and  her  own 
patent,  and  there  does  not  appear  to  be  any  infringement,  un- 
less the  patent  of  the  respondent,  whose  application  was  filed 
two  days  later  than  the  complainant's,  is  an  interference  with 
the  patent  granted  to  the  complainant — that  is  to  say,  unless 
the  invention  claimed  by  the  respondent  is  the  same,  in  whole 
or  in  part,  as  that  claimed  by  the  complainant.  In  considering 
this  question,  it  is  to  be  noticed  that  no  such  interference  is 
asserted  by  the  complainant ;  she  does  not  assail  his  patent 
and  ask  to  have  it,  or  any  part  of  it,  annulled,  but  her  com- 
plaint is  that  the  respondent,  notwithstanding  that  the  patent 
granted  to  him  does  not  contain  the  peculiar  invention  of  her 
patent,  has  incorporated  her  invention  into  the  machines 
which,  under  color  of  his  patent,  he  is  manufacturing. 

The  rule  of  construction  is,  that  each  patentee  is  restricted 
to  the  matters  set  out  in  his  claim.  The  claim  of  the  com- 
plainant is  for  rods  with  heads  in  combination  with  a  remova- 
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ble  Strip,  and  for  nothing  more.  The  object  to  be  accom- 
plished was  removing  the  rods  without  the  loss  of  time.  The 
means  were  the  headed  rods,  which  were  so  arranged  as  to 
be  all  drawn  out  at  once  by  pulling  off  the  removable  strip. 
It  is  true  that,  in  her  specifications,  she  says  that  the  width 
of  the  board  may  be  increased  at  will  by  adding  a  strip  to 
one  of  the  edges,  but  that  is  not  part  of  the  invention  which 
she  claims  as  hers,  and  which  she  is  to  be  protected  in.  She  is, 
therefore,  without  ground  to  complain  of  the  infringement  of 
anything  except  the  combination  of  the  headed  rods  with  the 
removable  strip. 

There  is  no  evidence  that  the  respondent  uses,  or  suggests 
to  his  purchasers  that  they  shall  use,  headed  rods,  or  that  his 
object  in  making  his  board  in  the  manner  he  does  is  other 
than  the  purpose  set  forth  in  the  specifications  of  his  patent, 
viz.,  to  enable  the  width  to  be  enlarged  or  diminished.  He 
uses  also  his  own  device  for  holding  the  rods  on  to  the  board. 
There  is  no  evidence  to  show  that  the  boards  made  by  the 
respondent  do,  in  fact,  when  used,  accomplish  the  result 
proposed  to  be  accomplished  by  the  complainant's  inven- 
tion. 

It  was  suggested  in  argument  that,  as  the  respondent's 
board  was  made  with  a  detachable  strip,  when  the  strip  was 
removed  and  the  board  tilted  over  and  slightly  shaken,  the 
rods  would  all  fall  out,  thus  accomplishing  the  same  result  as 
when  the  headed  rods  were  all  forcibly  drawn  out  by  remov- 
ing the  strip  in  complainant's  board.  If  this  be  in  fact  so,  it 
is  a  result,  for  which  I  cannot  see  that  the  complainant  has 
any  remedy.  The  respondent  has  a  right  to  manufacture  in 
accordance  with  his  patent,  and  if  by  so  doing,  and  without  in- 
fringing the  claim  of  the  complainant,  he  produces  a  machine 
which,  incidentally,  and  without  use  of  her  invention  accom- 
plishes the  useful  purpose  of  her  invention,  he  may  do  so. 

I  have  come  to  these  conclusions  without  considering  the 
evidence  submitted  by  the  respondent  and  excepted  to  by  the 
complainant.  The  certificate  of  the  Patent  Office  that  the 
respondent  filed  a  caveat  for  a  plaiting  device  on  May  2d, 
1876,  cannot  be  considered,  as  there  is  nothing  to  show  what 
the  device  was.     The  testimony  of  Charles  B.  Mann  is  not 
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admissible,  for  the  reason  that  he  is  not  an  expert  in  the 
matter  concerning  which  he  gives  an  opinion. 

Objection  is  made  to  the  admissibility  of  certified  copies  of 
certain  papers,  from  the  files  of  the  Patent  Office,  relating  to 
the  complainant's  patent,  upon  the  ground  that  these  docu- 
ments do  not  profess  to  be,  and  are  not,  a  perfect  or  complete 
record  of  the  matters  to  which  they  refer.  These  certified  copies 
purport  to  be,  ist,  a  copy  of  the  complainant's  application, 
specifications  and  claim,  as  first  filed  in  the  Patent  Office  ;  2d, 
a  copy  of  a  letter  to  her  from  the  Patent  Office,  notifying  her 
that  her  application  was  found  to  interfere  with  the  respond- 
ent's application,  and  that  the  subject  matter  of  the  interfe- 
rence was  ''a  plaiting-board  made  in  detachable  sections  to 
permit  of  the  plaiting  machine  being*  adjusted  at  different 
widths  ;**  3d,  a  copy  of  a  paper  by  which  she  waived  an  ap- 
peal from  the  decision  of  the  Examiner  of  Interferences  ;  4th, 
a  copy  of  a  communication,  dated  June  9th,  1877,  addressed 
by  her  to  the  Commissioner  of  Patents,  directing  him  to 
amend  her  claim  by  omitting  the  claim  for  a  board  adjustable 
for  different  widths,  and  leaving  only  the  claim  as  we  find  it 
in  the  patent  granted  to  her.  I  think  these  papers  are  prop- 
erly before  the  court.  They  do  not  profess  to  be  anything  in 
the  nature  of  a  record,  but  simply  perfect  transcripts  of  cer- 
tain documents  now  on  file  in  the  Patent  Office.  They  tend 
to  show  that  the  complainant  did,  originally,  in  her  applica- 
tion, claim,  as  her  invention,  a  removable  strip  for  widening 
the  plaiting-board — that,  upon  being  notified  that,  in  the 
opinion  of  the  Examiner  of  Interferences,  the  claim  made  by 
her  interfered  with  the  respondent's  application,  she  waived  an 
appeal,  and  struck  out  that  claim  from  her  application.  These 
were  facts  pertinent  to  the  issue,  and  which  the  respondent 
was  entitled  to  prove  by  the  best  evidence  he  could  procure. 
If  they  are  not  all  the  facts  in  connection  with  the  matter,  no 
one  knows  it  better  than  the  complainant,  and  no  one  was 
better  able  than  she  to  bring  to  the  attention  of  the  Court  any 
other  document  or  facts  tending  in  any  way  to  explain  them. 

Without  this  documentary  evidence,  there  being  no  evi- 
dence as  to  priority  of  invention  or  want  of  novelty,  it  would 
have  been  the  duty  of  the  court  to  sustain  both  patents,  un- 
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less  they  were  conflicting  and  both  covered  the  same  inven- 
tion, and  without  it  I  should  have  sustained  them.  But  this 
evidence  serves  to  confirm  that  opinion,  and  shows  very  clearly 
how  it  occurs  that,  in  the  specifications  of  the  complainant's 
patent,  there  is  a  mention  of  the  contrivance  for  widening  the 
board  which  does  not  appear  when  she  states  what  she  claims 
as  her  invention,  and  also  explains  why  it  is  that  the  com- 
plainant does  not  attempt  to  assert  that  she  is  entitled  to  have 
the  respondent's  patent  annulled,  as  an  interference  with  hers. 
I  will  sign  a  decree  dismissing  the  bill. 

G.  If.  Williams  6^  C.  J,  Bonaparte^  for  the  complainant. 

H,  E,  Manriy  for  the  defendant. 


The   Stebins   Hydraulic  Elevator  Manufacturing 

Company  et  al. 

vs. 

Timothy  Stebins.     In  Equity. 

It  being  old,  in  hydraulic  elevators,  to  use  two  cylinders  with  pressure  ap- 
plied to  both  at  aU  times,  to  elevate  the  load,  a  patent  showing  a  par- 
ticular mode  of  construction  and  operation  for  the  purpose  of  employing 
the  power  of  either  one  or  both  cylinders,  as  might  be  desired^  so  as  to 
economize  water,  heid^  to  be  limited  to  the  particular  mode  described 
and  claimed,  and  not  to  be  infringed  by  another  and  different  mode  of 
construction  and  operation  for  accomplishing  the  same  result. 

Letters  Patent  No.  132,112,  granted  to  Timothy  Stebins,  October  8th,  1872, 
for  improvements  in  safety  devices  for  hydraulic  elevators,  and  assigned 
to  the  complainants,  held,  to  have  been  infringed  by  the  defendant. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  February,  1880.) 

Blatchford,  J. 

Letters  patent  No.  132,111  were  issued  to  the  defendant 
October  8th,  1872,  for  improvements  in  hydraulic  elevators. 
Letters  patent  No.  132,112  were  issued  to  him  on  the  same 


200  SOUTHERN  DISTRICT  OF  NEW  YORK. 


Stebins  Hydraulic  Elevator  Manufacturing  Co.  v.  Stebins. 

day,  for  improvements  in  safety  devices  for  hydraulic 
elevators.  On  the  4th  of  November,  1872,  he  and  two  other 
persons,  being  then  the  owners  of  said  patents,  assigned,  by 
an  instrument  in  writing,  the  said  two  patents  to  The  Stebins 
Hydraulic  Elevator  Machine  Manufacturing  Company,  a 
California  corporation.  One  of  the  plaintiffs,  The  Stebins 
Hydraulic  Elevator  Manufacturing  Company,  is  alleged  in  the 
bill  to  be  a  California  corporation,  and  the  said  assignment  is 
alleged  in  the  bill  to  have  been  made  to  it.  The  answer  ap- 
pears to  admit  that  such  assignment  was  made  to  the  plaintiff 
corporation,  and  no  point  is  made  that  it  was  not,  or  that  it 
was  made  to  another  corporation  ;  but  there  is  no  explana- 
tion as  to  the  discrepancy  of  name  by  the  introduction  of  the 
word  **  Machine*'  into  the  name  in  the  assignment.  The 
parties,  however,  seem  to  treat  the  corporation  assignee  as 
being  the  corporation  plaintiff.  The  assignment,  after  assign- 
ing to  the  assignee  all  the  right,  title,  and  interest  of  the  as- 
signors in  and  to  the  said  two  patents,  proceeds  thus  : 
**  Together  with  the  right  to  modifications,  improvements,  or 
reissues  thereof,  and  all  other  and  similar  patents  in  the 
United  States  which  may  be  issued  to  us,  or  any  one  of  us, 
directly  or  indirectly,  in  aid  of  the  improvements  above  speci- 
fied. *  *  *  And  we  do  hereby  covenant  and  agree  to  and 
with  the  said  Stebins  Hydraulic  Elevator  Machine  Manufac- 
turing Company,  each  for  himself,  and  not  one  for  the  other, 
to  make,  execute,  and  deliver  to  it,  the  said  Stebins  Hydrau- 
lic Elevator  Machine  Manufacturing  Company,  such  other 
and  further  assurances,  deeds,  and  transfers  as  may  be  neces- 
sary or  proper  for  the  more  effectual  accomplishment  of  the 
true  intent  and  purpose  of  these  presents."  On  the  ist  of 
February,  1876,  letters  patent  No.  172,896  were  issued  to  the 
defendant  for  improvements  in  hydraulic  elevators,  and  on 
the  15th  of  August,  1876,  letters  patent  No.  181,113  were  is- 
sued to  him  for  improvements  in  hydraulic  elevators. 

This  suit  is  brought  to  recover  for  infringements  of 
patents  Nos.  132,111  and  132,112,  and  to  compel  the  de- 
fendant to  execute  to  the  plaintiff  corporation  an  assign- 
ment of  patents  Nos.  172,896  and  181,113.  The  specifica- 
tion of   No.    132,111    says:    '*  My   invention    relates    to  im- 


FEBRUARY,    1880.  20I 


Stebins  Hydraulic  Elevator  Manufacturing  Co.  v,  Stebins. 


provements  in  that  class  of  hydraulic  elevators  which  is 
used  for  elevating  persons  and  things  from  one  floor  of  a 
building  to  another.  My  improvement  consists  of  an  ar- 
rangement whereby  the  power  of  either  one  or  two  upright 
cylinders  can  be  employed  for  elevating  the  load  according 
to  the  weight  which  it  is  desired  to  lift.  Heretofore,  when 
two  cylinders  have  been  used  for  this  purpose,  their  arrange- 
ment has  been  such  that  the  pressure  in  both  cylinders  was  ap- 
plied in  all  cases,  whereas,  frequently,  and,  in  most  cases,  the 
power  of  a  single  cylinder  is  sufficient,  thus  causing  a  waste 
of  water,  which,  especially  in  cities  where  water  is  paid  for 
by  the  gallon,  is  a  heavy  and  unnecessary  expense.  In  the 
following  description  my  invention  is  fully  described,  refer- 
ence being  had  to  the  accompanying  drawing,  forming  a 
part  of  this  specification,  in  which  Figure  i  is  a  front  eleva- 
tion of  my  machine,  and  Fig.  2  is  a  side  elevation.  A  A  rep- 
resent two  upright  cylinders,  which  are  secured  to  the  same 
bed-piece,  B,  at  a  short  distance  apart,  or  any  number  of  such 
cylinders  can  be  used.  Inside  of  these  cylinders  is  a  piston, 
C,  and  each  of  the  pistons  has  a  bar,  //,  extending  upward 
from  its  centre  in  the  manner  of  a  piston-rod.  These  bars 
have  each  a  rib,/,  extending  the  entire  length  along  the  mid- 
dle of  one  side,  as  shown,  while  their  opposite  faces  are 
formed  into  a  rack.  A  strong  metal  side  piece,  ^,  is  secured 
to  the  outside  of  each  of  the  cylinders  A  at  their  upper  ends, 
so  as  to  project  above  them.  A  shaft,  ^,  extends  across  above 
the  cylinders  back  of  the  piston-bars  </,  and  bears  in  these 
side  pieces.  A  spool,  h^  is  secured  upon  this  shaft  opposite 
the  rib /of  each  bar,  in  which  the  ribs  fit,  so  that  they  form 
guides  for  the  bar  d,  A  shaft,  I,  passes  across  above  the 
cylinders  on  the  opposite  side  of  the  bars  d,  aind  also  bears  in 
the  side  pieces,  e.  Opposite  each  of  the  rack-bars  d^  a  broad 
spin-wheel,/,  is  secured  to  the  shaft  I,  so  as  to  engage  with 
the  teeth  on  the  vertical  bars,  and  between  the  two  broad 
wheels y  a  large  spur-wheel,  K,  is  fixed  \o  the  shaft.  Thus, 
when  the  rack-bars  d  are  raised,  the  wheels  j  and  K  on  the 
shaft  I  are  revolved  by  the  engagement  of  the  rack.  Below 
the  wheels  K,  a  shaft,  /,  passes  across  parallel  with  the  shaft 
I,  and  bearing  in  the  lower  end  of  the  side  pieces,  e.     This 
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shaft  has  at  its  middle  a  pinion,  m^  which  engages  with  the 
wheel   K, .  and  at    its    extremity  a    large    driving-pulley   is 
secured,  marked  «,  around  which  the  belt  from  the  elevator 
or  car  passes.    By  this  arrangement,  the  cylinders  A  A  can  be 
made  quite  short,  so  that  they  can  be  placed  in  a  cellar  on 
other  small  compartment,  as  the  speed  of  the  driving-pulley 
can  be  multiplied  at  pleasure,  and  thus  obtain  a  large  amount 
of  elevation  for  a  short  stroke  of  the  piston -bar.     Either  one 
or  both  of  the  rack -bars  can  be  used  to  transmit  the  power  to 
the  gearing.     The  water  which  lifts  the  pistons  C  and  rack- 
bar  d  is  introduced  into  the  cylinders  through  branch  pipes, 
which  are  secured  in  the  holes  o  in   the  bed-piece.     These 
pipes  are  so  arranged  that  the  water  can  be  turned  into  either 
one  or  both  cylinders  as  required.     By  this  means,  the  ordi- 
nary work  on  the  elevator  can  be  accomplished  by  one  of  the 
cylinders,  and,  when  an  extraordinary  pressure  is  required, 
both  cylinders  can  be  employed,  thus  providing  an  elevator  that 
will  answer  in  any  place  and  do  its  work  with  great  economy  of 
water."  Theclaimsofthrs  patent  are  two,  as  follows:  **i.  The 
upright  cylinders  A,  A,  with  their  pistons  C,  C,  each  of  said 
pistons  being  provided  with  an  upright  rack-bar,  //,  in  combi- 
nation with  the  shaft  I,  with  its  spur-wheelsy,/,  and  K,  shaft 
/,  with  its  pinion  m^  and  driving-pulley  N,  whereby  I  am  en- 
abled to  employ  the  pressure  in  either  one  or  both  cylinders 
for  hoisting  purposes,   substantially  as  and  for  the  purpose 
above  described.     2.  The  upright  rack-bars  d  provided  with 
the  rib,  in  combination  with  the  guide-spools  h,  substantially 
as  and  for  the  purpose  above  described. 

The  answer  of  the  defendant  admits  that  he  has  made  and 
sold  hydraulic  elevators  constructed  according  to  the  descrip- 
tion in  said  patent  No.  172,896.  According  to  the  testimony 
of  the  defendant's  expert,  Mr.  Eliot,  patent  No.  172,896  de- 
scribes an  arrangement  of  two  working  cylinders  provided 
with  suitable  pistons,  one  of  the  cylinders  and  pistons  being 
placed  inside  of  the  other  in  such  a  manner  as  to  economize 
room,  and  at  the  same  time  allow  both  of  the  pistons  to 
be  combined  with  a  cross-head,  which  carries  sheaves,  over 
which  the  lifting  ropes  of  the  elevator  work  ;  the  combination 
and  arrangement  being  such  that  one  of  the  pistons,  with  its 
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corresponding  cylinder,  can  be  brought  into  immediate  action 
to  assist  the  lifting  force  of  the  other  at  the  pleasure  of  the 
operator  or  attendant  of  the  elevator.  The  same  expert  states 
that  the  peculiar  means  by  which  such  a  result  is  accom- 
plished consists  in  making  the  main  working  piston  in  the 
form  of  a  cylinder  and  connecting  its  upper  end  immediately 
with  the  cross-head  that  carries  the  sheaves,  and  also  in  con- 
necting with  said  cross-head  a  piston  which  works  in  an  inte- 
rior cylinder  placed  concentric  with  the  outer  working  piston 
and  connecting  with  them  a  valve  in  such  a  manner  that, 
when  the  water-pressure  is  brought  to  bear  upon  the  main 
working  piston,  the  pressure  of  the  water  will  also  flow  into 
the  assisting  cylinder,  so  as  to  fill  up  the  space  underneath 
the  assisting  working  piston  which  is  directly  connected  with 
the  cross-head  ;  that  said  assisting  piston  and  its  C3iinder  are 
provided   with   a  second   piston,  and  so  arranged  relatively 
to   the  water-pressure  that,  whenever  the  attendant  of    the 
machine  desires  an  extra  amount  of  force  to  lift  the  load,  he 
opens  a  valve  to  admit  the  water-pressure  underneath  said 
second  piston,  and  its  force  is  thereby  immediately  applied 
upon  or  against  the  assisting  piston  ;  and  that  these  two  cylin- 
ders and  their  pistons  are  combined  by  means  of  a  cross-head. 
The  same  expert  says  that  the  invention  set  forth  in  patent 
No.  132,111  and  that  set  forth  in  patent  No.  172,896  resemble 
each  other  only  in  the  fact  of  having  two  cylinders  so  arranged 
in  a  hydraulic  elevator  as  to  be  capable  of   assisting  each 
other   in    lifting  the  load  according  to  the  pleasure  of  the 
operator  or  attendant  of  the  machine  ;  that,  in  so  far  as  relates 
to  the  arrangement  of  the  cylinders,  and  the  means  of  combin- 
ing them  together,  they  are,  in  his  opinion,  entirely  different 
in  their  construction  and  mode  of   operation  ;  that    the  ar- 
rangement of  the  cylinders  as  shown  in  patent  No.  132,111 
consists  simply  in  placing  one  beside  the  other  in  a  line,  so 
that  their  pistons  may  be  connected  with  a  line  of  shafting, 
the  only  means  of  their  combination  being  the  shaft  which 
carries  the  pistons  which  gear  into  the  racks  of  the  several 
cylinders  in  the  combination  ;  that  in  patent  No.  172,896  the 
arrangement  is  such  that  only  two  pistons  with  their  corre- 
sponding cylinders  can  be  connected  so  as  to  assist  each  other. 
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one  of  them  being  placed  inside  of  the  other,  thereby  arrang- 
ing them  so  that  the  two  may  be  connected  directly  with  the 
cross-head  which  carries  the  sheaves  over  which  the  lifting- 
ropes  work,  there  being  no  racks  or  pinions  or  gearing  of  any 
kind  between  the  tv^o  pistons  which  are  intended  to  assist  each 
other,  but  both  of  said  pistons  being  connected  directly  with 
the  same  piece  of  mechanism  ;  that  the  combination  and 
arrangement  in  patent  No.  172,896  could  not  be  substituted  to 
operate  in  combination  with  the  devices  described  in  patent 
No.  132,111  ;  nor  could  the  devices  in  patent  No.  132,111,  for 
combining  the  two  cylinders,  be  substituted  so  as  to  combine 
the  two  cylinders  or  pistons  as  shown  and  described  in  patent 
No.  172,896  ;  and  that,  for  these  reasons,  he  regards  the  inven- 
tions set  forth  in  the  two  patents  as  entirely  different  in  their 
construction  and  mode  of  operation,  in  every  respect,  except 
the  mere  fact  of  their  having  two  cylinders  and  their  pistons 
to  assist  each  other  in  lifting  the  load. 

The  plaintiffs'  expert,  Mr.  Mclntire,  says  that  the  arrange- 
ment described  in  patent  No.  172,896  is  substantially  like 
that  shown  in  patent  No.  132,111  in  this  main  and  particular 
feature  of  construction  and  mode  of  operation — namely,  the 
combination  with  the  shaft  or  cross-head  (or  other  device,  as 
the  case  may  be,  for  operating  the  cable)  of  the  pistons  of 
several  cylinders  in  such  a  manner  that  each  of  said  pistons 
is  always  in  direct  and  operative  connection  with  the  cross- 
head  or  device  to  be  driven  by  the  piston,  and  so  that  either 
one  of  the  cylinders  and  pistons  may  be  brought  into  use  as  a 
re-enforce  to  the  other  after  such  other  shall  have  partially 
raised  the  load  to  be  elevated  ;  that  the  machine  shown  in 
patent  No.  172,896,  while  it  involves  the  main  feature  and 
important  principle  of  construction  and  mode  of  operation 
which  is  the  subject  of  the  machine  in  patent  No.  132,111, 
is  supplemented  by  the  idea  of  such  a  combination  and 
arrangement  of  the  cylinders  as  that  one  shall  be  concentric- 
ally within  another,  and  as  that,  whether  one  or  the  other 
be  employed,  or  both  at  the  same  time,  the  power  exerted 
through  the  connection  of  the  piston  with  the  shaft  or  other 
device  to  be  driven  will  be  transmitted  centrally  to  the  shaft 
to  be  moved,  and  in  a  more  desirable  manner  than  is  accom- 
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plished  by  the  construction  shown  in  patent  No.  132,111,  and 
that  the  machine  in  patent  No.  172,896  embraces  an  improve- 
ment on  the  machine  shown  in  patent  No.  132,111,  in  that  the 
several  pistons  and  piston-rods,  which  are  always  in  opera- 
tive connection  with  the  shaft  or  thing  to  be  driven  by  them, 
are  always  so  supplied  with  water  in  contact  with  the 
pistons  that,  when  the  water-pressure  is  applied  to  either 
piston  to  re-enforce  the  other,  the  water  so  applied  will  not 
have  to  fill  any  empty  portion  of  the  cylinder  beneath  said 
piston  before  its  motive  power  or  pressure  operates  upon  said 
piston. 

There  is  no  doubt  that,  in  patent  No.  172,896,  as  well  as  in 
patent  No.  132,111,  the  power  of  either  one  or  two  upright 
cylinders  can  be  employed  for  elevating  the  load  according 
to  the  weight  which  it  is  desired  to  lift  ;  but  that  is  the  pur- 
pose or  object  of  the  mechanical  means  employed  in  each. 
There  is  no  claim  in  No.  132,111  to  such  purpose  or  object. 
If  there  were,  such  claim  would  be  void.  The  first  claim  of 
patent  No.  132,111  is  a  claim  to  a  combination  of  the  cylin- 
ders, pistons,  rack-bars,  shaft,  spur-wheels,  another  shaft, 
pinion,  and  driving  pulley,  arranged  substantially  in  the 
manner  described  in  the  patent.  In  patent  No.  172,896,  there 
are  cylinders  and  pistons,  but  no  others  of  the  elements  of 
the  combination  set  forth  in  the  first  claim  of  patent  No. 
132,111  ;  and  such  cylinders  and  pistons  in  patent  No.  172,- 
896  are  combined  and  arranged,  both  among  themselves,'!ind 
in  reference  to  the  other  parts  of  the  machine,  in  an  entirely 
dififerent  manner,  both  as  to  construction  and  mode  of  opera- 
tion, from  the  manner  in  which  the  cylinders  and  pistons  in 
patent  No.  132,111  are  combined  and  arranged  among  them- 
selves, and  in  reference  to  the  other  parts  of  the  machine.  It 
is  claimed,  for  the  plaintiff,  that  the  pulley  arrangement  in 
patent  No.  172,896  is  the  mechanical  equivalent  of  the  rack 
and  pinion  arrangement  in  patent  No.  132,111  ;  but  it  is  quite 
apparent  from  the  evidence  of  Mr.  Mclntire  that  the  mechan- 
ical equivalency  consists  only  in  the  fact  that,  in  each  patent, 
each  piston  is  always  in  operative  connection  with  the  device 
to  be  driven  by  the  piston,  so  as  to  enable  the  re-enforcing 
action  to  be  effected.    But  the  concentric  arrangement,  in  pat- 
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ent  No.  172,896,  for  the  central  transmission  of  power  in 
connection  with  the  mechanical  arrangements  which  in  that 
patent  take  the  place  of  the  rack  and  pinion  arrangement  in 
patent  No.  132,111,  make  the  arrangement  of  cylinders  and 
pistons  and  the  attendant  machinery  in  patent  No.  172,896  a 
different  arrangement  mechanically  from  the  arrangement  of 
cylinders  and  pistons  and  the  attendant  machinery  in  patent 
No.  132,111,  and  not  one  embodying  any  invention  claimed 
in  patent  No.  132,111. 

The  specification  of  patent  No.  172,896  says  :  **  In  the 
drawings,  A  represents  the  outer  casing  or  cylinder,  provided 
with  the  inlets  a,  a\  On  each  side  of  the  casing  A,  is  secured 
a  suitable  framework  to  sustain  the  pulleys  i,  i  and  2,  2. 
From  this  framework  rise  the  vertical  guides  B  B  for  the 
cross-head  C.  Within  the  cylinder  A  works  the  hollow  pis- 
ton D,  the  upper  portion  of  which  is  connected  by  suitable 
means  to  the  cross-head  C.  Again,  within  the  hollow  piston 
D  is  a  stationary  hollow  cylinder,  E,  secured  to  the  bottom 
of  cylinder  A.  Thus  the  piston  D  moves  and  operates  be- 
tween the  interior  of  the  cylinder  A  and  the  exterior  of  the 
cylinder  E,  for  purposes  hereinafter  explained.  Again,  with- 
in the  cylinder  E,  is  fitted  to  operate,  the  piston  F,  having  a 
hollow  piston-rod,  /,  reaching  nearly  to  the  top  of  the  cylin- 
der E.  Again,  within  the  hollow  piston-rod  or  cylinder/,  is 
snugly  fitted  and  operated  the  piston  G.  This  hollow  rod  or 
cylfhder  /  is  provided  with  a  valve  g^  at  its  bottom,  for  a 
purpose  hereinafter  explained.  Attached  to  the  piston  G  is 
the  piston-rod.  I,  the  opposite  or  upper  end  of  which  is  con- 
nected with  the  cross-head  C  by  any  suitable  means.  Through 
the  base  of  the  casing  or  cylinder  A,  I  arrange  the  inlet-open- 
ings tty  a\  for  the  passage  of  the  water  from  the  connecting- 
pipes.  The  opening  a  enters  the  cylinder  A  immediately  under 
the  piston  D,  and  supplies  the  water  for  raising  that  piston. 
The  opening  a!  enters  the  cylinder  A  immediately  under  the 
piston  F,  and  supplies  the  water  for  raising  that  piston.  The 
pipes  conducting  the  water  to  the  openings  a  and  a!  may  be 
supplied  with  discharge-cocks  of  any  of  the  well-known  styles. 
The  operation  of  my  device  is  as  follows  :  The  elevator  being 
ready  to  ascend,  water  is  admitted  through  the  opening  n, 
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and  the  pressure  raises  the  piston  D  and  with  it  the  piston- 
rod  I,  both  being  connected  with  the  cross  head  C. .  The  re- 
sult will  be  the  equal  ascent  of  the  pistons  D  and  G.  As  the 
piston  G  rises  in  the  hollow  rod  or  cylinder/,  the  dead  water 
resting  in  the  pipe  below  the  cock  enters,  through  the  valve  ^ 
and  opening^',  into  and  fills  the  cylinder/.  Let  us  suppose  the 
elevator  has  reached  the  third  floor  of  the  building,  and  some 
additional  weight  is  added  to  the  load,  and  the  main  piston 
D  is  unable  to  rise  farther.  Water  is  admitted  through  the 
opening  a*  and  under  the  piston  F.  This  piston  then  rises, 
and  as  the  valve  g  closes  and  prevents  the  escape  of  the  water 
from  under  the  piston  G,  the  piston  F  carries  with  it  the  piston 
G  and  piston-rod  I,  and  an  additional  power  is  thus  added  to 
the  piston  D  to  aid  in  raising  the  elevator.  By  this  construc- 
tion it  is  evident  that  I  am  able  to  bring  the  auxiliary  piston 
F  into  immediate  action  when  needed.  It  remains  in  posi- 
tion to  receive  the  hydraulic  pressure,  while  the  piston  G  and 
rod  I  move  up  with  the  piston  D,  and  practically  become  an 
elongated  rod  to  the  piston  F,  ready  to  catch  the  pressure  and 
come  to  the  aid  of  piston  D  whenever  additional  aid  is  re- 
quired." 

An  examination  of  this  specification,  in  connection  with 
the  specification  of  patent  No.  132,111,  shows  that  the  views 
of  the  defendant's  expert  must  prevail  over  those  of  the 
plaintiffs'  expert,  and  that  the  doctrine  of  mechanical  equiva- 
lents cannot  be  successfully  invoked  in  this  case  in  favor'of 
the  plaintiffs.  The  specification  of  patent  No.  132,111  admits 
that  two  cylinders  had  before  been  used  to  elevate  the  load, 
and  that  the  pressure  in  both  cylinders  was  applied  in  all 
cases.  Of  course  both  cylinders  were  always  in  operative 
connection  with  the  device  to  be  driven  by  the  pistons.  The 
only  new  idea,  in  common,  in  patent  No.  132,111  and  patent 
No.  172,896,  is  the  idea  of  employing  the  power  of  either  one 
or  two  cylinders  so  as  to  economize  water.  One  patent  does 
it  by  one  mode  of  construction  and  operation,  and  the  other 
by  another,  cylinders  and  pistons  in  hydraulic  elevators 
being  old  to  the  extent  just  indicated. 

It  is    not    alleged    that  the  defendant  has  infringed  the 
second  claim  of  patent  No.  132,111,  and  it  follows  from  the 
VOL.  V — 14 
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foregoing  considerations  that  he  has  not  infringed  the  6rst 
claim  of  that  patent. 

The  defendant  has  constructed  two  elevators  made  sub- 
stantially in  accordance  with  patent  No.  181,113.  The  de- 
fendant's expert,  Mr.  Eliot,  testifies  that  he  regards  a  machine 
constructed  according  to  patent  No.  181,113  as  being  sub- 
stantially different  in  its  construction  and  mode  of  operation 
from  a  machine  constructed  according  to  patent  No.  132,111 ; 
that  the  peculiarity  of  a  machine  constructed  according  to 
patent  No.  181,113  consists  in  using  the  water  in  a  cylinder 
combined  with  the  working  cylinder  in  such  a  manner  that 
the  pressure  of  the  water  in  said  cylinder  shall  serve  to 
always  equalize  the  constant  weight  of  the  car  or  cage  and  its 
attachments,  whatever  they  may  be  ;  that  under  such  a  con- 
struction no  additional  power  is  added  beyond  what  is  required 
as  a  mere  counter-balance,  and  said  counter-balance  is  a  con- 
stant quantity  in  weight,  and  its  method  of  application  is  for 
precisely  the  same  purpose  as  when  weights  are  ordinarily 
added  to  said  cars  or  cages  for  the  purpose  of  counter-balanc- 
ing them,  and  that,  in  a  machine  so  organized,  there  is  but  one 
working  cylinder  used,  in  the  sense  in  which  that  term  is  used 
as  applied  to  machines — that  is,  furnishing  a  power  adapted 
to  the  load  to  be  lifted.  There  is  nothing  in  the  testimony 
of  the  plaintiff's  expert,  Mr.  Mclntire,  which  establishes  the 
contrary  of  the  foregoing  view,  and  the  counsel  for  the  plain- 
tiffs contends,  in  argument,  that  what  is  found  in  patent  No. 
172,896  is  also  found  in  patent  No.  181,113,  with  the  excep- 
tion of  the  central  valve,  which,  in  patent  No.  172,896,  is  found 
iii  the  central  piston.  The  considerations,  before  stated,  as 
reasons  why  an  apparatus  constructed  according  to  patent 
No.  172,896  does  not  infringe  patent  No.  132,111  go  to  show, 
in  connection  with  the  considerations  set  forth  in  the  testi- 
mony of  Mr.  Eliot,  just  recited,  as  to  patent  No.  181,113,  ^^^^ 
an  apparatus  constructed  according  to  patent  No.  181,113 
does  not  infringe  patent  No.  132,111. 

The  defendant  testified  that  he  put  into  each  of  the  two 
elevators  which  he  made  in  accordance  with  patent  No.  181, • 
113,  a  safety-brake  like  that  shown  in  patent  No.  132,112.  It 
is  not  shown  by  the  defendant  that  he  had  any  license  or  per- 
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mission  to  do  so.     He  has,  therefore,  infringed  patent  No. 
132,112. 

Conceding,  for  the  purposes  of  this  case,  that  the  assign- 
ment of  November  4th,  1872,  assigns  the  right  to  improve- 
ments to  be  subsequently  invented  or  patented  by  the  defend- 
ant in,  or  of,  or  in  aid  of  the  inventions  or  improvements  pat- 
ented by  patent  No.  132,111  and  patent  No.  132,112,  it  is 
manifest  that  the  reasons  before  set  forth  as  showing  that 
the  inventions  embraced  in  patent  No.  172,896  and  in  patent 
No.  181,113  do  not',  infringe  patent  No.  132,111,  are  equally 
cogent  to  show  that  such  inventions  are  not  improvements 
in,  or  of,  or  in  aid  of  any  of  the  inventions  or  improvements 
patented  by  patent  No.  132,111  ;  and  it  is  not  contended 
that  any  of  such  inventions  are  improvements  in,  or  of,  or  in 
aid  of  any  invention  or  improvement  patented  by  patent  No. 
132,112.  A  decision  as  to  the  proper  interpretation  and  scope 
and  effect  of  the  assignment  of  November  4th,  1872,  is  unnec- 
essary. The  plaintiffs  are  not  entitled  to  the  relief  they  claim 
under  said  assignment,  even  under  the  interpretation  of  it 
contended  for  by  the  plaintiffs. 

The  plaintiffs  are  entitled  to  the  usual  decree,  in  respect  of 
the  infringement  of  patent  No.  132,112.  The  question  of  costs 
is  reserved  for  further  hearing. 

Arthur  V.  Briesen^  for  the  complainants. 

George  W,  Wingate  and  Francis  Forbes^  for  the  defendant. 
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John  B.  Slawson 

vs. 

The  Grand  Street,  Prospect  Park  and  Flatbush 
Railroad  Company.    In  Equity.* 

The  second  claim  of  reissued  letters  patent  No.  4.240,  granted  to  John  B. 
Slawson,  January  24th,  1871,  for  an  improvement  in  fare  boxes,  and  ex- 
tended for  seven  years  from  July  28th,  1871,  (the  original  patent  having 
been  granted  to  said  Slawson,  July  28th,  1857,  and  reissued  January 
24th,  1 871,)  namely :  *'  2.  A  fare  box,  having  two  compartments,  into 
one  of  which  the  fare  is  first  deposited,  and  temporarily  arrested,  pre- 

m 

viously  to  its  being  deposited  in  the  other,  when  the  former  is  provided 
with  openings  covered  or  protected  by  transparent  mediums  or  devices, 
so  arranged  that  the  passenger  can  see  through  one,  and  the  driver  or 
conductor  through  the  other,  in  the  manner  substantially  as  and  for 
the  purpose  set  forth/*  contains  no  patentable  combination  and  no  in- 
vention. 

The  claim  of  letters  patent  No.  121,920,  granted  to  Elijah  C.  Middleton,  as- 
signee of  James  F.  Winchell,  December  12th,  1871,  for  an  improvement 
in  fare  boxes,  namely  :  "  Lighting  the  interior  of  a  fare  box  at  night,  by 
light  obtained  from  the  head-light  of  the  car,  thrown  by  the  reflector,  I, 
through  an  opening,  H,  in  the  head  lamp  box,  into  the  chamber  for  the 
temporary  detention  of  the  fare  for  inspection,  substantially  in  the 
manner  and  for  the  purpose  set  forth,*'  does  not  involve  any  inven- 
tion. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  February,  1880.) 

Benedict,  J. 

This  is  a  suit  in  equity,  brought  to  recover  damages  by 
reason  of  an  alleged  infringement  by  the  defendant  of  two 
certain  patents,  owned  by  the  plaintiff.  One  of  these  patents 
was  issued  to  the  plaintiff,  July  28th,  1857,  for  an  improve- 
ment in  fare  boxes.  It  was  reissued  May  4th,  1858,  again 
reissued  January  24th,  1 871,  and  is  now  known  as  reissue  No. 
4,240,  and  was  extended   for  the  term  of  seven  years  from 
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the  28th  day  of  July,  187 1.  The  other  patent  sued  on  is  also 
for  an  improvement  in  fare  boxes,  granted  to  Elijah  C.  Mid- 
dleton,  assignee  of  James  F.  Winchell,  December  12th,  1871 
numbered  121,920,  and,  on  the  17th  of  April,  1873,  assigned 
to  the  plaintiff.  The  defendant  denies  the  infringement  and 
also  disputes  the  validity  of  the  patents  sued  on. 

The  questions  raised  in  respect  to  the  Slawson  patent,  No. 
4,240,  will  first  be  considered.  The  patent  contains  two 
claims,  in  the  following  language  :  *'  i.  A  fare  box,  com- 
posed  of  two  compartments,  so  combined,  that  the  fare,  on 
being  deposited  through  an  opening  in  one  of  them  by  the 
passenger,  without  the  intervention  of  the  driver  or  conduc- 
tor, shall  be  temporarily  arrested  therein  for  examination  and 
inspection  by  the  driver  or  conductor,  through  an  opening 
therein  covered  by  a  transparent  medium,  and  then,  when 
approved  of,  transferred  directly  to  the  second  or  general  re- 
ceiving compartment,  which,  as  well  as  the  first,  is  made  in- 
accessible, except  by  violence,  to  the  driver  or  other  un- 
authorized person,  for  the  purpose  set  forth.  2.  A  fare  box, 
having  two  compartments,  into  one  of  which  the  fare  is  first 
deposited,  and  temporarily  arrested,  previously  to  its  being 
deposited  in  the  other,  when  the  former  is  provided  with 
openings  covered  or  protected  by  transparent  mediums  or 
devices,  so  arranged  that  the  passenger  can  see  through  one 
and  the  driver  or  conductor  through  the  other,  in  the  manner 
substantially  as  and  for  the  purposes  set  forth."  Subsequent 
to  the  extension  of  this  patent,  and  on  September  6th,  1877, 
the  patentee  filed  a  disclaimer,  in  which  he  sets  forth,  that, 
through  inadvertence,  accident  or  mistake,  the  specification 
or  claims  of  the  said  letters  patent  are  too  broad,  including 
that  of  which  the  said  patentee  was  not  the  first  inventor,  and 
thereupon  he  enters  his  disclaimer  to  that  part  of  the  claims 
in  said  specification  which  constitutes  the  first  of  the  claims 
above  set  forth.  The  effect  of  this  disclaimer  was  to  limit 
the  invention  to  a  fare  box  composed  of  two  compartments, 
when  the  compartment  into  which  the  fare  is  first  deposited 
is  provided  with  two  windows  so  arranged  that  the  passen- 
gers can  see  through  one  and  the  car  driver  through  the 
other. 
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•  It  will  be  observed,  that  no  claim  is  made  to  any  particular 
device  by  which  the  fare,  when  deposited,  is  temporarily 
arrested  before  passing  into  the  lower  compartment,  nor  to 
any  form  of  opening  in  the  box,  nor  to  any  particular  locfil- 
tty  for  the  windows,  provided  only  they  are  so  arranged  that 
the  passengers  can  see  through  one  and  the  driver  through 
the  other.  It  must  also  be  observed,  that  the  first  claim  de- 
scribed a  fare  box  similar  in  all  its  respects  to  the  fare  box 
described  in  the  second  claim,  with  the  single  exception,  that 
it  contained  but  one  window,  so  arranged  that  the  driver 
could  see  through  it.  And  such  a  fare  box,  the  disclaimer 
asserts,  was  known  prior  to  the  plaintiff's  invention.  It  is 
apparent,  therefore,  that  the  only  novelty  in  the  plaintiff's  in- 
vention, as  it  now  stands  described  in  his  patent,  consists 
In  the  additional  window,  so  arranged  that  a  passenger,  by 
k)oking  through  it,  can  see  the  fare  deposited  by  him.  The 
question,  therefore,  at  once  arises,  whether  the  addition  of 
such  a  window  to  a  known  style  of  fare  box  having  a  window 
arranged  so  that  the  driver  can  see  the  fare  when  deposited 
by  the  passenger,  constitutes  an  invention,  within  the  mean- 
ing of  the  patent  laws. 

The  view  taken  in  behalf  of  the  plaintiff  is,  that  the  claim 
is  for  a  combination  consisting  of  certain  old  elements  and 
one  new  element,  namely,  the  additional  window.  But,  no 
new  result  is  accomplished  by  the  introduction  of  the  addi- 
tional window  in  the  fare  box.  The  fare  is  deposited  as  be- 
fore and  reaches  its  final  destination  in  precisely  the  same 
way  as  before,  without  acceleration,  detention  or  deviation. 
The  only  distinction  between  the  old  and  the  new  box  is, 
that,  in  the  old  box,  the  fare,  in  its  passage  from  the  passen- 
ger to  the  lower  compartment  of  the  box,  passes  by  one  win- 
dow, while  in  the  plaintiff's  box  it  passes  by  two  windows. 
This  distinction  does  not  constitute  a  difference  in  the  result. 
The  additional  window,  it  is  true,  permits  the  transmission 
of  light  through  a  part  of  the  box  where  before  it  could  not 
pass.  But,  it  accomplishes  this  result  without  aid  from  any 
other  part  of  the  machine,  and,  in  so  doing,  it  in  no  way 
modifies  the  operation  of  any  of  the  other  parts.  There  is,  in 
fact,  no  joint  operation,  and  the  case  is  one  of  simple  aggre- 
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gation,  not  combination.  Furthermore,  all  that  the  plaintiff 
did  was  to  duplicate  one  of  the  features  of  the  machine. 
Some  convenience  doubtless  resulted  from  this  duplication, 
but,  the  effect  produced  by  the  additional  window  was  the  same 
in  kind  as  that  produced  by  the  existing  window,  and  accom- 
plished in  the  same  way.  There  was  no  patentable  matter  in 
the  discovery  that  it  would  be  more  convenient  to  have  light 
transmitted  through  the  box  in  another  place,  and  I  am  un- 
able to  see  that  any  invention  was  required  to  accomplish 
that  result  by  adding  another  window. 

In  order  to  constitute  a  patentable  combination,  the  result 
must  be  some  effect  different  from  the  effect  of  the  separate 
parts,  and  produced  by  the  combined  forces.  A  new  result 
must  arise  from  the  union  of  the  elements  of  the  combination, 
and  not  simply  from  the  separate  action  of  each  element.  So 
the  law  has  oeen  declared  in  numerous  cases,  and  no  differ- 
ent rule  is  contended  for  in  this  case.  The  difficulty  in  this 
case,  as  in  most  cases  of  this  description,  is  not  in  regard  to 
the  rule  of  law,  but  in  applying  the  rule,  with  proper  dis- 
crimination, to  the  facts  of  the  particular  case.  It  is  not, 
therefore,  to  be  expected,  in  controversies  of  this  character, 
that  any  prior  adjudged  case  can  be  found  so  similar  in  its 
facts  as  to  furnish  a  direct  authority,  one  way  or  the  other. 
But,  in  this  instance,  there  iS'  one  prior  adjudged  case,  so 
very  similar  to  the  one  in  hand,  that  it  may  very  well  be  said 
to  compel  the  conclusion  that  this  patent  is  void.  I  refer  to 
the  case  of  HaiUs  v.  Van  Warmer ^  20  Wall.,  353.  That  was 
the  case  of  a  base-burning  stove  having  two  chambers,  in 
one  of  which  the  coal  is  first  placed,  and  whence  it  descends 
to  the  other  and  is  there  consumed.  One  claim  of  the  patent 
was  for  the  construction  of  an  "  illumination  window"  in  one 
of  the  chambers,  in  combination  with  certain  other  designated 
parts  of  the  stove.  The  *'  illumination  window"  was  an 
opening  in  the  stove,  covered  with  mica.  The  other  parts  of 
the  stove  were  already  known  in  combination,  and  the  court 
says  :  **  It  is  impossible  to  regard  the  mere  addition  of  such 
openings  to  a  stove  containing  the  improvements  described 
in  the  reissued  patent,  as  the  formation  of  a  new  combina- 
tion.   It  is  not  invention."     In  that  case  the  rest  of  the  stove 
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was  old,  as,  here,  the  rest  of  the  fare  box  is  conceded  by  the 
disclaimer  to  be  old.  In  that  case,  as  here,  the  additional 
element  was  an  opening  covered  by  a  transparent  medium. 
In  that  case,  the  object  of  the  opening  was  to  enable  the  coal 
which  passed  from  the  upper  to  the  lower  compartment  of 
the  stove  to  be  seen  through  the  opening.  In  this  case,  the 
object  of  the  opening  is  to  enable  the  fares  which  pass  from 
the  upper  to  the  lower  compartment  of  the  fare  box  to  be  seen 
through  the  opening.  There,  such  openings  were  a  well- 
known  device  applied  to  stoves.  Here,  a  similar  opening  is 
employed  for  the  same  purpose,  in  the  fare  box  admitted  to 
be  old.  In  this  case,  therefore,  as  in  that,  it  must  be  said, 
that  it  is  impossible  to  regard  the  mere  addition  of  such  an 
opening  to  a  fare  box,  conceded  to  be  old,  as  the  formation 
of  a  new  patentable  combination.     It  is  not  invention. 

There  remains  to  consider  the  second  patent  upon  which 
the  plaintiff  relies  in  his  bill.  This  patent  was  issued  to 
Elijah  C.  Middleton,  assignee  of  James  F.  Winchell,  Decem- 
ber 1 2th,  1871,  and  is  also  a  patent  for  an  improvement  in 
fare  boxes.  The  specification  states,  that**  the  improve- 
ment relates  to  the  mode  of  illuminating  the  interior  of  a  fare 
box,  in  street  railway  cars  or  other  vehicles,  when  used  dur- 
ing the  night,  and  it  consists  in  the  construction  of  the  fare 
box  with  suitable  openings  and  reflectors,  arranged  and 
adapted  to  receive  light  from  the  ordinary  head  lamp,  placed 
above  the  fare  box."  The  claim  is  as  follows:  **  What  I 
claim  and  desire  to  secure  by  letters  patent  is  lighting  the 
interior  of  a  fare  box  at  night,  by  light  obtained  from  the 
head  lamp  of  the  car,  thrown  by  the  reflector,  I,  through  an 
opening,  H,  in  the  head  lamp  box,  into  the  chamber  for  the 
temporary  detention  of  the  fare  for  inspection,  substantially 
in  the  manner  and  for  the  purpose  set  forth.**  The  conten- 
tion on  the  part  of  the  plaintiff  is,  that  this  is  a  claim  for  a 
combination  of  certain  old  elements,  viz.,  (i)  a  fare  box  with 
an  opening  at  the  top,  covered  by  glass  or  other  transparent 
substance  ;  (2)  the  head  lamp  of  a  car  ;  (3)  a  reflector,  in  such 
a  manner  that  a  part  of  the  light  from  the  head  lamp  shall  be 
reflected  upon  the  platform  of  the  fare  box.  Assuming  the 
claim  to  be  for  a  combination,  the  only  novelty  pretended  con- 
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sists  in  the  arranging  the  fare  box,  lamp,  and  reflector  in  such 
a  manner  that  light  from  the  lamp  will  be  thrown  into  the 
fare  box.  No  invention  was  required  to  so  arrange  these 
parts.  It  would  not  fail  to  be  accomplished  by  any  person 
of  ordinary  intelligence  and  experience,  who  should  attempt 
it.  This  patent,  therefore,  must  be  held  to  be  void. 
The  result  is,  that  the  bill  is  dismissed,  with  costs. 


George  Gifford^  for  the  complainant. 
P,  S  Crooke^  for  the  defendant. 


James  E.  Wisner  et  al. 

vs. 
Israel  P.  Grant  et  al.    In  Equity. 

The  power  of  a  revolving  axle  driven  by  both  carrying  wheels,  applied  at  the 
middle  of  the  axle  to  communicate  motion  for  running  the  machinery  in 
harvesters,  seed  drills,  etc.,  being  oM ;  and  a  certain  device  to  lift  the 
rake  in  a  horse  hay-rake  being  also  old  :  HeU^  that  the  application  by 
the  complainant  of  such  power  in  a  horse  hay-rake,  to  actuate  such  lift- 
ing device,  was  a  patentable  invention. 

(Before  Wallace,  J.,  Northern  District  of  New  York,  February,  1880.) 

Wallace,  J. 

I  am  precluded,  by  the  urgent  demands  upon  my  time  at 
present,  from  doing  more  than  briefly  stating  my  conclusions 
in  this  case. 

Shireman,  in  his  patent  of  1S67,  discloses  the  first  inven- 
tion, in  which  the  entire  power  of  both  carrying  wheels  is 
utilized  at  the  middle  of  the  rake-head  in  the  tilting  opera- 
tion of  the  horse-rake.  The  power  of  a  constantly  revolving 
axle,  driven  by  both  carrying  wheels,  had  been  applied  at  the 
middle  of  the  axle  to  communicate  motion  for  running  the 
machinery  in  harvesters,  seed-drills,  hay-tedders  etc.  The 
power  was  applied,  in  these  machines,  by  the  same  devices 
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employed  by  Shireman,  but,  to  utilize  it  io  the  hay-rake,  Shire- 
man  had  also  to  employ  a  lifting  device  adapted  for  a  horse- 
rake.  He  found  this  lifting  device  in  prior  inventions  ;  but 
he  certainly  made  a  combination  which  was  new.  Not  only 
had  not  the  same  parts  been  employed  to  do  the  same  work 
before,  but  the  mode  of  operation  was  new.  It  cannot  be 
doubted  that  the  new  combination  produced  a  more  efficient 
machine.  There  are,  undoubtedly,  cases,  where  a  combination 
may  be  made  of  parts  never  combined  before,  where  no  inven- 
tion is  involved.  Such  is  the  case  where  a  well  known  con- 
trivance is  used  to  perform  a  function  exactly  analogous  to 
that  in  which  it  was  formerly  used.  This  is  not  such  a  case, 
and  I  am  unable  to  doubt  that  thought  and  intellect  reside  in 
the  conception. 

My  principal  difficulty  has  been  to  determine  which  of  the 
several  claims  embody  correctly  the  subject  of  the  patent. 
The  first  omits  the  lifting  device,  without  which  the  other 
parts  of  the  combination  are  useless.  The  second  does  not 
claim  a  patentable  combination,  in  view  of  the  prior  state  of 
the  art.  The  third  omits  the  ratchets  and  pawls,  and  is  so 
broad  as  to  cover  any  devices  by  which  a  constantly  revolving 
axle  can  be  secured  in  a  hay-rake.  It  would  cover  an  axle 
made  fast  to  both  wheels.  The  fourth  covers  a  lifting- wheel 
in  a  horse-rake,  which  rotates  constantly  by  power  applied 
from  both  wheels  when  the  rake  is  advancing,  *'  substantially 
as  described,"  which  means  when  arranged  and  constructed 
substantially  as  pointed  out  in  the  specification.  The  fifth  I 
construe  as  the  equivalent  of  the  fourth.  The  sixth  should  be 
construed  as  though  the  words  "  substantially  as  described*' 
were  added.  The  seventh  and  eighth  include  the  pressure 
contrivance,  which  must  be  limited  to  the  particular  construc- 
tion described,  or  else  is  too  broad,  and,  if  thus  limited,  is 
not  used  by  the  defendants. 

A  decree  for  an  injunction  and  accounting  as  to  the  fourth, 
fifth,  and  sixth  claims  of  the  patent  is  ordered,  which  will  be 
settled  upon  the  usual  notice. 

Z.  Hilly  for  the  complainants. 

C,  M.  Peck  and  Wm.  Tawnsendy  for  the  defendants. 
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James  E.  Wisner 

vs. 

IsgAEL  P.  Grant  et  al.    In  Equity. 

The  first,  second  and  fourth  claims  of  the  reissued  patent  granted  to  William 
H.  Field,  November  5lh,  1878,  for  an  improvement  in  horse  hay-rakes» 
the  same  being  a  reissue  of  the  patent  granted  to  Cyrus  B.  Hold  en, 
April  14th,  1868,  AM  to  have  been  anticipated  by  a  patent  granted  to 
H.  W.  Sabin,  December  3d,  1850. 

(Before  Wallace,  J.,  Northern  District  of  New  York,  February,  1880.) 

Wallace,  J. 

The  complainant  alleges  the  infringement  by  defendants  of 
the  first,  second,  and  fourth  claims  of  the  reissued  letters 
patent  granted  to  William  H.  Field,  November  5th,  1878,  for 
an  improvement  in  horse  hay-rakes.  The  controversy  relates 
to  that  class  of  hay-rakes  in  which  the  rake-teeth  are  tilted 
and  discharge  the  hay  in  windrows  by  the  traction  of  the 
apparatus.  The  original  patent  was  granted  to  Cyrus  B. 
Holden,  April  14th,  1868. 

The  first  claim  of  the  reissue  is  as  follows  :  *'  i.  An  oscil- 
lating rake-head  mounted  on  a  rotating  axle,  and  having  bear- 
ings through  which  the  axle  rotates  when  the  rake  is  advanc- 
ing, substantially  as  described."  The  second  claim  is, 
"  An  oscillating  rake-head  mounted  on  a  rotating  axle,  in 
combination  with  a  rotating  ratchet-wheel  and  a  device  for 
connecting  the  rake-head  to  the  ratchet  at  the  will  of  the 
operator,  for  the  purpose  of  raising  the  teeth  and  discharging 
the  hay  when  the  rake  is  advancing."  The  fourth  claim  is, 
"  In  a  wheeled  horse  hay-rake,  the  combination  of  a  revolv- 
ing axle,  a  rocking  head  mounted  on  said  axle  as  its  centre 
of  oscillation,  a  lifting  ratchet-wheel  attached  to  said  axle  and 
revolving  therewith,  a  pawl  or  detent  attached  to  the  head 
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and  capable  of  engaging  with  the  ratchet  to  dump  the  load, 
and  a  stop  against  which  the  pawl  or  detent  strikes  at  its  ex- 
treme forward  movement  to  automatically  release  it  from  the 
ratchet  and  reset  the  rake-teeth,  substantially  as  described." 

It  is  contended  for  the  complainant  that  these  claims  are  to 
be  construed  as  covering  all  horse  hay-rakes  which  contain 
the  several  parts  mentioned  in  the  claims,  in  combination 
with  an  oscillating  rake-head  mounted  on  a  continuously-re- 
volving axle,  so  that  the  centre  of  oscillation  shall  coincide 
with  the  centre  of  rotation  of  ttie  axle.  And  it  is  conceded 
that,  unless  the  claims  are  thus  construed,  the  complainant 
must  fail  in  his  action. 

It  was  doubtless  intended,  by  means  of  the  reissue,  to  claim 
the  broad  invention  thus  contended  for,  and  the  description 
of  the  invention  in  the  reissue  has  been  carefully  directed  to 
such  claim  by  eliminating  parts  in  the  original  which  would 
tend  to  limit  the  claim  to  devices  of  a  specific  construction, 
and  by  inserting  new  matter  pointing  to  the  broad  claim  now 
urged.  In  the  original,  the  invention  is  described  '*  to  consist 
in  a  tubular  rake-head  formed  of  two  parts  connected  by  a 
suitable  yoke,  and  so  combined  with  the  axle  of  the  support- 
ing-wheels and  a  ratchet  and  pawl  "  as  to  accomplish  the  de- 
sired result,  while,  in  the  reissue,  it  is  described  to  consist  in 
**  the  combination  of  a  revolving  main  axle  with  an  oscillat- 
ing rake-head  mounted  on  said  axle  as  its  support  and  centre 
of  oscillation,"  in  combination  with  a  ratchet  and  pawl.  I 
do  not  intend  to  say  that  any  essential  descriptive  part  of  the 
original  has  been  omitted,  or  that  any  new  matter  has  been 
inserted  in  the  reissue  which  was  not  suggested  in  the  origi- 
nal. What  I  do  say  is  that  it  is  quite  clear  that  the  office  of 
the  reissue  was  to  secure  the  broad  claim  now  contended  for, 
and  the  complainant  must  be  held  to  such  a  claim,  even 
though  it  may  result  that  the  real  invention  is  not  secured. 

I  am  of  opinion  that  the  invention  thus  claimed  is  antici- 
pated by  the  patent  granted  to  H,  W.  Sabin,  December  3d 
1850.  Concededly,  this  patent  is  an  anticipation  if  it 
describes  a  rake-head  which  is  an  equivalent  for  Holden's  as 
one  of  the  elements  of  the  combination. 

The  Sabin  patent  shows  a  horse-rake  in  which  the  rake- 
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teeth  are  mounted  separately  upon  a  continuously-revolving 
axle  by  eye-bearings.  The  eye-bearings  are  slipped  upon  the 
axle,  and  are  so  formed  as  to  abut  against  each  other.  The 
teeth  can  oscillate  independently  of  each  other  upon  the  axle, 
but,  in  the  tilting  operation,  move  simultaneously  by  means 
of  a  transverse  bar  or  yoke  which  bears  upon  one  end  of  the 
teeth.  In  the  tilting  operation,  the  centre  of  the  axle  is  the 
centre  of  oscillation,  and  the  yoke  unites  all  the  teeth,  so  that 
they  oscillate  as  a  unit  upon  the  axle.  If  this  device  does 
not  present  a  rake-head  in  the  strict  definition  of  the  term,  it 
does  in  substance.  The  head  of  a  rake  is  that  part  which 
holds  the  teeth  together  for  unitary  action.  The  Sabin  device 
does  the  same  work  in  the  same  way  as  Hoi  den's,  and  the 
devices  in  the  one  are  but  the  equivalent  for  those  in  the 
other.  It  contains  a  set  of  teeth  which  oscillate  as  a  unit 
on  a  continuously-revolving  axle,  so  that  the  centre  of  oscil- 
lation coincides  with  the  centre  of  rotation  of  the  axle. 

That  Holden  made  structural  changes  and  constructed  a 
more  efficient  machine  than  Sabin's — one  which  involves  in- 
vention and  which  was  not  anticipated  by  Sabin's — seems 
quite  clear ;  but  that  he  is  not  entitled  to  claim  the  broad 
invention,  which  the  reissue  was  designed  to  secure,  seems  to 
me  equally  clear. 

The  bill  is,  therefore,  dismissed. 


Z.  Hill^  for  the  complainant. 
Wm,  Tawnsend^  for  the  defendants. 
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Hiram  Tucker 

vs. 

Charles  A.  BuRDirr  et  al.    In  Equity. 

The  patentee's  process  of  bronzing,  consisting  in  varnishing  the  article  to  be 
bronzed  and  then  heating  it  to  such  a  degree  that  the  metal  and  the 
varnish  oxidized  together,  held  not  infringed  by  persons  using  a  process 
similar  to  the  patentee's,  with  the  exception  that  the  heat  used  was  not  so 
great  as  to  produce  oxidation. 

(Before  Lowell,  J.,  District  of  Massachusetts,  February,  1880.) 

Lowell,  J. 

The  inventions  of  the  plaintiff,  contained  in  the  reissued 
patents.  No.  2,355  ^"^  ^^«  2,356,  for  an  improved  process  in 
bronzing  or  coloring  iron,  and  for  the  iron  thus  colored,  have 
been  sustained  by  the  courts  ;  and,  in  this  case,  a  preliminary 
injunction  has  been  issued  and  served  on  the  defendants. 
The  process  consists  of  cleaning  a  piece  of  cast  iron,  of  the 
desired  pattern,  from  the  sand  and  scale  which  adhere  to  it 
when  it  comes  from  the  mould,  and  then  coating  it  with  a 
very  thin  film  of  oil,  and  subjecting  it  to  a  high  degree  of 
heat,  one  or  more  times,  whereby  various  colors  may  be  pro- 
duced upon  the  surface  of  the  iron  and  rendered  permanent, 
which,  before  this  invention,  were  not  produced  in  cast  iron, 
or,  if  approximated,  were  not  permanent.  A  Qlm  of  varnish 
containing  oil  may  be  used  instead  of  oil,  and  may  infringe 
the  patent,  and  so,  if  the  iron  is  first  heated,  and  then  var- 
nished and  heated  again,  the  process  may  be  infringed.  The 
theory  of  the  patentee  and  his  experts  is,  that  the  operation 
or  effect  of  the  process  is  not  merely  to  produce  and  fix  the 
well-known  colors  which  heat  causes  iron  to  assume,  with  the 
modification  produced  by  a  varnish  hardened  by  heat,  but 
that  the  oil  or  varnish  itself  is  modified  and  oxidized  harmo- 
niously with  the  iron,  and  thus  a  better  effect  is  produced 
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than  can  result  from  varnishing  colored  iron.  The  patent 
might  possibly  be  construed  to  include  the  process  last  men- 
tioned, that  is,  a  coloring  of  the  iron  and  fixing  the  color  by 
baking  the  varnish  ;  but  there  was  evidence  in  the  leading  case 
before  Mr  Justice  Clifford,  that  a  varnish,  though  not  an  oil 
varnish,  had  been  baked  upon  steel  pens,  and  that  a  some- 
what similar  mode  of  preserving  the  color  of  scythes  had 
been  used  before  the  plaintiff  made  his  invention.  It  is  un- 
der these  circumstances  that  the  plaintiff  has  given  the  con- 
struction above  referred  to,  and  has  not,  as  yet,  claimed  that 
his  combination  is  used  unless  both  the  iron  and  the  varnish 
are  oxidized  by  the  heat. 

The  plaintiff  moves  for  an  attachment  against  the  defend- 
ants for  selling  certain  butts  for  hinges,  and  certain  handles 
for  doors  and  drawers.  The  articles  appear  to  have  been 
made  by  P.  &  F.  Corbin,  who  are  under  injunction  at  the 
plaintiff's  suit  in  the  District  of  Connecticut.  The  defence 
maintain  that  the  articles  were  carefully  and  scrupulously - 
made  in  such  a  mode  as  not  to  infringe  the  patents. 

There  is  no  doubt  that  these  articles  are  made  and  sold  in 
imitation  of  the  plaintiff's  bronze,  though  much  inferior  to 
it ;  but  the  question  is  whether  the  manufacturers  have  suc- 
ceeded in  avoiding  the  patent.  As  to  the  butts,  they  insist 
that  they  were  made  by  first  coloring  the  iron  by  heat,  then 
putting  on  a  transparent  coach  varnish  and  hardening  it  by 
heat,  but  not  so  great  a  heat  a$  will  oxidize  the  varnish.  As 
to  the  handles,  the  defence  is  that  the  bronze  color  comes  from 
the  varnish  alone,  which  is  not  a  transparent  varnish,  but 
one  containing  pigments  which  assume  this  color  at  a  less 
heat  than  will  oxidize  the  iron  beneath.  This  process,  if  it 
be  the  one  employed,  is  admitted  in  the  patent  to  be  old. 

I  have  read  the  affidavits  with  great  care  ;  and,  upon  them, 
I  am  of  opinion  that  it  is  not  proved  that  the  plaintiff's  proc- 
ess is  employed  in  the  articles  now  complained  of.  If  I  am 
mistaken,  as  it  is  by  no  means  improbable  that  I  may  be 
upon  ex  parte  evidence,  the  final  decrees  in  the  Circuit  Court 
for  the  District  of  Connecticut,  and  in  this  court,  where  the 
same  questions  are  pending  in  a  way  better  calculated  to 
elicit  the  exact  truth,  will  set  the  matter  right ;  but,  taking 
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the  evidence  as  I  find  it,  including  such  inspection  as  one 
who  is  not  an  expert  can  give  to  the  articles  themselves,  I 
do  not  feel  at  liberty  to  say  that  there  has  been  a  breach  of 
the  injunction. 
Motion  denied. 

C.  Af.  Reed^  for  the  complainant. 

A,  C.  Clark  and  Mitchell  *5r»  Hungerfordy  for  the  defendants. 


The  Atlantic  Giant  Powder  Company 

vs. 

The  Dittmar  Powder  Manufacturing  Company 

ET  al.     In  Equity.* 

The  decision  in  Atlantic  Giant  Powder  Co.  v.  Rand  and  The  Same  v,  Parker^ 
i6  Blatchf.  C.  C.  R.,  250,  281,  that  the  reissued  letters  patent  No.  5,799, 
granted  to  the  Giant  Powder  Company,  March  17th,  1874,  for  an  im- 
proved explosive  compound,  the  original  patent  having  been  granted  to 
Julius  Bandmann,  as  assignee  of  Alfred  N^bel,  the  inventor,  as  No. 
78,317,  May  26th,  1868,  arc  valid,  confirmed. 

A  powder  which,  in  100  parts  by  weight,  contains  nitro-glycerinc  67.64  parts, 
cellulose,  (paper  stock,)  16.82,  and  saltpetre,  (nitrate  of  soda,)  15.54.  and 
a  powder  which,  in  100  parts  by 'weight,  contains  nitro-glycerine  27.86 
parts,  sawdust  and  charcoal,  in  nearly  equal  proportions,  5.59,  and  salt- 
petre, (nitrate  of  soda,)  66.55,  are  infnngements  of  said  reissue. 

The  said  reissue  is  not  invalid,  as  being  for  a  different  invention  from  that 
set  forth  in  the  original  patent.. 

It  is  not  invalid  on  the  ground  that  N5bel,  the  inventor,  obtained  from  one 
Dittmar  the  knowledge  of  what  is  claimed  in  it. 

What  is  claimed  in  it  was  not  first  invented  by  Dittmar. 

The  question  of  Dittmar's  invention  of  it  considered  in  view  of  the  fact  that, 
in  former  litigations,  he  was  silent  about  his  having  invented  it,  although 
he  made  an  aflSdavit,  in  a  former  suit  on  the  said  reissue,  the  only  pur- 
port of  which  was  to  show  that  the  said  reissue  was  void  for  want  of 
novelty. 

*  17  Blatchf.  C.  C.  R.,  531. 
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The  plaintiff  held  not ,  to  have  deprived  itself,  by  any  conduct  towards 
Dittmar,  of  the  right  to  ask  for  a  preliminary  injunction  against  the  de- 
fendant. 

(Before  Blatchford,  J.,  Southern  District  of  New  York.  March.  1880.) 

Blatchford,  J. 

This  is  an  application  for  a  preliminary  injunction,  found- 
ed on  reissued  letters  patent  No.  5,799,  granted  to  The  Giant 
Powder  Company,  March  17th,  .1874,  the  original  patent  hav- 
ing been  granted  to  Julius  Bandmann,  as  assignee  of  Alfred 
Nobel,  the  inventor,  as  No.  78,317,  May  26th,  1868,  being  the 
same  reissued  patent  which  was  before  this  court  in  the  case 
of  the  same  plaintiff  against  Rand,  and  in  the  case  of  the 
same  plaintiff  against  Parker,  both  of  them  decided  May  5th, 
1879.     (16  Blatchf.  C.  C.  R.,  250,  281.) 

The  specific  samples  of  powder  complained  of  were  sold  by 
the  defendant  The  Dittmar  Powder  Manufacturing  Company, 
through  the  defendant  Carl  Dittmar,  and  are  two  in  number, 
No.  I  and  No.  2.  Dr.  Hayes  testifies,  that,  by  analysis,  100 
parts  by  weight  of  No.  i  contains,  nitroglycerine  67.64  parts, 
cellulose  (paper  stock)  16.82,  saltpetre  (nitrate  of  soda)  15.54; 
that,  by  analysis,  100  parts  by  weight  of  No.  2  contains  nitro- 
glycerine 27.86  parts,  sawdust  and  charcoal,  in  nearly  equal 
proportions,  5.59,  saltpetre  (nitrate  of  soda)  66.55  ;  that,  in 
his  opinion,  the  solid  ingredients  found  in  each  of  said  anal- 
yses constitute  together  an  absorbent  substance  which  is  an 
equivalent  of  the  infusorial  earth  specifically  mentioned  in 
the  plaintiff's  patent  ;  that  the  powders  so  examined  by  him 
are  each  a  combination  of  nitro-glycerine  with  such  absorbent 
substance  in  substantially  the  same  manner  as  the  combina- 
tion of  nitro-glycerine  and  infusorial  earth  specifically  men- 
tioned in  said  patent ;  that  the  said  solid  ingredients  have  the 
property  of  absorbing,  and  retaining  by  absorption,  nitro- 
glycerine, and  are  free  from  any  quality  which  will  cause 
them  to  decompose,  destroy  or  injure  nitro-glycerine  ;  that 
the  nitro-glycerine  is  combined  with  them  in  such  propor- 
tions as  to  be  retained  without  liability  to  separation  by  com- 
pression or  leakage  ;  that  the  said  solid  ingredients  are  not 
liable  to  explode  by  concussion,  as  nitro-glycerine  is  ;  that  the 
VOL.  v — 15 
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entire  combinations  constitute,  in  his  opinion,  **  safety  pow- 
ders/' which  can  undergo  the  ordinary  shocks  of  transporta- 
tion and  manipulation  without  explosion  ;  that  the  nitro- 
glycerine therein  is  explosible,  in  blasting  operations,  by  the 
means  ordinarily  employed  for  exploding  nitro-glycerine  ; 
that,  while  the  mixture  is  in  the  form  of  a  powder,  the  nitro- 
glycerine remains,  in  his  opinion,  so  compact  and  concen- 
trated as  to  have  its  original  explosive  power ;  and  that  the 
cellulose  or  paper  stock  (**  pulp  ")  and  the  sawdust,  in  said 
mixtures,  perform  the  same  function  as  charcoal  or  carbon, 
both  as  to  absorption  of  the  nitro-glycerine  and  as  to  combus- 
tion by  the  heat  of  the  explosion  of  the  nitro* glycerine,  and 
they  perform  it  in  the  same  way  and  they  perform  no  other 
function.  In  the  Rand  case,  the  defendants'  powder  con- 
tained, nitro-glycerine  34.71  parts  ;  nitrate  of  potash  52.68 
parts  ;  sulphur  5.84  parts  ;  woody  fibre,  charcoal  and  resin, 
in  nearly  equal  proportions,  5.77  parts.  In  the  Parker  case, 
the  defendants'  powder  contained,  nitrate  of  soda  56  parts  ; 
charcoal  14  parts  ;  nitro-glycerine  30  parts.  In  the  Goodyear 
case,  before  Judge  Shepley,  the  defendants'  powder  contained 
nitro-glycerine  32.60  parts;  nitrate  of  soda  49.46  parts; 
charcoal  9.63  parts  ;  sulphur  8.31  parts.  All  of  these  powders 
were  held  to  be  infringements  of  the  plaintifiF's  patent.  What 
Dr.  Hayes  testifies,  as  above  set  forth,  in  regard  to  the  pow- 
ders in  the  present  case,  shows  that  they  must,  for  the  reasons 
given  in  the  Rand,  Parker  and'  Goodyear  cases,  be  held  to  be 
infringements  of  said  patent,  unless  certain  matters  presented 
bv  the  defendants  in  this  case  shall  be  sufficient  to  lead  to  a 
different  conclusion. 

The  defendants  contend  that  the  only  powder  they  make 
or  sell  is  one  called  *' Dualin,"  made  in  accordance  with  a 
patent  granted  to  the  defendant  Dittmar,  January  i8th,  1870. 
They  urge  the  following  propositions  :  (i.)  That,  in  view  of 
matters  now  presented,  the  plaintiff's  reissued  patent,  in 
omitting  the  word  **  inexplosive,"  in  discarding  the  concen- 
tration feature  of  the  original  patent,  and  in  altering  and 
adding  other  clauses  not  contained  in  the  original  patent,  is 
broader  than  the  original  and  void  ;  (2.)  that,  on  the  evi- 
dence now  presented,. the  Dittmar  patent  is  the  first  valid  and 
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subsisting  patent  for  nitro-glycerine  safety  powder  combina- 
tions, composed  of  nitro-glycerine  absorbed  in  some  combus- 
tible or  explosive,  as  distinguished  from  inexplosive,  sub- 
stance, and  that  the  plaintiff's  reissue  should  be  limited 
strictly  to  what  is  contained  within  the  plain  reading  of  the 
description  of  the  original  patent ;  (3.)  that  Dittmar  was  the 
original  ^nd  first  inventor  of  the  mixture  of  nitro-glycerine 
with  some  porous  solid,  as  distinguished  from  fluid  or  liquid, 
substance,  in  such  proportions  as  to  render  the  resulting  com- 
pound a  powder  safe  against  the  usual  shocks  of  transporta- 
tion and  use,  and,  therefore,  the  original  and  first  inventor 
of  the  compositions  claimed  in  Nobel's  original  patent  and 
in  the  plaintiff's  reissue  ;  that  Nobel  fraudulently  and  surrep- 
titiously purloined  his  invention  ;  and  that  the  original  and 
the  reissue  are  void  ;  (4.)  that  the  conduct  of  the  plaintiff, 
and  its  proceedings  heretofore,  with  respect  to  its  litigations 
and  to  Dittmar,  have  not  been  such  as  to  justify  the  applica- 
tion for  an  injunction  at  this  stage  of  the  suit. 

The  question  of  the  difference  between  the  original  and  the 
reissue  in  respect  to  the  concentration  feature  and  in  the 
omission  from  the  reissue  of  the  word  **  inexplosive,"  found 
in  the  original,  in  reference  to  the  absorbent  substance,  was 
considered  and  passed  upon  in  the  decision  of  this  court  in 
the  Rand  case,  favorably  to  the  plaintiff,  and  the  latter  point 
was  considered  and  passed  upon  in  the  same  way  by  Judge 
Shepley  in  the  Goodyear  case.  In  the  present  case,  it  is  con- 
tended, for  the  defendant,  that  extrinsic  evidence,  not  in  the 
former  cases,  is  introduced,  as  to  the  state  of  the  art  of  manu- 
facturing explosive  compounds  in  1867  and  1868,  and  as  to 
the  use  of  the  word  **  inexplosive"  in  that  art,  which  has  the 
effect  of  showing  that  the  word  **  inexplosive"  was  used  in 
the  original  patent.  No.  78,317,  in  its  literal  and  ordinary 
sense,  and  not  in  the  special  sense  of  a  substance  not 
liable  to  explode  by  accidental  concussion.  Reference  is 
made  to  Nobel's  provisional  English  specification,  filed  May 
7th,  1867,  which  speaks  of  mixing  nitro-glycerine  with 
'*  porous,  inexplosive  substances,  such,  for  instance,  as  char 
coal  and  silica,  and  to  his  full  English  specification,  filed  on 
November  6th,  1867,  (both  of  such  specifications  pertaining 
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to  a  patent  for  an  invention  communicated  by  Nobel,  dated 
May  7th,  1867,)  which  speaks  of  causing  nitro-glycerlne  to  be 
absorbed  in  porous,  inexplosive  substances,  such  as  char- 
coal, paper,  silica  or  similar  materials,  whereby  it  is  convert- 
ed into  a  powder  which  I  call  dynamite  or  Nobel's  safety 
powder."  Reference  is  also  made  to  the  fact  that  the  specifi- 
cation of  No.  78,317  states  that  "porous  charcoal  t^as,  also, 
a  considerable  absorbent  capacity,  but  it  has  the  defect  of 
being  itself  a  combustible  material.'*  Reference  is  also  made 
to  the  specification  of  a  patent  granted  by  the  United  States 
to  the  plaintiff  and  The  Giant  Powder  Company,  No.  141,455, 
August  5th,  1873,  applied  for  June  4th,  1873,  the  specification 
being  signed  by  Ndbel,  which  says  :  **  I  have,  in  former  spec- 
ifications, on  which  letters  patent  have  been  granted  to  me, 
described  the  use  and  effect  of  the  mixing  of  nitro-glycerine 
with  other  explosives,  such  as  gunpowder,  gun  cotton,  etc., 
and  also  the  mixing  of  nitro-glycerine  with  non-explosive 
substances  capable  of  absorbing  the  nitro-glycerine,  and-  have 
described  the  advantages  obtained  from  such  mixtures  in 
greatly  increasing  the  explosive  power  of  such  explosives, 
and  in  doing  away  with  ihe  extreme  danger  of  handling 
nitro-glycerine  in  a  liquid  condition  and  the  facilitating  of 
its  use  for  blasting  purposes."  The  specification  then  sets 
forth  and  claims  an  explosive  compound  made  by  mixing 
nitro-glycerine  with  a  pulverized  nitrate,  like  nitrate  of  soda, 
or  its  equivalent,  and  a  pulverized  carbon  or  hydro-carbon, 
like  resin,  or  its  equivalent,  with  or  without  pulverized  sul- 
phur, the  compound  being  one  which  may  be  handled  with 
safety,  and  will,  when  not  under  strong  restraint,  burn,  on 
the  application  of  fire,  without  explosion,  but  may  be  exploc^;- 
ed  by  detonation.  From  these  references  it  is  contended  that 
the  word  '*  inexplosive^'  was  used  in  the  original  patent,  No. 
78,317,  not  in  the  sense  of  a  substance  that  would  not  explode 
by  accidental  concussion,  but  in  the  sense  of  a  substance  ab- 
solutely inexplosive.  It  is  not  perceived  that  the  conclusion 
sought  to  be  drawn  from  the  premises  is  a  sound  one,  as  ap- 
plied to  the  real  subject-matter  of  the  invention  of  Nobel,  as 
to  be  gathered  from  the  description  in  the  patent  No,  78,317. 
The  views  of  this  court  on  the  subject  were  fully  set  forth  in 
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its  decision  in  the  Rand  case,  being  the  same  views  contained 
in  the  decision  of  Judge  Shepley  in  the  Goodyear  case,  quot- 
ed with  approval  in  the  Rand  case,  and  it  is  not  necessary  to 
restate  them.  They  are  not  affected  by  anything  now  present- 
ed, nor  by  what  is  contained  in  the  affidavit  of  Mr.  Parker^  or 
the  circular  of  the  plaintiff's  agents,  or  the  scientific  books 
adduced,  as  to  the  technical  meaning  of  the  words  **  explo- 
sive" and  **  inexplosive.** 

The  principal  defence  in  this  case  is  made  on  the  alleged 
ground  that  Dittmar  invented  what  is  claimed  in  reissue  No. 
5»799»  £i"d  that  Nobel  obtained  the  knowledge  of  it  from 
Dittmar,  Letters  patent  of  Great  Britain,  dated  May  7th, 
1867,  and  sealed  October  15th,  1867,  were  grapted  to  one 
Newton,  for  *'  improvements  in  explosive  compounds  and  in 
the  means  of  igniting  the  same,"  being  **  a  communication 
from  abroad,  by  Alfred  Nobel,  of  Rue  St.  Sebastien,  Paris, 
in  the  Empire  of  France.''  The  provisional  specification  was 
filed  on  the  7th  of  May,  1867.  It  read  thus  ;  '*  This  invention 
relates  to  a  method  of  modifying  the  nature  of  nitro-glycerine 
in  a  manner  which  renders  it  much  safer  for  use  than  hereto- 
fore. Nitro-glycerine,  if  mixed  with  porous,  inexplosive  sub- 
stances, such,  for  instance,  as  charcoal  or  silica,  becomes 
very  much  altered  in  its  properties.  Thus,  for  instance, 
nitro-glycerine  alone  is  not  inflammable  by  a  spark,  but  may 
be  got  to  explode  by  submitting  it  to  a  very  rapid  shower  of 
sparks.  Nitro-glycerine  absorbed  in  porous  substances,  on 
the  other  hand,  easily  catches  (ire  from  a  spark,  and  burns 
away  slowly  and  without  explosion,  except  under  very  close 
and  resisting  confinement,  when  a  violent  explosion  ensues. 
Against  shocks  or  blows,  the  above  mixture  is  far  less  sensi- 
tive than  nitro-glycerine  alone.  Owing  to  the  aforesaid  prop- 
erties of  the  mixture  described,  its  use  for  blasting  metal  or 
very  sound  rock  requires  no  other  firing  than  an  ordinary 
safety  fuse.  In  shattered  rock  or  coal,  on  the  other  hand,  it 
will  cause  no  real  explosion  at  all,  the  gas  will  leak  out 
through  the  crevices  and  prevent  a  great  accumulation  of 
pressure  from  the  explosive  medium,  which  alone  can  deter- 
mine the  detonation  of  nitro-glycerine  when  absorbed  in 
porous  substances,  such  as,  for  instance,  charcoal  or  silica. 
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For  this  reason,  a  special  igniter  is  used  to  explode  the  above 
mixture  in  fissured  or  shaky  rocks,  or  wherever  it  is  to  be 
used  without  close  confinement.  That  special  igniter  consists 
of  a  kind  of  percussion  cap,  wherein  the  fulminate  is  caused 
to  develop  a  very  high  gaseous  pressure  before  it  bursts, 
which  may  be  obtained  either  by  increasing  the  charge  of 
fulminate  or  diminishing  the  leakage  of  gas  before  the  cap 
bursts.  This  cap  is  adapted  to  the  end  of  a  safety  fuse, 
whereby  it  is  ignited."  The  full  specification  of  this  patent 
was  filed  on  the  6th  of  November,  1867.  It  read  thus  : 
•*  This  invention  relates  to  the  use  of  nitro-glycerine  in  an  al- 
tered condition,  which  renders  it  far  more  practical  and  safe 
for  use.  The  altered  condition  of  the  nitro-glycerine  is 
effected  by  causing  it  to  be  absorbed  in  porous  inexplosive 
substances,  such  as  charcoal,  silica,  paper,  or  other  similar 
materials,  whereby  it  is  converted  into  a  powder,  which  I  call 
dynamite  or  Nobers  safety  powder.  By  this  absorption  of 
the  nitro-glycerine  in  some  porous  substance,  it  acquires  the 
propel  ty  of  being,  in  a  high  degree,  insensible  to  shocks,  and 
it  can  also  be  burned  over  fire  without  exploding.  The 
aforesaid  safety  powder,  or  dynamite,  is  exploded,  first,  when 
under  very  close  and  resisting  confinement,  by  means  of  a 
spark,  or  any  mode  of  ignition  used  for  firing  ordinary  gun- 
powder ;  second,  without  or  during  confinement,  by  means 
of  a  special  fulminating  cap,  containing  a  strong  charge  of 
fulminate,  which  is  adapted  to  the  end  of  a  fuse,  and  is  strong- 
ly squeezed  to  the  latter,  for  the  purpose  of  more  effectually 
confining  the  charge,  so  as  thereby  to  heighten  the  effect  of  the 
detonation  ;  third,  by  means  of  an  additional  charge  of  ordi- 
nary gunpowder,  the  explosion  of  the  latter  will  cause  the  dyn- 
amite to  go  off,  even  when  it  is  only  partially  confined.  From 
the  aforesaid  it  will  be  understood,  that  a  strong  fulminat- 
ing cap,  if  adapted  to  the  fuse  by  being  squeezed  thereon, 
will  cause  dynamite  to  explode  under  all  conditions  of  con- 
finement or  non-confinement,  and  that  an  additional  charge 
of  gunpowder  or  analogous  substance  will  cause  dynamite  to 
explode  only  when  confined  or  partially  confined,  and  that 
any  ordinary  mode  of  ignition,  as  used  for  gunpowder,  for 
instance,  a  fuse,  will  determine  the  explosion  of  dynamite 
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only  under  very  close  and  resisting  confinement.  It  is  evi- 
dent that  the  above  described  fulminating  cap  may  be  greatly 
varied  in  form,  but  the  principle  of  its  action  lies  in  the  sud- 
den development  of  a  very  intense  pressure  or  shock.  In 
order  to  insure  a  perfect  stability  in  the  nitro-glycerine  con- 
tained in  the  dynamite,  the  porous  substance,  before  it  is 
saturated  with  nitro-glycerine,  is  to  be  rendered  alkaline,  by 
washing  it  with  a  solution  of  carbonate  of  soda,  lime  water, 
or  analogous  substance,  in  order  to  neutralize  the  acid  and 
prevent  any  decomposition  of  nitro-glycerine  from  taking 
place.  I  would  here  remark,  that  the  above  described  safety 
powder,  or  dynamite,  being  nitro-glycerine  absorbed  in 
porous  non-explosive  substances,  possesses  many  distinct 
properties  from,  and  very  great  practical  advantages  over, 
liquid  nitro-glycerine,  and  its  explosion,  except  under  very 
close  and  resisting  confinement,  requires  a  special  ignition, 
as  described  above."  The  claim  is:  **  The  mode  herein  set 
forth  of  manufacturing  the  safety  powder,  ur  dynamite,  here- 
in described,  and  also  the  modes  of  firing  the  same  by  special 
ignition,  as  herein  set  forth."  This  English  patent  was  the 
precursor  of  the  patent  No.  78,317.  The  story  of  Dittmar,  as 
told  by  him,  is  this  :  Before  the  end  of  1865,  at  Bomlitz,  near 
Walsrode.  in  Hanover,  he  experimented  in  mixing  nitro- 
glycerine with  nitro-cellulose,  which  was  sawdust  or  wood  fibre 
treated  with  nitric  acid  or  nitric  and  sulphuric  acids,  and  in 
mixing  nitro-glycerine  with  sawdust  first  treated  with  solu- 
tions of  saltpetre  and  alkali.  He  conceived  the  idea  that 
nitro-glycerine  might  be  changed  into  a  powder,  so  as  to  be 
a  safe  and  efficient  explosive.  In  July,  1866,  at  Berlin,  Theo- 
dore Winckler,  one  of  the  firm  of  Alfred  Nobel  &  Co.,  a  firm 
composed  of  Nobel,  Winckler,  and  Dr.  Bandmann,  employed 
him  to  ascertain  the  causes  of  the  accidental  explosion  of 
liquid  nitro-glycerine  packed  in  sawdust.  He  spoke  to  Winck- 
ler of  his  idea  of  changing  liquid  nitro-glycerine  into  a 
powder.  He  then  supervised  the  erection  of  a  nitro-glycerine 
factory  for  Nobel  &  Co.,  at  Krummel,  in  Lauenberg,  and 
remained  there,  as  its  general  superintendent,  until  the  fall 
of  1867.  Nobel  returned  to  Krummel,  from  the  United 
States,  in  September,  1866.    In  August,  1866,  Dittmar  experi- 
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mented  unsuccessfully  in  mixing  nitro-glycerine  with  lamp- 
black. He  also  experimented  with  ground  bricks,  charcoal, 
cement,  and,  lastly,  infusorial  earth,  as  absorbents  for  nitro- 
glycerine, continuing  his  experiments  with  sawdust  and 
nitro-cellulose,  and  concluded  that  charcoal  and  infusorial 
earth  were  the  best  absorbents,  the  latter  being  preferable  on 
account  of  its  greater  capacity  of  absorption.  His  attention 
was  directed  to  infusorial  earth  as  an  absorbent,  because  it 
was  used  at  Nobel  &  Co.'s  factory,  in  substitution  for  saw- 
dust, to  pack  around  the  cans  of  liquid  nitro-glycerine  in 
boxes.  He  noticed  that  it  was  very  porous,  and  readily  ab- 
sorbed the  nitro-glycerine  when  the  cans  leaked.  The  par- 
ticular experiments  made  by  him  with  nitro-glycerine  in 
combination  with  infusorial  earth,  as  an  absorbent,  were 
made  about  the  time  Nobel  returned,  but  whether  before,  or 
immediately  after,  he  cannot  remember.  He  did,  however, 
make  mixtures  of  nitro-glycerine  with  incombustible  and  in- 
explosive  substances,  as  absorbents,  long  prior  to  the  return 
of  Nobel  from  the  United  States.  Dittmar  says  :  **  Alfred 
Nobel  returned  in  about  the  beginning  of  September,  1866. 
He  came  to  the  factory  and  had  many  conversations  with  me 
in  respect  of  the  mixture  of  nitro-glycerine  with  absorbent 
substances.  I  had  these  conversations  both  with  him  and 
with  Mr.  Winckler  in  his,  Nobel's,  presence.  Nobel  desirerf 
me  to  manufacture  nitro-glycerine,  and,  for  the  purpose  of 
rendering  it  safe,  to  pour  wood  spirits  or  wood  naphtha  into 
the  nitro-glycerine,  and  this  I  did,  making  large  quantities  of 
this  mixture.  Nobel  insisted  that  this  was  the  only  safe  mixt- 
ure, and  claimed  that  nitro-glycerine,  to  be  rendered  safe, 
must  be  retained  in  its  liquid  condition.  He  would  not  listen 
to  representations  I  made  to  him  that  I  was  convinced,  and 
such  conviction  had  been  verified  by  long  and  careful  experi- 
ment, that  nitro- glycerine,  absorbed  by  some  solid  substance 
cleansed  of  all  impurities  that  would  decompose  it,  would, 
in  powder  form,  be  a  useful,  efficient  and  safe  explosive,  and, 
when  I  told  him  of  my  experiments  with  sawdust,  he  ridi- 
culed them  and  my  projects  as  well,  and  insisted  that  I 
should  refrain  from  making  any  such  mixtures  for  the  future, 
stating  that  it  was  all  nonsense,  that  nitro-glycerine  must  be 
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retained  in  its  liquid  form,  that  the  admixture  with  wood 
spirits  was  the  only  safe  one,  and  that  any  admixture  with, 
or  absorption  of  nitro-glycerine  by,  a  solid  substance,  ren- 
dered it  even  more  dangerous  than  if  left  in  its  natural,  1.^., 
liquid  condition."  Dittmar  continued  his  experiments,  mix- 
ing nitro-glycerine  with  inexplosive,  incombustible  substan- 
ces, principally  with  infusorial  earth.  He  did  not  explode 
them  in  any  drill  or  rock  holes,  but  fired  them  by  means  of 
a  copper  shell  or  cap  with  fuse  attached,  the  shell  being 
charged  with  a  strong  fulminate  and  placed  upon  the  mixture 
to  be  fired.  The  fuse  exploding  the  fulminate,  the  jar  caused 
thereby  detonated  the  charge.  Nobel  often  saw  the  com- 
pounds Dittmar  was  experimenting  upon,  and  the  mixtures 
he  was  making,  and  Dittmar  often,  about  the  beginning  of 
September,  1866,  conversed  with  Nobel  upon  the  subject  of 
those  experiments,  the  materials  he  was  using,  and  the  pur- 
poses he  was  seeking  to  attain.  After  Dittmar  had  per- 
fected some  of  his  first  experimental  mixtures  of  charcoal 
and  nitro-glycerine,  Winckler  tried  them  at  the  mines  and 
repoited  favorably  on  them,  and  then,  for  the  first  time, 
Nobel  evinced  some  interest  in  Dittmar*s  experiments.  Ditt- 
mar built  a  furnace  and  experimented  with  infusorial  earth 
in  quantities,  mixed  with  nitro-glycerine.  Nobel  pretended 
not  to  notice  what  Dittmar  was  making  there,  never  came  in 
to  look  at  the  furnace,  was  not  pleased  with  anything  that 
Dittmar  made,  and,  finally,  Dittmar  refrained  altogether  from 
speaking  to  him  on  the  subject.  It  thus  became  necessary 
for  Dittmar  to  employ  chiefly  the  time  of  Nobel's  absence 
from  Krummel  to  make  those  experiments,  and,  when  Nobel 
was , there,  Dittmar  experimented  when  not  under  Nobel's 
scrutiny.  Toward  the  end  of  October,  1866,  Dittmar  made 
public  tests  of  his  mixtures  of  nitro-glycerine  with  infusorial 
earth,  as  an  absorbent,  before  Government  officers,  at  the 
factory  at  Krummel,  in  the  presence  of  Nobel,  Winckler  and 
Bandmann,  which  tests  proved  eminently  successful.  The 
ingredients  of  such  compounds  were  at  that  time,  known  to 
Nobel,  inasmuch  as  Dittmar  had  revealed  to  him  what  they 
were.  Nobel,  after  the  successful  issue  of  such  tests,  and 
while  Dittmar  was  further  experimenting  with  infusorial  earth 
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in  combination  with  nitro-glycerine,  mixed  some  of  the  infu- 
sorial earth,  that  had  been  dried  and  prepared  by  Dittmar, 
with  nitro-glycerine,  in  a  glass  jar.  The  only  original  experi- 
ment ever  made  there  by  Nobel  was  that  of  painting  sheets 
of  common  paper  with  liquid  nitro-glycerine,  and  then  roll- 
ing them  up  into  the  form  of  a  cartridge.  Dittmar  says  :  **  I 
continued  my  experiments,  covering  almost  every  known  ab- 
sorbent substance,  both  explosive  and  inexplosive,  both  com- 
bustible and  incombustible,  with  the  view  of  discovering  that 
substance  which,  either  naturally  or  under  chemical  treat- 
ment, would,  without  decomposition,  absoib  the  largest 
quantity  of  nitro-glycerine,  without  detracting  from  the  ex- 
plosive force  thereof,  and  rather  assist  or  enhance  the  force 
of  explosion,  while,  at  the  same  time,  rendering  the  com- 
pound a  safe  and  efficient  powder,  until  the  fall  of  1867,  when 
I  left  the  employment  of  Nobel  &  Co.  From  November,  i866, 
until  I  left  their  employment,  as  aforesaid,  I  made  large 
quantities  of  the  compound  consisting  of  nitroglycerine  and 
infusorial  earth,  in  the  proportions  of  about  70  per  cent  of 
nitro-glycerine  to  about  30  per  cent  of  infusorial  earth,  and 
these  were  sold,  during  said  period,  in  open  market.  In  the 
spring  of  1867,  Nobel  stated  to  me  that  he  was  going  to  take  a 
pleasure  trip  to  England.  Owing  to  the  fact  that  I  had  made 
shipments  of  nitro-glycerine  to  England,  for  Nobel's  firm,  I 
supposed  that  he  was  going  to  England  in  relation  to  such 
shipments  and  for  pleasure  simply,  and  did  not  suspect  any 
motive  or  design  on  his  part  to  overreach  me.  I,  therefore, 
continued  in  the  employment  of  his  firm,  and  prosecuted  my 
researches  and  experiments  in  nitro-glycerine  combinations. 
During  the  summer  of  1867  Nobel  returned  from  England. 
He  stated  to  me  that  he  had  visited  England,  and  frequently 
came  to  my  house,  and,  while  there,  inspected  the  experi- 
ments that  I,  in  the  mean  time,  had  made  in  respect  to  nitro- 
glycerine combinations,  and  had  many  and  extended  conver- 
sations with  me  in  respect  thereto.  I  told  him  that  the  result 
of  my  experiments,  since  his  departure  for  England,  had  dem- 
onstrated the  advisability  of  preferring  an  explosive  or  com- 
bustible to  an  inert,  inexplosive  or  incombustible  substance, 
as  an  absorbent,  inasmuch  as,  as  aforesaid,  such  inert  matter 
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detracted  from  the  explosive  force  of  the  nitro-glycerine, 
while  a  combustible  or  explosive  substance  rather  added  to 
the  force  of  the  explosion,  performing,  at  the  same  time,  the 
identical  functions,  in  respect  to  reduction  to  powder  form 
and  safety  in  handling  and  transportation,  and  that  sawdust, 
neutralized  so  as  to  free  it  of  all  qualities  that  would  decom- 
pose the  nitro-glycerine,  would,  in  combination  with  the 
latter  and  saltpetre,  add  to  its  explosive  force,  in  lieu  of  de- 
tracting from  it,  and  could  be  fired  without  recourse  to  a 
strong  fulminating  cap,  or  would,  in  other  words,  be  a  com- 
pound in  itself  explosive  by  common  ignition."  Dittmar  left 
Nobel  &  Co.'s  employment  in  the  fall  of  1867,  and  went  to 
Berlin,  to  Capt.  Schultze's  factory  and  became  a  partner  in 
the  business  relating  to  the  manufacture  of  explosive  powders. 
He  says  :  '*  While  with  Schultze,  I  perfected  that  part  of  my 
invention  relating  to  combinations  of  nitro-glycerine  with 
combustible  and  explosive  substances.  *  *  *  j  then 
applietl  for  letters  patent  to  the  Government  of  Great  Britain 
and  Ireland,  making  also  application  for  like  letters  to  the 
Government  of  Russia  and  Prussia,  respectively.  The  com- 
bination of  nitro-glycerine  with  infusorial  earth  having,  by 
experiment,  proved  itself  so  much  inferior  to  combinations 
with  combustible  and  explosive  substances,  as  absorbents,  I, 
in  my  application  for  such  letters  patent,  wholly  discarded 
inert  substances,  such  as  said  infusorial  earth,  chalk,  brick- 
dust  and  the  like,  and  made  such  applications  for  combina- 
tions with  combustible  and  explosive  substances  only.  It  was 
upon  the  return  of  my  application  to  the  British  Government 
that  I  was  first  informed  of  the  fact  that  Nobel,  during  his 
sojourn  in  England,  had  applied  for  and  obtained  English 
letters  for  my  invention  aforesaid.  The  result  of  my  appli- 
cation for  an  English  patent  was  a  provisional  protection. 
*  *  *  The  Prussian  Government  refused  to  grant  me 
letters  patent  upon  the  application  made  by  me  as  aforesaid, 
upon  the  ground  that  the  mixture  of  nitro-glycerine  and  pow- 
der had  been  employed  for  blasting  purposes."  Dittmar 
allowed  his  Russian  application  to  fall,  and  did  not  perfect  a 
patent  in  England  for  what  was  covered  by  such  provisional 
protection. 
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The  English  provisional  protection  consisted  of  a  provis- 
ional specification  filed  by  one  Johnson,  December  5th,  1867, 
on  a  communication  from  Dittmar.  It  was  as  follows: 
**  Hitherto,  the  employment  of  nitro-glycerine  for  blasting 
and  similar  purposes  has  been  attended  with  considerable 
danger,  and  the  object  of  this  invention  is  not  only  to  render 
its  employment  safe,  but  to  enable  it  to  be  transported  and 
stored  free  from  its  present  attendant  liability  to  explosion.  In 
carrying  out  this  invention,  the  nitro-glycerine  is  mixed  with 
a  porous  combustible  substance,  such,  for  example,  as  finely 
divided  wood  charcoal,  which,  by  preference,  has  been  pre- 
viously saturated  with  a  solution  of  saltpetre,  or  nitrate  of 
soda,  or  mixtures  of  the  same,  and  also  with  a  solution  of  ca.**- 
bonate  of  soda,  and  subsequently  dried,  .so  as  to  expel  the 
water  employed  for  effecting  such  solution  ;  or,  the  nitro- 
glycerine may  be  mixed  with  what  is  known  as  nitro-cellu- 
lose,  that  is  to  say,  with  finely  divided  wood  or  other  solid 
ligneous  matter,  which  has  been  treated  with  nitric  and  sul- 
phuric acid,  in  a  manner  similar  to  that  employed  for  the 
production  of  gun  cotton  ;  or,  the  nitro-glycerine  may  be 
mixed  with  sawdust  or  finely  divided  solid  ligneous  matter, 
previously  impregnated  with  a  solution  of  nitrate  of  potash, 
or  nitrate  of  soda,  or  mixture  of  the  same,  and  with  an 
alkali,  such  as  carbonate  of  soda,  and  subsequently  dried,  so 
as  to  expel  the  water  employed  for  effecting  the  solution  of 
the  before  mentioned  salts  ;  or,  instead  of  employir^g  the 
substances  prepared  as  hereinbefore  mentioned,  in  combina- 
tion with  nitro-glycerine  individually,  mixtures  of  the  same 
may  be  employed,  and,  when  such  mixtures  of  any  two  or 
more  of  the  before-mentioned  substances  are  employed  with 
nitro-glycerine,  the  proportions  of  the  same  may  be  varied 
according  to  the  desired  requirement  of  the  blasting  mate- 
rial." 

Both  the  provisional  and  the  full  specificatiQns  of  Nobel's 
English  patent  were  filed  before  Dittmar's  English  provis- 
ional specification  was  filed.  NsbeKs  full  English  specifica- 
tion distinctly  says  that  the  article  he  produces  is  a  powder. 
The  English  provisional  specification  of  Dittmar  does  not 
say  that  his  article  is  a  powder.     No  patent  allowed  to  Ditt- 
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mar,  or  printed  publication  of  anything  invented  by  him,  is 
produced,  containing  a  description  of  what  is  described  in 
reissue  No.  5,799.  The  only  question  is,  as  to  whether  Nobel, 
instead  of  having  himself  invented  what  is  described  in 
reissue  No.  5,799,  derived  knowledge  of  it  from  Dittmar,  in 
the  manner  and  under  the  circumstances  set  up. 

It  is  stated  by  Dittmar,  that,  because  of  Nobel's  dissatis- 
faction with  his  experiments,  he  experimented  during  Nobel's 
absence,  and  refrained  from  speaking  to  Nobel  on  the  sub- 
ject of  such  experiments  ;  and,  although  Dittmar  states  that 
Nbbel  knew  what  the  ingredients  were  of  the  compounds  of 
nitro-glycerine  and  infusorial  earth  which  Dittmar  used  in 
his  public  tests  made  in  October,  1866,  and  that,  from  No- 
vember, 1866,  until  the  fall  of  1867,  Dittmar  made  large  quan- 
tities of  the  compound  of  nitro-glycerine  and  infusorial  earth, 
in  the  proportions  or  about  70  per  cent,  of  nitro-glycerine  to 
about  30  per  cent,  of  infusorial  earth,  it  does  not  appear  that 
these  proportions  were  communicated  by  Dittmar  to  Nobel. 
There  is  nothing  in  Dittmar*s  story  which  goes  to  show  that, 
after  October,  1866,  Nobel  was  not  himself  experimenting, 
without  the  knowledge  of  Dittmar,  with  mixtures  of  nitro- 
glycerine and  absorbents.  Dittmar  did  not  regard  the  com- 
pound he  used  in  October,  1866,  of  nitro-glycerine  and  infu- 
sorial earth,  as  one  of  entire  success,  and  as  a  compound 
showing  a  substance  which  would,  without  decomposition, 
absorb  the  largest  quantity  of  nitro-glycerine,  without  de- 
tracting from  its  explosive  force,  because,  after  October,  1866, 
he  continued  his  experiments  until  the  fall  of  1867,  with  a 
view  of  discovering  that  substance.  For  some  time  before 
the  fall  of  1867  he  seems  to  have  confined  his  attention  to 
mixtures  of  nitro-glycerine  with  sawdust.  There  is  nothing 
in  the  entire  statement  of  Dittmar  which  goes  to  show  that 
Nobel  derived  from  Dittmar  knowledge  of  what  is  described 
in  reissue  Na  5i799  or  in  patent  No.  78,317,  or  that  Ditt- 
mar made  any  invention  that  is  described  in  his  patent  of 
January  i8th,  1870,  before  Nobel  made  the  invention  de- 
scribed in  reissue  No.  5,799. 

If  it  were  the  fact  that  what  Dittmar  now  says  as  to  his 
being  the  real  inventor  of  the  invention  described  in  reissue 
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No.  5,799  amounted  to  enough  to  warrant  the  denial  of  the 
plaintiff's  motion,  it  would  be  impossible  to  accept  what  he 
•says  as  worthy  of  reliance,  in  view  of  the  circumstances  under 
which  he  says  it  now,  after  having  been  silent  about  it  in 
former  litigations,  in  one  of  which,  the  suit  against  Parker, 
he  made  an  affidavit  the  only  purport  of  which  was  to  show 
that  reissue  No.  5,799  was  void  for  want" of  novelty. 

In  regard  to  the  contention  that  the  plaintiff  has,  by  its 
conduce  towards  Dittmar,  deprived  itself  of  the  right  to  ask 
for  a  preliminary  injunction,  it  appears  that  the  plaintiff  has 
been  engaged  in  a  series  of  litigations,  for  several  years,  to 
establish  that  reissue  No.  5,799  covers  powders  substantially 
the  same  as  those  involved  in  this  motion  ;  that  the  plaintiff 
has  done  nothing  to  induce  Dittmar  to  believe  that  a  claim 
to  the  right  on  his  part  to  make  powders  such  as  those  in- 
volved in  this  motion  was  acquiesced  in  by  the  plaintiff ;  and 
that,  on  behalf  of  the  plaintiff,  Mr.  Rix  denies  the  allegations 
of  Dittmar  as  to  his  making  such  powders  without  objection 
from  the  plaintiff,  and  as  to  there  being  any  understanding 
or  agreement  between  Rix  and  Dittmar,  that  Dittmar  was  the 
real  inventor  of  what  is  covered  by  reissue  No.  5,799,  or  that 
powders  such  as  those  involved  in  this  motion  did  not  in- 
fringe said  reissue,  or  that  Dittmar  should  withhold  the  tes- 
timony which  he  now  brings  forward. 

There  must  be  a  preliminary  injunction  against  Dittmar 
and  the  Dittmar  Powder  Manufacturing  Company,  as  to 
powders  like  the  samples  No.  i  and  No.  2.  The  plaintiff 
does  not  make  out  a  case  for  an  injunction  against  any  of  the 
other  defendants.  It  does  not  offer  any  proof  as  to  any  arti- 
cles made  according  to  the  Dittmar  patent,  and,  therefore,  it 
is  unnecessary  to  refer  to  that  patent,  and  none  of  the  de- 
fendants but  Dittmar  and  the  company  are  shown  to  have 
been  connected  with  the  said  samples. 

George  Gifford  ajid.  Causten  Broivne^  for  the  complainant. 

Everett  P,  Wheeler  and  Clarence  Lexau'y  for  the  defendants. 


V 
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The  Liggett  &  Myers  Tobacco  Company 

vs. 

Anton  Miller  et  al.     In  Equity. 

A  proceeding  under  section  4,918  of  the  U.  S.  Revised  Statutes  is  an  ordinary 
proceeding  in  chancery,  and  is  regulated  by  chancery  practice. 

Such  a  proceeding  is  governed  by  section  739  of  the  U.  S.  Revised  Statutes, 
and  can  only  be  brought  against  p>ersons  in  the  district  of  which  they  are 
inhabitants,  or  in  which  they  are  found  at  the  time  of  serving  the  writ. 

(Before  McCrary  and  Treat,  JJ.,  Eastern  District  of  Missouri,  March, 
1880.) 

McCrary,  J. 

This  is  a  proceeding  under  section  4,918  of  the  Revised 
Statutes  of  the  United  States  touching  interfering  patents.  I 
will  read  the  section  in  full :  **  Whenever  there  are  interfer- 
ing patents,  any  person  interested  in  any  one  of  them,  or  in 
the  working  of  the  invention  claimed  under  either  of  them, 
may  have  relief  against  the  interfering  patentee,  and  all 
parties  interested  under  him,  by  suit  in  equity  against  the 
owners  of  the  interfering  patent ;  and  the  court,  on  notice  to 
adverse  parties,  and  other  due  proceedings  had  according  to 
the  course  of  equity,  may  adjudge  and  declare  either  of  the 
patents  void  in  whole  or  in  part,  or  inoperative,  or  invalid  in 
any  particular  part  of  the  United  States,  according  to  the  in- 
terest of  the  parties  in  the  patent  or  the  invention  patented. 
But  no  such  judgment  or  adjudication  shall  affect  the  right 
of  any  person  except  the  parties  to  the  suit  and  those  deriv- 
ing title  under  them  subsequent  to  the  rendition  of  such 
judgment." 

When  this  case  was  brought  to  our  attention,  on  the  2d  day 
of  February  last,  we  held  that  the  proceeding  contemplated  by 
this  section  was  an  ordinary  proceeding  in  chancery,  that  it 
was  not  a  summary  proceeding,  but  an  adversary  proceeding. 
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in  which  the  party  must  file  the  usual  bill  in  chancery,  and 
issue  the  subpoena  required  by  the  chancery  practice. 

In  accordance  with  that  ruling,  counsel  amended  his  bill, 
so  as  to  make  it  conform  to  the  chancery  practice,  and  issued 
the  usual  subpoena,  which  has  been  served  on  the  defendants 
who  were  within  the  district.  He  furthermore  issued  a 
notice,  which  has  been  served  on  parties  outside  of  the  dis- 
trict. The  notice  is  as  follows,  addressed  to  the  several 
defendants  :  **  Please  take  notice  that  we  have  this  day  filed 
an  amended  bill  in  equity  in  the  above-entitled  cause,  under 
section  4,918  Revised  Statutes  of  the  United  States,  praying, 
among  other  things,  that  said  court  may  adjudge  and  declare 
reissue  letters  patent  No.  8,060,  granted  the  above-named  de- 
fendants January  29th,  a.d.  1878,  for  *  improvement  in  finish- 
ing tobacco-plugs,'  to  be  utterly  null  and  void.  Respectfully, 
etc.,  Liggett  &  Myers  Tobacco  Company.  By  Samuel  S. 
Hoyd,  Solicitor." 

The  question  presented  now  is—and  it  is  presented  really 
for  the  second  time — whether,  in  such  a  case  as  this,  the  com- 
plainant may  depart  from  Ihe  usual  chancery  practice  and 
issue  a  notice  of  this  character  to  be  served  outside  of  the  dis- 
trict. Counsel  has,  very  properly  I  think,  brought  the  matter 
again  before  us,  for  the  reason  that  it  was  considered  very 
hurriedly  on  the  former  occasion,  and  for  the  further  reason 
that  he  ought  to  have  the  question  presented  in  shape  to  be 
reviewed  by  the  Supreme  Court.  But,  on  a  reconsideration 
of  the  whole  subject,  we  have  reached  the  same  conclusion  as 
that  announced  before.  No  law  of  the  United  States  makes 
provisfon  for  the  service  of  any  process  outside  of  the  district. 
On  the  contrary,  it  is  expressly  provided  by  section  739  of  the 
Revised  Statutes  that  :  **  Except  in  the  cases  provided  in  the 
next  three  sections,  no  person  shall  be  arrested  in  one  district 
for  trial  in  another,  in  any  civil  action  before  a  circuit  or  dis- 
trict court ;  and  except  in  the  said  cases  and  the  cases  pro- 
vided by  the  preceding  section,  no  civil  suit  shall  be  brought 
before  either  of  said  courts  against  an  inhabitant  of  the 
United  States,  by  any  original  process,  in  any  other  district 
than,  that  of  which  he  is  an  inhabitant  or  in  which  he  is  found 
at  the  time  of  serving  the  writ."     This  is  not  a  case  that 
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comes  within  any  exception  to  that  rule.  The  exceptions  are 
cases  where  the  subject-matter  is  within  the  jurisdiction  of 
the  court.  Now,  I  do  not  think  that  section  4,918  is  intended 
to  change  the  practice  so  far  as  to  permit  this  court,  by  the 
issuing  of  a  notice  of  this  character  or  any  other  process,  to 
bring  before  it  citizens  from  any  and  every  part  of  the  United 
States  to  have  their  rights  adjudicated  here.  On  the  con- 
trary, I  think  the  section  clearly  contemplates  that  the  ordi- 
nary course  of  equity  proceedings  shall  be  pursued,  and  that 
in  many  cases  it  will  occur  that  only  part  of  the  persons 
interested  will  be  brought  before  the  court ;  for  it  provides, 
you  will  observe,  for  a  judgment  which  may  **  declare 
either  of  the  patents  void  in  whole  or  in  part,  or  inoperative, 
or  invalid  in  any  particular  part  of  the  United  States,  accord- 
ing to  the  interest  of  the  parties  in  the  patent  or  the  invention 
patented,"  and  further  provides  that  **  no  such  judgment  or 
adjudication  shall  affect  the  right  of  any  person  except  the 
parties  to  the  suit  and  those  deriving  title  under  them  subse- 
quent to  the  rendition  of  such  judgment." 

Now,  the  consequence  of  giving  the  statute  the  construc- 
tion contended  for  by  counsel  for  the  complainant,  would,  it 
seems  to  me,  be  very  serious.  This  is  a  case  of  interference. 
The  owner  of  a  patent  residing  in  Maine  may,  according  to 
the  construction  contended  for,  file  his  bill,  and,  by  issuing 
notice  upon  his  own  motion  and  having  it  served,  bring  before 
the  court  in  that  State  parties  residing  in  California. 

The  parties  interested  in  patents  are  often  very  numerous 
— they  may  be  found  in  every  State  of  the  Union — and  may 
be,  by  such  a  proceeding  as  this,  brought  to  any  particular 
place  where  a  complainant  may  see  fit  to  file  his  bill,  if  the 
construction  claimed  is  sustained.  We  adhere  to  our  former 
ruling  ;  but,  as  the  question  is  important,  I  am  glad  that 
counsel  has  presented  it  again,  so  that  it  may  be  reviewed,  in 
case  the  Supreme  Court  is  called  to  pass  upon  the  matter. 

The  motion  is  sustained 

S.  S.  Boyd^  for  the  complainant. 

Winchester  6*  Bejttie  and  Hatch  or*  Stern^  for  the  defen  Jants. 
VOL.  v — 16 
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Carl  Dittmar 
vs. 
Alfred  Rix  et  al.    In  Equity. 

A  patentee  having  claimed  a  new  compound  made  by  a  certain  process  set 
forth  in  the  patent :  IfM^  that  it  was  no  infringement  of  the  patent  to 
manufacture  a  similar  compound  in  another  manner. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  March,  1880.) 

Blatchford,  J. 

This  is  a  motion  for  a  preliminary  injunction  to  restrain 
the  infringement  of  letters  patent,  granted  to  the  plaintiff, 
January  i8th,  1870,  for  an  improvement  in  explosive  com- 
pounds.     The    specification    states  that    the    patentee    has 
invented  an  explosive   agent   which  he   calls    **  dualin,  and 
which  is  to  be  used  instead  of  other  explosive  agents,  such  as 
powder,  gun-cotton,  nitro- glycerine,  dynamite,  etc."     It  pro- 
ceeds :  *'  Dualin  is  a  yellowish-brown  powder,  resembling  in 
appearance  Virginia  smoking  tobacco.     It  will,  if  lighted  in 
the  open  air,  burn  without  exploding  ;  but,  if  confined,  it  may 
be  made  to  explode  in  the  same  manner  as  common  powder. 
It  is  not  sensitive  to  concussion,  will  not  decompose  by  itself, 
nor  cake  or  pack  together,  may  be   readily  filled    into  car- 
tridges, and  it  matters  not  whether  the  place  where  it  is  stored 
be  warm  or  cold,  dry  or  damp.     Dualin  has  from  four  to  ten 
times  the  strength  of  common  powder;  and  is  stronger  than 
dynamite,  an  improvement  on  nitro-glycerine.     Some  of  the 
advantages  claimed  for  dualin  over  other  explosive  agents 
are,  first,  it  may  be  stored,  transported,  manipulated  and  ap- 
plied  with  less  risk  than  common  powder  ;  second,  it  may 
be  used  in  cold  weather  without  first  requiring  the  warming 
process    which    nitro-glycerine  and    dynamite  require,  and 
which  frequently  become  inexplosive  at  a  low  temperature ; 
third,   its  explosion   does  not  develop  any  noxious   gases ; 
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fourth,  absolutely  cheaper  than  either  nitro -glycerine  or 
dynamite,  dualin  is  also  relatively  cheaper  than  common 
powder,  for,  possessing  four  to  ten  times  the  strength  of  the 
latter,  its  use  will  proportionately  reduce  the  labor  and  cost 
of  mining  and  blasting  operations  ;  fifth,  the  effect  of  a  dua- 
lin es^plosion  is  to  tear  and  rend  the  material  exposed  to  its 
action,  less  than  to  pulverize  it,  as  is  the  case  with  nitro- 
glycerine and  dynamite  when  applied  to  mining  and  blast- 
ing operations  in  coal  and  rock  ;  sixth,  dualin  does  not  neces^ 
sitate  the  application  of  a  cap  containing  fulminate,  but  may 
be  exploded  by  a  fuse,  like  common  powder  ;  seventh,  its  en- 
tire want  of  sensitiveness  to  concussion  renders  dualin  a  suit- 
able material  for  the  blasting-charge  of  shells.  Dualin  con- 
sists of  cellulose,  nitro-cellulose,  nitro-starch,  nitro-mannite, 
and  nitro-glycerine,  mixed  in  different  combinations,  depend- 
ing on  the  degree  of  strength  which  it  is  desired  the  powders 
should  possess  in  adapting  its  use  to, various  purposes.  Cel- 
lulose is  prepared  by  reducing  wood  of  a  soft  texture— for 
instance,  pine  or  poplar— to  small  grains,  resembling  saw- 
dust, and  treating  them  with  diluted  acids,  and  then  boiling 
them  in  a  solution  of  soda.  After  having  been  thoroughly 
dried  by  a  quick-drying  process,  the  cellulose  is  mixed  with 
(No.  i)  nitre  and  nitro-glycerine  ;  or  (No.  ^),  being  first 
changed  into  nitro-cellulose,  by  being  treated  with  nitric  acid 
(48°  B.)  and  sulphuric  acid  (66°  B.),  it  is  then  mixed  with 
TiiXfo  glycerine  ;  (No.  3.)  The  dried  cellulose  is  mixed  with 
anhydrous  glycerine  until  the  mass  becomes  of  the  consistency 
of  thick  broth.  This  is  gradually  treated  to  a  bath  composed 
of  a  mixture  of  sulphuric  acid  ((i>6'^  B.)  and  nitric  acid  (48°  B.) 
of  eight  to  ten  times  its  quantity,  during  which  process  the 
greatest  care  must  be  taken  to  stir  the  heated  mixture  and 
cool  it.  The  stirring  is  continued  for  at  least  half  an  hour, 
after  which  the  mixture  is  placed  in  a  water  bath  of  ten  times 
its  quantity.  The  acid  water  being  repeatedly  drawn  off  and 
replaced  by  pure  water,  the  mixture  is  now  placed  in  a  bath 
of  diluted  soda- lye.  In  this  it  is  stirred  from  one  to  two 
hours,  again  washed  in  pure  water,  and  then  rendered  anhy- 
drous by  means  of  hot-water  heating  and  treating  it  with 
concentrated  sulphuric  acid  and  chloride  of  calcium.     After 
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having  been  rendered  anhydrous,  it  is  mixed  with  cellulose  pre- 
pared by  process  described  under  No.  i,  2  or  4,  until  a  dry  and 
not  very  greasy  powder  is  obtained.  The  dust  is  sifted  out, 
and  this,  if  packed  into  cartridges,  is  serviceable.  The  powder 
remaining  possesses  the  advantages  above  enumerated  ;  (No. 
4.)  The  cellulose  is  charred,  finely  pulverized,  boiled  in  con- 
centrated nitre-lye  and,  after  soda  has  been  added,  is  rapidly 
dried  and  mixed  with  nitro-glycerine  or  dualin  prepared  by 
process  No.  i,  2  or  3 ;  (No.  5.)  The  process  of  preparing 
nitro-starch,  another  ingredient  of  dualin,  is  also  new.  It 
will  prevent  the  formation  of  lumps,  after  the  starch  has  been 
subjected  to  the  acids,  and  also  render  the  dried  preparation 
less  sensitive  to  dampness,  a.  Starch  is  thoroughly  dried 
until  it  assumes  a  yellowish-brown  color.  It  is  then  finely 
pulverized  and  mixed  with  anhydrous  glycerine.  The  mass 
is  slowly  placed  in  a  mixture  of  nitric  acid  (48°  6.)  and  sul- 
phuric acid  (66°  B.)  of  ten  times  its  quantity,  during  which 
process  the  greatest  care  must  again  be  taken  to  stir  the  mixt- 
ure  and  cool  it.  The  stirring  is  continued  for  half  an  hour, 
when  the  mixture  is  placed  in  a  water-bath.  The  acid  water 
being  repeatedly  drawn  off  and  replaced  by  pure  water,  the 
mixture  is  now  placed  in  a  bath  of  soda-lye,  then  placed  in 
another  water-bath,  and  finally  rendered  anhydrous  by  means 
of  hot-water  heating  and  treating  it  with  concentrated 
sulphuric  acid  and  chloride  of  calcium.  It  is  now  pressed 
through  a  fine  sieve,  and  mixed  with  either  dried  pulverised 
starch  that  has  been  treated  with  nitre-lye,  or  is  mixed  with 
cellulose  prepared  as  above  described  until  a  dry  and  not 
very  greasy  powder  is  obtained,  b.  After  the  starch  has  been 
dried,  it  is  mixed  with  pulverized  cellulose  or  with  the  dualin- 
dust  prepared  by  process  No.  3.  This  mass  is  then  placed 
in  a  mixture  of  nitric  acid  (48°  B.)  and  sulphuric  acid  (66° 
B.),  and,  for  the  rest,  treated  as  described  by  process  No.  5  ; 
(No.  6.)  In  an  entirely  analogous  manner,  mannite  is  mixed 
with  anhydrous  glycerine  and  compounded  with  the  other 
ingredients  of  dualin.  I  do  not  claim  nitro-glycerine,  nor 
mixtures  of.  nitro-glycerine  with  other  explosive  or  non- 
explosive  materials,  as  such  have  been  made — but  they  do 
not  possess  the  properties  of  my  compound.*' 
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There  are  two  claims,  as  follows  :  *'  i.  The  process  of 
manufacture  or  preparation  of  a  compound,  which  I  denomi- 
nate *  dualin,'  of  the  ingredients,  in  the  proportions,  and  for 
the  purposes  set  forth.  2.  Also,  the  new  compound,  herein 
described,  called  dualin,  made  by  the  process  herein  set  forth, 
or  its  chemical  equivalent/' 

The  powder  alleged  to  infringe  the  patent  is  one  which,  by 
an  analysis  shown  by  the  plaintiff,  contains,  in  ico  parts,  by 
weight,  the  following  substances,  in  the  following  propor- 
tions ;  nitro-glycerine,  36.78  per  cent.  ;  nitre,  47.45  P^*"  cent.  ; 
cellulose,  13.5c  per  cent,  volatile  matter,  moisture  212°  Fahr- 
enheit, 2.27  percent.  It  is  claimed  by  the  plaintiff  that  the 
nitre  and  the  cellulose  in  such  powder  are  the  ingredients 
specifically  mentioned  in  the  plaintiff's  patent,  under  process 
No.  I  therein,  as  to  be  mixed  with  nitro-glycerine,  and  that 
the  resulting  powder  is  a  powder  answering  the  description 
of  said  patent.  The  powder  is  one  made  and  sold  by  the 
defendants  as  *'  Giant  Powder  No.  2."  The  defendants  ad- 
mit that  they  use  in  making  it  nitro-glycerine  and  nitre,  the 
latter  in  the  form  of  nitrate  of  potash  or  nitrate  of  soda,  and 
a  carbon  or  hydrocarbon,  such  as  soft  or  hard  coal,  resin,  or 
wood-fibre.  They  allege  that  the  wood-fibre  is  mostly  com- 
mon sawdust  produced  by  sawing,  and  dried  ;  that  they  have 
never  treated  it  with  any  acid  or  liquid,  and  have  never 
boiled  it  in  a  solution  of  soda  or  any  other  solution  ;  that 
when  dried  it  is  mixed  with  dry  and  pulverized  nitre,  and 
that  that  mixture  is  mixed  with  nitro-glycerine.  It  is  con- 
tended for  the  plaintiff  that  the  defendants'  powder  infringes 
his  patent,  because  it  is  made  according  to  process  No.  i 
therein.  The  first  claim  of  the  patent  is  for  the  process  set 
forth.  The  second  claim  is  for  the  compound  made  by  the 
process  set  forth.  The  process  is  made  essential  in  each 
claim.  The  process  for  preparing  the  cellulose  is  to  treat  the 
grains  of  wood  or  sawdust  with  diluted  acids,  and  then  boil 
them  in  a  solution  of  soda.  They  are  then  dried  and  mixed 
with  nitre  and  nitro-glycerine.  The  defendants  do  not  treat 
the  sawdust  with  any  acid,  or  boil  it  in  any  solution.  The 
plaintiff  contends  that  the  treatment  of  the  sawdust  or  wood- 
fibre  with  the  acids  and  the  alkali  is  designed  to  rid  it  of  im- 
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purities  and  leave  the  carbon,  as  the  explosive  force  of  the 
mixture  depends  on  the  purity  of  the  carbon  ;  and  that  the 
advantages  of  the  compound  are  attained  by  the  defendants, 
though  in  an  inferior  degree.  But  the  difficulty  is  that  the 
defendants  use  nothing  in  the  place  of  the  treatment  by  acids 
and  an  alkali,  and  the  plaintiff  has  made  such  treatment  es- 
sential, and  does  not  say  that  it  may  be  dispensed  with.  It 
is  an  essential  part  of  the  process,  and  is  not  used,  nor  is  any 
chemical  equivalent  for  it  used.  The  compound  is  claimed, 
only  when  made  by  the  process  set  forth,  and  the  process  is' 
claimed,  only  as  set  forth. 

It  is  unnecessary  to  pass  on  any  of  the  other  numerous 
questions  discussed  on  the  motion.  The  motion  is  denied, 
because  of  non-infringement. 

Everett  P.  Wheeler  and  Clarence  Lex4nt\  for  the  complainant. 

George  Gifford  2Ji6  Centsten  Browne^  for  the  defendants. 


Hugh  Graham 

vs. 

Cyrus  H.  McCormIck  et  al.    In  Equity. 

The  question  as  to  what  constitutes  experimental  use  by  an  inventor^ 
considered. 

On  February  25th,  1864,  the  invf  ntor  placed  his  application  in  the  hands  of 
his  solicitors,  to  be  by  them  presented  to  the  Patent  Office.  The  appli- 
cation, however,  for  some  unexplained  reason,  was  not,  in  fact,  filed 
there  until  December  2d,  1865.  It  contained  five  claims,  the  first  of  which 
embraced  the  invention  now  in  controversy.  On  December  30th,  1865, 
the  first  three  claims  were  rejected,  an  offer  beings  made  at  the  time  to 
allow  the  other  two  claims.  This  offer  was  not  accepted,  and  un  March 
24th,  1866,  an  amended  claim  was  filed  in  place  of  the  first  rejected  claim. 
This  referred  to  the  invention  now  in  controversy.  On  April  4lh,  1866, 
ibis  claim  was  rejected.  On  February  11,  1867,  the  first  application 
being  still  pending,  with  the  action  of  the  Patent  Office  as  stated,  a  second 
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application  was  filed  coataining,  among  others,  the  two  claims  now  in 
suit.  In  June,  1867,  the  claim  which  embraced  the  invention  now  in 
controversy  was  withdrawn  from  the  first  application,  an(^  on  July  23d,. 
I867,  a  patent  was  issued  on  said  first  application.  As  issued,  that  patent 
'  did  not  include  the  invention  now  in  suit.  On  February  nth,  1868,  a 
patent  fof  the  invention  now  in  controversy  was  issued  on  the  second 
application,  a  description  of  which  was  contained  in  the  original  specifi* 
cations  and  drawings  which  accompanied  the  first  application.  Held, 
that  the  period  of  two  years  within  which  the  patentee  was  required  by 
law  to  apply  for  a  patent  for  the  invention  in  controversy,  which  was 
patented  by  the  second  patent,  must  be  reckoned  back  from  the  date  of 
the  first  application,  viz.  December  2d,  1865  ;  and  that,  for  the  purpose 
of  determining  when  this  period  of  two  years  commenced  to  run,  the 
second  application  must,  under  the  circumstances  of  this  case,  be  treated 
as  a  continuation  of  the  first,  and  both  part  of  one  proceeding. 

Held,  also,  that,  under  the  above  circumstances,  the  patentee  had  a  right  to 
apply  for  and  obtain  the  second  patent  for  the  invention  in  controversy. 

On  November  25th,  1865,  the  inventor  made  a  contract  with  W.  and  Y.  that 
they  should  have  the  exclusive  right  to  manufacture  and  sell  the  improve- 
ment in  the  machine,  and  that  that  right  should  continue  until  the 
patent,  about  to  be  applied  for,  expired  ;  and  the  inventor  agreed  that  be- 
fore the  letters  patent  should  issue  for  the  invention,  he  would  make 
such  necessary  assignment  that  the  patent  might  issue  to  all  the  parties 
jointly,  each  to  have  an  undivided  one-third  interest  therein.  The  in- 
ventor, thereupon,  and  on  the  same  day,  executed  an  instrument  which, 
after  reciting  that  whereas  he  and  W.  and  Y.  had  agreed  to  purchase 
from  him  all  the  right,  title  and  interest  which  he  had  in  the  invention, 
through  the  grant  of  letters  patent  therefor,  therefore,  he,  the  inventor, 
assigned  to  himself  and  W.  and  Y.  the  full  and  exclusive  right  to  said 
invention  of  all  the  improvements  made  by  him,  as  fully  set  forth  and 
described  in  specification  which  he  had  prepared  for  the  purpose  of  ob- 
taining a  patent.  On  July  23d,  1867,  the  letters  patent  were  issued,  upon 
the  first  application,  to  the  inventor  and  W.  and  Y.  ;  and,  on  February 
nth,  i86d,  the  letters  patent  were  issued  upon  the  second  application  to 
the  inventor  alone,  who  assigned  them  to  the  complainant.  These  last- 
mentioned  letters  patent  included  the  two  claims  in  controversy  here. 
Held,  that  whatever  equitable  claim  of  title  W.  and  Y.  might  have  in  the 
last-mentioned  letters  patent,  the  complainant  held  the  legal  title  thereto, 
and  could  maintain  this  suit  thereon  in  his  own  name. 

The  first  and  second  claims  of  the  harvester  patent,  No.  74,342,  issued  to 
Alvaro  B.  Graham,  February  nth,  1868,  held,  to  be  valid,  and  to  be  in- 
fringed by  the  defendants. 

(Before  Drummond  and  Dyer,  J  J.,  Northern  District  of  Illinois,  March, 
i83o) 
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This  is  a  bill  filed  by  the  plaintiff,  as  assignee  of  A.  B.  Gra- 
ham to  whom  a  patent  was  issued  on  the  nth  of  February, 
1868.  The  controversy  arises  only  upon  the  first  and  second 
claims  of  that  patent.  Various  objections  have  been  made  to  the 
patent,  and  to  the  right  of  the  plaintiff  to  maintain  suit  thereon. 
It  is  objected  by  the  defendants  that  the  Graham  patent  is 
invalid,  because  the  invention  was  in  public  use  and  on  sale 
for  more  than  two  years  prior  to  the  application  for  a  patent. 
The  first  conception  in  the  mind  of  the  patentee  seems  to 
have  been  in  the  winter  of.  1862-3,  si^^  during  the  year  1863 
he  made  an  arrangement  with  certain  parties,  under  which 
some  machines  were  constructed  containing  his  invention, 
which,  however,  proved  unsuccessful.  Under  an  arrange- 
ment made  with  another  person  in  the  following  year,  several 
other  machines  were  constructed,  parts  of  the  old  machines 
of  1863  being  used  in  the  construction  of  some  of  the  new 
ones.  Conditional  sales  were  made  of  some  of  these  ma- 
chines, and  with  a  few  of  them  some  grass  or  grain  was  cut. 
They  were  continually  getting  out  of  repair,  and  could  not  be 
regarded  as  a  success,  and,  in  some  instances,  where  money 
had  been  paid  for  the  machines,  it  was  refunded  in  whole  or 
in  part.  It  is  insisted  on  the  part  of  the  defendants  that  these 
facts  constituted  a  sale  and  use  of  the  invention  for  more  than 
two  years  prior  to  the  application  for  the  patent,  while,  on  the 
part  of  the  plaintiff,  it  is  claimed  that  it  was  nothing  more 
than  testing,  by  experiment  in  various  ways,  whether  the  in- 
vention was  successful. 

In  order  to  a  proper  understanding  of  this  part  of  the  case, 
it  is  necessary  to  consider  the  history  of  the  application  for  the 
patent.  That  was  first  made  on  the  2Sth  of  February,  1864,  by 
being  placed  in  the  hands  of  solicitors  in  New  York,  to  be  by 
them  presented  to  the  patent  office.  The  application,  how- 
ever, for  some  unexplained  reason,  was  not,  in  fact,  filed  there 
until  the  2d  of  December,  1865.  The  patentee  claims  that 
instructions  were  given  to  the  solicitors  to  file  the  application 
at  once,  and  he  supposed  that  it  was  so  filed.  It  contained 
Swt  claims,  the  first  of  which  embraced  the  invention  now  in 
controversy.     On  the  30th  of  December,  1865,  the  first  three 
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claims  were  rejected,  an  offer  being  made  at  the  time  to  allow 
the  other  two  claims.  This  offer  was  not  accepted,  and  on 
the  24th  of  Marchj  1866,  an  amended  claim  was  filed  in  place 
of  the  first  rejected  claim.  It  is  understood  that  this  referred 
to  the  invention  now  in  controversy.  On  the  4th  of  April, 
1866,  this  claim  was  rejected.  On  the  nth  of  February,  1867, 
the  first  application  being  still  pending,  with  the  action  of 
the  patent  office  as  stated,  a  second  application  was  filed, 
containing,  among  others,  the  two  claims  now  in  suit.  In 
June,  1867,  the  claim  which  embraced  the  invention  now  in 
controversy  was  withdrawn  from  the  first  application,  and 
on  the  23d  of  July,  1867,  a  patent  was  issued  on  the  first  appli- 
cation. As  issued,  that  patent  did  not  include  the  invention 
now  in  suit.  A  patent  for  the  invention  in  controversy  now 
was  issued  on  the  second  application,  on  the  nth  of  February, 
1868.  A  description  of  the  invention  now  under  considera- 
tion was  contained  in  the  original  specifications  and  draw- 
ings which  accompanied  the  first  application. 

It  is  claimed  by  the  plamtiff  that,  under  this  state  of  facts, 
the  application  for  the  patent  embracing  this  invention,  for 
the  purpose  of  fixing  the  time  when  the  two  years  should  be- 
gin to  run,  should  be  considered  as  having  been  made  on  the 
25th  of  February,  1864,  when  the  patentee's  first  application 
was  put  in  charge  of  his  solicitors  ;  or,  if  that  be  not  so, 
that  it  should  be  considered  as  made  when  that  application 
was  filed  in  the  patent  office  on  the  2d  of  December,  1865, 
so  that  the  two  years  would  embrace  the  years  1864  and  1865. 
On  the  other  hand,  it  is  contended  by  the  defendants  that 
the  two  years  began  to  run  on  the  nth  of  February,  1865, 
because  the  second  application,  upon  which  the  present  pat- 
ent was  issued,  was  filed  on  the  nth  of  February,  1867  ;  and 
that  the  connection  between  the  first  and  second  applications 
was  effectually  broken,  under  the  circumstances,  so  that  the 
two  applications  could  not  be  considered  one  continuous  pro- 
ceeding. 

The  rule  is  well  understood  that,  if  an  invention  has  been 
in  public  use  or  on  sale,  with  the  knowledge  and  consent  of 
the  inventor,  more  than  two  years  before  his  application  for  a 
patent,  it  will  render  the  patent  invalid  ;  but  it  is  clear  that 
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in  order  to  determine  whether  the  case  is,  within  the  rule,  we 
must  consider  whether  the  particular  devices  which  the  in- 
ventor claims  to  have  invented  were  perfect,  so  that  they 
embodied  a  complete  invention.  We  have  some  doubts,  even 
upon  the  theory  that  the  two  applications  should  be  consid- 
ered as  parts  of  one  and  the  same  proceeding,  whether  the 
patentee's  first  application  can  be  regarded  as  made,  within 
the  meaning  of  the  law,  at  the  time  it  was  placed  in  the  hands 
of  his  solicitors,  in  February,  1864  ;  but  we  think,  under  the 
circumstances  which  attended  the  efforts  of  the  patentee  to 
obtain  a  patent,  together  with  the  connection  which  the  sec- 
ond application  seems  to  have  with  the  first,  that,  for  the  pur- 
pose  of  fixing  the  time  when  the  two  years  bega^  to  run,  the 
second  application  should  be  treated  as  a  continuation  of  the 
first,  and  that  both  are  part  of  one  proceeding. 
.  In  this  respect,  this  case  is  not  wholly  unlike  that  of  Smith 
V.  Goodyear  Dental  Vulcanite  Company ^  93  U.  S.,  500,  where  the 
court  held  that  the  effort  to  obtain  A  new  patent  in  1864,  ought 
not  to  be  regarded  as  disconnected  from  the  original  applica- 
tion made  in  1855,  and  that  it  was  but  one  stage  in  a  continuous 
effort.  It  is  true,  in  this  case,  unlike  that,  a  patent  was  grant- 
ed on  the  first  application,  covering  the  claims  which  were  not 
rejected,  and  the  patent  in  suit  was  granted  on  the  second 
application  ;  but  the  subject  matter  of  the  second  application 
was  embraced  in  the  first,  and  the  invention  now  in  contro- 
versy was  described  in  the  specifications  and  the  drawings 
which  constitute  part  of  the  first  application,  and  we  think 
it  may  be  said  that  the  continuity  of  the  proceeding  which 
originated  in  the  first  application  was  not  broken,  up 
to  the  time  when  the  patent  for  the  invention  in  suit  was 
granted  in  1868.  See,  also,  Blandy  v.  Griffiths^  ^^  Fisher,  616. 
In  view,  therefore,  of  the  circumstances  under  which  Gra- 
ham made  his  second  application,  and  withdrew  from  the  first 
the  claims  covering  the  invention  now  in  suit,  we  cannot  say 
that  the  proceeding  should  be  severed  so  as  to  make  the  two 
years  date  back  from  the  nth  of  February,  1867  \  and  we 
think  that  the  two  years,  within  which  the  invention  could  be 
sold  and  publicly  used  without  invalidating  the  patent,  began 
to  run  on  the  second  of  December,  1863,  which  was  two  years 
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prior  to  the  filing  of  the  first  application.  It  is  manifest  that 
the  only  machine  made  in  1863,  which  is  distinctly  proved  to 
have  been  sold,  was  delivered  on  trial  and  warranted,  and 
should  be  regarded  rather  in  the  light  of  a  use  of  the  inven- 
tion for  such  practical  tests  as  the  law  permits  an  inventor  ta 
make,  than  as  such  a  public  sale  or  use  as  is  contemplated  by 
the  statute^  At  that  stage  of  the  inventor's  work,  his  inven- 
tion was  largely  in  experiment  and  trial.  It  could  only  be 
tested  by  practical  use  in  the  field,  and  it  was  essential  that 
it  should  be  so  tested  by  farmers  on  their  farms.  The  in- 
ventor was  then  struggling,  as  inventors  often  do,  to  estab- 
lish the  success  of  his  invention.  It  was  necessary  that  thor-> 
ough  experimental  tests  should  be  made,  and  that  he  should 
have  the  assistance  of  others  in  making  them  ;  and  it  is  mani- 
fest, we  think,  that  the  machines  of  1863  were  not  yet  so  per- 
fected as  to  be  practical  machines,  capable  of  successful 
work. 

In  Jtlie  light  of  all  the  testimony,  we  conclude  that  what  wa^ 
done  by  the  patentee  with  reference  to  the  use  of  the  ma- 
chines in  1863,  was  intended  by  him,  and  was,  in  fact,  for  the 
purpose  of  experiment,  and  as  a  test  of  the  machines  with  a 
view  to  their  perfection.  This  part  of  the  defence  rests  upon 
a  claim  of  forfeiture  of  rights  secured  by  the  patent.  To 
justify  the  court  in  sustaining  it,  the  proof  should  be  clear  and 
satisfactory  ;  the  right  of  the  infringer  to  invalidate  the  pat- 
ent for  this  cause  should  be  undoubted.  And,  in  view  of  these 
considerations,  we  think  the  patent  should  be  held  valid 
against  this  objection. 

It  is  insisted  further  by  the  defendants,  that  the  plaintiff's 
patent  is  invalid,  because  the  first  application  for  a  patent  in- 
cluded the  invention  which  is  the  subject  of  the  two  claims  in 
controversy  covered  by  the  patent  of  1868  ;  and  because  that 
invention  was  not  allowed  in  a  previous  patent  but  the  pre- 
vious patent  was  issued  for  other  claims,  that  the  second  pat- 
ent, of  1868,  is  inoperative.  And  it  is  said  that  instead  of 
there  being  a  new  patent  Issued  in  the  case,  there  might  have 
been  a  reissue  of  the  original  patent.  And  it  is  also  insisted 
that  the  second  patent  was  issued  for  something  in  addition 
to  what  was  claimed  in  the  previous  patent,  which  claim  was 
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rejected,    and    the    second    patent    is    invalid    on    that  ac- 
count. 

Admitting  the  facts  to  be  as  stated  by  the  defendants,  is  the 
conclusion  drawn  from  them  correct  ?  We  think  it  is  not.  It 
was  not  a  proper  case  for  a  reissue.  There  was  no  defective  or 
insufficient  specification.  The  inventor  had  not  claimed  more 
than  he  had  a  right  to  claim  as  new.  The  case,  as  it  is  put,  is 
one  where  there  was  the  description  of  an  invention  which 
was  not  claimed,  the  claims  in  controversy  here  having  been 
withdrawn,  and  where  we  must  assume  that  the  person  was 
entitled  to  a  patent,  inasmuch  as  the  office  subsequently 
granted  him  a  patent  for  the  invention  described.  On 
general  principles,  we  think  that  where  a  person  has, 
within  the  meaning  of  the  patent  law,  made  an  invention 
which  he  has  described  in  specifications,  including  other  mat- 
ters of  invention  for  which  last  a  patent  has  issued,  that  he 
should  not  be  precluded,  for  that  reason  alone,  from  applying 
for  and  obtaining  a  patent  for  that  which  was  not  claimed  in 
the  first  patent.  The  object  of  the  patent  law  was  to  protect 
a  party  who  made  an  invention  which  was  useful,  provided 
he  complied  with  the  terms  of  the  law,  and  a  patent  issued  for 
the  invention  ;  and  unless  there  is  something  in  the  law 
which  declares  a  patent  issued  under  such  circumstances  to 
be  invalid,  it  is  the  duty  of  the  courts  to  sustain  a  patent  for 
an  invention  thus  made.  It  is  to  be  borne  in  mind  that  the 
application  for  the  second  patent,  that  of  1868,  the  one  in 
controversy  here,  was  made  while  that  for  the  previous  patent 
was  pending,  and  before  the  prior  patent  had  been  issued. 
There  were  thus  pending  before  the  patent  office  two  appli- 
cations at  the  same  time,  where  the  claims  were  different,  and 
we  understand  it  to  be  in  accordance  with  the  practice  of  the 
patent  office  to  allow  applications  to  be  made  at  the  same 
time,  by  the  same  party,  for  different  parts  of  the  same 
machine. 

It  is  also  insisted  by  the  defendants  that  the  plantiff  cannot 
maintain  the  suit,  because  the  inventor  had  not  the  right  to 
assign  to  him  the  whole  interest  in  the  invention  under  the 
patent  of  1868.  On  the  25th  of  November,  1865,  A.  B. 
Graham,  the  inventor,  made  a  contract  with  W.  B.  &  C.  A. 
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Werden  that  they  should  have  the  exclusive  right  to  manu- 
facture and  sell  the  improvement  in  the  machine,  and  that 
that  right  should  continue  until  the  patent,  about  to  be  ap- 
plied for,  expired  ;  and  Graham  agreed  that  before  the  letters 
patent  should  issue  for  the  invention,  he  would  make  such 
necessary  assignment  that  the  patent  might  issue  to  all  the 
parties  jointly,  each  to  have  an  undivided  one  third  interest 
therein.  It  will  be  observed  that  this  was  not  of  itself  an 
assignment,  but  only  an  agreement  to  assign.  On  the 
same  day  that  this  contract  was  made,  what  purported 
to  bt  an  assignment  was  executed  by  Graham.  It  stated 
that,  whereas  Graham  himself  and  the  Werdens  had  agreed 
to  purchase  from  Graham  all  the  right,  title  and  interest 
which  he  had  in  the  invention,  through  the  grant  of  the 
letters  patent  therefor,  therefore,  he,  Graham,  assigned  to 
himself  and  the  Werdens  the  full  and  exclusive  right  to 
said  invention  of  all  the  improvements  made  by  him,  as 
fully  set  forth  and  described  in  specification  which  he  had 
prepared  for  the  purpose  of  obtaining  a  patent.  The  circum- 
stances connected  with  the  application,  and  obtaining  the 
respective  patents  have  been  already  stated.  On  the  23d  of 
July,  1867,  in  pursuance  of  the  contract  and  assignment 
already  referred  to,  letters  patent  were  issued  to  Graham  and 
the  Werdens.  That  patent  is  not  the  subject  of  controversy 
here.  On  the  nth  of  February,  1868,  a  patent  was  issued, 
which  included  the  two  claims  in  controversy  here,  to  A.  B. 
Graham  alone. 

It  is  claimed  by  the  defendants  that  these  facts  show  that  A.  B. 
Graham  could  not  assign  to  the  plaintiff  a  right  to  enable  him 
to  maintain  this  suit,  in  his  own  name,  on  the  patent  of  1868. 
The  evidence  tends  to  show  that  a  controversy  arose  be- 
tween A.  B.  Graham  and  the  Werdens  as  to  the  contracts  of 
November  25th,  1865.  The  former  insisted  that  the  Werdens 
had  not  complied  with  their  contract,  and  from  that  or  some 
other  cause  there  seems  to  have  been  no  additional  assign- 
ment made  to  the  Werdens  of  any  interest  in  the  patent  of 
1868  ;  and,  as  already  stated,  that  patent  was  issued  to  Gra- 
ham alone.  We  thinic  that,  upon  this  state  of  facts,  tiiere  be- 
ing no  controversy  about  the  validity  of  the  assignment,  by 


252  NORTHERN  DISTRICT  OF  ILLINOIS. 

Graham  v,  McCormick. 

II'-.  '  w—^^^t-m^m^^ 

A.  B,  Graham  to  the  plaintiff,  of  the  patent  of  1868,  that  the 
plaintiff  must  be  considered  as  having  the  legal  title  to  that 
patent,  and  consequently  has  the  right  to  maintain  this  suit 
in  his  own  name.  Whatever  equities  there  may  be  between 
the  parties  to  the  contract  of  November,  1865,  can  be  adjust- 
ed in  a  controversy  between  themselves  or  their  legal  repre- 
sentatives. We  do  not  think  that  the  defendant  can  claim 
that  the  facts  stated  constitute  a  defence  to  this  action. 
.  The  two  claims  of  the  Graham  patent  which  are  alone  in 
controversy  here  are  the  first  and  second.  The  first  claim  is 
for  a  combination  of  the  finger-beam  with  the  gearing  car- 
riage by  means  of  the  vibratable  link,  the  draught-rod,  and  the 
two  swivel  joints,  M  and  M',  so  that  the  finger-beam  may 
both  rise  and  fall  at  either  end  and  rock  backward  and  for- 
ward ;  and  the  second  claim  is  the  same  as  the  first  with  this 
only  added,  that  an  arm  is  attached  to  the  vibratable  link  by 
which  the  rocking  of  the  finger-beam  is  controlled  by  the 
driver.  The  object  of  this  invention,  asset  forth  in  these  two 
claims,  seems  to  be  mainly  to  produce  the  rocking  motion  of 
the  finger-beam,  as  described,  and  by  the  method  described. 

In  the  Ball  patent,  while  there  may  be  said  to  be  some- 
thing equivalent  to  the  swivel  joint  M  of  the  plaintiff's  ma- 
chine, where  it  is  attached  to  the  frame,  and  also  something 
similar  to  the  draught-rod  and  the  arm,  there  is  nothing  to 
produce  the  rocking  motion,  which  is  the  essential  object  in  the 
first  two  claims  of  the  plaintiff's  machine  ;  and,  consequently, 
there  is  no  swivel  joint  M',  as  in  the  plaintiff's  machine  ;  so 
that  there  is  nothing  in  the  Ball  machine  to  prevent  the 
validity  of  the  combination  in  the  first  two  claims  of  the 
plaintiff's  patent. 

The  Zug  machine  has,  if  not  a  swivel  joint  like  that  of  the 
plaintiff's  at  M  where  connected  with  the  frame,  something 
which  seems  substantially  similar.  It  has  a  vibratable  link, 
and  it  has  something  which  is  equivalent  to  the  draught-rod, 
the  main  difference  being  that  it  is  attached  beneath  the  shoe 
instead  of  above,  but  there  is  no  swivel  joint  M'.  There  is  an 
arm  which  is  attached  to  the  draught-rod  and  shoe,  by  which  it 
can  be  raised  and  lowered,  but  Zug  claims  in  his  patent  that 
when  the  machine  is  in  progress  over  the  field,  and  when  the 
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finger-bar  strikes  any  obstacle,  there  is  a  device  in  a  box  in 
which  the  forward  part  of  the  draft*rod  is  fastened,  by  which 
the  finger-bar  yields  to  the  obstacle  ;  and  that  there  is  also  a 
mode  by  which  the  vibratabte  rod  is  attached  to  the  frame, 
called  "joint  16*'  in  his  patent,  and  what  has  been  termed 
an  open  clevis,  where  the  vibratable  link  is  connected  with  the 
draught-rod,  by  which  a  motion  is  given  to  the  finger-bar  and 
thus  the  finger-bar  is  relieved  from  the  obstacle.  Zug  does 
not  claim  that  the  finger-bar  in  his  machine  has  a  rocking 
motion,  but  only  that  the  mode  by  which  the  draft-rod  is 
fastened  and  the  motion  given  to  the  finger-bar  prevents  the 
obstacle  which  the  machine  may  meet  from  doing  damage  to  it. 
These  seem  to  be  the  main  differences  between  the  two  ma- 
chines, and  the  question  is,  whether  there  is  anything  in  the 
Zug  machine  to  prevent  the  combination  named  in  the  first 
two  claims  of  the  plaintiff's  patent  from  being  valid. 

The  defendants*  machine  has  the  swivel-joint  attached  to 
the  frame,  the  vibratable  link  in  the  same  form  as  the  plaintiff's, 
and  the  draught-rod  attached  forward  in  substantially  the 
same  way  as  the  plaintiff's  ;  but,  instead  of  having  a  swivel 
joint  at  M',  as  stated  in  plaintiff's  machine,  forward  of  the 
shoe,  the  draught-rod  has  a  swivel  joint  at  the  rear  end  of  the 
shoe  ;  and  there  is  an  arm  attached  to  a  part  of  the  vibrata- 
ble link  substantiall3'like  that  of  the  plaintiff's  ;  and  the  sub- 
stantial difference,  as  it  seems,  between  the  plaintiff's  device 
as  described  in  the  first  and  second  claims,  and  that  of  de- 
fendants' is,  that  the  draught-rod  is  attached  to  the  rear  part  of 
the  shoe,  and  not  to  the  forward  part,  as  in  the  plaintiff's  pat- 
ent. There  are  also  other  devices  in  the  defendants'  machine 
ivhich  may  make  it  different  from  the  plaintiff's.  But  as  lo 
the  swivel  joint,  the  vibratable  link,  and  the  mode  in  which 
the  motion  is  produced  in  the  finger-bar,  there  does  not  seem 
to  be  much  difference  in  substance  ;  and  in  both  machines, 
and  by  substantially  the  same  means,  there  is  produced  a 
rocking  motion. 

In  this  connection  it  is  noticeable  that  the  defendants,  in 
the  claims  set  forth  in  their  specifications,  make  a  rocking 
motion  of  the  shoe  and  cutter  a  feature  of  their  combination. 
In  their  second  claim  they  say  that  they  claim  the  combina- 
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tion  of  the  ''shoe,  and  the  drag-bar  extending  over  and  in 
rear  of  the  shoe,  and  its  swivel  pin  connecting  it  with  the 
rear  end  of  the  shoe,  whereby  the  drag-bar  sustains  the  thrust 
of  the  shoe  while  leaving  it  free  to  rock  on  its  hinges.'* 
Again,  in  their  fifth  claim,  they  say  that  they  claim  the  com- 
bination "  of  the  shoe,  the  forked  coupling-arm,  the  drag-bar 
extending  over  and  in  rear  of  the  shoe,  the  swivel-pin  con- 
necting the  two,  the  rocking  lever  and  detent  mounted  on  the 
drag-bar,  and  the  adjustable  link  connection  between  the 
lever  and  the  coupling-arm,  whereby  the  shoe  readily  may  be 
rocked  or  adjusted.*'  And  again,  the  motion  which  seems  t6 
be  produced  in  the  operation  of  plaintiff's  machine  is  more 
distinctly  described  in  the  seventh  claim  made  by  the  defend- 
ants in  their  patent,  as  follows  :  "  The  combination"  *  *  * 
"of  the  shoe,  the  drag-bar,  the  forked  coupling-arm,"  ami 
the  other  elements  of  mechanism  before  mentioned,  **  where- 
by the  shoe  is  first  rocked  and  then  lifted  by  one  continuous 
movement  of  the  lever." 

It  must  be  confessed  that  the  difference  between  the  Zug 
machine  and  the  first  two  claims  of  plaintiff's  patent  is  not 
very  marked.  But,  in  view  of  the  description  contained  in 
the  specifications  of  Zug's  patent,  and  in  those  of  the  plain- 
tiff's patent,  we  are  inclined  to  think  that  the  plaintiff's  pat- 
ent may  be  sustained  on  the  ground  that  there  is  a  difference 
in  the  manner  in  which  the  draught-rod  is  attached  to  the 
shoe,  and  the  finger-bar  to  the  shoe,  and  to  the  vibratable 
link  ;  and  that  there  is  also  a  difference  in  the  manner  in 
which  the  combination  of  the  various  parts  is  adjusted,  and 
that  there  is  an  effect  produced  in  the  plaintiff's  machine 
which  does,  not  exist  in  the  Zug  machine.  In  the  plaintiff's 
machine,  there  is  a  rocking  motion,  and  not  a  mere  vibratory 
motion  such  as  exists  in  tne  Zug  machine  in  consequence  of 
the  open  clevis,  neither  is  there  in  the  plaintiff's  machine  the 
yielding  of  the  draught-rod  as  described  in  the  Zug  patent ;  and 
it  's  obvious,  too,  that,  from  the  manner  in  which  the  parts 
are  constructed  in  the  Zug  machine,  there  is  only  a  small 
vibratory  action  of  the  finger-bar  ;  so  that,  on  the  whole,  we 
think  that  the  combination  as  described  in  the  plaintiff*s  pat- 
ent may  be  sustained. 
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Then,  from  what  we  have  said,  we  do  not  see  that  there  can 
be  any  substantial  difference  between  the  combination,  as  de- 
scribed in  the  plaintiff's  machine,  of  the  swivel-joints,  draught- 
rod  and  vibratable  link,  with  the  frame  and  shoe  and  finger- 
bar,  and  that  of  the  defendants'  machine.  The  differences 
which  have  been  stated  between  the  two  machines  in  this 
respect  do  not  constitute  any  difference  in  principle.  The 
one  is  substantially  the  same  thing  as  the  other.  The  addi- 
tions which  have  been  made  to  the  defendants'  machine,  such 
as  the  device  by  which  the  pressure  of  the  cutting  apparatus 
upon  the  ground  is  regulated,  and  other  devices  which  have 
been  made,  do  not  affect  the  combination  as  claimed  in  the 
plaintiff's  machine.  The  attachment  of  the  draught-rod  to  the 
rear  part  of  the  shoe,  instead  of  to  the  front  part,  which  is 
substantially  the  only  difference  that  there  seems  to  be  in  the 
mode  of  construction,  cannot  constitute  a  difference  in  prin- 
ciple, and  cannot  prevent  the  defendants'  machine  from  being 
an  infringement  of  the  plaintiff's  patent. 

It  may  be  said  that  there  are  differences  also  between  the 
defendants'  machine  and  that  of  the  plaintiff,  in  the  manner 
in  which  the  arm  is  attached  to  the  vibratable  link,  and  also 
as  to  the  mode  in  which  the  force  applied  to  the  arm  may 
operate  upon  the  finger-bar  ;  but  these  are  differences  of  form 
and  not  of  substance. 

Banning  &'  Banning y  for  the  complainant. 

E.  N.  Dickerson,  M.  D.  Leggett,  and  Offieid  &*  Tawle,  for  the 
defendants. 
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Richard  M.  Hoe  et  al. 

vs. 
Calvert  B.  Cottrell  et  al.  In  Equity.* 

The  letters  patent  granted,  March  i6th,  1869,  to  Richard  M.  Hoe,  as  the 
assignee  of  Auguste  Hippolyte  Marinoni,  for  an  improvement  in  litho- 
graphic printing  presses,  are  valid. 

Marinoni  having  made  oath,  in  his  application,  that  he  believed  himself  to  be 
the  original  and  first  inventor,  and  having  testified,  in  this  suit,  that  he 
was  the  sole  inventor,  such  evidence  was  held  not  to  have  been  over- 
come by  the  testimony  of  one  Chaudr^,  that  he  was  a  joint  inventor  with 
Marin#ni,  and  by  the  fact  that  patents  had  been  issued  for  the  invention, 
in  Europe,  to  the  two  jointly. 

The  decision  of  the  Commissioner  of  Patents,  that  the  required  drawings  and 
model  had  been  presented,  that  an  attorney  had  been  duly  appointed  and 
had  authority  to  amend  or  alter  the  specification,  and  that  the  specifica- 
tion had  been  sufficiently  sworn  to  by  the  inventor,  is  final,  and  cannot 
be  renewed  collaterally. 

There  is  sufficient  invention  in  what  is  covered  by  the  3d  claim,  namely, 
**  The  combination  of  the  sheet-flyer  with  an  impression  cylinder  without 
tapes,  and  a  receiving  cylinder  provided  with  both  grippers  and  tapes, 
substantially  as  desciibed  and  specified,"  to  support  a  patent. 

The  object  of  said  combination,  stated. 

There  is  a  combination  of  the  sheet-flyer  with  the  impression  cylinder, 
because  the  successive  action  of  each  contributes  to  produce  a  practical 
result. 

The  novelty  of  the  combination  sustained,  against  the  view  that  it  required 
only  skilled  labor  to  make  it,  in  view  of  what  existed  before,  all  the 
elements  of  the  combination  being  old,  but  the  combination  being  new, 
in  fact,  and  useful. 

The  combination  being  shown  in  the  drawings,  and  described  in  the  specifica- 
tion, as  to  its  principles  of  construction  and  mode  of  operation,  the 
claim  is  valid,  although,  in  stating  the  invention,  in  the  body  of  the 
specification,  one  element  of  the  combination  was  omitted. 

(Before  Shipman,  J.,  District  of  Connecticut,  March,  1880.) 


*  17  Blatchf.  C.  C.  R.,  546. 
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Shipman,  J. 

This  is  a  bill  in  equity,  based  upon  the  alleged  infringe- 
ment of  letters  patent  which  were  granted,  on  March  i6th, 
1869,  to  Richard  M.  Hoe,  as  the  assignee  of  Auguste  Hippo- 
lyte  Marinoni,  for  an  improvement  in  lithographic  printing 
presses.     The  patent  has  been  assigned  to  the  plaintiffs. 

The  first  question  is,  whether  Marinoni  was  the  sole  inven- 
tor of  the  alleged  improvement,  or  was  a  first  inventor  with 
Francis  No€l  Chaudr6.  In  1866,  Mr.  Hoe  was  in  France,  and 
purchased  from  Marinoni  all  his  rights  to  the  invention  in 
consequence  of  the  future  grant  of  letters  patent  therefor  in 
the  United  States.  Marinoni  made  oath,  in  his  application  to 
this  Government  for  letters  patent,  that  he  believes  himself 
to  be  the  original  and  first  inventor  of  the  improvements,  and 
that  they  had  been  patented  in  France,  on  June  5th,  1865,  in 
the  name  of  Marinoni  and  Chaudr6.  Chaudr£,  who  was  a 
partner  of  Marinoni  at  the  date  of  the  invention,  testifies  that 
he  was  a  joint  and  equal  inventor  of  the  improvements,  which 
he  describes  at  length.  On  Junp  12th,  1865,  a  Belgian  pat- 
ent was  issued  to  Marinoni  and  Chaudr^,  and  an  English  pat- 
ent was  issued  to  one  Clark,  upon  their  communication.  By 
the  French  statute,  every  new  discovery  or  invention,  in  all 
departments  of  industry,  confers  upon  its  author,  under  the 
conditions  and  for  the  time  mentioned  in  the  statute,  the  ex- 
clusive right  of  working,  for  his  own  profit,  the  sard  inven- 
tion. **  Every  person  who  shall  wish  to  obtain  a  patent  of 
invention,  must  deposit,  under  a  sealed  cover,  *  *  *  i. 
His  petition  to  the  Minister  of  Agriculture  and  Commerce  ; 
2.  A  specification  of  the  discovery,  invention  or  application 
forming  the  subject  of  the  petition  ;  3.  The  drawings,"  etc. 
The  patents  demanded,  in  due  form,  are  delivered  without 
previous  examination.  Applications  are  not  required  to  be 
verified  by  oath,  and  are  not  preserved  by  the  Government. 
The  plaintiffs  introduced  Marinoni's  deposition,  in  which  he 
asserted  that  he  was  the  sole  inventor.  It  is  necessary  for 
the  defendants  to  overcome  the  prima  /(u/e  case,  and  to  estab- 
lish affirmatively  that  the  applicant  was  not  the  sole  inventor. 
The  testimony  of  Chaudre  is  not  sufficient.  I  cannot  per- 
ceive, from  the  depositions,  that  one  story  is  apparently  more 
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entitled  to  confidence  than  the  other.  Marinoni*s  statement 
is  exceedingly  brief,  and  is  a  bare  assertion  that  he  was  the 
inventor.  Chaudre  is  equally  positive  of  his  joint  participa- 
tion in  the  invention,  and  he  describes  its  character,  but  is 
equally  silent  as  to  the  manner  in  which  they  worked,  and  as 
to  the  method  by  which  they  jointly  accomplished  the  result. 
If  the  defendants  could  have  shown  an  admission  by  Mari- 
noni,  in  either  foreign  application,  that  he  was  not  the  sole 
inventor,  it  would  have  turned  the  scale  ;  but  it  is  not  certain 
what  the  application  was,  or  that  he  personally  made  an  ap- 
plication. The  French  system  of  issuing  patents  is  not  so 
exact  as  that  which  prevails  here.  While  the  existence  of  the 
foreign  patents,  confessedly  with  the  knowledge  of  Marinoni, 
throws  doubt  upon  his  title,  and  while  I  am  not  satisfied  as 
to  the  authorship,  it  is  impossible  to  say  that  the  defendants 
have  established,  by  a  preponderance  of  proof,  the  fact  that 
Marinoni  was  not  the  sole  inventor. 

It  is  next  insisted,  that  the  patent  is  invalid  by  reason  of 
sundry  irregularities  and  omissions  during  and  prior  to  the 
transit  of  the  application  through  the  Patent  Office.  These 
alleged  irregularities  are  as  follows  :  Marinoni  appointed 
Messrs.  Munn,  Wales  and  Beach  "  to  act  as  his  attorneys  in 
presenting  the  application,  and  in  making  all  such  alterations 
and  amendments  as  may  be  required,  and  also  to  sign  his 
name  to  the  drawings."  This  authority  was  never  revoked 
by  Marinoni  or  by  Hoe.  Hoe  &  Co.,  who  had  no  record  in- 
terest in  the  invention,  revoked  the  power  to  Munn  &  Co.,  and 
appointed  C.  A.  Durgin  to  represent  them  in  the  premises. 
The  specification  which  Marinoni  had  made  and  tiled  was  not 
intelligible.  Durgin  amended  the  specification  by  writing 
substantially  a  new  one,  which  was  not  sworn  to  by  the  in- 
ventor. It  is  claimed  that  there  were  no  original  drawings 
or  model  accompanying  the  description,  as  required  by  the 
statute,  because  the  description  was  unintelligible  and  was 
not  a  descripiion.  All  these  alleged  irregularities  and  omis- 
sions relate  to  the  formal  acts  to  be  done  by  the  inventor  or 
by  his  duly  constituted  attorney,  preparatory  to  and  connect- 
ed with  the  issuing  of  the  patent.  The  commissioner's  deci- 
sion upon  the  fact  that  the  acts  were  done,  and  upon  the  fact 
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of  the  compliance  of  the  applicant  with  the  requirements  of 
the  statute  in  regard  to  his  application  is  not  to  be  reviewed 
collaterally.  For  the  purposes  of  this  case,  the  commis- 
sioner's decision  is  final,  that  the  drawings  and  the  model  re- 
quired by  the  statute  had  been  presented,  that  Durgin  was 
the  duly  constituted  attorney  of  the  applicant  or  his  assignee, 
and  had  authority  to  amend  or  alter  the  specification,  and 
that  the  specification  had  been  sufficiently  sworn  to  by  the 
inventor.  If  the  patent  is  invalid  by  reason  of  any  or  all  of 
these  defects,  its  invalidity  is  to  be  determined  in  a  proceed- 
ing to  set  aside  the  patent  by  scire  facias^  or  by  bill  or  infor- 
mation. Seymour  v.  Osborne^  11  Wall.,  516;  Rubber  Co,  v. 
Goodyear^  9  Wall.,  788  ;  Jackson  v.  Lawton^  10  Johns.,  23. 

The  defendants  insist,  in  the  third  place,  that,  in  view  of 
the  state  of  the  art,  there  was  an  entire  lack  of  invention  in 
the  combination  which  is  the  subject-matter  of  the  third  and 
only  claim  which  is  said  to  have  been  infringed,  or  that  the 
combination  was  old. 

The  improved  press  was  for  lithographic  printing.  The 
invention  recited  in  the  third  claim  was  for  **  the  combina- 
tion of  the  sheet-flyer  with  an  impression  cylinder  without 
tapes,  and  a  receiving  cylinder  provided  with  both  grippers 
and  tapes,  substantially  as  described  and  specified."  The 
object  of  the  invention  was  to  have  the  whole  width  or  sur- 
face of  a  sheet  of  paper  printed  with  heavy  color  on  the  im- 
pression cylinder,  and  delivered  automatically,  without  smut- 
ting, face  side  uppermost,  on  the  fly-board  or  table.  The 
whole  width  of  the  paper  is  enabled  to  be  printed,  because 
the  impression  cylinder  is  without  tapes  underlying  the 
sheet.  The  sheet  is  taken  by  the  grippers  of  the  receiving 
cylinder,  and  is  delivered  upon  tapes  running  from  the  receiv- 
ing cylinder  over  pulleys  near  the  roots  of  the  fly-fingers. 
These  tapes  are  above  the  fl5'-fingers,  and  thus  prevent  the 
sheet  from  being  smutted  in  consequence  of  sliding  down  the 
smooth  fly-frame.  When  the  sheet  is  in  proper  position,  it  is 
automatically  turned  by  the  fly-frame,  face  side  uppermost, 
upon  the  table. 

If  there  was  invention  in  this  combination,  and  the  paten- 
tee was  the  first  inventor,  the  claim  is  not  invalid  upon  the 
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ground  that  the  sheet-flyer  and  impression  cylinder  have  no 
conjoint  action,  and  no  active  connection  to  produce  a  joint 
result.  The  combination  is  of  the  class  mentioned  in  Furbush 
V.  Cooky  2  Fisher's  Patent  Cases,  668,  in  which  case  Judge 
Curtis  says  :  *'  To  make  a  valid  claim  for  a  combination,  it  is 
not  necessary  that  the  several  elementary  parts  of  the  combi- 
nation should  act  simultaneously.  If  those  elementary  parts 
are  so  arranged  that  the  successive  action  of  each  contributes 
to  produce  some  one  practical  result,  which  result,  when  at- 
tained, is  the  product  of  the  simultaneous  or  successive  action 
of  all  the  elementary  parts,  viewed  as  one  entire  whole,  a 
valid  claim  for  thus  combining  those  elementary  parts  may  be 
made.*'  The  result  which  was  attained  was  the  automatic 
delivery  of  a  sheet,  automatically  printed  upon  its  broad  side 
with  heavy  color,  without  smutting,  face  side  uppermost. 
This  result  was  the  product  of  the  successive  action  of  all  the 
elementary  parts. 

It  is  not  denied  that  all  the  elements  were  old.  Delivery 
mechanism,  consisting  of  tapes  combined  with  flyers,  had 
been  used  in  presses  having  printing  cylinders  with  tapes. 
Impression  cylinders  without  tapes,  and  receiving  cylinders 
with  tapes,  had  been  combined  with  sheet-flyers  without 
tapes.  But,  the  combination  of  all  the  elements  in  one  ex- 
isting machine  was  new.  It  is  substantially  admitted  that 
this  combination  had  not  been  actually  made  or  described  in 
any  machine,  although  it  is  claimed  that  the  combination  was 
so  far  suggested  in  antecedent  patents,  that  the  flyer  could 
have  been  added  by  any  skilled  press  builder,  as  a  matter  of 
course.  Prior  to  the  date  of  the  invention,  sheet-flyers  were 
a  common  adjunct  of  a  press.  They  were  made  so  as  to  be 
detached  from  presses  and  to  be  put  on  or  taken  off  at  pleas- 
ure. Tape  and  sheet-flyer  deliveries  had  been  combined,  and 
therefore,  when  Dutartre,  in  his  French  patent  of  January  nth, 
1853,  showed  an  impression  cylinder  without  tapes,  a  receiv- 
ing cylinder  with  grippers  and  tapes,  and  a  tape  delivery,  it 
is  said  that  any  skilled  builder  could  have  mechanically  add- 
ed a  sheet- flyer  to  the  tapes.  It  is  further  said,  that,  when 
the  Reynolds  American  patent  of  February  28th,  1863,  con- 
tained the  same  combination,   and,  after  showing  how  the 
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paper  was  delivered  to  the  tapes,  added,  that  it  is  *'  piled  by 
hand  or  by  an  ordinary  fly,"  it  was  the  part  of  ordinary 
mechanical  labor  to  add  the  fly  to  the  tapes.  It  is  to  be  ob- 
served, that  Reynolds  did  not  suggest  the  combination  of  fly 
and  tapes. 

The  same  point  is  put  by  the  defendants,  more  forcibly,  in 
this  way.  The  plaintiffs,  at  the  date  of  the  invention,  were 
making,  in  their  factory,  the  Hoe  high-stop  press,  which  had 
an  impression  cylinder  without  tapes,  a  receiving  cylinder  with 
tapes,  and  a  sheet-flyer  without  tapes.  They  also  knew  of 
the  Taylor  press,  and  were  making,  at  the  same  time  divers 
presses  like  the  Taylor,  having  impression  cylinders  with 
tapes  and  a  combined  tape  and  sheet-flyer  delivery.  What 
was  easier  than  for  Mr.  Hoe  to  discard  his  ingenious  sheet- 
flyer,  and  substitute  the  well-known  Taylor  method  of  deliv- 
ery ?  Looking  at  the  question  from  the  present  standpoint  of 
time,  it  is  very  difficult  to  point  out  satisfactorily  to  one's 
self  the  changes  which  required  invention.  If  we  looked 
merely  at  the  simplicity  of  the  combination,  and  at  the  ease 
with  which  it  now  seems  that  anybody  could  have  accom- 
plished the  result,  the  conclusion  would  be  irresistible,  that 
there  was  no  combination. 

The  facts  which  are  also  to  be  taken  into  account,  in  the 
determination  of  this  question,  are  these  :  At  the  date  of  the 
invention,  about  eighteen  hundred  patents  upon  printing 
presses  had  been  granted  in  England,  France  and  the  United 
States.  This  combination  did  not  exist  in  any  patented  or 
non-patented  device,  so  far  as  is  now  known.  Lithographic 
printing  was,  at  that  time,  well  understood.  Mr.  Hoe,  who 
had  long  been  a  printing-press  manufacturer  and  inventor, 
and  was  thoroughly  conversant,  both  by  study  and  practice, 
with  the  subject  of  improvements  in  printing,  and  was  mak- 
ing both  the  Hoe  high-stop  press  and  presses  which  had  tape 
and  fly  deliveries,  when  he  saw  the  Marinoni  press,  recog- 
nized it  as  an  invention  embodying  an  advance  in  the  art, 
and  hastened  to  puchase  the  exclusive  right  to  use  the  im- 
provement in  this  country. 

The  combination  is  useful.  It  has  been  a  successful  and 
popular  press  and  has  been  extensively  sold.     The  plaintiffs 
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have'substituted  it  for  the  Hoe  high-stop  press.  The  exhaust- 
ive and  expensive  manner  in  which  this  suit  has  been  carried 
on  and  contested  shows  that  the  combination  is  of  value. 

In  the  determination  of  the  question  whether  there  was  in- 
vention in  any  particular  combination,  the  important  point  is 
to  ascertain  whether  novelty  and  uiility  existed.  It  is  true, 
that  these  requisites  may  result  from  mere  mechanical  skill, 
and  a  new  and  iisefui  combination  may  be  formed  by  the 
mere  mechanical  addition  of  an  old  member  to  an  old  set  of 
members  ;  but,  when  a  device  has  a  new  mode  of  operation, 
which  accomplishes  beneficial  results,  **  courts  look  with 
favor  upon  it,"  and  are  not  exacting  as  to  the  degree  of  in- 
ventive skill  which  was  required  to  produce  the  new  result. 
There  must  be  some^  but  a  little  will  suffice.  Furbush  v. 
Cooky  2  Fisher's  Patent  Cases,  668  ;  Middletaiun  Tool  Co.  v. 
Judd,  3  Id.,  141  ;  Stimpson  v.   Woodman^  10  Wall.,  117. 

The  facts,  that,  in  the  multiplicity  of  printing-press 
mechanism,  this  combination  had  not  been  hit  upon,  and 
that,  when  it  was  introduced,  its  utility  was  universally  rec- 
ognized, and  that  it  is  plain,  that,  in  order  to  make  the 
combination,  some  changes  were  necessary  in  any  machine 
or  drawing  which  has  been  shown,  satisfy  me,  that,  to  pro- 
duce this  result  required  changes  which  the  mere  skill  of 
the  skilled  mechanic  would  not  suggest,  and  that  the  work 
was  practically  more  difficult  than  now  seems  to  the  theorist 
to  have  been  necessary. 

The  defendants  next  insist,  that  the  patent  is  void  because 
the  patentee,  in  the  body  of  his  specification,  states  that  his 
invention  consisted  in  the  combination  with  the  receiving 
cylinder,  provided  with  grippers  and  cords  or  tapes,  of  the 
sheet-flyers,  whereas,  a  new  element  is  introduced  into  the 
claim,  viz.,  **  an  impression  cylinder  without  tapes."  This 
clause  was  introduced  into  the  claim  by  amendment,  after  the 
application  had  been  rejected,  and  the  corresponding  amend- 
ment was  not  made  in  the  statement  of  the  invention  in  the 
body  of  the  specification.  It  is  admitted  by  the  defendants' 
expert  to  be  true,  "  that  the  combination  recited  in  the  third 
claim  is  all  shown  in  the  drawings,  and  is  described  in  the 
specification,  as  to  its  principles  of  construction  and  mode  of 
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operation,  but  it  is  equally  true  that  it  is  nowhere  described, 
except  in  the  claim,  as  one  of  the  parts  of  invention  of  the 
patentee.**  It  would  not  be  in  accordance  with  the  principles 
of  construction  which  have  heretofore  been  adopted  by  the 
courts  of  this  country  to  declare  the  patent  void  on  account 
of  this  discrepancy  or  omission. 

In  regard  to  infringement,  differences  in  the  construction 
of  the  two  machines  exist,  but  they  are  not  material  with  re- 
spect to  the  mode  of  operation  of  the  combination  which  is 
the  subject  of  the  third  claim. 

Let  there  be  a  decree  for  an  injunction  and  an  accounting, 
in  respect  to  the  third  claim. 

M,  B,  Philipp  and  Benjamin  F.  Thurston^  for  the  complain- 
ants. 

H,  D,  Donnelly  diVid  William  D,  Shipman^  for  the  defendants. 


The  Kirby  Bung  Manufacturing  Company 
Benajah  White  et  al.     In  Equity. 

Where  a  patent  has  been  sustained  by  a  decree  of  a  Circuit  Court,  after  a  real 
contest,  that,  in  itself,  is  a  sufficient  basis  for  a  preliminary  injunction  in 
another  suit,  provided  infringement  is  sufficiently  proved. 

Consent  or  collusive  decrees  sustaining  a  patent  are  of  no  force  upon  a 
court,  in  a  motion  for  a  preliminary  injunction  in  another  suit. 

Proofs  necessary  upon  a  motion  for  a  preliminary  injunction,  where  the 
patent  has  not  been  sustained  by  a  prior  decree,  considered. 

On  a  motion  for  a  preliminary  injunction,  the  affidavits  should  state  facts 
from  which  the  court  can  determine  whether  or  not  there  is  an  infringe- 
ment, and  not  the  mere  opinions  of  the  affiants. 

(Before  McCrary  &  Treat,  JJ.,  Eastern  District  of  Missouri,  March, 
1880.) 
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Treat,  J. 

The  case  of  Kirby  against  several  defendants  is  before  the 
court  on  a  motion  for  a  provisional  injunction.  It  is  a  patent 
case.  It  may  not  be  known  to  counsel,  who  appear  here  from 
another  circuit,  what  the  uniform  rule  is  in  this  circuit  as  to 
applications  for  provisional  injunctions.  An  injunction  is  the 
strong  arm  of  equity.  It  should  never  be  allowed  to  operate 
oppressively  upon  any  one,  but  be  used  for  the  purpose  of 
securing  the  rights  of  the  complainant  in  the  case,  pending 
the  litigation,  without  unnecessarily  injuring  the  other  party. 
Were  it  otherwise,  the  injury  resulting  might  be  very  serious. 
For  instance,  in  the  milling  cases  before  us,  Mr.  Justice  Miller 
allowed  the  defendants'  mills  to  continue  in  operation  on 
giving  bonds  of  one  hundred  and  twenty-five  or  fifty  thousand 
dollars,  instead  of  granting  an  injunction  in  the  first  instance, 
which  might  have  closed  all  the  mills  in  the  northwest.  If 
he  had  stopped  all  the  mills  by  the  issuance  of  an  injunction 
simpliciter — it  having  been  finally  determined  that  the  com- 
plainant's patent  was  invalid — there  would  have  been  a  great 
wrong  perpetrated  upon  the  parties  defendant.  Hence,  the 
rule  is  this — and  it  is  the  true  rule  in  equity,  as  settled  in  this 
court  by  Justice  Catron,  and  existing  up  to  the  present 
hour,  and  I  am  authorized  by  Judge  McCrary  to  say  that  he 
fully  concurs — that  the  function  of  a  restraining  order  is  to 
protect  the  plaintiff  without  unnecessarily  oppressing  or  an- 
noying the  defendant.  Whether  restraining  orders  go  out  in 
patent  cases,  or  in  any  other  cases,  they  are  framed  according 
to  the  circumstances  of  each  case,  to  wit ;  in  one  case  there 
may  be  such  circumstances  as  require  an  injunction  simpliciter^ 
but,  ordinarily,  a  bond  and  order  for  accounting  sufRce,  and, 
sometimes,  simply  an  order  for  an  accounting.  Hence,  the 
form  of  the  order  varies  with  the  circumstances.  I  make 
these  preliminary  remarks  so  that  parties  may  understand 
that  an  injunction  sitnpliciter  is  not  to  be  had  for  the  asking. 
I  am  very  well  aware  that  the  practice  under  the  State  laws  is 
different,  if  it  now  is  the  same  as  years  ago.  Under  the  State 
practice,  there  is  but  one  form  of  a  restraining  order,  to  wit;  if 
an  injunction  is  asked  for  provisionally,  it  must  issue  as  an 
injunction  simpliciter.     This  is  not  the  rule  in  equity,  and  has 
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never  been  the  rule  in  the  courts  of  this  circuit.  The  course 
in  these  preliminary  matters  is  to  protect  the  complainant 
without  unnecessarily  injuring  the  defendant.  Here  is  a  pat- 
ent presented  to  the  court  for  a  bung-cutting  machine.  It  is 
a  combination  patent,  and  a  very  commendable  patent  in  it- 
self. The  various  devices  work  automatically  to  effect  the 
desired  end.  This  patent  has  been  before  the  Circuit  Court 
of  the  United  States  for  the  District  of  Indiana,  and  a  decree 
was  ordered  by  Judge  Drummond  in  favor  of  the  complain- 
ant ;  and,  not  being  familiar  with  the  facts  of  that  case,  we 
take  it  for  granted,  as  the  law  requires,  that  it  was  a  correct 
decree,  upholding  the  validity  of  the  patent.  By  a  reference 
to  the  proofs,  I  see  that  the  matter  was  very  fully  considered, 
and  the  *'  claims"  involved  in  this  suit  are  said  to  be  valid 
and  subsisting  **  claims."  For  the  purposes  of  a  provisional 
injunction  under  the  patent  law,  two  things,  or  either  of 
two  things,  may  exist,  to  wit;  as  in  this  case,  a  court, 
after  full  consideration  of  the  matter,  has  rendered  a  final 
decree,  upholding  the  validity  of  the  patent.  That  is  suffi- 
cient basis  in  itself  for  an  injunction,  or  some  form  of  a  re- 
straining or  accounting  order,  provided  the  party  defend- 
ant in  the  particular  case  has  infringed  the  patent.  In 
other  words,  the  court,  on  a  motion  for  a  provisional  in- 
junction, does  not  go  into  the  merits  to  ascertain  the  valid- 
ity of  the  patent.  Prima  facie^  the  patent  is  valid.  But 
under  the  uniform  rulings  of  the  courts  of  the  United  States 
for  more  than  half  a  century,  if  there  has  been  no  decision  as 
to  the  patent  by  a  United  States  court  on  the  merits,  the 
party  is  driven  to  show  that  his  patent  went  into  use  undis- 
puted for  a  sufficient  time  to  raise  a  prima  facie  case  in  his 
favor.  But  if  the  court,  after  a  due  consideration  of  the 
matter,  has  reached  the  conclusion  that  the  patent  is  valid, 
on  this  provisional  matter  the  inquiry  is  not  open. 

The  United  States  Circuit  Court  sitting  in  Indiana,  Judge 
Drummond  giving  the  opinion,  decided  after  a  fair  contest — 
for  from  the  record  it  seems  to  have  been  ^  bona  fide  contest — 
that  this  patent  is  valid.  I  make  the  remark  **  after  a  fair 
contest,"  because  sometimes  it  has  been  supposed  that  a 
mere  decree  ^nt^rtd  pro  forma  on  the  merits  is  sufficient  in  it- 
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self  to  require  all  other  United  States  circuit  courts  to  grant 
a  provisional  injunction.  Not  so.  We  have  held  in  this  cir- 
cuit that  it  must  be  an  honest  and  not  a  collusive  matter  In 
a  case  in  the  United  States  Circuit  Court  of  Alabama  a  case 
formerly  arose  which  illustrates  my  remark.  When  one  of 
the  most  distinguished  lawyers  of  New  York  was  before  me, 
he  cited  a  case  which  was  decided  in  California,  and  which, 
on  an  examination  of  the  record,  I  found  to  be  a  sham  case, 
the  decree  being  obtained  by  collusion,  in  order  to  allow 
parties  who  held  the  patents  to  put  under  restraint  parties 
refusing  to  submit  to  their  demands,  and,  of  course,  I  con- 
sidered it  of  no  force.  Just  so  in  the  Alabama  case.  It  was 
another  one  of  collusion.  Perhaps  there  has  been  a  more  re- 
markable illustration  arising  out  of  the  milling  cases,  concern- 
ing what  are  known  as  the  **  new  process  **  patents.  An 
alleged  collusive  case  arising  as  to  those  patents  went  to  the 
Supreme  Court.  When  one  of  these  matters  is  presented  to 
the  judges  of  the  Circuit  Court,  they  are  bound  to  see  whether 
it  was  a  **  consent  "  cr  collusive  decree,  in  order  to  form  a 
basis  on  which  the  party  obtaining  it  might  go  through  the 
country  and  levy  tribute.  Such  is  not  this  case.  This  is  an 
honest  case,  has  been  fully  considered,  and  everything  con- 
nected with  it  appears  to  be  a  fair  and  honest  contention.  In 
making  these  remarks,  I  make  them  in  a  general  way.  Here 
is  a  case  which  has  been  decided  after  a  full  and  fair  contest 
by  parties  struggling  for  their  respective  interests  in  the 
matter. 

We  come,  now,  to  a  consideration  of  what  the  patent  is.  As 
already  stated,  the  matter  in  controversy  here  is  as  to  one  of 
a  number  of  devices  to  effect  a  particular  end.  It  is  a  little 
remarkable  that  in  this  case  there  is  no  disclaimer.  Ordina- 
rily, after  the  specification  sets  out  the  condition  of  the 
art,  etc.,  it  disclaims  certain  things.  This  patent  does  not. 
The  patentee  divides  his  claims  into  five  parts.  It  is  alleged 
that  the  fourth  claim  is  infringed.  Without  a  model  of  the 
drawings,  those  who  listen  to  me  could  hardly  understand  the 
claims  of  the  patent.  We  find  that  the  principal  object  was 
this  :  That  inasmuch  as  with  the  old  cutting-board,  which 
constantly   becomes   frayed   or  chipped   when   a  fishmouth 
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chisel  was  used,  great  difficulty  and  trouble  occurred,  Mr. 
Kirby  invented  an  automatic  contrivance  by  which,  through 
(or  over)  the  fishmouth  chisel,  there  would  be  conveyed  little 
square  blocks  the  diameter  of  which  would  be  the  diameter  of 
the  bung  desired,  with  a  slide  pushing  over  the  mouth  of  the 
chisel  one  block  on  top  of  another.  But  the  chisel  being  fish- 
mouthed,  of  course  it  would  be  passed  into  the  upper  block 
a  short  distance,  and  that  block  thus  answers  the  ordinary 
purposes  of  a  cutting-board,  sliding  another  on  top  of  that, 
so  that  it  continued  successively  to  utilize  each  block  and  give 
the  bung  desired  without  the  loss  of  any  material.  He  had  a 
very  ingenious  arrangement  for  that,  and  it  operated  with 
the  whole  machine  automatically  ;  but  that  involved  a  cam, 
eccentrics,  various  bars,  slots,  slides,  etc.,  which  it  would 
take  too  much  time  to  explain,  unless  I  had  the  model  before 
me. 

The  patentee's  claim  is  described  by  himself  as  follows  ; 
•*  First,  the  chisel  or  cutter  D,  with  cylindrical  cavity,  in 
combination  with  the  plunger  r,  and  feeJing-bar  /,  construct- 
ed and  arranged  substantially  as  described,  for  the  purpose 
of  cutting  bung-blanks  from  separate  square  blocks  of  wood. 
Second,  the  combination  of  feeding  slide-bar  /,  feed-box  C, 
guides  o  o^  and  spring  o\  for  feeding  successively  one  of  a 
series  or  pile  of  bung-blocks  forward  in  exact  line  with  the 
cutting-edge  of  the  chisel  of  a  bung-machine,  operating  sub- 
stantially as  described.  Third,  the  cutter  D,  feeding  slide- 
bar  /,  and  plunger  r,  so  arranged  relatively  to  each  other  as 
that  the  cutter  or  chisel  shall,  when  cutting,  have  at  least  two 
blocks  or  blanks  in  line  with  its  cutting-edge,  and  that  at 
each  stroke  of  the  machine  the  cutter  shall  finish  cutting  one 
block  or  blank,  and  enter  and  partly  cut  a  second  blank, 
instead  of  cutting  a  single  blank  at  each  stroke,  substantially 
as  and  for  the  purpose  hereinbefore  described.  Fourth,  the 
cutter  and  feeding  device  of  a  bung-cutting  machine, 
arranged  substantially  as  hereinbefore  described,  so  that  each 
block  as  it  is  fed  into  the  machine  shall  serve  as  a  cutting- 
board  for  the  next  preceding  block.  Fifth,  the  use  of  the 
hinged  bar  m  in  the  slot  of  the  sliding  feed-bar  /',  in  combina- 
tion with  the  vibrating  shaft  h\  whereby,  by  raising  the  bar 
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m^  the  motion  of  the  feed-bar  /  is  suddenly  arrested  without 
stopping  the  motion  of  the  other  parts  of  the  machine." 

The  fourth  claim  is  the  one  which  it  is  alleged  the  defend- 
ant infringes.  Now,  if  the  combination  for  placing  one  block 
after  another  on  the  fish-mouth  cutter,  whether  underneath 
or  sidewise,  vertical  or  longitudinal,  so  as  to  operate  as  a 
cutting-board  through  which  that  fish-mouth  may  penetrate, 
is  an  infringement  of  this  patent,  the  complainant  would  be 
correct.  But  it  is  not  so.  It  is  a  particular  way  of  doing  a 
particular  thing.  It  is  a  mechanical  device  wrought  out  by 
combinations,  which  combinations  are  not  in  defendant*s 
machine. 

To  support  this  motion,  the  complainant,  Mr.  Kirby,  gives 
a  general  affidavit,  which,  on  examination,  amounts  practi- 
cally to  nothing  more  than  his  verification  of  the  original  bill. 
On  the  other  hand,  we  have  a  description  given  of  what  the 
defendants'  operations  are.  They  are  not  produced  by  plain- 
tiff's combination  of  mechanical  devices.  The  consequence 
is  that  the  motion  must  be  denied. 

But  it  is  proper  to  remark,  in  this  connection,  that  it  is  de- 
sirable that   on   these    motions    for    preliminary   injunction 
the  court  should   give   no   elaborate  opinions,   because  the 
merits   are  not  fairly  before  it,  and  this  case  illustrates  it. 
We  have  the  opinion  of  the  complainant  in  the  bill  that  the 
defendant    has   infringed   his   patent ;  but   what   does   that 
amount  to  ?     He  ought  to  give  us  what  the  defendant  is  do- 
ing.    It  is  not  for  him  to  assume  the  functions  of  the  court, 
and  swear  that  his  case  is  as  he  has  averred.     He  should  give 
the  facts  to  the  court,  and  let  it  determine,  on  those  facts, 
whether  there  is  an  infringement  or  not.     On  the  other  hand, 
we  have  from  the  defendant  a  description  of  what  he  is  doing, 
illustrated  by  drawings.     In  this  imperfect  state  of  the  case, 
without  passing  upon  the  merits,  the  court  decides  that  there 
is  nothing  before  it  at  this  stage  of  the  case  to  show  an  in- 
fringement.    That  is  all  the  court  decides  this  morning. 

The  motion  for  a  provisional  injunction  is  denied. 

Henry  H,  Denison^  for  the  complainant. 
S,  S.  Boyd^  for  the  defendants. 
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John  S.  M'Millin  et  al. 

vs, 
James  Rees  et  al.     In  Equity. 

The  scope  of  a  patent  must  be  determined  by  its  claim,  and  it  does  not 
necessarily  cover  all  the  descriptive  matter  in  the  specification. 

Mechanism  which  may  be  indispensable  to  the  operativeness  of  a  combina- 
tion, does  not  constitute  a  part  of  the  invention,  unless  it  is  embodied  in 
the  claim. 

A  valid  patent  may  be  granted  for  an  integral  method,  of  which  an  inven- 
tion claimed  in  an  earlier  patent  is  one  of  the  elements. 

Whether  two  patents  cover  the  same  invention,  must  be  determined  by  the 
tenor  and  scope  of  their  claims,  not  by  the  description  in  the  specifica- 
tions. 

Separate  patents  for  several  parts  of  the  same  invention  may  be  granted, 
although  the  whole  invention  is  fully  described  in  each  of  them,  to  ex- 
plain the  purpose  and  mode  of  operation  pf  the  parts  covered  by  the 
claims  in  such  patents. 

The  connection  or  combination  of  a  patented  device  or  improvement  with 
other  devices  may  be  the  subject  of  a  valid  subsequent  patent. 

The  proposition  that,  where  two  patents  are  for  the  same  invention,  the  one 
last  granted  is  void,  although  it  may  have  been  first  applied  for,  stated. 

Letters  patent  No.  63,917,  granted  to  John  S.  M'Millin,  April  i6th,  1667, 
held  valid. 

(Before  McKennan,  J.,  Western  District  of  Pennsylvania,  March,  i88o.) 

McKennan,  J. 

In  M^Millin  v.  Barclay^  the  patent  upon  which  the  present 
bill  is  founded  was  contested  upon  various  grounds,  all  of 
which  were  fully  considered  by  the  court,  and  a  decree  was 
rendered  in  favor  of  the  complainant.  No  question  is  now 
made  touching  any  of  the  specific  defences  set  up  in  that 
case,  but  the  patent  is  assailed  for  a  reason  not  before  sug- 
gested. It  is  urged  that  the  patent  No,  63,917  set  up  in  this 
case  is  a  duplicate  of  patent  No.  52,730,  granted  to  the  same 
person  and  for  the  same  invention. 
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On  the  23d  of  July,  1855,  the  patent  involved  in  this  case 
was  applied  for,  and  was  disallowed  by  the  Commissioner  of 
Patents  on  the  25th  of  August,  1856,  after  repeated  efforts  to 
obtain  a  rehearing.  In  the  early  part  of  1867,  the  applicant 
amended  his  specification  and  again  pressed  his  application 
for  consideration.  This  amendment  consisted  in  a  modifica- 
tion of  the  claims  the  body  of  the  specification  and  the  draw- 
ing remaining  unchanged.  A  re-examination  was  finally 
made,  and  a  patent  granted  on  the  i6th  of  April,  1867.  This 
patent  is  for  **  an  improved  application  of  steam  power  to  the 
capstans  of  vessels/'  and  the  claim  is  for :  '*  Rotating  a  cap- 
stan placed  on  deck  of  a  boat  by  means  of  an  auxiliary  en- 
gine, when  said  engine  and  capstan  are  placed  forward  of  the 
steam-boilers  of  said  boat,  substantially  as  hereinbefore  de- 
scribed and  for  the  purposes  set  forth."  Without  having 
abandoned  the  application  for  this  patent,  the  complainant 
M'Millin,  on  the  25th  of  April,  1865,  filed  an  application  for 
a  patent  for  a  "  mode  for  working  a  capstan  by  steam,"  which 
was  allowed  and  issued  February  20th,  1866,  numbered 
52,730.  The  claim  in  this  patent  is  for:  '*  The  arrangement 
of  the  wheels  /,  w,  «,  ^,  k,  j\  /,  //,  ^,  and  d.  shafts  6,  5,  4,  3,  and 
B,  capstan-barrel/,  heads  ^  and  r,  and  pins  Z,  the  whole  be- 
ing constructed,  arranged,  and  operating  substantially  as 
herein  described,  and  for  the  purpose  set  forth."  Are  these 
patents,  then,  for  the  same  invention  ?  i.  In  ATMUlin  v. 
Barclay^  5  Fish.,  189,  the  import  of  the  claim  of  the  patent  of 
1867  was  held  to  be  **  operating  the  capstan  of  a  steamboat 
by  certain  mechanical  means  actuated  by  steam  derived  from 
an  auxiliary  engine,  where  both  the  engine  and  the  capstan 
are  stationed  on  the  deck  of  the  boat  forward  of  the  steam- 
boilers."  The  mere  effect  indicated  is  not  claimed,  for  that 
would  be  clearly  unallowable  ;  but  it  is  this  effect,  produced 
by  means  substantially  as  described,  and  employed  under  the 
conditions  stated.  In  other  words,  it  is  for  a  method  of  pro- 
ducing a  useful  result  to  be  practised  by  the  use  of  mechan- 
ism directed  in  the  specification  under  conditions  therein  pre- 
scribed. 2.  The  claim  of  the  patent  of  i»66  is  for  an  arrange- 
ment or  combination  of  specific  devices,  which  embraces  only 
some  of  the  devices  described  in  the  patent  of  1867,  and  adds 
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Others  which  are  not  therein  described.  The  specification 
contemplates  the  use  of  this  combination  in  practising  the 
method  described  in  the  patent  of  1867,  and  it  is  treated  and 
described  throughout  as  an  improvement  in  the  arrangement 
and  combination  of  the  mechanical  appliances  b/ which  that 
method  is  to  be  effectuated  by  securing  new  and  better  re- 
sults. The  claim  is  limited  to  a  specific  mechanical  combi- 
nation, and  hence  the  patent  can  have  no  broader  scope.  3. 
In  the  acute  and  able  argument  of  the  respondents'  counsel, 
the  claim  of  the  patent  of  1867  is  erroneously  assumed  to 
cover  every  means  of  accomplishing  the  proposed  result.  So 
broad  a  definition  of  it  must  certainly  be  discarded,  for  rea- 
sons fully  discussed  in  O'Reilly  v.  Morse,  As  already  stated, 
it  is  for  a  method  of  producing  a  certain  result  by  means  of 
mechanism  described  in  the  specification  under  certain  essen- 
tial conditions.  The  mechanical  agencies  required  to  trans- 
mit the  power  of  the  auxiliary  engine  to  the  capstan  are  com- 
ponent parts  of  the  method,  and  it  cannot,  therefore,  be  said 
that  the  use  of  connecting  mechanism  substantially  different 
from  that  described  in  the  specification  would  be  an  infringe- 
ment of  the  patent  of  1867.  The  same  result  may  be  pro- 
duced if  different  means  to  that  end  are  employed  without 
invading  the  patented  method.  Hence,  it  is  only  the  mechan- 
ical instrumentalities  described  and  referred  to  in  the  claim, 
and  those  merely  colorably  different  from  them,  which  are 
within  the  protection  of  the  patent.  4.  The  patent  of  1866  is 
clearly  for  a  combination  of  mechanical  elements  indicated  in 
the  claim,  arranged  and  operating  as  described.  The  claim 
does  not  embrace  all  the  mechanical  devices  described  as  con- 
stituents of  the  method  covered  by  the  patent  of  1867,  and  it 
includes  others  not  described  in  the  latter  patent.  In  a  me- 
chanical or  in  a  patentable  sense,  then,  the  two  patents  do 
not  cover  the  same  invention.  5.  But  conceding  that  the  in- 
vention claimed  in  the  patent  of  1866  is  within  the  scope  of 
the  patent  of  1867  as  one  of  the  means  adopted  and  intended 
to  be  used  in  effectuating  the  method  claimed  in  that  patent, 
is  the  patent  of  1867,  therefore,  void  ? 

The  scope  of  a  patent  must  be  determined  by  its  claim,  and 
it  does  not  necessarily  cover  all  the  descriptive  matter  in  the 
VOL,  V — 18 
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specification.  The  office  of  the  specification  is  to  describe 
the  invention  claimed  in  such  full,  clear  and  exact  terms 
that  any  one  skilled  in  the  art  to  which  it  appertains  can 
make  and  use  it,  and  thus  that  it  may  be  available  to  the 
public  after  the  expiration  of  the  patent.  When  the  inven- 
tion consists  of  a  mechanical  combination,  it  is  not  only  proper, 
but  requisite,  to  describe  the  combination,  and  arrangement 
of  its  component  parts,  the  purpose  for  which  it  is  to  be  used, 
the  mode  of  its  operation,  and  its  relation  to  other  mechan- 
ism with  which  it  is  intended  to  co-operate.  This  mechanism 
may  be  indispensable  to  the  operativeness  of  the  combina- 
tion, but  it  does  not  constitute  a  part  of  the  invention  unless 
it  is  embodied  in  the  claim.  In  Furbush  v.  Cook^  2  Fish.,  670, 
Mr.  Justice  Curtis  says  :  **  If  inclined  wires  are  necessary  to 
the  action  of  the  combination  specified,  so  are  many  other 
parts  of  the  machine,  and  all  parts  necessary  to  the  action  and 
combination  specified  might  be  said  to  enter  into  the  mode 
of  combining  and  arranging  the  elements  of  the  combination, 
but  need  not  be  and  ought  not  to  be  included  in  the  combi- 
nation claimed."  Can  there  be  any  doubt,  then,  that  any 
one  might  lawfully  practise  the  method  of  rotating  a  capstan 
described  in  the  patent  of  1866,  simply  substituting  other 
mechanism  for  the  combination  therein  claimed,  or,  what  is 
the  same,  the  forming  of  a  new  combination  by  discarding 
some  of  the  elements  of  the  patented  one  ?  And  why  ?  Be- 
cause only  the  combination  claimed,  and  not  the  integral 
method  described,  is  covered  by  the  patent. 

With  this  limitation  of  the  scope  of  the  patent  of  1866, 
might  not  a  valid  patent  be  subsequently  granted,  as  that  of 
1867,  for  an  integral  method,  of  which  the  invention  claimed 
in  the  first  patent  is  one  of  the  elements  }  I  know  of  no  suffi- 
cient reason  why  this  may  not  be.  The  patents  are  incom- 
patible. In  a  patentable  sense  their  subjects  are  different, 
and  hence  they  do  not  cover  the  same  invention.  It  is  well 
settled  that  a  mechanical  device  adopted  and  intended  to  be 
used  in  combined  connection  with  other  devices  may  be  pat- 
ented by  itself,  and  that  the  combination  of  which  it  is  a  con- 
stituent part  may  also  be  separately  patented.  For  what  rea- 
son ?    Because  both  patents  do  not  cover  the  same  invention. 
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Upon  the  same  principle,  if  the  complainant  had  built  an  en- 
gine of  novel  construction,  describing  it  as  specially  fitted 
and  intended  for  use  in  his  method  of  rotating  a  capstan,  he 
might  patent  it  alone,  and  he  might  also  obtain  a  patent  for 
his  method  as  a  whole,  describing  his  previously  patented 
engine  as  one  of  its  component  parts.  I  am,  therefore,  of 
opinion  that  the  patent  of  1867  is  not  invalidated  by  reason 
of  anything  contained  in  the  patent  of  1866.  6.  These  views 
are  not  impugned  by  the  cases  referred  to  in  the  argument, 
as  I  understand  them.  A  brief  reference  to  two  of  them  as 
representing  the  whole  class  to  which  they  belong  will  suffi- 
ciently illustrate  this.  The  fundamental  principle  of  all  these 
cases  is  that  two  patents  for  the  same  invention  cannot  co- 
exist, and  that  where  two  are  issued  to  the  same  person  the 
last  one  is  void. 

In  O'Reilly  v.  Morsfy  15  How.,  63,  the  order  of  the  patents  in 
this  case  is  inverted.  Morse  had  obtained  a  patent  broadly 
covering  his  whole  invention.  He  afterward  obtained  a  pat- 
ent for  a  new  arrangement  or  combination  of  the  telegraphic 
mechanism  by  which  the  electro-galvanic  current  might  be 
passed  along  the  whole  line  without  interruption  by  the  local 
circuits.  The  court  held  the  latter  patent  to  be  valid,  say- 
ing :  **  Nor  can  its  validity  be  impeached  upon  the  ground 
that  it  is  an  improvement  upon  a  former  invention,  for  which 
the  patentee  had  himself  already  obtained  a  patent.  It  is 
true  that  under  the  act  of  1836,  section  13,  it  was  in  the  power 
of  Professor  Morse,  if  he  desired  it,  to  annex  this  improve- 
ment to  his  former  specification,  so  as  to  make  it  from  that 
time  a  part  of  the  original  patent.  ♦  ♦  ♦  Nor  is  he  bound 
in  his  new  patent  to  refer  specially  to  his  former  one.  All 
that  the  law  requires  of  him  is,  that  he  shall  not  claim  as  new 
what  is  covered  by  a  former  invention,  whether  made  by 
himself  or  any  other  person."  The  evident  reference  here  is 
to  the  scope  of  the  two  patents  under  consideration,  and  its 
import  is  that  although  Morse  might  have  included  in  his 
first  patent  the  arrangement  or  combination  described  in  his 
second  patent,  yet,  as  it  was  not  claimed  in  the  former,  and 
was  not,  therefore,  covered  by  it,  he  might  make  such  arrange* 
ment  the  subject  for  a  new  claim,  and  obtain  a  patent  for  it. 
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In  Suffolk  Co,  V.  Hayden^  3  Wall.,  315,  a  patent  for  an  inven- 
tion which  was  described  but  not  claimed  in  a  previous  patent 
was  sustained  upon  the  ground  that  the  invention,  although 
described,  was  not  covered  by  the  first  patent,  and  that  this 
omission  to  include  it  did  not  operate  as  an  abandonment  of 
the  improvement  to  the  public. 

There  is  another  feature  in  the  case  which  brings  it  into 
notable  resemblance  to  the  present  case.  Before  the  second 
patent  above  referred  to  was  granted,  an  application  by  the 
same  inventor  was  on  file  in  the  Patent  Office  for  a  patent  for 
improvements  in  the  interior  arrangements  of  an  elongated 
trunk  previously  in  use  for  cleaning  cotton,  among  others,  in 
the  screen.  Pending  this  application,  he  applied  for  a  patent 
for  the  improvements  in  the  screen,  in  both  the  specifications 
filed  similarly  describing  this  improvement.  A  patent  was 
granted  upon  this  application,  and,  some  time  afterward,  a 
patent  also  upon  the  original  application.  In  reference  to 
these  two  patents  the  court  says  that,  if  they  are  for  the  same 
improvement,  the  last  one  issued,  and  not  the  first,  is  void  ; 
obviously  not  for  the  reason  that  the  description  in  both 
specifications  was  the  same,  but  that  the  allowance  of  the  last 
patent  was  futile,  and  that  the  original  application  for  it  was 
superseded  and  abandoned  by  the  successful  application  for 
the  first.  But  the  court  says  further  that  the  last  issued  pat- 
ent does  not  appear  to  be  for  the  same  improvement  covered 
by  the  first,  but  for  a  combination  with  it  of  other  devices, 
thus  clearly  implying  that  the  patent  is  good. 

Now,  these  cases,  with  others  of  like  character,  establish  :  i. 
That  of  two  patents  for  the  same  invention  the  one  last 
granted  is  void,  although  it  may  have  been  first  applied  for. 
2.  Whether  two  patents  cover  the  same  invention,  must  be 
determined  by  the  tenor  and  scope  of  their  claims,  not  by  the 
description  in  the  specifications.  3.  That  separate  patents 
for  several  parts  of  the  same  invention  may  be  granted, 
although  the  whole  invention  is  fully  described  in  each  of 
them,  to  explain  the  purpose  and  mode  of  operation  of  the 
parts  covered  by  the  claims  in  such  patents.  4.  That  the 
connection  or  combination  of  a  patented  device  or  improve- 
ment with  other  devices  may  be  the  subject  of  a  valid  subse- 
quent patent. 
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Accordingly,  then,  the  patent  of  1867  must  be  held  to  be 
valid,  and  as  the  defendant  is  proved  to  have  infringed  it, 
there  must  be  a  decree  for  the  complainant,  as  prayed  for. 

Bakewell  dr*  Kerr^  for  the  complainant. 

John  Barton  and  Cox  &*  Cox^  for  the  defendants. 


The  St.  Louis  Stamping  Company 

vs. 
E.  C.  Quinby  et  al.    In  Equity. 

Where,  upon  an  accounting  before  the  master,  no  profits  were  proved  to 
have  been  made  by  the  defendants,  the  complainant  cannot  recover,  as 
damages,  the  profits  which  it  would  have  made  on  the  articles  sold  by 
the  defendants. 

Remarks  by  the  court  on  the  personal  liability  of  the  corporators  of  private 
corporations  incorporated  under  the  State  statute  of  Missouri,  for  acts  of 
infringement  by  the  corporation. 

(Before  Treat,  J.,  Eastern  District  of  Missouri^  March,  1880.) 

The  defendants  were  stockholders  of  a  corporation.  The 
infringement  consisted  in  making  and  selling  an  article  of 
manufacture.  St,  Louis  Stamping  Company  v.  Quinby^  4  Bann.  & 
Ard.y  192.  It  appeared  that  defendants  had  made  no  profit 
by  such  manufacture.  The  complainant  contended  that  it 
was  entitled  to  recover,  as  damages,  the  profits  it  would  have 
made  on  the  articles  sold  by  the  defendants,  but  offered  no 
other  proof  as  to  damages.  It  was  also  contended  that  the 
defendants  were  liable  jointly  and  severally  for  such  damages. 
The  master,  in  his  report,  negatived  both  of  these  proposi- 
tions, and  the  following  opinion  was  delivered  upon  the  case 
coming  up  on  exceptions  to  the  master's  report : 
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Treat,  J. 

The  exceptions  involve  many  interesting  propositions,  some 
of  which,  conclusive  as  to  the  matters  before  the  court,  might, 
if  to  be  ruled  upon  de  tiovoy  be  held  otherwise  than  as  in  de- 
cided cases.  Inasmuch  as  the  United  States  Supreme  Court 
has,  in  repeated  cases,  laid  down  the  rule  of  damages  to  be 
the  same  as  the  master  has  followed,  the  exceptions  to  his 
report  must  be  overruled. 

In  thus  ruling  on  the  exceptions,  I  wish  it  understood  that 
I  do  not  assent  to  the  proposition  ^that,  if  a  few  persons  form 
themselves  into  a  corporation  under  the  Missouri  statute,  the 
business  of  which  is  a  necessary  infringement  of  a  patent, 
they  can  escape  individual  liability  for  the  acts  done  in  the 
corporate  name.  The  Missouri  statute  as  to  private  corpora- 
tions, and  the  formation  of  corporations  thereunder,  cannot  be 
interposed  as  a  shield  by  the  corporators  to  protect  them 
against  wrongful  acts..  Were  this  otherwise,  then  the  organ- 
ization of  an  insolvent  or  worthless  corporation,  in  whose 
name  the  wrong  was  done,  would  enable  infringers  to  de- 
stroy the  value  of  a  patent,  and  escape  harmless. 

I  pass  upon  the  case  as  presented  ;  and  as  no  profits  or 
actual  damages  have  been  proved,  within  prescribed  rules, 
the  exceptions  are  overruled. 

S.  S.  Boyd^  for  the  complainant. 
Overall  &*  fudson^  for  the  defendants. 


The  Woven  Wire  Mattress  Company 

vs. 
The  Wire  Web  Bed  Company. 

The  validity  of  reissued  latters  patent,  dated  May  29th,  1877,  granted  to 
J.  M.  Farnham,  for  improvements  in  bedstead  frames,  reaffirmed,  and 
the  defendants  held  to  have  infringed. 

(Before  Shipman,  J.,  District  of  Connecticut,  March,  1880.) 
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Shipman,  J. 

This  is  an  application  for  a  temporary  injunction  to  re- 
strain an  alleged  violation  of  reissued  letters  patent,  dated 
May  29th,  1877,  for  an  improvement  in  bedstead  frames.  The 
original  patent  was  issued  November  30th,  1869,  to  J.  M.  Farn- 
ham,  assignor  to  the  plaintiff.  The  validity  of  the  patent  has 
recently  been  sustained  by  Judge  Blodgett,  holding  the  Cir- 
cuit Court  for  the  Northern  District  of  Illinois,  in  three  con- 
tested cases,  which  were  apparently  tried  together.* 

The  claims  of  the  patent  are  as  follows  :  **  i.  The  combina- 
tion of  the  side  bars  and  end  bars  and  elastic  coiled  wire  fabric 
D,  attached  only  to  the  end  bars,  with  the  end  bars  of  the 
frame  elevated  above  the  side  bars,  so  that  the  fabric  will  be 
suspended  above  the  side  bars  from  end  to  end  of  the  frame. 
2.  The  combination,  in  a  removable  bed  bottom  or  bedstead- 
frame,  of  the  side  bars  A,  standards  or  corner-pieces  B,  end 
bars  C,  and  the  elastic  fabric  D,  combined  and  arranged  sub- 
stantially as  and  for  the  purposes  specified.  3.  The  inclined 
double  end  barsC  of  a  bedstead- frame,  arranged  substantially 
as  and  for  the  purpose  herein  shown  and  described.  4.  The 
standards  B,  constructed  as  described,  arranged  longitudinally 
adjustable  on  the  side  bars  of  a  bedstead -frame,  to  permit  the 
inclined  end  bars  to  be  set  a  suitable  distance  apart,  as  set 
forth.'' 

Judge  Blodgett,  in  construing  the  first  two  claims  by  the 
light  of  the  evidence  as  to  the  state  of  the  art,  says  that  while 
these  claims  "  may  be  sustained  for  the  combination  of  the 
side  rails,  standards,  end  rails,  and  elastic  coiled-wire  fabric, 
yet  it  must  be  limited  to  the  peculiar  kind  of  side  rails,  stand- 
ards, and  end  rails  shown,  or  their  manifest  equivalents. 
Side  rails,  end  rails,  and  elastic  coiled-wire  fabric  were  old  ; 
but  the  inclined  end  rail,  made  in  two  parts  for  the  purpose 
of  clamping  the  fabric  and  holding  it  suspended  by  means  of 
the  inclination  between  the  points  of  attachment,  seems,  so 
far  as  the  proof  of  these  cases  shows,  to  have  been  the  inven- 
tion of  Farnham.  So,  too,  his  ** standards"  or  corner-pieces 
B  are  not  shown  to  have  been  anticipated  by  any  prior  user 
or  inventor.'* 


Whittlesey  v.  Ames,  anU^  p.  96. 
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The  first  two  claims  of  the  patent  are  found  only  in  the  re- 
issue. The  third  and  fourth  claims  were  in  the  original  pat- 
ent. Judge  Blodgett  is  evidently  of  opinion  that  the  end  bars 
of  the  first  claim  must  be  the  "  inclined  double  end  bars"  of 
the  third  claim,  and  that  the  standard  of  the  second  claim 
must  be  adjustable  on  the  side  bars,  so  as  to  permit  the 
enclosed  end- bars  to  be  set  a  suitable  distance  apart,  substan- 
tially as  stated  in  the  fourth  claim.  The  point  in  dispute  be- 
tween the  parties  in  this  case,  upon  the  question  of  infringe- 
ment, is  in  regard  to  the  inclination  of  the  end  rails.  It  is 
admitted  that  the  frame  which  is  produced  is  a  fair  sample  of 
the  articles  made  by  defendant.  The  end  rails  are  certainly 
inclined,  not  nearly  to  such  an  extent  as  in  the  plaintiff's  bed 
frames,  but  they  are  plainly  inclined,  so  that  the  strain  of  the 
bed  bottom  comes  upon  the  double  end  of  the  end  bar  and 
the  underside  of  the  end  bar,  and  the  underside  of  the  fabric 
does  not  rest  substantially  upon  the  end  bars.  How  this  in- 
clination is  effected  was  not  made  clear.  I  do  not  think  that 
it  results  from  the  strain  of  the  fabric  upon  an  inclined  bar. 
The  bar  must  be  inclined  when  the  frame  and  the  fabric  are 
put  together. 

Upon  the  question  of  novelty,  the  old  bed  frame  which 
came  from  Baltimore  did  not  impress  me  as,  originally  and 
designedly,  having  inclined  end-bars.  If  the  end  bars  are 
now  inclined,  I  think  such  inclination  is  the  result  of  wear 
and  tear.  An  injunction  should  issue  against  violation  of  the 
first  and  third  clauses  of  the  claim. 

C,  E.  Perkins^  for  the  complainant. 

B,  F.  Thurston,  for  the  defendant. 
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In  the  Matter  of  the  Application  of  The  Iowa 
Barb  Steel  Wire  Company  for  leave  to  inter- 
vene, &c.     In  Equity- 

Decrees  sustaining  the  validity  of  the  patents  having  been  entered  in  certain 
suits,  by  consent  of  the  parties,  which  fact,  however,  was  not  incorpo- 
rated  in  the  decrees,  a  motion,  made  by  a  stranger  to  the  suits  for  leave 
to  intervene  therein  for  the  purpose  of  procuring  the  vacation  of  said 
decrees,  or  their  modification  so  as  to  express  the  true  circumstances 
under  which  they  were  obtained, — the  moving  papers  alleging  that  the 
decrees  were  being  used  to  a  certain  extent  in  applications  for  injunctions 
against  himself  or  his  agents  in  other  Circuit  Courts — was  denied. 

(Before  Shipman,  J.,  District  of  Connecticut,  March,  1880.) 

Shipman,  J. 

At  the  September  term,  1878,  of  this  court,  three  final  de- 
crees for  the  plaintiffs  were  obtained  ;  one,  in  the  suit  of  the 
Washburn  &  Moen  Manufacturing  Company  against  the  Col- 
well  Steel  Barb  Fence  Company  and  others  ;  and  two,  in  two 
suits  of  tiie  same  plaintiff  and  Isaac  L.  Ellwood  against  the 
same  defendants.  These  three  decrees  were  obtained  by  con- 
sent of  the  parties,  no  argument  having  been  had  thereon,  and, 
by  unusual  inadvertence,  this  fact  was  not  incorporated  in  the 
decrees.  The  patents  which  were  involved  in  the  suits  were 
reissued  letters  patent  Nos.  6,976,  6,913,  6,914,7,136,6,902, 
7,036  (division  B),  and  7,566. 

The  Iowa  Barb  Steel  Wire  Company,  not  a  party  to  these 
suits,  now  moves  that  it  be  permitted  to  intervene  in  said  causes, 
and,  alleging,  in  substance,  that  it  is  incidentally  affected  b}" 
the  decision  of  the  questions  involved  in  said  decrees,  and  that 
said  decrees  are  being  used  to  a  certain  extent  in  applications 
for  injunctions  against  itself  or  its  agents  in  other  Circuit 
Courts,  prays  that  this  court  will  vacate  said  decrees,  or  will 
modify  thein,  so  far  as  to  express  the  true  circumstances  and 
facts  under  which  they  were  obtained.  Service  of  said  motion 
was  made  upon  the  solicitor  for  the  plaintiffs  in  this  Court. 
The  plaintiffs'  counsel  have  not  appeared,  for  the  alleged  reason 
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that,  in  their  opinion,  the  court  would  not  entertain  favorably 
a  summary  motion  of  a  stranger  to  said  suits  to  vacate  or 
modify  said  decrees,  upon  the  grounds  stated  in  said  motion. 
Said  counsel  also  sent  their  motion  papers  in  the  now  pending 
Massachusetts  case. 

I  find  upon  examination  of  the  affidavit  of  Charles  L.  Wash- 
bum,  that  the  court  is  informed  that  the  decrees  in  all  the  cases 
therein  mentioned,  including  the  Connecticut  cases,  were 
submitted  to  or  were  consented  to,  and  that  the  end  of  the 
litigation  was  by  agreement.  Entertaining  serious  doubts 
of  the  power  to  grant  the  motion  for  the  cause  alleged,  at  the 
instance  of  a  stranger  to  the  suits,  the  motion  is  denied. 

Thos,  H,  Dodge  and  B,  F,  Thurston,  for  the  motion. 

Henry  T,  Blake,  contra. 


Max  Nathan  et  al. 

vs. 

The   New   York  Elevated  Railroad  Company.    In 

Equity. 

a  patent  or  printed  publication,  in  order  to  defeat  a  patent  for  an  invention 
subsequently  obtained,  must  describe  the  anticipatory  invention  so  that 
it  can  be  constructed  and  used  by  those  skilled  in  the  art  to  which  it  ap- 
pertains,  without  further  invention. 

The  complainants'  invention  having  been  patented  in  Great  Britain,  prior 
to  the  granting  of  the  United  States  patent,  the  latter  will  expire  seven- 
teen years  from  the  date  of  the  British  patent. 

Remarks  by  the  Court  as  to  limiting  to  the  term  of  the  patent  an  injuoc* 
tion,  issued  in  pursuance  of  a  final  decree,  to  restrain  the  infringemeo 
thereof. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  March,  1880 ) 
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Wheeler,  J. 

This  suit  is  brought  upon  Letters  Patent  No.  57,057,  dated 
August  7th,  1866,  issued  to  James  Gresham,  for  an  improve- 
ment in  injectors  for  boilers,  and  now  owned  by  the  plaintiffs. 

The  questions  raised  and  relied  upon  in  argument  relate 
principally  to  the  novelty  of  the  invention  described  in  the 
patent.  The  invention  purports  to  be  of  an  improvement 
upon  an  apparatus  known  as  Giffard's  Injector,  patented  to 
Henry  J.  Giffard,  by  Letters  Patent  of  Great  Britain,  No. 
1665,  dated  July  23d,  1858.  The  defendant  sets  up  these  let- 
ters patent  to  Giffard,  and.  Letters  Patent  of  Great  Britain, 
No.  2,775,  granted  to  Andrew  Barclay  and  Alexander  Mor- 
ton, dated  November  7th,  1863,  and  No.  1,151,  granted  to 
Andrew  Barclay,  dated  May  6th,  1864,  each  for  improvements 
in  certain  apparatus  for  injecting, and  ejecting  fluids,  to  defeat 
the  plaintiffs'  patent. 

Giffard's  injector  underlies  all  these  inventions.  When 
once  started,  it  seems  to  have  been  all,  or  nearly  all,  that  was 
desirable  for  forcing  water  in  boilers,  but  in  starting,  it 
would  not,  of  itself,  raise  the  water  from  any  considerable 
depth,  to  force  it  into  the  boilers.  Where  the  water  had  to 
be  so  raised  before  being  forced,  it  was  necessary  to  first 
prime  the  injector  with  water  by  some  outside  means,  and  then, 
when  started,  it  would  continue  to  both  raise  and  force  the 
water.  His  patent  provided  for  an  additional  jet  of  steam 
coming  in  and  striking  the  principal  column  of  steam  and 
water,  after  it  had  passed  the  overflow,  in  its  course  toward 
the  boiler,  and  aiding  in  forcing  the  column  along;  but  this 
jet  merely  aided  the  injector,  as  such,  after  it  was  started,  and 
did  nothing,  of  itself,  toward  removing  the  difficulty  of  start- 
ing when  the  water  had  to  be  raised. 

Barclay  and  Morton,  in  their  patent,  described  peculiar 
shaped  chambers  to  change  the  direction  of,  and  facilitate  the 
flow  of  the  fluids  after  they  had  passed  the  injecting  appara- 
tus, but  described  nothing  for  raising  them  to  the  apparatus, 
and  added:  **  It  may  be  necessary  to  combine  two  of  the 
before-mentioned  apparatuses,  so  that  the  one  may  merely 
raise  or  lift  the  water  or  other  fluids  while  the  other  then 
merely  forces  it ;  and  also  one  lifting  apparatus  may  be  com- 
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bined  with  that  known  as  Giffard*s  injector,  and  by  this 
means  supply  water  to  steam  boilers  from  any  depth  where 
an  ordinary  lift  pump  is  required."  Barclay's  patent  de- 
scribed an  injector  into  which  a  column  of  cold  fluid  could  be 
brought  when  that  to  be  injected  was  too  warm  to  condense 
the  steam  sufficiently,  and  which  took  the  water  and  steam 
through  alternate  concentric  annular  passages,  to  combine 
them  to  make  the  combination  of  them  more  perfect,  and  the 
apparatus  more  effective  ;  but  it  described  no  means  for 
priming  the  injector  in  order  to  start  it  to  drawing  fluids 
from  low  depths,  and^  injecting  them.  Means  for  raising 
fluids  into  open  vessels,  or  discharging  them  into  open  air, 
by  throwing  a  jet  of  steam  past  the  upper  end  of  a  tube  lead- 
ing from  the  fluid  upward,  out  into  a  larger  descending  noz- 
zle, making  an  apparatus  in  the  nature  of  a  siphon  operated 
by  steam,  were  well  known. 

Gresham  contrived  means  for  throwing  a  jet  of  steam  past 
the  end  of  the  passage  for  water  from  the  reservoir  to  the 
overflow  opening  of  a  Giffard  or  other  injector,  at  that  open- 
ing, into  such  a  nozzle  arranged  there,  so  as  to  drav/  water 
from  the  reservoir  to  the  overflow,  and  prime  the  injector 
ready  for  starting  to  raise  water  and  force  it  into  the  boiler. 
His  patent  is,  and  purports  to  be,  for  the  mechanical  devices 
by  which  this  is  accomplished,  and  does  not  rest  at  all  upon 
the  discovery  of  any  of  the  principles  of  philosophy  employed 
in  its  accomplishment.  Neither  Giffard,  or  Barclay  &  Morton, 
or  Barclay,  described  in  their  patents  any  such  devices,  nor 
does  it  appear  that  they  or  any  one  else  ever  knew  of  or  used 
any  such  before  Gresham's  invention.  Barclay  &  Morton 
suggested  in  their  patent,  in  the  part  quoted,  that  one 
lifting  apparatus  might  be  combined  with  a  Giffard  in- 
jector, and  by  that  means  supply  water  to  steam  boilers 
from  depths  where  lift  pumps  were  required  ;  but  they 
did  not  suggest  in  that  immediate  connection  what  sort  of  a 
lifting  apparatus.  Probably  they  meant,  and  are  to  be  un- 
derstood as  having  meant,  such  lifting  apparatus  as  they  had 
before  described  in  other  parts  of  their  patent.  Such  appa- 
ratus would  not  be  at  all  like  Gresham's,  nor  could  it  be  em- 
ployed for  the  same  purpose  as  Gresham's,  namely,  to  raise 
water,  before  starting  the  injector,  to  prime  it. 
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All  injectors  will,  in  starting,  draw  water  upward,  to  some 
extent,  but  not  much  when  they  have  the  injector  apparatus 
only.  Whatever  they  do  draw,  they  draw  upon  a  similar  prin- 
ciple to  that  upon  which  Gresham*s  lifting  apparatus  works. 
They,  to  that  extent,  lift  water,  and  his  lifts  water,  still  they 
cannot  lift  to  the  extent  his  does  ;  they  do  not  do  it  by  the 
same  mechanical  means  that  his  does,  nor  do  they  employ  all 
the  philosophical  principles  that  his  does.  His  jet  of  steam 
works  in  a  nozzle  which  is  the  reverse  of  theirs,  his  project- 
ing into  a  nozzle  increasing  in  size,  which  increases  the 
vacuum  and  power  of  suction,  and  theirs  into  one  decreasing 
in  size,  which  increases  the  power  of  projection. 

If  Barclay  and  Morton's  patent  could  be  said  to  suggest  the 
combination  of  any  lifting  apparatus  other  than  that  men- 
tioned in  other  parts  of  their  patent  with  a  Giffard  injector,  it 
does  not  show  any  such,  nor  any  mode  of  combining  them. 
A  patent  or  printed  publication  must,  in  order  to  defeat  a 
patent  for  an  invention  subsequently  obtained,  describe  the 
invention  so  as  to  enable  those  skilled  in  the  art  to  which  it 
belongs,  or  most  nearly  appertains,  to  construct  and  use  it. 
This  patent  gives  no  information  as  to  how  a  lifting  apparatus 
can  be  combine^  with  a  Giffard  injector.  It  merely  says  that 
this  may  be  done,  but  leaves  others  to  invent  the  mode  of 
doing  it.  Gresham  invented  a  mode  which  their  suggestion 
in  no  way  anticipates  or  defeats. 

The  defendant  uses  injectors  constructed  according  to  the 
specification  of  Letters  Patent,  No.  138,  198,  dated  April  22d, 
1873,  and  granted  to  Samuel  Rue,  Jr.,  for  an  improvement  in 
injectors  for  steam  generators.  There  is  no  fair  question 
upon  the  evidence,  and  it  is  not  claimed  by  counsel  in  argu- 
ment, but  that  these  injectors  contain  substantially  the  same 
devices,  operating  in  substantially  the  same  manner  as  Gres- 
ham's.  They  contain  additional  devices,  and  are  perhaps 
improvements  upon  his,  but  that  does  not  carry  with  it  any 
right  to  make  use  of  his  devices,  and  it  is  not  claimed  that  it 
does.  Both  Gresham  and  Rue  have  made  improvements 
upon  injectors,  and  each  became  entitled  to  the  improve- 
ments he  made,  and  to  his  own  form  of  machine,  so  far  as  it 
should  not  include  parts  belonging  to  others.     But  Gresham 
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preceded  Rue,  and  the  latter  could  acquire  no  rights  to  the 
devices  of  the  former  which  he  included  in  his  form  of  ma- 
chine.    Railway  Co,  v.  Sayles^  97  U.  S.,  554. 

The  case  shows  that  Letters  Patent  of  Great  Britain,  No. 
410,  dated  February  14th,  1865,  were  issued  to  Gresham  for 
the  same  invention.  Whether  there  was  any  other  date  of 
issue  to  that  patent  does  not  appear.  As  the  case  stands  now, 
that  must  be  taken  to  be  the  date  of  issue,  and  according  to 
DeFlorezv,Raynolds^  Southern  District  N.  Y.,  February,  1880,* 
this  patent  will  run  seventeen  years  from  that  date  only.  An 
injunction,  issued  in  pursuance  of  a  final  decree,  should,  by  its 
terms,  be  limited  to  the  time  it  may  properly  remain  in  force, 
and  an  injunction  to  restrain  infringement  of  a  patent  can,  of 
course,  properly  continue  only  during  the  term  of  the  patent. 
No  question  as  to  this  has  been  made  by  counsel,  and  it  is  not 
intended  to  conclude  any  question  that  might  be  made,  by 
what  is  here  said.  It  seems  most  proper,  now,  that  the  injunc- 
tion should  issue  for  the  remainder  of  the  term  as  it  now  ap- 
pears, which  is  for  seventeen  years  from  February  14th,  1865, 
leaving  the  parties  to  move  further  in  respect  to  it  as  they 
may  be  advised. 

Let  there  be  a  decree  for  an  injunction  an4  an  account  ac- 
cordingly, with  costs. 

Edmund  Wetmore^  for  the  complainants. 

George  Harding  and  F,  C,  Chambers^  for  the  defendant. 


Joseph  Zane  et  al. 

vs. 

Henry  Soffe.    In  Equity. 


Evidence  of  prior  use  by  A.  was  taken  without  objection,  although  the  statu- 
tory notice  thereof  had  not  been  given  :  ffeld^  that  the  evidence,  being 
properly  admissible,  without  notice,  for  the  purpose  of  showing  the 
state  of  the  art,  there  was  no  waiver  of  the  right  to  have  its  use  restricted 
to  that  purpose,  by  not  objecting  to  it. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  March,  1880.) 


♦  Reported,  ante,  p.  140. 
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This  suit  is  brought  upon  letters  patent,  No.  48,407,  dated 
June  27th,  1865,  and  issued  to  Nathaniel  Jenkins,  for  an  im- 
provement in  self-closing  faucets,  which  is  now  owned  by  the 
orators.  The  validity  of  the  patent,  and  the  infringement  of 
it,  if  valid,  are  both  denied.  The  patent  has  been  tried  in 
Zane  et  al,  v.  D*Esie  et  al.^  in  the  District  of  Massachusetts  and 
in  2^ne  et  aL  v.  Peck  et  al.y  in  the  District  of  Connecticut,*  and 
sustained  in  both  cases.  There  is  evidence,  in  this  case,  of 
self-closing  faucets  made  and  sold  by  Frederic  C.  Bartholo- 
mew at  New  York  before  this  patent  and,  so  far  as  appears, 
before  the  invention,  which  were  not  shown  in  either  of  those 
cases,  and  knowledge  of  which  has  not  been  pleaded  in  this 
case.  The  evidence  as  to  those  most  material  has  been  taken 
without  objection  ;  and  the  counsel  for  the  defendant  argues 
that,  being  so  taken,  it  should  be  considered  as  if  the  knowl- 
edge it  shows  had  been  pleaded.  If  showing  that  knowledge, 
as  an  antfcipation,  was  the  only  purpose  for  which  the  evi- 
dence could  be  received,  there  would  be  force  to  that  argu- 
ment ;  but  the  evidence  was  clearly  admissible  for  the  pur- 
pose of  showing  what  there  was  in  existence  at  the  time  of 
the  invention,  and  patent,  in  the  light  of  which  to  construe 
the  patent,  and,  as  it  could  not  be  excluded,  if  objected  to, 
there  was  no  waiver  of  the  right  to  have  its  use  restricted  to 
the  purposes  for  which  it  was  admissible,  by  not  objecting 
to  it. 

There  is  nothing  in  the  case  proper  to  be  considered  for  the 
purpose  of  showing  want  of  novelty  that  can  defeat  the  pat- 
ent for  what  it  properly  covers,  in  view  of  these  existing 
things. 

The  evidence  shows,  and,  so  far,  it  is  not  seriously  ques- 
tioned, that  faucets  with  valves  which  were  opened  by  being 
pulled  away  from  their  seats  against  springs,  and  which 
would  be  closed  by  the  springs  when  the  force  used  to  open 
them  was  withdrawn,  were  well  known.  Sometimes,  the 
valves  were  lifted  from  their  seats  by  stems  having  projec- 
tions on  the  upper  ends  working  against  steep  inclines  or 


*  Reported,  3  Bann.  &  Ard.,  36. 
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cams.  In  the  orators'  faucet,  the  valve  is  pushed  downward 
from  its  seat  against  a  spring  by  a  steep,  quick-threaded 
screw,  turned  by  hand,  with  a  swivel  to  prevent  turning  the 
valve  with  the  screw  which  lets  the  valve  back,  when  the 
screw  is  released.     The  patent  is,  in  one  claim,  for  the  screw 

■ 

as  a  follower,  in  combination  with  the  valve  ;  in  the  other, 
for  the  combination  of  the  swivel,  screw  follower,  valve  and 
spring.  The  patent  is  good  for  a  faucet  in  which  the  valve  is 
opened  and  closed  in  that  manner.  In  the  faucet  of  the  de- 
fendant, the  valve  is  lifted  against  a  spring  by  a  stem  with 
projections  near  the  valve  working  against  inclines  inside  the 
shell  of  the  faucet.  The  counsel  for  the  orators  argues  that 
these  projections  and  inclines  are  the  equivalent  of  a  screw, 
and  that  the  arrangement  infringes  the  first  claim  of  their 
patent.  The  screw  would  work  both  ways,  pull  and  push,  or 
either.  The  projections  and  inclines  will  only  pull,  as 
arranged  by  the  defendants.  They  are  not  the  equivalent  of 
the  screw  for  pushing  the  valves  open,  as  the  orators  make 
use  of  it,  and  as  their  patent  covers  it.  The  defendant  does 
not  use  a  swivel  at  all  ;  he  does  not  make  use  of  the  combina- 
tion of  parts  mentioned  in  either  claim,  nor  of  what  is  the 
equivalent  of  the  parts  for  the  same  purposes.  The  same 
thing  that  distinguishes  the  orators'  faucet  from  the  prior 
devices  by  Bartholomew  distinguishes  the  defendant's  patent 
from  theirs. 

No  question  of  infringement  was  made  in  Zane  et  aL  v. 
Peck  et  al.^  so  far  as  appears  from  the  opinion  of  the  court,  by 
Shipman  J.  ;  and,  from  what  is  said  there  about  Zane  et  al.  v. 
D'Este  et  al.^  it  is  probable  that  none  was  made  there.  Those 
cases,  therefore,  furnish  no  guide  as  to  the  question  of  in- 
fringement here.  The  patent  is  apparently  valid  for  the  par- 
ticular improvements  which  Jenkins  invented,  but  the  de- 
fendant does  not  infringe  it. 

Let  there  be  a  decree  dismissing  the  orators'  bill  of  com" 
plaint  with  costs. 

George  IV,  Clarke^  for  the  complainants. 
Duell,  Wells  6-  Dudl,  for  the  defendant. 
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Hiram  Tucker 

vs. 

p.  &  F.  Corbin.    In  Equity. 

« 

The  case  of  Tucker  v.  Burditt^  ante,  p.  320,  cited  and  followed. 
(Before  Shipman.  J.,  District  of  Connecticut,  March,  1880.) 

Shipman,  J. 

This  is  a  motion  for  an  attachment  against  the  defendants, 
for  an  alleged  violation  of  the  injunction  order  heretofore 
issued  by  this  court  in  the  above-entitled  cause. 

The  same  questions  which  are  presented  in  the  affidavits 
were  tried  before  Judge  Lowell,  upon  a  motion  for  attachment 
by  the  present  plaintiff  against  Burditt  and  others.  The  mo- 
tion was  denied,  and,  after  examining  the  various  exhibits  in 
the  case,  I  can  do  no  more  than  refer  to  the  clearly  expressed 
opinion  of  Judge  Lowell,  as  an  embodiment  of  my  views.  I 
do  not  think  that  any  benefit  would  be  conferred  upon  the 
parties  by  now  attempting  to  modify  or  vary  the  language 
which  he  has  used.  In  both  the  Connecticut  and  Massachu- 
setts cases,  there  were  draw  pulls  which  were,  after  being  clean- 
ed from  iron  scale,  tumbled  in  a  barrel  containing  bits  of 
brass  or  brass  **  scratchers."  By  this  process,  the  surface  of 
the  articles  was  "brassed,"  or  was  more  or  less  covered  with 
a  deposit  of  the  softer  metal.  They  were  then  dipped  in  copal 
varnish,  known  as  a  bronzing  varnish,  which  was  hardened  in 
an  oven  heated  to  a  moderate  heat,  but  not  to  so  great  a  heat 
as  to  oxidize  the  varnish.  The  conclusions  of  Judge  Lowell,  as 
to  the  articles  which  he  specifically  mentions,  apply  with  equal 
force  to  the  **  brassed  '*  articles  which  he  does  not  particularly 
specify.  Indeed,  the  plaintiff  admitted  that,  upon  the  affidavits, 
no  other  course  could  be  taken  than  to  deny  th^  motion,  but 
he  insisted  earnestly  that  there  must  be  a  mistake  in  the  state- 
ments contained  in  the  affidavits,  which  mistake  could  be  de- 
tected by  an  expert  who  should  be  directed  to  make  personal 
inspection  at  the  defendants*  factory. 
VOL.  V — 19 
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I  do  not  now  think  that  there  is  such  a  mistake,  and,  not  sus- 
pecting one,  it  would  be  a  very  unusual  course  to  refer  the 
question  for  further  investigation.  It  may  be  that  sometimes 
there  is  more  heat  in  the  oven  than  at  other  times,  and  that 
inadvertently  an  oxidizing  result  has  been  readied,  but  the 
exhibit  of  varnished  and  unoxidized  butts,  which  v/ere  put 
into  the  oven  with  each  batch  of  varnished  oxidized  butis, 
seems  to  me  to  be  as  nearly  conclusive  on  the  question  of  the 
heat  to  which  the  articles  were  subjected  as  any  test  well 
can  be.  The  butts  which  were  dried  upon  the  radiator  in  my 
chambers  have  the  same  general  appearance  which  the  oven- 
dried  butts  present. 

It  is  manifest  that  the  distance  between  non-infringement 
and  infringement  is  a  narrow  one,  and  one  which  unscrupu- 
lous people  can  easily  cross,  but  this  exposednessof  the  paten- 
tee to  fraud  results  from  the  fact  that  the  patent,  while  it  is  of 
importance  and  of  benefit  to  the  public,  is  not  of  broad  scope. 
To  Mr.  Justice  Clifford's  construction  of  the  patent  neither 
party  made  objection  upon  the  trial  of  this  motion. 

The  motion  is  denied. 

C,  R,  IngersoU  and  E.  B,  Hagar^  for  the  complainant. 
C,  E,  Mitchell  and  B,  F,  Thurston^  for  the  defendants. 


John  M.  Turnbull  et  al. 

vs. 
The  Weir  Plough  Company  et  al.    In  Equity. 

'The  patentee  having,  by  an  instrument  not  recorded,  assigned  the  right  to 
make  and  sell  the  patented  articles  within  a  specified  territory,  compris- 
ing two  counties  in  the  State  of  Illinois,  and  having,  afterward,  by  a  con. 
veyance  duly  recorded,  conveyed  "all  his  right, title  and  interest  in  and 
to*'  the  letters  patent  for  a  territory  comprising  the  whole  of  said  State : 
HeU,  that  the  latter  conveyance  only  operated  to  transfer  such  rights  as 
remained  in  the  grantor  after  the  assignment  of  the  right 'to  make  and 
:sell  first  referred  to,  and  was  subject  thereto. 
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The  decision  in  Turnbull  v.  Weir  Plough  Co,,  i  Bann.  &  Ard.,  544,  reviewed 
upon  the  final  hearing  of  the  case,  and  followed. 

A  conveyance  of  a  right  to  make  and  sell  a  patented  article  includes  the 
right  10  use  it. 

(Before  Drummond,  J.,  Northern  District  of  Illinois,  March,  1880.) 

Drummond,  J. 

I  think  the  plaintiffs  in  this  case  were  entitled  to  a  decree. 
Some  of  the  questions  involved  are  of  importance,  and  have 
been  re- argued  in  this  case. 

The  bill  charges  an  infringement,  by  the  defendants,  of  two 
claims  in  the  patent-issued  originally  October  i8th,  1859,  and 
reissued  in  187 1,  for  some  improvements  in  a  plough  or  culti- 
vator. One  of  the  principal  and  most  important  questions  in 
the  case  arises  under  the  law  of  Congress  upon  the  subject  of 
patents.  The  patent  was  issued  originally  to  Thomas  Mc- 
Quiston,  and  the  plaintiffs  claim,  through  him,  the  right  in  two 
counties,  Warren  and  Henderson,  in  this  State,  to  use  the 
improvement  patented.  The  conveyance  by  McQuiston, 
through  which  the  plaintiffs  claim,  was  not  recorded  in  the 
patent  ofSce  at  the  time  the  conveyance  through  which  the 
defendants  claim  was  made  by  McQuiston  and  recorded.  In 
other  words,  the  conveyance  through  which  the  defendants 
claim  from  the  patentee,  was  first  recorded  in  the  Patent  Office, 
before  that  through  which  the  plaintiffs'  claim  was  recorded. 

I  stated,  at  the  time  I  decided  this  question  before,*  that  it 
was  one  of  great  difficulty,  and  about  which  I  had  some  doubt, 
because  the  decision  seemed  to  be  contrary  to  the  practice 
adopted  in  the  patent  office  as  to  the  construction  which  was 
there  placed  upon  assignments  of  patents.  After  the  pat- 
entee had  made  an  assignment  of  the  right  to  these  two 
counties  iji  Illinois,  he  made  an  assignment  through  which 
|he  defendants  claim,  which  assignment,  it  is  insisted,  ac- 
cording to  the  general  scope  of  the  language,  would  include 
the  two  counties  which  had  been  previously  assigned  by  the 
patentee,  and  under  which  the  plaintiffs  claim.  The  lan- 
guage of  the  assignment  to  the  defendants  is  as  follows  : 
**  Do  hereby  grant  and  convey  to  the  said  William  S.  Weir 
all  my  right,  title  and  interest  in  and  to  said  letters  patent  in 


•Turnbull  v.  Weir  Plough  Co.,  i  Bann.  &  Ard.,  544. 
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the  following  described  territory."  The  construction  which 
the  court  formerly  placed  upon  that  assignment  was  that  it 
did  not  necessarily  include  the  right  which  had  been  pre- 
viously conveyed  by  the  patentee  in  the  counties  of  Warren 
and  Henderson,  but  only  included  all  the  right  which  the 
assignor  then  had.  The  language  of  the  statute,  authorizing 
assignments  in  writing  to  be  made  of  rights  secured  by  letters 
patent,  is  somewhat  different  from  that  contained  in  this 
assignment,  and  also  in  the  form  which  was  given  by  Mr. 
Fisher  at  the  time  he  was  commissioner  of  patents.  The 
language  in  the  statute,  in  substance,  is  this — all  the  right 
which  was  secured  to  the  patentee  by  letters  patent.  U.  S. 
Rev.  Stats.  §  4898.  The  language  used  in  the  form  pre- 
scribed by  Mr.  Fisher  is  substantially  like  that  used  in 
the  assignment  through  which  the  defendants  claim,  *'  all 
the  right,  title  and  interest  in  and  to  said  letters  patent.** 
It  is  quite  clear  to  my  mind  that  Mr.  Fisher  at  the  time 
he  prescribed  this  form,  was  not  thinking  of  the  case 
where  a  patentee  had  disposed  of  a  portion  of  his  interest  in 
the  letters  patent,  as,  for  example,  in  such  a  case  as  this, 
where  he  had  assigned  the  right  in  a  particular  territory,  re- 
serving his  right  to  other  portions  of  the  territory  covered  by 
the  patent ;  and,  therefore,  I  cannot  hold  that  the  form  pre- 
scribed by  Mr.  Fisher  has  the  same  efficacy  as  that  prescribed 
by  the  statute  itself.  Where  a  man  assigns  all  the  right 
which  was  conveyed  to  him  by  letters  patent,  the  meaning  is 
that  the  assignment  takes  with  it  everything  that  the  letters 
patent  conveyed.  It  is  certainly  different  from  an  assign- 
ment which  declares  merely  that  he  assigns  all  the  interest 
which  he,  at  the  time  he  makes  the  assignment,  has  in  the 
letters  patent,  provided,  as  in  this  case,  he  had  previously 
assigned  a  part  of  the  interest  which  he  had  to  another  per- 
son. So  that,  admitting  that  the  question  is  one  of  difficulty 
and  doubt,  I  must  still  adhere  to  the  view  which  I  originally 
took  of  this  case,  and  hold  that  it  was  not  the  intention  of  the 
assignment  which  was  made  to  Weir,  and  through  which  the 
defendants  claim,  to  convey  to  him  the  interest  which  had 
been  previously  conveyed  by  the  patentee,  in  the  counties  of 
Warren  a&d  Henderson  in  this  State. 


MARCH,    1880.  291 


Turiibull  V.  Weir  Plough  Co. 


Another  objection  made  to  the  right  of  the  plaintiffs  to  re- 
co^^er  is,  that  the  conveyance  to  them  did  not  include  the 
right  to  use,  as  well  as  to  make  and  sell,  the  improvement  pat- 
ented  within  those  counties.  I  think  that  the  assignment  to 
make  and  sell  includes,  necessarily,  the  right  to  use  the  thing 
patented,  because,  without  the  right  to  use,  the  right  to  make 
and  sell  would  be  a  barren  right.  It  must  be  construed  as 
having  been  the  intention  of  the  parties  that  the  right  to 
manufacture  and  sell  included  the  right  in  the  vendee  to  use 
the  thing  sold. 

There  is  nothing  in  the  case  to  estop  the  plaintiffs  from  set- 
ting up  a  claim  under  this  patent  in  consequence  of  any  sup- 
posed laches  that  they  may  have  committed  ;  and  I  think  it 
must  be  considered  that  the  defendants,  under  all  the  circum- 
stances in  the  case,  have  infringed  upon  the  right  of  the 
plaintiffs.  I  have  not  the  models  of  the  machines  here,  with- 
out which  a  statement  of  the  particular  points  constituting 
the  claim  of  infringement  by  the  defendants  would  be  unin- 
telligible. It  is  sufficient  to  say  that  I  have,  heretofore,  fully 
considered  those  questions,  and  have  reconsidered  them  on 
the  argument  which  has  beeit  made,  and  have  reached  the 
conclusion  which  I  then  formed,  although  perhaps  I  did  not 
particularly  state  it  at  the  time. . 

It  may  be  said  the  case  is  not  one  of  very  great  importance 
in  some  respects  ;  that  is,  it  includes  only  two  counties  in  this 
State  ;  but,  as  I  have  said,  some  of  the  questions  involved  arc 
quite  important,  and,  particularly,  as  to  the  construction,  un- 
der  the  patent  law,  of  the  assignments  in  this  case. 

James  Z.  High^  for  the  complainants. 

West  6*  Bond^  for  the  defendants. 


292  DISTRICT  OF  VKRMONT. 


American  Diamond  Rock  Boring  Co.  v.  Sheldon. 


The  American  Diamond  Rock   Boring  Company 

vs. 
Charles  Sheldon  et  al.   In  Equitw* 

A  motion  for  a  rehearing,  in  a  suit  in  equity,  is  not  granted  as  of  course,  in 
the  Federal  Courts,  on  the  certificate  of  two  counsel,  but  is  a  matter  in 
the  discretion  of  the  Judge  who  made  the  decision. 

A  rehearing  was  denied  in  this  case,  it  appearing  that  a  rehearing  would 
not,  with  any  reasonable  degree  of  probability,  change  the  result 

An  injunction  was  granted  in  this  case  to  restrain  the  sale  or  use  after  the 
expiration  of  the  patent,  of  machines  made  in  infringement  of  the  patent 
during  its  lifetime. 

(Before  Wheeler,  J.,  District  of  Vermont,  April,  i83o.) 

Wheeler,  J. 

A  motion  for  a  rehearing  has  been  filed  since  the  decree  for 
an  injunction  and  an  account,  17  Blatchf.  C.  C.  R.,  208,  in 
support  of  which  counsel  for  the  defendants  have  submitted  a 
brief  ;  <ind  a  motion  to  restore  the  injunction  as  to  machines 
made  during  the  life  of  the  patent,  infringing  upon  it,  has 
been  heard. 

The  motion  for  rehearing  rests  entirely  upon  the  ground 
that  the  decision  made  is,  as  is  alleged  for  many  reasons,  er- 
roneous, and  is  supported  by  the  certificate  of  two  counsel. 
The  English  practice  of  granting  a  rehearing  upon  the  certif- 
icate of  two  counsel,  as  a  matter  of  course,  does  not  prevail  in 
the  Federal  Courts  of  this  country.  Brown  v,  Aspden^  14 
How.,  25  ;  United  States  v.  Knighfs  Adm'r^  i  Black,  488; 
Public  Schools  v,  lVa/k(f\  9  Wall.,  603.  According  to  the 
present  practice  in  this  Court,  the  granting  such  motion  rests 
in  the  sound  discretion  of  the  judges  who  have  heard  the 
cause  or  made  the  decision.  Tiiis  seems  to  be  the  general 
practice  in  the  Circuit  Courts  of  the  United  States.     Daniel  v. 

»  x8  Blatchf.  C.  C.  R.,  50. 
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Mitchell^  I  Story,  198  ;  Jenkins  v.  Eldred^e^  3  Story,  299.     This 
is  all  that  is  claimed  by  counsel  for  the  defeDdants. 

The  brief  has  been  carefully  examined,  and  it  presents 
scarcely  anything  not  before  presented  by  counsel  and  fully 
considered.  The  validity  of  the  reissued  patent  was  estab- 
lished by  Judge  Shipman,  upon  substantially  the  same  record, 
in  the  Southern  District  of  New  York.  Am.  Diam,  Rock 
Boring  Co.  v.  Sullivan  Machine  Co,,  14  B latch f.  C.  C.  R.,  119. 
That  decision  was  followed  and  concurred  in  in  this  case,  and 
the  decision  in  that  respect  could  not  be  changed  in  this  case 
without  overruling  that  as  well  as  the  one  in  this  case.  The 
only  other  questions  are  those  relating  to  infringement  and  to 
the  effect  of  the  New  Hampshire  decree.  The  question  of 
infringement  by  the  means  held  to  be  an  infringement  in  this 
case,  was  not  determined  by  Judge  Shipman  in  either  case 
before  him.  It  was  merely  postponed  to  final  hearing ;  so, 
that  question  was  fully  open.  It  was  very  carefully  con- 
sidered, and  nothing  new  is  presented  in  regard  to  it. 

It  seems  to  be  understood  or  assumed,  that  the  patent  has 
been  held  to  cover  a  conical  boring  head  ;  but  that  is  not  cor- 
rect*  It  has  been  merely  held,  that  filling  into  the  centre,  to 
make  a  conical  head  to  bore  by  the  same  means  as  the  annular 
head,  infringes  the  patent  for  the  annular  head,  although  it 
may  be,  and  probably  is,  an  improvement  upon  the  annular 
head.  And,  likewise,  in  regard  to  filling  out  the  stock  even 
with  the  laterally  projecting  diamonds. 

And  there  is  nothing  new  about  the  New  Hampshire  de- 
cree. The  fact  remains,  that  the  causes  of  action  there  were 
different  from  those  here  ;  so,  they  had  not  passed  under  judg- 
ment. And  the  issue  here  is  not  shown  to  have  been  actually 
decided  by  the  Court  there,  for,  nothing  was  decided  there 
relating  to  the  merits  of  either  case. 

It  is  urged,  that  the  plaintiff  does  not  proceed  to  an  ac- 
counting under  the  decree,  so  that  the  defendants  can  appeal. 
This  motion,  however,  was  filed  before  there  was  any  time  for 
such  accounting,  and  its  pendency  may  have  thus  far  prevent- 
ed. Whether  it  has  or  not,  that  is  no  ground  for  a  rehearing, 
although  it  might  become  a  ground  for  dismissing  the  bill  for 
want  of  prosecution. 
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On  the  whole,  it  is  quite  apparent  that  a  rehearing  under 
the  rules  would  not,  with  any  reasonable  degree  of  probabil- 
ity, change  the  result,  but  would  only  delay  this  and  other 
causes,  and  add  to  tlie  expense  of  the  parties. 

The  patent  was  granted  under  the  Acts  of  Congress  of 
1836  and  1S61,  and  carried  the  full  and  exclusive  right  and 
liberty  of  making,  using,  and  vending  to  others  to  be  used, 
the  patented  invention,  during  the  term  of  the  patent.  Act  of 
July  4th,  1836,  sec.  5,  5  U.  S.  Stat,  at  Large,  iiS,  119;  Act  of 
March  2d,  1861,  sec.  16,  12  Id.,  249.  The  defendants  have 
machines  made  during  the  term  of  the  patent,  and  which  were 
infringements  when  made.  If  they  could  be  made  then  and 
used  now  in  defiance  of  the  owner  of  the  patent,  the  exclusive 
right  granted  would  not  be  fuUy  enjoyed.  The  grant  of  the 
exclusive  right  is  substantially  the  same  in  this  country  as  it  is 
in  England.  The  question  raised  here  arose  there  in  Crossley 
V.  Derby  Gas  Light  CV?.,  Webst.  Pat.  Cas.,  119.  The  case  is 
more  fully  reported  in  4  Law  Jour.,  N.  S.,  part  i,  Chan.,  25. 
There,  the  patent  would  expire  on  the  9th  of  December,  1829, 
and,  on  the  2Sth  of  November  before,  a  bill  was  filed,  praying 
for  an  injunction  against  using  infringing  machines,  and  for 
an  account.  The  Vice-Chancellor  granted  the  injunction  and 
directed  the  account,  and  the  defendants  appealed.  After 
argument,  the  Lord  Chancellor,  Lyndhurst,  said  :  **  This  is  an 
appeal  from  his  Honor  the  Vice-Chancellor,  and  is  a  case  for 
an  injunction  against  the  invasion  of  a  patent  right,  by  pre- 
venting the  use  of  certain  patent  gas-meters.  This  case  is  very 
peculiar,  and  is  distinguished  from  all  other  cases  in  the 
books.  It  appears  that  the  plaintiff  obtained  his  patent  on  the 
9th  of  December  181 5  ;  and  that  on  the  28th  of  November 
1829,  only  a  few  days  before  the  patent  expired,  he  filed  his 
bill.  It  was  objected,  that  the  Court  would  not  interfere,  just 
on  the  eve  of  the  expiration  of  a  patent,  and  grant  an  injunc- 
tion which  would  only  last  a  week.  The  point  has  never  yet 
been  decided ;  but  I  am  of  opinion  that  the  Court  would 
interfere,  even  after  a  patent  has  expired,  to  restrain  the  sale  of 
articles  manufactured  previous  to  its  expiration  in  infringe- 
ment of  a  patent  right ;  and  that  a  party  would  not  be  allowed 
to  prepare  for  the  expiration  of  a  patent  by  illegally  manu* 
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facturing  articles  and,  immediately  after  its  expiration  to 
deluge  the  market  with  the  produce  of  his  piracy ;  and  thus 
reaping  the  reward  of  his  improbous  labor  in  making  it.  The 
Court  would,  I  Sliy,  in  such  case  restrain  him  from  selling 
them  even  after  the  expiration  of  the  patent."  This  doc- 
trine does  not  appear  to  have  been  denied  or  questioned 
afterward,  and  was  frequently  carried  out  in  effect,  by  decree- 
ing the  destruction  of  infringing  machines.  Beits  v.  I>e  Viire^ 
34  Law.  Jour.,  N,  S.,  part  i,  Chan.,  289;  Needham  v.  Oxley^  11 
Weekly  Rep.,  852.  In  Curtis  on  Patents,  §  436,  it  is  laid 
down,  as  clear  law,  that,  **  if  the  patent  has  expired,  the  ac- 
count and  the  injunction  will  extend  to  all  the  articles  pirati- 
cally made  during  the  existence  of  the  patent,  though  some  of 
them  may  remain  unsold."  The  illegality  attaches  to  the 
things  themselves.  The  person  making  them  has  no  right  to 
make  them,  no  right  to  them  when  made ;  he  can  impart  none, 
and  none  will  accrue  by  their  passing  into  time  when  they 
might  be  made.  The  ordinary  injunction,  in  such  cases,  in 
effect  restrains  all  infringement  of  the  patent,  and  is,  in  form, 
perpetual.  It  would,  doubtless,  cover  an  illegal  sale  or  use 
after  the  expiration  of  the  patent.  In  this  case,  the  ordinary 
injunction  has  been  suspended  in  the  course  of  proceedings  to 
limit  the  term  of  the  patent,  and  there  is,  therefore,  no  injunc- 
tion now  in  force. 

The   motion   for  rehearing   is  denied,  and  the  injunction 
restored  as  to  machines  made  in  infringement  of  the  patent. 

Charles  F,  Blake ^  for  the  complainant. 

Edward  J,  Phelps^  for  the  defendants. 
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The  Delaware  Coal  and  Ice  Company 


vs. 


Samuel  B.  Packer.    In  Equity. 

The  patentee,  having  obtained  a  patent  containing  distinct  claims  for  sepa- 
rate elements,  all  of  which  were  old,  and  it  appearing  from  the  testi- 
mony, that  what  the  patentee  intended  to  claim  was  the  elements  in 
combination  :  //f/d,  that  the  scope  of  the  patent  must  be  limited  to  the 
separate  elements  as  claimed,  and  did  not  embrace  the  combination  in- 
tended to  have  been  patented. 

(Before  Nixon,  J.,  District  of  New  Jersey,  April,  1880.) 

Nixon,  J. 

The  complainants  are  owners  of  certain  letters  patent,  num- 
bered 73,684,  and  dated  January  21st,  1868,  issued  to  John 
Henry  Wood,  for  improvements  in  wagons  for  unloading  coal, 
and  have  brought  their  suit  against  the  defendant  for  infring- 
ing the  same. 

The  defendant,  in  his  answer,  denies,  (i)  the  novelty  and 
usefulness  of  the  patent,  and  (2)  the  alleged  infringement. 

The  complainants'  patent  is  for  a  mechanism  to  accomplish 
a  certain  result:  to  wit,  the  unloading  of  coal  or  other  ma- 
terial from  wagons.  The  inventor,  in  his  specifications,  calls 
it  an  improDement  upon  old  devices  for  the  same  object,  and  he 
is  entitled  to  have  the  benefit  of  all  original  devices  or  com- 
binations that  accomplish  new  and  better  results  than  exist- 
ing organizations.  But  only  for  such.  Whatever  he  has 
incorporated  into  his  patent  from  the  common  property  of 
the  public  at  the  date  of  his  invention  still  belongs  to  the 
public.     Railway  Co,  v.  SayUs^  7  Otto,  554. 

The  first  inquiry  then  will  be,  what  is  claimed  as  Hew  in 
the  complainants'  patent  1  The  patentee  says,  in  his  schedules, 
that  the  nature  of  his  invention  consists  in  the  funnel-shaped 
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mouth,  attached  to  the  cart  or  wagon  in  combination  with  the 
chute  and  valve.  He  claims:  (i)  The  attachment  of  a  funnel- 
shaped,  or  inclined  mouth,  D,  of  any  material,  to  the  rear  or 
side  of  a  cart  or  wagon,  as  herein  described  and  for  the  pur- 
pose set  forth.  (2)  The  valve  or  gate,  E,  at  the  end  of  the 
mouth,  D,  or  in  the  chute  or  tube,  G,  when  combined  as  herein 
described,  and  for  the  purpose  set  forth.  (3)  The  hinged  or 
sliding  chutes  or  tubes,  H,  when  attached  to  an  open  mouth, 
or  to  the  end  or  side  of  a  cart  or  wagon,  for  the  purpose 
herein  set  forth.  He  is  presumed  to  know  what  he  invented, 
and  he  tells  us  with  sufficient  clearness.  He  must  stand  here 
upon  his  claims;  for  the  thing  patented  is  what  the  inventor 
claims  and  not  what  he  shows.  If  he  states  these  too  nar- 
rowly, the  law  authorizes  him  to  surrender  the  patent,  and 
reissue  the  same  with  ampler  statements ;  but,  until  this  is 
done,  the  courts  cannot  give  him  more  than  he  asks  for. 
Cause df*  Bloody,  Johnsotiy  Black  &*  Co.,  16  Off.  Gaz.,  719.  He 
says  the  patent  is  for  a  combination.  Looking  for  the  combina- 
tion, we  find  three  elements  :  (i)  A  funnel-shaped  or  inclined 
mouth  attached  to  the  rear  or  side  of  the  wagon  ;  (2)  a  valve, 
at  the  end  of  the  mouth  or  in  the  chute,  and  (3)  hinged  or 
sliding  chutes,  when  attached  to  an  open  mouth,  or  to  the  side 
of  the  cart  or  wagon. 

It  was  not  claimed,  on  the  argument,  that  either  of  these  ele- 
ments is  new.  The  first,  standing  alone,  is  clearly  antici- 
pated by  the  English  letters  patent  No.  2,909,  and  dated 
December  21st,  1859,  granted  to  Samuel  Plimsoil  for  "facili- 
tating the  unloading  and  transferring  from  railway  wagons 
into  carts,  etc.,  coal,  and  other  matters  with  which  they  may 
be  loaded."  The  second  is  found  in  the  letters  patent  No. 
14,301,  issued  to  William  Bell,  on  the  26th  of  February,  1856, 
where  it  is  called  a  slide,  and  is  used  for  the  same  purpose  and 
performs  the  same  functions  as  in  the  complainants'  patent. 

Indeed,  it  may  be  observed,  that  unless  a  very  limited  con- 
struction is  given  to  the  patent  of  the  complainants,  it  is  diffi- 
cult to  see  how  it  can  be  allowed  to  stand  at  all,  in  view  of 
the  quite  similar  instrumentalities  patented  by  Bell  to  accom- 
plish the  same  results.  He  states  that  he  has  invented  a  new 
and  improved  method  of  depositing  anthracite  and  bituminous 
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coal  in  cellars,  from  carts  and  other  vehicles,  through  scuttles 
in  sidewalks,  and  that  it  consists  in  providing  a  conductor, 
and  attaching  the  same  to  a  hole  in  the  bottom  of  a  cart  or 
other  vehicle,  of  sufficient  diameter  to  allow  coal  to  pass 
through  the  same,  through  the  coal  scuttle  and  sidewalk,  with- 
out dropping  it  upon  the  sidewalk  as  before  practised  to  the 
great  annoyance  of  pedestrians,  etc. ;  and  he  claims  "  a  bed 
plate  (attached  to  the  under  side  of  the  tail  end  of  the  wagon), 
conductor  and  slide,  with  the  tube  attachments  in  connection 
with  the  hole  in  the  cart  or  other  vehicle,  as  set  forth." 

The  third  claim  is  for  hinged  or  sliding  chutes  when  attached 
to  an  open  mouth,  or  to  the  end  or  side  of  the  cart  or  wagon. 
The  proof  is,  that  hinged  chutes,  attached  to  an  open  mouth, 
had  been  used  for  several  years  anterior  to  the  date  of  the  ap- 
plication for  the  patent,  at  the  trestle  wbrks  of  the  Belvidere 
Railroad  Company,  at  or  near  the  eastern  part  of  the  city  of 
Trenton,  for  the  purpose  of  unloading  coal  from  railway 
cars,  into  the  holds  of  vessels  on  the  canal,  and  hence,  standing 
alone,  it  must  be  pronounced  void  for  embracing  too  much. 

Nor  does  the  patentee  claim  that  these  elements,  in  them- 
selves, are  new,  as  his  cross-examination  abundantly  shows. 
I  find  the  following  questions  and  answers  on  p.  43  of  his 
testimony.     (Complainants*  Rec,  fol.  1,110.) 

**  Q.  Do  you  claim  as  an  original  invention  of  yours,  a  tele- 
scopic tubing  or  chutes,  independent  of  any  connection  such 
chutes  or  tubes  may  have  with  the  mouth-piece  1  A.  \  only 
claim  them  in  combination  with  a  mouth-piece  or  spout,  or 
attached  to  a  cart  or  wagon.  Q,  Do  you  claim  as  an  inven- 
tion of  yours,  the  valve  or  gate,  except  when  the  same  is  used 
in  combination  with  a  chute  or  tube  and  the  mouth-piece.^ 
A.  Ido  not." 

And  at  folio  1140 :  "  Q,  Do  you  claim  as  your  invention  the 
mechanical  contrivance  of  tubes  or  chutes  attached  to  an  open 
mouth  or  mouth-piece,  irrespective  of  the  connection  or  non- 
connection  of  the  mouth-piece  with  the  cart  or  wagon  }  A,  I 
claim  the  whole  combination  for  the  purpose  of  unloading 
coal  or  other  material.  Q.  Combination  composed  of  what 
elements?  A.  Composed  of  one  or  more  extension  chutes  or 
tubes  attached  to  the  mouth-piece  or  spout  on  a  wagon  or 
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cart.  Q.  Do  each  of  these  elements  necessarily  enter  into, 
and  form  a  part  of,  and  when  aggregated,  complete  your  in- 
vention }  A,  They  do,  in  connection  with  the  gate  or  valve. 
Q,  Do  you  claim  that  any  one  of  these  elements  separated  from 
the  others  is  novel }  A,  I  do  not  think  they  are^  but  only  in  com- 
bination, Q,  I  understand  you  to  claim  that  the  combination  of 
them  all  is  novel.     Am  I  correct }    A,  You  are." 

Allowing  the  patentee  thus  to  explain  his  invention — and 
turning  to  the  patent,  we  find  three  separate  claims  for  the  three 
constituents  of  the  combination,  which  he  confesses  arc  not 
new,  but  no  claim  for  the  combination  itself — I  know  of  no 
principle  of  law  which  permits  a  patent  thus  issued  to  stand. 
Nothing  here  can  be  left  to  inference.  It  is  the  office  of  the 
claims  of  a  patent  to  reveal  to  the  world,  what  the  character- 
istics of  the  invention  are,  for  which  the  patentee  desires  pro- 
tection. If  he  fail  to  state  these  fully  and  correctly,  he  may 
remedy  the  omission  by  a  surrender  and  reissue,  but,  until 
then,  the  court  has  no  power  to  give  him  relief  against  in- 
fringers. 

I  do  not  wish  to  be  understood  as  affirming  that,  if  the  in- 
ventor had  formulated  a  claim  for  the  combination  to  which 
he  refers  in  his  schedules,  that  such  a  claim  would  have  been 
valid,  as  against  the  older  Bell  patent,  before  spoken  of.  It  is 
not  necessary  to  decide  the  question,  in  view  of  the  fact  that 
no  claim  of  that  sort  has  been  made. 

Judging  of  this  case  simply  from  the  record,  and  without 
stepping  outside  to  ascertain  the  state  of  the  art  at  the  time 
of  the  application  for  the  complainants'  patent,  I  should  say 
that  the  most  valuable  part  of  the  invention,  if  not  the  only 
novel  part,  was  the  use  of  sliding  chutes  in  the  delivery  of 
coal  from  wagons  or  other  vehicles.  If  tlj^e  third  claim  had 
been  for  sliding  chutes  alone,  and  if  a  combination  claim  had 
also  been  put  in,  with  only  these  as  one  of  the  constituents  of 
the  combination,  it  would  have  been  a  great  improvement 
upon  the  Bell  combination,  and  would  clearly  have  antici- 
pated the  Iske  patent  No.  137,371,  for  "Improvements  in  ex- 
tension troughs  for  wagons,"  under  which  the  defendant  justi- 
fies the  alleged  infringement ;  in  so  far,  at  least,  as  that  patent 
embraced  the  use  of  sliding  chutes.     And  this  seems  to  have 
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been  the  view  of  the  patentee  himself  ;  for,  in  his  examination 
in  chief  (Com.  Rec.  p.  5,  fol.  90),  in  response  to  the  inquiry 
as  to  what  he  claimed  as  the  principal  feature  of  his  invention» 
he  replied :  **  The  third  claim  of  my  patent,  which  is  for 
hinged  or  sliding  chutes  or  tubes,  marked  H,  in  the  drawing, 
Fig.  I,  when  attached  to  an  open  mouth,  or  to  the  end  or  side 
of  a  cart  or  wagon  for  the  purpose  of  unloading  coal  or  other 
material  from  a  cart  or  wagon  directly  into  a  cellar  or  vault." 
It  appears  in  the  evidence,  that  the  inventor  employed  a 
patent  attorney  to  put  his  invention  into  legal  shape,  to 
whom  was  intrusted  the  duty  of  drawing  the  claims.  It  is 
unfortunate  that  the  person  thus  retained  did  not  more  fully 
get  possession  of  the  views  of  the  inventor,  and  more  cor- 
rectly embody  them  in  the  claims  of  the  patent.  I  can  give 
no  construction  to  them  as  they  have  been  formulated  which 
will  make  the  defendant  liable  as  an  infringer,  and  the  bill  of 
complaint  must  be  dismissed. 

F,  Kingman^  for  the  complainants. 

James  Buchanan^  for  the  defendant. 


GusTAVus  A.  Goldsmith  et  al. 

vs. 
The  American  Paper  Collar  Company.     In  Equity.* 

S.,  the  joint  owner  with  H.  of  a  patent,  appointed  G.  his  attorney  to  sue  A. 
for  infringement  and  to  settle  for  such  infringement,  the  suit  to  be  in 
the  name  and  at  the  cost  of  G.,  and  S.  agreeing  not  to  do  anything 
which  he  had  so  authorized  G.  to  do.  A  suit  in  equity  for  the  infringe- 
ment of  the  patent  was  brought  by  G.  and  H.  against  A.  On  demurrer 
to  the  bill :  Held,  that  S.  must  be  a  party  plaintiflT,  and  that  G.  was  an 
improper  party  plaintiff. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  April,  iSSo.) 

*  18  Blatchf.  C.  C.  R.,  82. 
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Blatchford,  J. 

This  is  a  suit  in  equity,  brought  for  the  infringement 
of  letters  patent  granted  to  Charles  Spofford  and  James 
H.  Hoffman.  The  bill  sets  forth,  that  Spofford  and  Hoff- 
man are  the  sole  legal  owners  of  the  patent ;  that  Spof- 
ford, after  the  grant  of  the  patent,  entered  into  an  agree- 
ment in  writing  with  the  plaintiff  Goldsmith,  whereby,  among 
other  things,  he  appointed  Goldsmith  his  attorney,  "and,  in 
his  place  and  stead,  to  commence,  prosecute,  compromise, 
settle,  release,  conclude  and  enforce,  by  suit  at  law  or  in 
equity,  any  infringement  of  the  rights  s'ecured  to  him,  said 
Spofford,"  by  said  patent,  by  the  defendant,  all  such  suits  to 
be  brought  in  the  name  and  at  the  cost  of  said  Goldsmith ;  that 
Spofford  thereby  expressly  covenanted  and  agreed  that  he 
would  not  do,  in  respect  to  the  defendant,  any  of  the  acts 
which  he  thereby  authorized  Goldsmith  to  do;  that  Goldsmith 
is  the  sole  lawful  person  to  bring  the  bill,  as  to  the  interest  in 
the  patent  vested  in  Spofford ;  and  that  Hoffman  and  Spofford 
will  receive  large  profits  from  the  patent  if  infringement  by 
the  defendant  be  prevented.  It  prays  for  a  recovery  of  profits 
and  of  damages.  The  bill  is  demurred  to  because  Spofford  is 
not  made  a  party  and  because  Goldsmith  is  made  a  party. 

It  is  provided  by  §  4,919  of  the  Revised  Statutes,  that "  dam- 
ages for  the  infringement  of  any  patent  may  be  recovered  by 
action  on  the  case,  in  the  name  of  the  party  interested,  either 
as  patentee,  assignee  or  grantee."  Jurisdiction  is  given  to  the 
Circuit  Courts,  by  §  629,  of  all  suits  at  law  or  in  equity  arising 
under  the  patent  laws.  It  is  provided  by  §  4,921,  that,  upon  a 
decree  being  rendered  in  any  case,  for  an  infringement,  the 
complainant  shall  be  entitled  to  recover,  **in  addition  to  the 
profits  to  be  accounted  for  by  the  defendant,  the  damages  the 
complainant  has  sustained  thereby." 

The  clear  purport  of  these  provisions  is,  that  the  party  in 
interest  must  bring  the  suit,  whether  at  law  or  in  equity,  in 
his  own  name,  and  cannot  delegate  the  right  to  another 
person  to  bring  the  suit  in  the  name  of  such  other  per- 
son, when  the  suit  is  not  for  the  benefit  in  any  way  of  such 
other  person.  It  is  a  question  of  public  policy.  The  defend- 
ant has  a  right  to  require  that  the  real  owner  or  party  in  in- 
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terest  shall  be  in  court,  so  that  the  court  may  exercise  a  con- 
trol over  him,  in  the  course  of  the  suit,  if  necessary,  to  require 
him  to  do  something  which  the  rights  of  the  defendant  may 
require  to  be  done.  Goldsmith  has  no  control  a^  to  the  patent 
or  anything  to  be  done  under  it,  except  to  bring  suits  in  re- 
spect of  SpoflFord's  interest. 

There  is  another  respect  in  which  it  is  against  public  policy 
to  permit  a  suit  like  this  to  be  brought.  Goldsmith  appears 
to  be  clothed  with  the  entire  discretion  as  to  when  and  under 
what  circumstances  to  bring  suit  and  when  to  compromise  or 
settle  for  infringements.  Spofford  has  stripped  himself  of  all 
control  in  this  respect,  although  he  has  the  beneficial  interest 
and  Goldsmith  is  not  averred  to  have  any.  As  was  said  by 
Judge  Shipman,  in  Qregerson  v.  Imlay^  4  Blatchf.  C.  C.  R.,  503, 
506,  this  is  "detrimental  to  the  peace  of  society  and  the  safety 
of  individuals,  and  against  public  policy." 

The  demurrer  is  allowed,  with  costs,  but  the  plaintiffs  may- 
move,  on  notice,  for  leave  to  amend  the  bill. 

John  D,  Shedlock^  for  the  complainant. 

William  A,  Jenner^  for  the  defendant. 


James  Greenwood 

vs. 

Thomas  W.  Bracher.    In  Equity. 

The  question  whether  the  court  will  allow  a  patentee,  after  he  has  been 
defeate4  in  an  interference  proceeding  and  a  patent  has  been  issued 
for  the  same  invention  to  the  other  party  to  that  proceeding  in  con- 
sequence of  proof  that  the  latter  was  the  prior  inventor,  to  protect 
himself  against  the  latter  in  the  continued  use  of  the  patented  improve- 
ments by  showing  that  neither  of  them  was,  in  fact,  the  first  inventor, 
depends  on  the  fact  whether  he  has  acted  in  good  faith  in  the  matter. 

When  one,  with  a  knowledge  of  the  state  of  the  art,  surreptitiously  attempts 
to  appropriate  to  himself,  by  obtaining  a  patent  therefor,  an  invention 
which  he  knows  does  not  belong  to  him,  he  should  be  estopped,  in  a 
suit  for  infringement,  from  interposing  the  defence  of  want  of  nuv* 
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elty  against  a  person  whom  (he  Patent  Office  has  decided,  as  against 
his  claim,  to  be  the  original  and  first  inventor. 

An  injunction  ordered  to  issue  unless  the  defendant  within  ten  days  give 
bond,  with  sufficient  security,  conditioned  to  keep  an  account  and  to 
pay  the  amount  of  any  final  decree  in  the  case. 

(Before  Nixon,  J.,  District  of  New  Jersey,  April,  1880.) 

NlXON,  J. 

This  is  an  application  for  an  injunction,  asking  the  court  to 
restrain  the  defendant  from  infringing,  pendente  litc^  certain 
letters  patent  No.  218,  220,  issued  to  John  Bigelow,  August 
5th,  1879,  for  improvements  in  sweat- leathers  for  hats  and  caps. 

The  patent  is  only  a  few  months  old,  and  there  has  been  no 
adjudication  of  the  question  of  its  validity,  but  the  complainant 
urges  that  there  has  been  such  a  want  of  good  faith  in  the 
conduct  of  the  defendant  that  he  is  justified  at  this  stage  of  the 
proceedings  to  apply  to  the  court  for  a  preliminary  injunc- 
tion. 

It  appears,  from  the  bill  of  complaint  and  the  accompanying 
affidavits,  that  on  or  about  the  29th  day  of  January,  1879,  one 
John  Bigelow  made  application  to  the  Commissioner  of  Pat- 
ents for  letters  patent  for  certain  improvements  in  sweat-leath- 
ers for  hats  and  caps,  and  that  the  patent  was  refused,  because 
the  subject-matter  had  already  been  incorporated  in  two 
several  letters  patent  granted  to  Thomas  W.  Bracher,  the  de- 
fendant in  this  suit,  one  dated  July  23d,  1878,  and  numbered 
206,  296,  and  the  other  dated  December  3d,  1878,  and  numbered 
210,  489;  that  afterward,  to  wit,  on  the  i8th  of  February,  1879, 
the  Commissioner  declared  an  interference  between  the  parties, 
in  order  to  determine  the  question  of  priority  of  invention,  the 
subject-matter  involved  in  the  interference  being  the  claim  of 
the  first-recited  Bracher  patent  and  the  first  claim  of  the  Bige- 
low application,  and  the  claim  of  the  second- recited  Bracher 
patent  and  the  second  claim  of  said  Bigelow  application,  the 
claims  respectively  being  identical ;  that  the  usual  proceed- 
ings were  had  thereon,  and,  after  testimony  and  argument,  the 
Examiner  of  Interferences  rendered  his  opinion,  on  the  6th  day 
of  June  following,  awarding  the  priority  to  Bigelow ;  that,  no 
appeal  being  taken  therefrom,  letters  patent  for  the  invention 
VOL.  V — 20 
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were  issued  to  Bigelow  on  the  5th  of  August,  1879,  and  num- 
bered 218,  220;  and  that,  subsequently,  Bigelow  assigned  the 
same  to  the  complainant  as  trustee  of  the  Blanchard  Overseam 
Machine  Company  of  Philadelphia. 

The  bill  of  complaint  alleges  that,  notwithstanding  such  in- 
terference and  adjudication  of  priority  of  invention  to  Bigelow, 
and  such  conclusion  of  the  rights  of  the  parties  by  the  proper 
officer  of  the  government,  the  defendant  still  asserts  that  his 
letters  patent  are  valid  as  against  the  complainant,  and  that 
he  is  making,  using,  and  vending  patented  improvements  or 
sweat-leathers  substantially  the  same  in  construction  and 
operation  as  are  mentioned  and  described  in  the  said  letters- 
patent  of  the  complainant. 

If  the  only  question  in  the  case  was  the  priority  of  the  inven- 
tion as  between  these  parties,  I  should  not  hesitate  to  grant  the 
injunction  forthwith  to  the  complainant.  The  decree  of  the 
Patent  Office  on  the  interference  doubtless  concludes  the  de- 
fendant, as  he  has  no i  thought  proper  to  appeal  from  the  same 
after  submitting  himself  to  the  jurisdiction.  This  was  not 
seriously  controverted  by  his  counsel  at  the  hearing,  but  the 
application  was  mainly  resisted  upon  the  ground  that  the  de- 
fendant had  discovered  that  the  said  improvements  were  not 
new,  either  with  him  or  with  Bigelow,  and  that  the  Bigelow 
patent,  on  which  this  action  is  founded,  as  well  as  his  own 
patents,  were  void  for  want  of  novelty. 

A  new  question  is  thus  presented,  and  one  by  no  means 
unimportant :  Will  the  court  allow  a  patentee,  who  has  lost 
his  rights  to  the  protection  of  the  law,  in  consequence  of  proof 
that  his  alleged  invention  was  anticipated  by  others,  to  pro- 
tect himself  in  the  continued  use  of  the  patented  improvements 
by  showing  that  neither  he  nor  the  other  party  was  the  first 
inventor — in  other  words,  whether  the  issuing  of  a  patent 
estops  the  patentee  from  proving  that  the  invention  claimed 
therein  is  not  novel  ?  I  think  the  answer  depends  entirely  on 
the  fact  whether  the  party  has  acted  in  good  faith  in  the  mat- 
ter. Every  one  making  application  for  letters  patent  is 
obliged  to  file  therewith  an  oath  that  he  believes  himself  to  be 
the  original  and  first  inventor  or  discoverer  of  the  art,  ma- 
chine, manufacture,  composition,  or  improvement  for  which 
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he  solicits  the  patent.  Sec.  4892,  Rev.  Stats.  This  is  often 
done  honestly  and  yet  untruthfully,  owing  to  the  ignorance 
on  the  part  of  the  applicant  of  the  state  of  the  art. 

I  can  perceive  no  satisfactory  reason  why  any  one  should 
not  be  permitted,  after  he  has  discovered  his  mistake,  to  set 
up  the  defence  of  want  of  novelty  against  another  party  who 
claims  an  exclusive  right  to  patented  improvements,  which  in 
truth  belonged  to  the  public  ;  but,  if  one,  with  a  knowledge 
of  the  state  of  the  art,  surreptitiously  attempts  to  appropriate 
to  himself  what  he  knows  does  not  belong  to  him,  he  should 
be  estopped,  when  his  fraud  is  found  out,  from  interposing 
such  a  defence,  especially  against  a  person  whom  the  Patent 
Office  has  decided,  as  against  his  claim,  to  be  the  original  and 
first  inventor. 

My  difficulty  in  this  case  arises  from  the  grave  suspi- 
cions which  the  testimony  has  inspired  that  the  defendant 
has  been  acting  in  bad  faith.  There  is  some  reason  for 
believing  that,  under  an  assumed  name,  he  obtained  from 
Mr.  Bigelow  most,  if  not  all,  of  the  essential  devices  and 
combinations  on  which  he  based  his  claims  in  the  two 
patents.  Whether  this  be  so  or  not,  it  is  clear  from  his 
own  affidavit,  read  in  connection  with  the  evidence  of 
the  complainant  on  this  motion,  that  ever  since  the  decision 
of  the  interference  case  establishing  the  invalidity  of  his 
patents  as  against  Bigelow,  he  has  held  out  to  the  world 
that  his  large  business  in  hat-sweats  was  under  the  protection 
of  these  patents.  The  witness,  G.  W.  Born,  purchased  of  him 
in  September,  1879,  hat  sweats  with  the  concealed  stitch, 
which  were  marked  "  T.  W.  Bracher,  Patented  July  23d,  and 
December  17th,  1878,  Improvements,  Patent  Applied  For.'* 
His  circulars  to  the  trade  have  been  exhibited,  in  which  these 
patents  are  recited,  and  under  which  he  claims  exclusive 
rights  and  privileges,  and  guarantees  parties  manufacturing 
hat-sweats  under  his  license  against  all  suits  for  infringe- 
ments. 

Mr.  Van  Gelder  also  testifies  that  he  is  well  acquainted  with 
the  defendant  Bracher;  that  he  is  carrying  on  business  under 
the  firm-name  of  "  T.  W.  Bracher  Hat-Sweat  Company,"  and 
that  he  represents  to  the  trade  that  he  is  manufacturing  hat- 
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sweats  under  the  patents  of  July  23d  and  December  3d,  1878, 
and  is  fully  protected  by  them,  he  being  the  original  inventor 
of  the  improvements  therein  described.  Mr.  Gore,  of  the  firm 
of  Gore,  Sparrow  &  Co.,  states  that  until  quite  recently  he 
purchased  all  of  the  prepared  sweats  used  by  his  firm  of  the 
licensees  of  the  Bigelow  patent,  and  that  he  was  induced  to 
change,  and  buy  the  Bracher  sweats,  in  consequence  of  assur- 
ances from  T.  W.  Bracher  that  he  was  manufacturing  the 
same  sweats  under  his  patents  of  July  23d  and  December  3d, 
1878,  which  protected  him  and  his  customers  against  the 
owners  of  the  Bigelow  patent. 

Turning  to  the  affidavit  of  the  defendant  to  ascertain  what 
reply  he  has  made  to  all  this  proof,  we  find  that  he  is  silent ; 
he  does  not  seem  to  regard  it  of  sufficient  importance  to  give 
it  anv  attention.  Under  the  circumstances,  it  must  be  re- 
garded  as  an  acknowledgment  of  its  truth,  and,  yet,  he  tells  us 
in  the  same  deposition  that  after  he  learned  that  the  Patent 
Office  had  declared  the  interference,  and  after  he  had  heard 
the  testimony  taken  therein,  he  made  a  thorough  inquiry  into 
the  validity  of  both  his  own  and  the  Bigelow  patent,  and  as- 
certained that  the  same  device  had  been  used  many  years  ago, 
and  was  not  novel ;  that  he  learned  this  especially  from  the  affi- 
davits of  Job  W.  Blackham  and  Henrietta  Sanford,  which  he 
has  put  in  the  case,  and  which,  he  says,  were  taken  last  spring 
during  the  pendency  of  the  interference  proceedings. 

With  such  an  exhibition  of  a  want  of  good  faith  on  the  part 
of  the  defendant  in  pretending  to  the  possession  of  exclusive 
rights  under  patents  which  he  knew  were  void,  either  because 
they  were  anticipated  by  Bigelow  or  because  they  were  not 
novel,  it  has  not  surprised  me  that  the  witness  on  whom  he  prin- 
cipally relied  (Blackham)  has  come  forward  and  retracted  all 
the  substantial  parts  of  his  first  affidavit,  in  which  he  testified 
to  the  prior  use  of  the  patented  improvements.  Every  one  hav- 
ing experience  in  these  matters  knows  how  easy  it  is  to  ex- 
hibit an  article  of  manufacture  to  an  honest  and  well-meaning 
person  and  procure  his  affidavit  that  many  years  before  he  saw 
or  made  something  similar  to  it.  The  witness  may  be  quite 
sincere,  but  altogether  mistaken.  Some  small  difference  may 
exist,  too  apparently  insignificant  to  be  carried  in  the  eye  or 
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the  memory,  and  yet  of  such  a  character  as  to  impart  to  the 
article  all  that  is  vital  or  valuable  in  it.  In  the  present  case, 
Blackham  swears,  in  his  deposition  of  May  20,  1879,  that  from 
twenty  to  twenty-three  years  ago,  while  he  was  foreman  in  the 
hat  manufactory  of  J.  H.  Prentice,  of  Brooklyn,  New  York, 
he  **  invented  and  made  a  certain  band  or  sweat-leather  for  use 
in  hats  precisely  similar  in  every  material  part  with  a  sample 
exhibited,**  to  wit,  one  of  the  Bracher  sweats,  and  yet  in 
December  following  he  had  shown  to  him  one  of  the  same 
Bracher  sweats,  and  then  says:  "  No  such  sweats  were  made  by 
me  or  at  the  factory  of  Mr.  Prentice  during  the  time  I  was 
there  prior  to  1878,  nor  were  those  elements — leather  band, 
spring-reed,  and  attaching-slip  of  oil-silk  or  other  water-proof 
material — ever  combined  or  used  by  me  or  any  one  at  the  fac- 
tory as  a  hat-sweat  prior  to  that  time." 

It  is  not  necessary  for  me  to  indicate  now  which  of  these 
opposite  statements  I  believe;  but,  in  view  of  the  value  that 
both  the  complainant  and  defendant  attach  to  the  alleged 
invention,  it  is  quite  as  probable  that  the  memory  of  the  wit- 
ness has  failed  him  as  to  the  precise  character  of  the  hat-sweats, 
made  and  sold  nearly  a  quarter  of  a  century  ago,  as  that  such 
an  important  invention  should  have  been  abandoned  by  the 
world  after  as  many  as  seventy  dozen  per  day  had  been  manu- 
factured for  two  or  three  years.  But  it  is  hardly  necessary  to 
pursue  the  matter  further.  Enough  has  been  said  to  indicate 
the  inclination  in  my  mind  to  grant  a  preliminary  injunction  ; 
but  the  case  is  a  peculiar  one,  and  I  should  be  sorry  to  do  any 
injustice  to  the  defendant,  in  consequence  of  the  unfavorable 
impression  which  his  conduct  has  made. 

In  view  of  the  fact  that  the  complainant  does  not  use  his 
patent  as  a  monopoly,  but  grants  licenses  to  others  to  use  it, 
and  in  view  of  the  further  fact  that  there  is  some  doubt  on 
the  question  of  prior  use  of  the  alleged  improvements,  the  in- 
junction will  be  withheld,  if  the  defendant  will  give  security 
for  the  payment  of  all  the  profits  he  may  derive  from  the  use 
of  the  invention,  and  for  the  damages  its  use  may  cause  the 
complainant,  provided  that  the  patent  shall  be  sustained  and 
an  accounting  ordered. 

Let  an  injunction,  therefore,  issue,  unless  the  defendant,  with- 
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in  ten  days  after  notice  of  the  order,  shall  give  a  bond  with 
sufficient  security,  to  be  approved  by  the  clerk  of  the  court,  con- 
ditioned to  keep  an  account  of  all  the  hat -sweats  manufactured 
and  sold,  and  to  file  such  account  under  oath  once  in  three 
months  in  the  clerk's  office  of  this  court,  and  to  pay  the  amount 
of  any  final  decree  in  this  case;  the  penalty  of  the  bond  to  be 
$20,000,  or,  if  that  sum  be  regarded  too  large  or  too  small,  in 
such  other  amount  as  the  court  shall  order,  after  hearing  the 
parties. 

George  Harding  and  John  R,  Bennett^  for  the  complainant 
A,  Q,  Keasbey  and  F,  M.  Ohis^  for  the  defendant. 


Riley  Burdett 


vs.  \ 


Jacob  Estey  et  al.    In  Equity. 

The  cumplainant's  patent  (dated  February  23d,  1869,  and  antedated  August 
24th,  1868),  being  for  an  additional  partial  set  of  reeds  placed  in  the  com- 
mon double  reed-board  of  an  organ  between  the  short  reeds  of  the  other 
two  setSp  inclined  and  extending  downward  to  the  same  base  without 
separating  the  other  sets  any  further  apart  than  they  would  be  alone, 
and  without  lengthening  the  valve  openings  or  increasing  the  power 
necessary  to  operate  the  instrument ;  and  this  new  set  being  described  as 
being  so  tuned  in  connection  with  the  other  sets  as  to  produce  a  wavy 
effect ;  and  the  patentee  also  having  described  and  claimed  independent 
dampers  for  each  set,  to  which,  however,  he  was  held  not  to  be  entitled, 
and  which  he  disclaimed  before  obtaining  a  decree  ;  and  the  master  hav- 
ing found  that,  both  between  the  antedate  and  the  date  of  issue  of  the 
patent,  and  subsequently,  defendants  had  in  the  sale  of  their  organs, 
made  profits  attributable  to  the  use  of  complainant's  invention  ;  and  the 
master  having  found,  also,  that  the  wave  tuning  (which  was  old  and 
well  known)  was  an  important  factor  in  producing  the  additional  profits 
from  the  infringing  partial  sets  of  reeds,  and  that  horizontal  partial  sets, 
which  might  have  been  used,  would  have  been  practically  as  good  as  the 
patented  inclined  sets  ;  and  the  master  having  found,  also,  that  com- 
plainant had  testified  (that  being  the  only  evidence  as  to  damages)  that 
a  certain   firm  of  which  he  was  a  member  would,   in  his  judgment, 
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if  they  bad  controlled  the  patent,  have  sold  100  organs  a  month  more 
than  they  actually  did  sell :  Held,  that  the  master  was  correct  in  not 
allowing  damages :  Hfld,  also,  that  complainant  was  entitled  to  carry 
his  recovery  of  profits  back  to  the  time  to  which  the  patent  was  ante- 
dated :  Held,  also,  that  the  profits  to  be  recovered  were  the  difference 
between  what  it  cost  the  defendants  to  make  and  sell  the  partial  set,  and 
what  it  brought  theiu,  notwithstanding  the  fact  that  they  might  have 
employed  the  horizontal  set.  The  case  of  Mowry  v.  Whitney ,  14  Wall., 
620,  distinguished. 

The  question  of  the  recovery  of  interest  on  the  amounts  received  by  defend- 
ants, as  affected  by  the  filing  of  a  disclaimer  under  section  4,922  of  the 
U.  S.  Revised  Statutes,  considered. 

The  question  of  costs,  under  the  same  section,  also  considered. 

(Before  Wheeler,  J.,  District  of  Vermont,  April,  1880.) 

Wheeler,  J. 

This  cause  has  now  been  heard  upon  the  master's  report, 
and  exceptions  thereto. 

The  patent  is  for  an  additional  partial  set  of  reeds,  placed 
in  the  common  double  reed-board  of  an  organ  between  the 
short  reeds  of  the  other  two  sets,  inclined  and  extending  down- 
ward to  the  same  base,  without  separating  the  other  sets  any 
further  apart  than  they  would  be  alone,  and  without  length- 
ening the  valve  openings  or  increasing  the  power  necessary  to 
operate  the  instrument,  and  is  dated  February  23d,  1869, 
antedated  August  24th,  1868.  The  specification  described 
tuning  this  set  on  a  key  slightly  different  from  that  of  the 
other  sets,  whereby  a  wavy  tone  of  music  would  be  produced, 
and  set  forth  independent  dampers  for  each  set,  which  were 
claimed  in  the  patent,  but  to  which  it  was  foSnd  and  held 
that  the  inventor  was  not  entitled,  and  which  he  was  required 
to  disclaim  before  having  a  decree  ;  which  he  did,  and  filed 
proof  of  in  court,  December  4th,  1878,  whereupon,  a  decree 
was  entered  for,  among  other  things,  this  accounting. 

The  master  reports  that  between  August  24th,  1868,  the 
antedate  of  the  patent,  and  February  23d,  1869,  the  date  of 
its  actual  issue,  the  defendants  made  and  sold  a  considerable 
number  of  organs,  and  between  February  23d,  1869,  and  May 
ist,  1874,  a  large  number  more,  all  of  which  contained  partial 
sets  covered  by  the  orator's  patent,  and  on  all  but  a  very  few 
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of  which  they  received  profits,  in  additional  price  on  account 
of  the  partial  sets,  stated  separately  for  each  space  of  time  ; 
that  the  wave-tuning  was  an  important  factor  in  producing 
the  additional  profits  for  the  partial  sets  ;  that  horizontal 
partial  sets  placed  on  the  upper  surface  of  the  reed-board  in- 
stead of  being  inclined  into  it,  not  covered  by  any  patent  and 
not  then  in  use,  would  have  been  practically  as  good  as  the 
inclined  sets  ;  that  the  orator  testified  that  he  should  judge 
that  a  firm  of  which  he  was  a  member  would  have  sold  at 
least  one  hundred  organs  a  month  more  than  they  did  if  they 
had  controlled  the  patent,  and  that  there  was  no  other  evi- 
dence  as  to  damages,  whereupon,  none  were  allowed  ;  and 
that  he  allowed  to  the  orator  the  whole  profits  stated,  subject 
in  whole  and  in  detail  to  the  opinion  of  the  court  upon  the 
questions  presented. 

The  principal  questions  raised  upon  the  report  and  excep- 
tions and  insisted  upon  in  argument  are,  whether  the  orator 
is  entitled  to  recover  for  anything  done  or  received  before  the 
actual  issue  of  the  patent ;  whether,  upon  the  facts  stated,  the 
orator  is  entitled  to  these  profits  at  all ;  whether,  if  entitled  to 
profits,  he  should  not  be  allowed  to  recover,  as  for  profits,  on 
those  infringing  organs  disposed  of  without  profits  on  that 
account  at  the  same  rate  as  on  those  for  which  profits  were 
received  ;  whether,  on  the  evidence,  some  damages,  in  addi- 
tion to  profits,  should  not  have  been  found  ;  whether  the 
orator  is  entitled  to  interest  on  the  profits  allowed,  and  if  so 
from  what  time  :  and  whether  he  is  entitled  to  any  costs  upon 
the  accounting,  or  in  the  suit. 

Although  this  patent  was  granted  under  the  Act  of  March 
2d,  1861,  which  provided,  in  Section  16,  that  all  patents 
should  remain  in  force  for  the  term  of  seventeen  years  from 
the  date  of  issue,  it  was  subject  to  the  provisions  of  Section  8 
of  the  Act  of  July  4th,  1836,  5  U.  S.  Stat,  at  Large,  117,  which 
were  not  superseded  by  the  Act  of  1861.  J)e  Florez  v.  Ray- 
nalds,  17  Off.  Gaz.,  503.  By  the  provisions  of  that  section, 
the  applicant  for  a  patent  could  have  it  take  date  from  the 
time  of  filing  the  specification  and  drawings,  but  not  more 
than  six  months  prior  to  the  actual  issue.  This  patent  was  not 
antedated  more  than  six  months,  and  came  within  those  pro- 
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visions.  It  is  not,  like  a  reissued  patent,  expressly  restricted 
in  operation  to  causes  of  action  thereafter  arising  ;  Act  of 
1836,  §  13  ;  Rev.  Stats.,  §  4916  ;  Afoffittw,  Garr,^  i  Black,  273  ; 
but  it  has  the  full  authority  of  the  Act  of  Congress  giving  it 
effect  from  the  prior  date.  And  Congress  has  as  full  power 
to  protect  the  rights  of  an  inventor  before  the  granting  of  a 
patent  as  after. 

The  wave-tuning  was  common  and  free  to  all  alike,*nhe 
same  as  the  wood  of  the  reed-boards,  or  the  metal  of  the 
reeds  ;  neither  the  defendants  nor  any  one  else  had  any  mo- 
nopoly of  it.  When  the  defendants  used  it  in  appropriating 
the  orator's  invention,  the  rights  and  liabilities  arising  were 
precisely  like  those  arising  from  the  use  of  the  wood  and 
metals  ;  that  is,  they  became  entitled  to  be  allowed  its  cost  in 
accounting  for  the  profits.  The  patented  invention  was  the 
orator's  property  ;  he  is  entitled  to  the  profits  of  the  use  the 
defendants  made  of  it,  which  was  the  difference  between  cost 
and  yield.  Rubber  Co,  v.  Goodyear y  9  Wall.,  788.  The  tuning 
cost  nothing  but  the  labor  and  skill  of  the  tuner,  and  for  that 
the  master  has  allowed.  The  sets  of  reeds  are  arranged  for 
making  music  by  being  tuned  in  any  mode  open  to  use,  and 
the  defendants  are  not  entitled  to  have  the  profits  of  the  par- 
tial set  governed  by  what  it  would  have  brought  indepen- 
dently of  this  kind  of  tuning  any  more  than  of  any  other,  nor 
any  more  than  they  are  entitled  to  have  them  reckoned  at 
what  tt  would  have  brought  independently  of  the  air  to  oper- 
ate the  reeds,  or  of  the  principles  of  music  by  which  the  in- 
struments could  be  played,  except  what  this  kind  of  tuning 
might  have  cost  more  than  those  would.  This  case  is  very 
different  from  Mowry  v.  Whitney^  14  Wall.  620,  relied  upon 
by  the  defendants.  There,  the  patent  was  for  a  process  of 
making  wheels,  which,  as  a  product,  were  not  covered  by  the 
patent.  The  defendants  were  charged  by  the  Circuit  Court 
with  the  whole  profits  on  the  wheels,  instead  of  the  profits  of 
the  savings  by  the  patented  process.  This  was  held  to  be 
wrong,  and  the  plaintiff  there  was  required  to  distinguish  the 
profits  due  to  the  patented  process  from  those  received  on  the 
whole  wheel,  before  he  could  recover  them.  What  was 
required  to  be  done  there  has  already  been  done  here.     Large 
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profits  were  made  by  these  defendants  on  these  organs,  aside 
from  those  on  the  partial  sets,  for  which  there  has,  apparently, 
been  no  attempt  to  charge  them.  The  master  has  carefully 
distinguished  the  profits  arising  directly  from  the  partial  set 
from  the  rest.  He  has  ascertained  the  difference  between 
what  it  cost  the  defendants  to  make  and  sell  that,  and  what  it 
brought  them.  This  was  the  profit  on  that  thing.  The  fact 
,that  the  defendants  might  have  employed  a  horizontal  partial 
set  to  nearly  or  quite  the  same  profit  does  not  vary  this  aspect 
of  the  case.  The  partial  set,  arranged  in  a  reed-board  accord- 
ing to  the  orator's  patent,  was  a  thing  by  itself,  different  from 
anything  else,  and  there  was  no  exact  equivalent  for  it.  It 
was  that  upon  which  they  made  the  profit  charged.  If  they 
had  employed  the  horizontal  set  instead  of  it,  they  would  not 
have  trespassed  upon  the  orator's  rights  ;  but  they  did  not 
take  that  course.  If  they  knew  then,  as  they  know  now,  that 
the  horizontal  set  would  answer  their  purposes  nearly  or  quite 
as  well,  they  preferred  to  take  the  orator's  invention.  Hav- 
ing done  that,  they  are  liable  to  account  to  him  for  what  they 
gained  by  that  taking,  without  reference  to  what  they  might 
have  gained  if  they  had  taken  something  else.  Elizabeth  v. 
Paveijunt  Co.,  97  U.  S.,  126.  The  difficulties  about  this  sub- 
ject consist  in  ascertaining  with  certainty  what  profits  are  due 
to  the  infringement.  In  Motvry  v.  Whitney^  where  a  process 
only  was  infringed,  what  was  made  by  the  process  only  was 
allowed.  In  Elizabeth  v.  Pavement  Co,^  where  the  product  was 
infringed,  the  profits  on  the  product  were  allowed.  Here,  the 
partial  sets  are  products,  the  profits  upon  them  are  ascer- 
tained, and  these  profits  must  be  allowed. 

As  no  profits  accrued  to  the  defendants  on  a  part  of  the 
organs  made  and  disposed  of  by  them  containing  the  orator's 
improvement,  none  can  be  decreed  to  the  orator  on  account 
of  that  infringement.  It  is  what  the  defendants  did  gain,  not 
what  they  might  have  gained,  that  they  are  accountable  for 
by  way  of  profits.  Livingston  v.  IVoodworth,  15  How.,  546  ; 
Elizabeth  v.  Pavement  Co.,  97  U.  S.,  126.  If  such  profits  when 
recovered  will  not  make  the  patentee  whole,  he  must  resort  to 
his  remedies  for  damages.  The  statute  provides  that  in  cases 
like  this  an  account  of  the  damages  may  be  taken,  and  they 
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be  decreed  to  the  orator.  Rev.  Stat.  U.  S.,  §  4921.  But 
they  must  be  proved  to  the  master,  as,  in  actions  at  law,  they 
must  be  to  the  jury.  This  case  furnishes  no  evidence  from 
which  such  damages  could  be  found  with  any  satisfactory  or 
sufficient  degree  of  exactness.  It  does  not  at  all  appear  that 
the  orator  would  have  supplied  organs  in  place  of  these  on 
which  no  profit  was  made  for  the  partial  set,  if  the  defendants 
had  not  disposed  of  them  without  profit ;  and,  without  some 
such  proof,  the  damages  could  not  be  found.  Buerk  v.  Im- 
haeuser^  14  Blatchf.  C.  C.  R.,  19.  Neither  does  the  evidence  as 
to  other  damages  afford  any  sufficient  basis  from  which  the 
master  would  be  warranted  in  finding  any.  It  did  not  ap- 
pear that  the  defendants  were  supplying  the  same  markets  or 
customers  as  the  orator  to  any  definite  extent.  Mayor ^  etc.^ 
of  New  York  v.  Ransom^  23  How.,  487  ;  Ingersoll  v.  Musgroi^e^ 
14  Blatchf.  C.  C.  R.,  541. 

According  to  these  views,  the  defendants  are  liable  to  ac- 
count to  the  orator  for  the  profits  actually  received  by  them 
from  the  use  of  his  invention  after  the  time  to  which  the  pat- 
ent was  antedated,  and  not  for  any  other  supposed  profits  or 
damages.  The  actual  cost  of  making  the  partial  sets  contain- 
ing the  invention  from  which  profits  were  received  was 
$53,909.28  ;  the  amount  actually  received  for  them  was  $202,- 
948.28  ;  and  the  actual  profit  on  account  of  them  was  $149,- 
039.00.  These  profits  came  to  the  defendants*  hands  in 
money,  and  the  amount  appeared  upon  their  books.  It  was 
received  for  an  infringement  upon  the  orator's  rights,  and 
they  became  trustees  of  it,  although  unwilling,  for  him  to 
whom  it  belonged.  They  knew  of  the  patent  in  suit,  although 
they  supposed  that  another  patent  to  the  plaintiff,  which  they 
owned,  covered  the  right  to  make  this  partial  set.  Such  an 
infringement  was  treated  as  being  deliberate  and  intentional 
by  Woodruff,  J.,  in  Russell  v.  Place^  9  Blatchf.,  C.  C.  R.,  173. 

In  Littlefield  v.  Perry\  21  Wall.,  205,  it  is  intimated  that  inter- 
est may  be  allowed  upon  profits  actually  realized  under  such 
circumstances,  in  order  to  give  complete  indemnity  for  the 
wrong.  On  principle,  money  so  received  ought  to  bear  inter- 
est while  wrongfully  detained.  Ekins  v.  East  India  Co.^  i  P. 
Wms.,  395  ;  People  v.  Gasherie^  9  Johns.,  71  ;    Wood  v,  Robbins^ 
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II  Mass.,  504  ;  Crane  v.  Thayer,  18  Vt.,  162.  Before  the  dis- 
dain: er,  however,  this  money  was  not  wrongfully  detained. 
Without  the  disclaimer,  as  has  been  held  in  this  case,  the 
orator  could  not  have  a  decree.  The  defendants  are  to  be 
supposed  as  having  known  that  he  had  a  right  to  disclaim, 
and  have  a  decree,  but  they  could  not  know  that  he  would 
disclaim,  and,  therefore,  could  not  know  that  they  would  have 
the  money  to  pay  over,  and  could  not  be  in  default  for  not 
paying  it  until  that  was  done,  and  the  evidence  of  it  pro- 
duced. While  the  money  so  lay  in  their  hands,  they  were  not 
wrongfully  detaining  it,  and  could  not  justly  be  charged  with 
interest  upon  it.  Hubbard  v.  Charleston  jR.  JR,  Co.,  ii  Met., 
124.  But  after  the  disclaimer  was  filed  in  the  Patent  Office, 
and  proof  of  it  filed  in  this  court,  and  decree  thereupon 
entered  that  the  defendants  should  account  to  the  orator  for 
the  profits  which  this  money  in  their  hands  represented,  they 
had  full  knowledge  of  the  orator's  right  to  the  money,  as 
those  rights  are  considered  in  this  court,  and  detained  the 
money  against  his  right,  and  should  be  charged  with  interest 
upon  it.  Steam  Stone  Cutter  Co,  v.  Windsor  Manufacturing  Co., 
Dist.  Vt.,  May  T.,  1879.*  The  proof  was  filed  and  the  decree 
entered  on  the  same  day,  so  there  is  no  question  as  to  whether 
interest  should  begin  to  run  from  one  date  or  the  other  in 
this  case. 

The  right  of  the  orator  to  costs  depends  wholly  upon  the 
provisions  of  the  statute.  They  are  a  creature  of  statutes, 
and  were  not  recoverable  at  all  at  common  law.  This  suit 
could  not  have  been  maintained  at  all,  but  for  the  provisions 
of  section  4,922,  Rev.  Stat.,  allowing  a  disclaimer  of  what 
would  otherwise  defeat  the  patent.  If  the  disclaimer  is  filed 
before  suit,  the  case  stands  as  to  costs  like  any  other  case  for 
infringement.  But,  where  the  disclaimer  is  not  filed  until 
after  suit,  although  that  may  not  prevent  a  decree  or  judg- 
ment for  the  plaintiff,  the  statute  is  express  that  in  every  such 
case  in  which  a  judgment  or  decree  shall  be  rendered  for  the 
plaintiff,  no  costs  shall  be  recovered.  The  provision  is  not 
that  no  costs  shall  be  recovered  until  after  disclaimer,  but  it 
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APRIL,    1880.  315 


Burdett  v,  Estey. 


is  as  extensive  as  the  whole  existence  of  the  case,  and  prohibits 
the  recovery  of  any  costs  at  all  in  the  case. 

Other  questions  have  been  debated  to  some  extent,  and 
considered,  but  they  either  relate  to  questions  of  fact  disposed 
of  by  the  master  upon  warrantable  evidence  before  him,  or 
are  not  controlling  upon  any  decisive  feature  of  the  case,  and 
no  further  notice  of  them  is  thought  to  be  necessary. 

It  follows  that  the  orator  is  entitled  to  a  decree  for  the  pay- 
ment to  him  by  the  defendants  of  the  sum  of  one  hundred 
and  forty- nine  thousand  and  thirty-nine  dollars  with  interest 
thereon  from  the  4th  day  of  December,  1878. 

The  foregoing  decision  embodies  the  concurring  views  of 
the  Circuit  Judge,  and  the  District  Judge  before  whom  the 
case  has  been  heard. 

The  exceptions  are  respectively  overruled,  and  sus- 
tained, accordingly  ;  the  items  relating  to  the 
twenty-nine  organs  on  which  no  profits  were  col- 
lected and  forty-six  organs  on  which  none  were 
charged  are  disallowed  ;  the  residue  of  the  report 
is  accepted  and  confirmed  ;  and  a  decree  there- 
upon ordered  for  the  payment  of  said  sum  with  in- 
terest to  this  6th  day  of  April,  1880,  which  amounts 
to  $11,972.79,  making  in  the  whole,  $161,011.79, 
and  for  execution  therefor. 

E,  W,  Stoughtan,  E.  /.  Phelps,  J.  M.  Tjler,  and  K,  Haskins, 
for  the  complainant. 

Dicker  son  &*  Beaman,  C.  iV.  Davenport^  and  Edward  Burke, 
for  the  defendants. 
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Daniel  Hoffman 
vs. 
Alfred  Young.     In  Equity. 

The  fact  that  a  combination  of  old  instrumentalities  affords  great  saving  of 
time  and  labor,  and  great  consequent  advantage  to  the  public,  will  not 
alone  support  a  patent ;  the  parts  must  combine  in  operation,  and  by 
their  joint  effect,  produce  a  new  result. 

The  several  parts  of  a  combination  need  not  act  simultaneously.  If  they 
are  so  arranged  that  the  successive  action  of  each  contributes  to  pro- 
duce the  result,  which,  when  obtained,  is  the  product  of  all  the  parts, 
viewed  as  a  whole,  a  valid  claim  for  the  combination  may  be  sustained. 

Two  things  are  necessary  to  a  patentable  combination  :  first,  a  novel  assem- 
blage of  parts  exhibiting  invention  ;  and,  second,  the  co6peration  of 
the  parts  in  producing  a  new  result. 

The  action  of  the  several  parts  of  a  patentable  combination  need  not  be 
simultaneous,  but  may  be  successive,  provided  the  action  of  each  part 
contributes  to  produce  the  result. 

(Before  Butler,  J.,  Eastern  District  of  Pennsylvania,  April,  1880.) 

Butler,  J. 

On  November  20,  1877,  letters  patent  No.  197,369,*  for  an 
improvement  in  tripod-heads  for  surveying  instruments,  were 
issued  to  the  complainant,  the  claims  in  which  are  as  follows- 
**  I.  The  combination,  with  the  plate  A,  having  central  opening, 
rt,  and  the  plate  C,  having  the  socket  c'  extending  through  said 
opening,  of  the  ball  D,  having  threaded  neck  d,  the  levelling- 
screw  plate  E,  having  ball  g,  and  the  instrument-plate  F,  hav- 
ing neck  c  and  socket  //,  substantially  as  specified.  2.  The 
combination,  with  the  base-plate  A,  having  central  opening, 
a,  and  the  socket-plate  C,  having  neck  r,  of  the  carry ing-pla^^ 
B,  having  aperture  d,  fitting  said  neck,  and  the  levelling 
mechanism  of  a  tripod-head,  substantially  as  specified.  3.  ^ 
tripod-head  having  a  ball-and-socket  joint  for  the  base-pla^^* 
in  combination  with  the  instrument-plate  F,  having  a  spherical 
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y^gewer  and  R.  \V.  Anderson,  for  the  complainant. 
\Eldredsf  and  IF/Z/zV/m  .ff/m/,  fur  the  defendant. 


John  Matthews 


Lalance  and  Grosjean  Manufacturing  Com- 
pany.   In  Equity.* 

I  in  equily  brought  (or  the  infringeincnt  of  five  parents,  ihe  bill 
■"erred  lliat  (he  defendant  hid  made  and  sold  Structures  each  of  which 
jnlained  (he  inventions  claimed  in  each  of  tlie  patents.  The  defendant 
ut  in  a  plea  which  amounted  lo  no  more  than  a  denial  of  such  aver* 
lenl.  The  plainlilT  replied  lo  the  plea  and  proofs  were  taken  as  lo 
whether  a  certain  structure  infringed  each  of  the  iive  patents  or  only 
three  of  them:  HtU,  that,  as  the  plainlilT  could  recover  in  Ihe  suit  even 

•  18  Blatchf.  C.  C.  R.,  84. 
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torelU's  invention.  The  points  of  difference  are  minutely  and 
intelligently  stated  by  the  complainant's  witnesses,  and  it 
would  be  profitless  to  repeat  them  here.  While  the  respond- 
ent's experts  pronounce  a  different  judgment,  a  comparison 
of  the  instruments  has  satisfied  us  they  are  materially  differ- 
ent. The  arched  bearing  surface  connected  with  the  levelling- 
screws  and  supporting  the  instrument-plate,  securing  a  steady 
firm  rest  for  the  instrument  and  utilizing  the  friction  pro- 
duced by  its  weight,  is  alone  sufficient  to  distinguish  the  com- 
plainant's invention  from  Pastorelli's. 

If,  however,  the  complainant's  invention  consisted  exclu- 
sively in  combining  the  former  separate  inventions  of  Young 
and  Pastorelli  in  one  instrument  with  the  result  here  exhibit- 
ed, we  would  still  hold  the  patent  valid.  That  it  required  in- 
vention to  do  this,  and  that  great  saving  of  time  and  labor 
in  adjusting  surveyors'  instruments,  and  great  consequent 
advantage  to  the  public  are  attained  by  such  combination,  is 
very  clear.  This  alone,  however,  would  not  support  the  pat- 
ent. A  mere  aggregation  of  old  parts  without  any  new  re- 
sult issuing  from  their  united  action  is  not  patentable.  The 
parts  must  combine  in  operation,  and,  by  their  joint  effect,  pro- 
duce a  new  result.  They  need  not  act  simultaneously.  If  so 
arranged  that  the  successive  action  of  each  contributes  to  pro- 
duce the  result  which,  when  obtained,  is  the  product  of  all  the 
parts,  viewed  as  a  whole,  a  valid  claim  for  this  combination  may 
be  sustained.  Williams  v.  R,  R.  €0,^1^  Off.  Gaz.,  653  ;  Waring 
y.  Wilkerson,  15  Off.  Gaz.,  246 ;  Forbush  v,  Cook^  20  Law  Rep., 
664 ;  Herring  v.  Nelson^  1 2  Off.  Gaz.,  753.  As  was  said  by  Com- 
missioner Leggett,  in  Zy/rr//  v.  Dryden^  3  Off.  Gaz.,  407,  neither 
the  courts  nor  commissioners  have  attempted  to  define  a  pat- 
entable combination  so  exactly  as  to  be  suited  to  universal 
application,  broad  enough  to  include  all  that  is  legitimate,  and 
narrow  enough  to  exclude  all  else.  It  would  seem,  however, 
from  the  decisions,  that  two  things  are  always  necessary ;  first, 
a  novel  assemblage  of  parts  exhibiting  invention  ;  second, 
the  cooperation  of  the  parts  in  producing  a  new  result.  By 
the  term  **  cooperate,*' however,  the  courts  do  not  mean  merely 
acting  together  or  simultaneously,  but  unitedly  to  a  common 
end — a  unitary  result.     Each  and  every  part  must  have  its  sub- 
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function  to  perform,  and  each  must  have  a  certain  relation  toj 
and  dependence  upon,  the  other. 

The  result  attained  by  the  complainant's  invention  is  the 
complete  and  expeditious  adjustment  of  surveyors'  instru- 
ments— their  erection  vertically  over  a  fixed  point  in  the 
ground  by,  substantially,  a  single  act  This  result  was  not  at- 
tainable before,  by  either,  or  both,  of  the  instruments  referred  to 
by  the  respondent.  The  result  is,  therefore,  new  in  the  sense 
here  involved,  and,  as  we  have  seen,  is  highly  beneficial.  In 
accomplishing  it,  the  shifting  and  levelling  devices  act  in  com- 
bination, each  working  to  this  end  and  uniting  in  its  produc- 
tion. Though  not  essential  that  they  should,  they  do,  or  at 
least  may,  act  simultaneously.  It  may  be  conceded  that  in 
this  aspect  the  case  is  near  the  border  line.  If  nearer,  how- 
ever, the  prima  facie  right  established  by  the  letters  patent 
(strengthened,  possibly,  by  the  respondent's  tardiness  in  dis- 
covering this  defence)  would  justify  a  decree  in  the  plaintiff's 
favor. 

Allen  H,  Gangewer  and  E,  W,  Anderson^  for  the  complainant. 

G.  Morgan  Eldredge  and  William  Ernst,  for  the  defendant. 


John  Matthews 


The  Lalance  and  Grosjean  Manufacturing  Com- 
pany.   In  Equity.* 

In  a  suit  in  equity  brought  for  the  infringement  of  five  patents,  the  bill 
averred  that  the  defendant  had  made  and  sold  structures  each  of  which 
contained  the  inventions  claimed  in  each  of  the  patents.  The  defendant 
put  in  a  plea  which  amounted  to  no  more  than  a  denial  of  such  aver- 
ment.  The  plaintiff  replied  to  the  plea  and  proofs  were  taken  as  to 
whether  a  certain  structure  infringed  each  of  the  five  patents  or  only 
three  of  them :  Held,  that,  as  the  plaintiff  could  recover  in  the  suit  even 

♦  18  Blatchf.  C.  C.  R.,  84. 
VOL.  V — 21 
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in  ten  days  after  notice  of  the  order,  shall  give  a  bond  with 
sufficient  security,  to  be  approved  by  the  clerk  of  the  court,  con- 
ditioned to  keep  an  account  of  all  the  hat -sweats  manufactured 
and  sold,  and  to  file  such  account  under  oath  once  in  three 
months  in  the  clerk's  office  of  this  court,  and  to  pay  the  amount 
of  any  final  decree  in  this  case;  the  penalty  of  the  bond  to  be 
$20,000,  or,  if  that  sum  be  regarded  too  large  or  too  small,  in 
such  other  amount  as  the  court  shall  order,  after  hearing  the 
parties. 

George  Harding  and  John  R,  Bennett,  for  the  complainant. 
A.  Q,  Keasbey  and  F,  M,  Olds,  for  the  defendant. 


Riley  Burdett 
vs,  I 

Jacob  Estey  et  al.  In  Equity. 

The  complainant's  patent  (dated  February  23d,  1869,  and  antedated  August 
24tb,  1868),  being  for  an  additional  partial  set  of  reeds  placed  in  the  com- 
mon double  reed-board  of  an  organ  between  the  short  reeds  of  the  other 
two  sets,  inclined  and  extending  downward  to  the  same  base  without 
separating  the  other  sets  any  farther  apart  than  they  would  be  alone, 
and  without  lengthening  the  valve  openings  or  increasing  the  power 
necessary  to  operate  the  instrument ;  and  this  new  set  being  described  as 
being  so  tuned  in  connection  with  the  other  sets  as  to  produce  a  wavy 
effect ;  and  the  patentee  also  having  described  and  claimed  independent 
dampers  for  each  set,  to  which,  however,  he  was  held  not  to  be  entitled, 
and  which  he  disclaimed  before  obtaining  a  decree  ;  and  the  master  haV' 
ing  found  that,  both  between  the  antedate  and  the  date  of  issue  of  the 
patent,  and  subsequently,  defendants  had  in  the  sale  of  their  organs, 
made  pro6ts  attributable  to  the  use  of  complainant's  invention  ;  and  the 
master  having  found,  also,  that  the  wave  tuning  (which  was  old  and 
well  known)  was  an  important  factor  in  producing  the  additional  profits 
from  the  infringing  partial  sets  of  reeds,  and  that  horizontal  partial  selSi 
which  might  have  been  used,  would  have  been  practically  as  good  as  the 
patented  inclined  sets  ;  and  the  master  having  found,  also,  that  com- 
plainant had  testified  (that  being  the  only  evidence  as  to  damages)  tb^^ 
a  certain   firm  of  which  he  was  a  member  would,    in  his  judgment) 
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if  Ihey  h»d  controlled  ihe  patent,  have  sold  100  organs  a  month  more 
than  they  actually  did  sell:  Htld,  that  the  master  was  correct  in  not 
allowing  damages  :  //f/J,  also,  that  complainant  was  entitled  to  carry 
his  recovery  of  prodls  back  to  the  time  to  which  the  patent  was  ante- 
dated :  ffflii,  also,  that  the  profits  to  be  recovered  were  the  difference 
between  what  it  cost  [he  defendants  to  make  and  sell  the  partial  set,  and 
what  it  brought  them,  notwilhsunding  the  fact  that  they  might  have 
employed  the  horiiontal  seL  The  case  of  Mowry  v.  IVhilitfy,  14  Wall., 
630,  distinguished. 

The  question  of  the  recovery  of  interest  on  Ihe  amounts  received  by  delend- 
ants,  as  affected  by  the  Dling  of  a  disclaimer  under  sectioD  4,912  ol  the 
U.  S.  Revised  Statutes,  considered. 

The  question  of  costs,  under  the  same  section,  also  considered. 

(Before  Wheeler,  J.,  District  of  Vermont,  April,  iBBo.) 

Wheeler,  ]. 

This  cause  has  now  been  heard  upon  the  master's  report, 
and  exceptions  thereto. 

The  patent  is  for  an  additional  partial  set  of  reeds,  placed 
in  the  common  double  reed-board  of  an  organ  between  the 
short  reeds  of  the  other  two  sets,  inclined  and  extending  down- 
ward to  the  same  base,  without  separating  the  other  sets  any- 
further  apart  than  they  would  be  alone,  and  without  length- 
ening the  valve  openings  or  increasing  the  power  necessary  to 
Operate  the  instrument,  and  is  dated  February  23d,  1869, 
antedated  August  24th,  186S.  The  specification  described 
tuning  this  set  on  a  key  slightly  different  from  that  of  the 
other  sets,  whereby  a  wavy  tone  of  music  would  be  produced, 
and  set  forth  independent  dampers  for  each  set,  which  were 
claimed  in  the  patent,  but  to  which  it  was  found  and  held 
that  the  inventor  was  not  entitled,  and  which  he  was  required 
to  disclaim  before  having  a  decree  ;  which  he  did,  and  filed 
proof  of  in  court,  December  4th,  1878,  whereupon,  a  decree 
was  entered  for,  among  other  things,  this  accounting. 

The  master  reports  that  between  August  24th,  1868,  the 
antedate  of  the  patent,  and  February  23d,  1869,  the  date  of 
its  actual  issue,  the  defendants  made  and  sold  a  considerable 
number  of  organs,  and  between  February  23d,  1869,  and  May 
ist,  1874,  a  large  number  more,  all  of  which  contained  partial 
sets  covered  by  the  orator's  patent,  and  on  all  but  a  very  few 
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inflexible  and  procrustean,  as  to   require   that   the    plaintiff 
should)  in  this  case,  be  held  to  have  put  himself  in  the  posi- 
tion, by  taking  issue  on  the  plea,  of  losing  the  benefit  of  a 
right  to  recovery,  which  he  would  have  had  if  the  same  mat- 
ter set  up  in  this  plea  had  been  set  up  in  an  answer.     The 
language  employed  by  text  writers  and  in  the  cases  cited  is  to 
be  interpreted  with  reference  to  the  facts  of  the  cases  to  which 
the  language  was  applied.     Undoubtedly,  pleas  in  some  cases 
are  allowable,  in  equity,  which  deny  merely  ^n  allegation  of 
the  bill.     An  instance  of  this  is  found  in  Burnham  v.  Range- 
leyy  I  Woodb.  &  M.,  7,  where  the  bill  described  the  plaintififs 
as  citizens  of  New  Hampshire  and  the  defendant  as  a  citizen 
of  Maine,  the  suit  being  in  the  Circuit  Court  for  Maine.     The 
defendant  pleaded  that  he  was  not  a  citizen  of  Maine,  when 
the  suit  was  brought,  but  a  citizen  of   Virginia.     If  he  was 
not  a  citizen  of  Maine,  the  court  had  no  jurisdiction.      Issue 
was  joined  on   the  plea.      If  the  plea  was  true  the  plaintiff 
could  not  recover.     But,  in  the  present  case,  the  plaintiff  may 
recover,  even  though  the  plea  is  true. 

In  Hughes  v.  Blake,   supra,  the  court,  without  applying  to 
that  case  the  rule  referred  to,  held  that  the  matters  set  forth 
in  the  plea  constituted  a  complete  defence  to  the  suit.     In 
Rhode  Island  v.  Massachusetts y  supra,  the  court,  while  announc- 
ing the  general  rule,  and  overruling  the  plea  as  multifarious, 
issue  not  having  been  joined  on  it,  said :  **  It  is  the  strict  and 
technical  character  of  these  rules  of  pleading,  and  the  danger 
of  injustice  often  arising  from  them,  which  has  given  rise  to 
the  equitable  discretion   always   exercised   by  the   Court   of 
Chancery  in  relation  to  pleas."     In  Stead's  Exrs.  v.  Course,  4 
Cranch,  403,  there  was  a  plea,  a  replication  of  it  and  testimony 
to  support  the  plea.     The  Circuit  Court  sustained  the  plea  and 
dismissed  the  bill.     The  Supreme  Court  say  :  "  The  only  ques- 
tions before  this  court  are  upon  the  sufficiency  of  the  plea  to 
bar  the  action,  and  the  sufficiency  of  the  testimony  to  support 
the  plea  as  pleaded.     On  the  first  point,  the  counsel  for  the 
plaintiff  has  adduced  authority  which  would  certainly  apply 
strongly,  if  not  conclusively  in  his  favor,  if  a  special  demurrer 
had  been  filed  to  the  plea :  but  as  issue  has  been  taken  on  it, 
the  court  thinks  it  sufficient,  since  it  contains,  in  substance. 
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matter  which,  if  true,  would  bar  the  action."  The  plaintiff 
contended  that  tlie  plea  was  substantially  defective,  and  con- 
tained defects  which  could  not  be  considered  as  cured  by  the 
replication.  The  court,  notwithstanding  the  replication  to 
the  plea,  examined  the  plea  so  far  as  to  see  whether  it  was  a 
good  plea  in  substance.  In  the  case  before  us,  the  plea  is 
clearly  bad,  in  substance. 

Rule  33,  in  equity,  provides,  that  "  if,  upon  an  issue,  the 
facts  stated  in  the  plea  be  determined  for  the  defendant,  they 
shall  avail  him  as  far  as  in  law  and  equity  they  ought  to 
avail  him."  If  the  Court  should  determine  for  this  defendant 
the  facts  stated  in  this  plea,  they  ought  not  to  avail  the  defend- 
ant to  secure  a  dismissal  of  the  bill,  the  plea  being  to  the 
whole  bill.  No  case  has  been  cited,  or  is  found,  where,  on 
such  a  bill,  and  such  a  plea,  and  such  an  issue,  the  Court  has 
refused  10  look  into  the  substance  of  the  plea,  or  has  dismissed 
the  bill,  when  the  plea  was  bad  in  substance,  although  the 
facts  set  up  in  the  plea  were  true.  Even  though  the  facts 
stated  in  this  plea  should  be  determined  for  the  defendant,  the 
proper  disposition  of  this  case  would  be  to  overrule  the  plea, 
as  bad,  in  substance.  Therefore,  the  testimony  taken  on  the 
issue  need  not  be  examined.  The  plea  must  be  overruled, 
and,  under  Rule  34,  with  costs.  Under  the  same  rule,  the 
defendant  will  be  allowed  to  answ^er  the  bill,  on  payment  of 
such  costs,  within  twenty  days. 

A.  V,  Briesen^  for  the  compIainanL 


B,  F.  Lie^  for  the  defendant- 
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EVALENA   L.    MeGRAW 

J.  Bond  Carroll  et  al.     In  Equity. 

The  complainant' s  patent  consisting  in  cutting  a  groove  of  considerable 
depth  tn  a  brush  block,  and  in  nailing  the  bristles  through  a  leather 
strip  iato  the  groove,  so  that  the  butts  of  the  bristles  being  bent  into  the 
curve  formed  by  the  groove  are  thus  fastened  more  securely,  and  are 
made  to  spread  and  ilare,  giving  the  brush  a  fuller  and  handsomer  ap- 
pearance, is  infringed  by  nailing  on  the  brush  block  a  narrow  strip  about 
as  thick  as,  and  in  lieu  of,  the  groove,  and  which  has  the  same  effect. 

(Before  Morris  and  Bond,  JJ.,  District  of  Maryland,  April,  1880.) 

Morris  and  Bond,  JJ. 

This  is  a  bill  for  injunction  and  account,  alleging  that  the 
respondents  are  infringing  Patent  No.  160,933,  granted 
March  i6th,  1875,  to  William  A.  Megjaw,  for  an  improvement 
in  brushes,  which  patent  now  belongs  by  assignment  to  the 
complainant. 

The  invention  consists  in  cutting  a  groove  of  considerable 
depth  in  the  brush  block,  and  in  nailing  the  bristles  through 
a  leather  strip  into  the  groove,  so  that  the  butts  of  the  bristles 
being  bent  into  the  curve  formed  by  the  groove,  they  are 
thus  fastened  more  securely,  and  are  made  to  spread  and  flare, 
giving  the  brush  a  fuller  and  handsomer  appearance,  making 
it  more  salable,  and,  it  is  claimed,  more  serviceable.  The  de- 
fences set  up  in  the  answer  are  want  of  novelty  and  absence 
of  utility  in  the  invention,  and  a  denial  that  the  brushes  man- 
ufactured by  the  respondent  are  an  infringement  of  the  com- 
plainant's patent. 

The  evidence  produced  by  the  respondents,  tending  to 
show  use  of  the  same  device  by  others  prior  to  the  date  of 
the  application  for  the  Megraw  patent,  has  failed,  in  our  judg- 
ment, to  countervail  the  presumption  which  the  issuing  of  the 
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patent  creates  in  favor  of  the  patentee,  and  the  testinrony  of 
the  witnesses  in  support  of  its  novelty. 

It  appears  that  in  the  old  tied  brush  there  was  always  a 
small  groove  in  the  block,  the  only  purpose  of  which,  how- 
ever, was  to  sink  the  knot  of  the  cord.  It  was  not  used  at  all 
on  the  brushes  made  with  straps  and  nails.  But  it  does  not 
appear  that  there  was  any  thought  then  of  having  the  groove 
deep  enough  to  serve  any  useful  purpose  in  connection  with 
brushes  made  in  that  manner.  No  one  had  then,  so  far  as 
the  evidence  shows,  brought  into  use  the  idea  of  having  the 
groove  of  a  considerable  depth,  and  of  forcing  the  butts  of 
the  bristles  to  bend  into  it,  and,  by  that  means,  prevent  their 
being  pushed  up  or  pulled  out,  and  at  the  same  time  give 
them  a  flare,  and  spreading  them. 

This  was  the  invention  of  Megraw,  and  the  remarkable  in- 
.crease  in  the  demand  for  brushes  of  the  class  that  are  now 
made  in  that  mode,  as  shown  by  the  testimony,  together  with 
the  respondents*  substantial  imitation  of  it,  and  the  direct 
testimony  of  the  complainant's  witnesses,  are  conclusive 
proofs  of  its  usefulness. 

The  brushes  made  by  the  respondents  do  not  have  a  deep 
groove  cut  in  the  brush  block,  but  in  lieu  thereof  a  narrow 
strip  about  as  thick  as  the  groove  is  deep,  nailed  on  the 
block,  which  has  the  same  effect  as  the  groove  and  is,  obvi- 
ously, and  indeed  confessedly,  put  on  to  produce  that  effect. 
A  groove  or  channel  can  as  well  be  made  by  nailing  a  nar- 
row strip  on  and  thus  raising  the  surface  of  the  block  as  by 
cutting  a  strip  out  and  thus  sinking  a  groove  into  it.  This  is 
what  the  respondents  have  done,  and  we  are  satisfied  that 
one  is  the  mechanical  equivalent  of  the  other. 

In  our  judgment,  the  complainant  is  entitled  to  the  relief 
prayed  for  in  her  bill,  and  we  will  so  decree. 

Charles  Afar  shall  and  G,  H.  Howard^  for  the  complainant. 


W,  H.  Cautariy  for  the  defendants. 
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Rafael  Pentlarge 

vs* 

William  R.  Beeston  et  al.    In  Equity.* 

In  a  suit  in  equity,  brought  in  this  court  by  W.  against  F.,  for  the  infringe- 
ment  of  a  patent,  a  compromise  was  made,  by  a  contract,  whereby  F. 
admitted  the  validity  of  the  patent,  and  consented  to  a  decree  for 
$2,000  and  for  a  perpetual  injunction,  and,  on  the  entry  of  such  decree 
and  the  payment  of  the  $2,000,  W.  was  to  grant  to  F.  a  license  under 
the  patent,  with  a  provision  therein,  that,  if  F.  should  fail  to  pay  a 
specified  royalty,  or  should  sell  the  patented  article  below  a  specified 
price,  W.  should  be  entitled  to  revoke  the  license,  by  notice.  The 
decree  was  entered,  the  $2,000  paid,  the  perpetual  injunction  issued 
and  served,  and  the  license  given.  Afterwards  W.  gave  notice  of  the 
revocation  of  the  license,  for  an  alleged  violation  of  iis  terms  by  F.  as 
to  the  selling  price.  F.  continuing  to  make  the  patented  article,  W. 
applied  for  an  attachment  for  a  violation  of  the  injunction.  F.  then 
applied  for  a  stay  of  the  contempt  proceeding,  setting  forth  that  he  had 
brought  a  suit  against  W.  in  a  State  court  of  New  York,  setting  up 
that,  since  he  made  the  compromise,  he  had  discovered  an  English 
patent  earlier  than  that  of  W.,  lor  the  same  invention,  and  praying  that 
the  agreement  of  compromise  be  set  aside,  and  that  the  State  court 
had  enjoined  W.  from  disturbing  F.  in  making  the  patented  article : 
Held, 
(x.)  The  injunction  of  this  Court  was  not  made  null  by  the  granting  of 

the  license ; 
(2.)  The  effect  of  a  termination  of  the  license  would  be  to  make  that 

injunction  available ; 
(3.)  The  contempt  proceeding  ought  to  be  stayed  until  a  termination 

ol  the  suit  in  the  State  court. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  April,  1880.) 

Benedict,  J. 

This  case  comes  before  the  court  upon  a  motion  on  the  part 
of  the  defendants  for  the  stay  of  a  proceeding  instituted  by  the 
plaintiff,  in  this  court,  to  punish  the  defendants  for  contempt, 

♦  18  Blatchf.  C.  C.  R.,  38. 
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because  of  a  violation  by  them  of  a  perpetual  injunction, 
whereby  they  were  restrained  from  making  a  certain  form  of 
bungs  for  casks,  described  in  a  patent  issued  to  the  plaintiff  and 
known  as  reissue  No.  5,937. 

Of  the  many  proceedings  had  in  this  court,  between  these 
parties,  arising  out  of  this  patent,  the  following  must  be  men- 
tioned, in  order  to  an  understanding  of  the  questions  presented 
by  this  motion.  In  April,  1877,  the  plaintiff  filed  his  bill,  in 
this  court,  against  the  above-named  defendants,  in  which  he 
set  forth  the  issuing  of  the  said  patent  and  the  infringement 
thereof  by  the  defendants,  and  prayed  to  be  awarded  damages 
for  said  infringement,  and  a  perpetual  injunction  to  restrain 
the  defendants  from  using  his  invention  in  the  future.  After 
issue  had  been  joined  in  that  action,  and  on  the  3d  of  January, 
1878,  an  agreement  of  compromise  was  entered  into  between 
the  plaintiff,  on  the  one  side,  and  the  defendants,  on  the  other, 
in  which  it  was  provided,  among  other  things,  (i),  that  the  de- 
fendants should  admit  the  validity  of  the  plaintiff's  patent,  and 
his  exclusive  right  to  the  invention  therein  described,  and  that 
the  defendants  should  cease  infringing  upon  his  rights  as  sole 
owner  of  the  said  invention  ;  (2),  that  the  defendants  should 
consent  to  a  final  decree  in  this  action,  awarding  the  plaintiff  the 
sum  of  $2000  for  his  damages  by  reason  of  past  infringements, 
and  directing  that  the  defendants  be  perpetually  enjoined  from 
using  the  said  invention  in  the  future ;  (3),  that,  upon  the  entry 
of  such  a  decree,  and  the  payment  of  the  damages  agreed  on, 
the  plaintiff  should  grant  to  the  defendants,  and  the  defendants 
should  accept,  a  license  to  use  the  said  invention.  The  terms 
of  the  license  were  particularly  specified  in  this  agreement 
of  compromise,  and  one  of  its  provisions  is,  that,  in  case  of  a 
failure  of  the  defendants  to  pay  the  royalty  specified  therein, 
or  maintain  the  selling  price  of  the  bungs  at  the  agreed  rate, 
the  plaintiff  should  be  entitled  to  revoke  the  license,  by  giving 
written  notice  of  revocation  to  the  defendants.  In  pursuance 
of  this  written  contract  between  the  parties,  a  final  decree  was 
entered,  in  this  action ,  according  to  the  prayer  of  the  bill,  and 
awarding  the  plaintiff  $2,000  for  his  damages,  and  directing 
the  issue  of  a  perpetual  injunction,  forbidding  the  use  of  the 
said  invention  by  the  defendants.     Upon  the  entry  of  such  de- 
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cree,  the  defendants  paid  the  damages  and  costs,  and  received 
from  the  plaintiff  a  license  to  use  the  invention,  as  provided  in 
the  agreement  of  compromise.  Under  this  license,  the  defend- 
ants continued  to  manufacture  bungs  of  the  form  described  in 
the  plaintiff's  patent,  until  July  5th,  1879,  when  the  plaintiff 
gave  notice  of  revocation  of  the  license,  upon  the  ground  that 
it  had  been  violated  by  the  defendants,  by  selling  bungs  at  less 
than  the  prescribed  price.  The  defendants  disregarded  this 
notice  of  revocation  of  the  license,  and  continued  to  use  the 
plaintiff's  invention.  Thereupon,  the  plaintiff  applied  to  this 
court  for  an  attachment  against  them,  to  enforce  their  obe- 
dience to  the  perpetual  injunction  theretofore  issued  out  of 
this  court,  according  to  the  direction  in  the  final  decree  herein. 
A  reference  was  thereupon  ordered,  to  take  proofs  respecting 
the  acts  charged  upon  the  defendants,  and  also  respecting  the 
ciicumstances  under  which  the  notice  of  revocation  of  the  li- 
cense had  been  given.  Pending  that  reference,  the  defendants 
make  the  present  application,  that  all  further  proceedings  to 
punish  them  for  contempt  be  stayed. 

In  support  of  this  application,  it  is,  first,  contended,  that  the 
perpetual  injunction  was  rendered  of  no  effect  by  the  granting 
of  the  license.  But,  it  seems  plain,  that  the  granting  of  a  li- 
cense by  the  plaintiff  could  not  deprive  of  vitality  a  writ  of  in- 
junction issued  by  the  court  in  pursuance  of  its  final  decree. 
In  the  absence  of  any  order  of  the  court  to  recall  the  writ,  or 
suspend  its  operation,  I  cannot  doubt  that  it  still  remains  alive, 
and  affords  foundation  for  a  commitment  of  the  defendants,  if 
equity  requires  such  action  on  the  part  of  the  court.  Perpetual 
injunctions  are  founded  on  the  equity  of  relieving  a  man  from 
the  necessity  of  bringing  action  after  action.  Kerr  on  Injuru- 
tionSy  p.  44.  The  operation  of  such  an  injunction  may  be  sus- 
pended, for  a  given  time,  by  the  action  of  the  court.  Id^  p. 
47.  But,  unless  suspended  or  recalled  by  the  court,  a  per- 
petual injunction,  issued  upon  final  decree,  continues  in  ex- 
istence and  may  be  enforced  at  any  time. 

The  real  question  raised  by  the  license  is  not  as  to  the  power 
of  the  court  to  compel  obedience  to  the  injunction,  but 
whether  the  plaintiff  has  not,  by  granting  the  license,  acquiesced 
in  the  breach  of  the  injunction,  and  so  deprived  himself  of  the 


APRIL,    1880. 


329 


Pentlarge  v.  Beeston. 


right  to  demand  a  commitment  of  the  defendants.  Mills  v.  Cobby, 
I  Merivale,  3  ;  Kerr  on  Injunctions^  p.  578.  Upon  this  question, 
it  may  be  said,  that,  if  the  understanding  between  the  parties 
had  been  that  the  injunction  should  be  superseded,  there  would 
be  little  difficulty  in  holding  that  the  plaintiff  had  waived  his 
right  to  demand  a  commitment  of  the  defendants,  notwith- 
standing their  omission  to  apply  for  a  suspension  of  the  injunc- 
tion by  the  court.  But,  such  could  not  have  been  the  inten- 
tion of  these  parties.  The  license  forms  part  of  the  agreement 
of  compromise  of  January  3d,  1878,  made  prior  to  the  entry  of 
the  final  decree.  That  agreement  provides,  in  express  terms, 
not  only  for  the  license,  but  for  a  final  decree  and  a  perpetual 
injunction.  The  careful  provision,  in  this  contract,  for  the  is- 
suing of  a  perpetual  injunction,  forbids  the  conclusion  that  it 
was  intended  that  the  injunction,  when  issued,  should  be  for- 
ever inoperative  and  of  no  avail  to  the  plaintiff.  To  suppose 
such  an  intention  is  to  suppose  that  the  provision  for  a  per- 
petual injunction  was  intended  to  be  vain  words,  without 
meaning  or  effect.  Moreover,  the  acts  of  the  parties  are  not 
in  harmony  with  such  an  understanding,  for,  not  only  was  a 
final  decree  directing  a  perpetual  injunction  entered  upon 
notice,  without  objection,  but  the  writ  of  injunction  was 
actually  issued  in  pursuance  of  the  decree  and  served  upon 
the  defendants  by  the  marshall,  all  without  objection  or  ques- 
tion by  the  defendants.  The  only  understanding,  consistent 
with  the  terms  of  the  compromise  and  the  acts  of  the  parties 
is,  that  it  was  intended  that  the  plaintiff  should  make  no  com- 
plaint respecting  the  disobedience  of  the  injunction  during  the 
existence  of  the  license,  but  that,  in  case  of  a  termination  of 
the  license,  the  injunction  should  be  available  to  the  plaintiff 
for  the  protection  of  his  rights  as  fixed  by  the  final  decree. 

The  next  position  taken  by  the  defendants  is,  that  the  plain- 
tiff himself  was  the  first  to  break  the  agreement  respecting 
the  price  at  which  the  bungs  were  to  be  sold,  and  that  the 
notice  of  revocation  was  not  given  in  accordance  with  the 
terms  of  the  license,  or  because  of  any  substantial  violation  of 
the  license  by  the  defendants,  but  for  the  purpose  of  compel- 
ling the  defendants  to  buy  the  plaintiff's  patent.  If  the  de- 
fendants were  now  insisting  upon  their  right  to  the  license, 
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there  might  be  a  question  whether  it  would  be  competent  for 
the  court  to  pass  on  the  effect  of  the  notice  of  revocation, 
upon  a  motion  to  attach  the  defendants  for  contempt  Al- 
though, in  this  instance,  the  license  is  in  writing,  and  no  con- 
troversy exists  as  to  its  terms,  the  remarks  of  the  Supreme 
Court  in  HarUll  v.  Tilghmatiy  99  U.  S.,  556,  are  calculated  to 
render  it  doubtful  whether,  in  the  absence  of  a  termination  of 
the  license  by  mutual  agreement  or  final  decree,  a  revocation 
of  the  license  could  be  held  to  have  been  effected  by  the  notice 
given.  But,  the  difficulty  with  the  defendants*  position  is,  that 
they  now  deny  the  plaintiff's  power  to  grant  a  license,  and  as- 
sert a  right  to  use  the  invention  described  in  the  plaintiff's 
patent  without  regard  to  license,  and,  in  fact,  are  now  using 
that  invention  un^er  a  claim  of  right  outside  of  the  license. 
So  long  as  the  defendants  maintain  their  present  attitude  in  re- 
gard to  the  plaintiff's  patent,  the  circumstances  attending  the 
notice  of  revocation  of  the  license,  as  well  as  the  effect  of  that 
notice,  are  wholly  immaterial. 

The  next  position  taken  by  the  defendants  is,  that  they  have 
become  entitled  to  have  the  agreement  of  compromise  set  aside, 
because  of  the  discovery  of  a  fact  of  which  they  were  ignorant 
at  the  time  of  entering  into  that  agreement,  viz.,  that  there  was 
in  existence,  prior  to  the  date  of  the  plaintiff's  invention,  an 
English  patent  issued  to  one  Taylor,  for  the  same  invention 
described  in  the  plaintiff's  patent;  that  the  Taylor  patent  has 
expired,  and  all  persons  are  now  at  liberty  to  use  the  invention 
therein  described;  and  that  they  have  presented  those  facts  to 
the  Supreme  Court  of  this  State,  by  a  suit  against  this  plaintiff, 
which  they  were  compelled  to  bring  in  a  State  Court  because 
all  the  parties  are  citizens  of  this  State,  in  which  suit  they  have 
prayed  that  the  agreement  of  compromise  made  between 
them  and  the  plaintiff  may  be  set  aside,  and  the  plaintiff  per- 
petually enjoined  from  enforcing  said  agreement,  or  in  any 
way  availing  himself  thereof.  In  support  of  this  position  the 
defendants  have  exhibited  to  this  court  the  complaint  filed 
in  the  State  Court,  as  well  as  a  provisional  injunction  issued 
by  the  State  Court,  directing  the  plaintiff,  among  other  things, 
to  refrain  from  interfering  in  any  manner  with,  or  disturbing, 
these  defendants  in  making,  using  and  selling  the  bungs  which 
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the  defendants  were  licensed  to  sell  by  the  license  already  re- 
ferred to,  and  from  interfering  with  the  defendants'  dealings 
with  other  persons  respecting  said  bungs,  by  intimidating  or 
preventing  the  customers  of  the  defendants  from  dealing  with 
them  for  said  bungs.  Notwithstanding  the  scope  of  this  in- 
junction issued  out  of  the  State  Court,  the  question  whether 
the  pending  proceeding  to  punish  the  defendants  for  contempt 
shall  go  on  or  be  stayed  is  to  be  decided  by  this  court,  and  not 
by  the  State  Court.  Nor  has  the  contrary  been  contended 
here.  But,  it  is  contended,  that  the  contempt  proceeding  will, 
of  necessity,  involve  the  question  as  to  the  effect  of  the  invalid- 
ity of  the  agreement  of  compromise  upon  the  liability  of  the 
defendants  to  punishment,  and  that  this  question  cannot  with 
propriety  be  passed  on  by  this  court  at  this  (inie,  upon  a  mo- 
lion  to  commit  the  defendants,  but  should  be  left  to  be  deter- 
mined by  the  suit  brought  in  the  State  Court.  To  this  posi- 
tion taken  by  the  defendants  I  have  given  careful  attention,  and 
with  a  sincere  desire  not  to  deprive  the  plaintiff  of  any  right 
that  he  may  have  to  ask  an  adjudication  of  this  question  at 
the  hands  of  this  court ;  and  my  conclusion  is,  that  the  plain- 
tiff will  be  deprived' of  no  right,  by  staying,  for  the  present, 
the  proceeding  to  punish  the  defendants  for  contempt,  and  that 
the  action  taken  by  the  State  Court  renders  it  proper  that  such 
proceeding  should  be  stayed  until  the  State  Court  shall  have 
determined  the  questions  of  which  it  has  become  possessed  by 
the  suit  there  instituted.  That  the  State  Court  has  jurisdiction 
to  entertain  that  suit  and  to  determine  whether  the  license  has 
or  has  not  been  lawfully  revoked,  and  whether  the  agreement 
of  compromise  shall  be  set  aside  or  upheld,  must  be  deemed  to 
be  settled  by  authority.  Hartell  v.  Tilghman^  and  cases  cited, 
99  U.  S.,  547.  It  is  true,  that  a  determination  respecting  the 
validity  of  the  agreement  of  compromise  may  be  made  to  de- 
pend upon  the  construction  to  be  given  to  the  two  patents  in 
question,  and  so  a  question  arising  under  the  patent  laws  be 
determined  by  a  State  Court ;  but  such  a  question  is  not  neces- 
sarily to  be  decided  by  the  State  Court,  for  it  may  be  held 
that  ignorance  of  the  existence  of  the  Taylor  patent,  what- 
ever may  be  its  terms,  affords  no  ground  upon  which  to  set 
aside   the  agreement  of   compromise.      It   seems,    therefore. 
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that  the  jurisdiction  of  the   State   Court    to    entertain    the 
action   there  brought  is   not  open  to  be  questioned.     Thus 
much  being  conceded,  it  is  impossible  to  deny  the  competency 
of   the  State   Court   to   determine   whether,    in    equity,   the 
plaintiff    should   be  allowed  to   derive  advantage  from   the 
agreement  of  compromise,  or  to  treat  the  license  as  revoked, 
during  the  pending  of  the  suit  there  brought,  and,  inasmuch 
as  the  State  Court,  after  hearing,   has  decided   that,  during 
the  pendency  of  the  suit,  the  plaintiff  is  not  entitled  to  derive 
any  advantage  from  the  agreement  of  compromise  or    from 
his   notice   of   revocation  of  the  license,   that  determination 
would  seem  to  entitle  the  defendants  to  a  stay  of  a  proceeding 
of  the  character  now   pending   against   them   in  this  court. 
For,  that  proceeding  arises  out  of  acts  which  the  provisional 
injunction  issued  by  the  State  Court  permits  the  defendants 
to  do  during  the  pendency  of  the  State  Court  suit.      So  that, 
should  a  commitment  of  the  defendant  be  the  result  of  the 
pending  proceeding  in  this  court,  the  defendants  will  be  pun- 
ished by  this   court  for  doing  acts  in  all  respects  similar  to 
the  acts  which  a  competent  court,  in  an   action  between  the 
same  parties,  has  declared  the  defendants  \o  be  entitled  to  do 
until  the  question  of  the  validity  of  the  agreement  of  com- 
promise has  been  passed  on  ;  and  that  upon  a  motion.     Still 
further,  the  pending  contempt  proceeding  will  be  of  no  avail 
to  the  plaintiff  unless  it  be  followed  so  far  as  to  compel  the 
defendant  to  desist  in   future  from  manufacturing  bungs  of 
the  description   covered  by  the  license.     The  very  acts  per- 
mitted by  the  provisional  injunction  of  the  State  Court  are, 
therefore,  in  reality,  the  acts  sought  to  be   stopped  by  the 
pending  proceeding  in  this  court.      It  can  hardly  be  that  the 
plaintiff  is  entitled,  as  a  matter  of  right,  in  this  way  and  by 
motion,  to  bring  in  review  before  this  court  the  action  of  the 
State  Court,  or,  by  means  of  a  motion  to  attach  the  defend- 
ants, to  call  upon  the  court  to  pass  upon  questions  of  which 
the  State  Court  has  become  possessed  by  a  formal  suit  there 
duly  instituted. 

It  has  been  strongly  insisted^  on  behalf  of  the  plaintiff, 
that  his  rights  in  this  court  rest  upon  the  final  decree  of  this 
court,   and   cannot    be  affected   by  any  action   of  the   State 
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Court  in  the  suit  referred  to.  But,  the  fact  that  the  final 
decree  of  this  court  was  made  by  consent  and  not  upon  a 
determination  of  the  court,  and  that  such  consent  is  con- 
tained in  the  agreement  of  compromise,  cannot  be  disre- 
garded. In  a  certain  modified  sense,  the  decree  is  part  of  the 
contract  now  before  the  State  Court,  so  that,  while  much 
question  may  be  made  as  to  the  effect  of  a  decree  of  the 
State  Court,  setting  aside  the  agreement  of  compromise, 
upon  the  decree  entered  in  this  court,  equity  would  seem  to 
require,  that,  in  case  the  agreement  of  compromise  be  set 
aside  by»  the  decree  of  the  State  Court,  such  a  decree  be 
treated  in  this  court  as  a  sufficient  ground  for  refusing  to 
commit  the  defendants  for  acts  done  in  violation  of  a  per- 
petual injunction  that  has  its  foundation  in  that  agreement. 
These  considerations  have  impelled  me  to  the  conclusion,  that 
the  defendants  are  entitled  to  the  relief  they  now  seek.  In 
coming  to  this  conclusion,  reached  after  full  advisement,  I 
have  not  been  unmindful  of  the  consideration  pressed  upon 
me  so  earnestly,  that,  unless  the  permanent  injunction  of  this 
court  be  now  enforced,  the  plaintiff,  although  he  has  a  most 
formal  admission  from  the  defendants  of  the  validity  of  his 
patent,  and  in  addition,  has  the  decree  of  this  court,  obtained 
upon  a  compromise  and  without  fraud,  sustaining  his  patent 
in  all  respects,  and  although  infringement  of  his  patent  is 
admitted,  is  in  no  better  position  than  he  would  be  if  the 
agreement  of  compromise  had  been  declared  void,  the  decree 
against  the  defendants  in  this  action  set  aside,  and  a  decree 
adverse  to  his  patent  rendered.  But,  this  consideration, 
strong  as  it  is,  is  one  to  be  addressed  to  the  State  Court, 
which  has  acquired  jurisdiction  over- the  agreement  of  com- 
promise upon  which  the  plaintiff^s  decree  is  founded,  and 
where  full  power  exists  to  relieve  any  hardships  that  have 
arisen  from  its  action.  An  order  must,  accordingly,  be  en- 
tered, staying  the  further  prosecution  of  the  pending  pro- 
ceeding to  punish  the  defendants  for  contempt,  until  the 
hearing  and  determination  by  the  State- Court  of  the  action 
there  instituted  by  these  defendants,  or  the  further  order  of 
this  court.  But,  in  making  such  order,  I  do  not  intend  to  ex- 
press any  opinion  as  to  the  plaintiff's  right  to  proceed  with 
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any  formal  action  already  brought  in  this  court,  or  by  a 
formal  action  in  this  or  any  other  court  of  the  United 
States,  to  seek  such  relief  as  it  may  be  competent  for  those 
courts  to  grant,  upon  bill  filed.  The  reasons  I  have  now  as- 
signed  for  granting  the  application  of  the  defendants  are  of 
equal  force  to  compel  a  conclusion  against  the  alternative  ap- 
plication made  by  the  plaintiff,  and  that  application  is,  there- 
fore, denied. 


Preston  Stevenson^  for  the  complainant. 
Tracy ^  BroiUuad  b*  Allen^  for  the  defendants. 


John  S.  Perry,  Trustee,  etc., 

vs. 
Dennis  G.  Littlefield  et  al.     In  Equity. 

The  decision  in  Perry  v.  Littlefield,  4  Bann.  &  Ard.  624,  reviewed  on  moiion 
to  dissolve  ihe  injunction  therein  granted,  and  confirmed. 

(Before  Blatchford,  J.,  Northern  District  of  New  York,  April,  1880.) 

Blatchford,  J. 

This  case  has  been  again  presented  to  the  court  on  a  sec- 
ond motion  to  dissolve  the  injunction  granted  against  the  use 
by  the  defendants  of  the  invention  claimed  in  the  reissued 
patent,  granted  to  Littlefield,  May  31st,  1870,  the  surrendered 
patent  having  been  granted  to  him  March  13th,  1866. 

1.  A  large  part  of  the  defendants*  papers  on  this  motion 
are  addressed  to  a  point  not  involving  anything  pertinent  to 
the  motion,  namely,  an  allegation  that  this  court  was  mis- 
taken in  saying,  in  its  decision  on  the  demurrer  in  this  case, 
that  the  patents  of  December  19th,  1862,  and  August  iSth, 
1863,  were  the  subjects  of  controversy  in  the  former  suit.  I 
see  no  reason  now  to  think  that  an  error  was  made. 

2.  The  **  special  notice**  of  January  24th,  1866,  set  out  in 
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the  answer  cannot  have,  of  itself,  the  effect  to  vary  the  rights 
of  the  parties  under  the  formal  agreement  of  that  date. 

3.  No  ground  is  seen  for  doubting  that  the  result  arrived 
at  in  the  decision  in  this  court  on  the  demurrer  was  correct, 
nor  is  any  satisfactory  reason  shown  for  dissolving  the  in- 
junction. 

Hamilton  Harris^  for  the  complainant. 

Edward  F.BuUard,  for  the  defendants. 


The  Steam  Stone  Cutter  Company 

The  Windsor   Manufacturing  Company  et  al.    In 

Equity.* 

The  master^s  former  report  as  to  profits  in  this  case,  17  Blatchf.  C.  C.  R.,  24, 
reviewed  and  confirmed. 

Interest  allowed  on  profits. 

The  question  reserved  as  to  an  injunction  beyond  the  term  of  the  patent  as  to 
machines  made  during  the  term. 

(Before  Wheeler,  J.,  District  of  Vermont,  April,  i88a) 

Wheeler,  J. 

This  cause  (17  Blatchf.  C.  C.  R.,  24)  has  now  been  further 
heard  upon  the  additional  report  of  the  master  filed  therein, 
and  exceptions  to  that  report.  The  report  does  not  specifi- 
cally answer  what  was  submitted  to  the  master  in  the  order 
of  re-commitment,  but  what  is  reported  covers  the  whole 
ground  which  before  was  wanting  and  in  doubt.  The  former 
report  showed  the  entire  cost  of  the  eleven  machines  sold,  in 
specific  expense  for  labor  and  materials  actually  employed 
upon  the  machines  themselves,  and  in  miscellaneous  and 
general  outlay,  and  showed  what  the  bow-spring,  on  which 
the  defendants  have  a  patent,  brought  above  its  cost,  but 
did  not  show  what  its  cost  was,  so  that  the  cost  of  making 

*  18  Blatchf.  C.  C.  R.,  47. 
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and  selling  the  defendants'  invention  could  be  deducted  from 
the  cost  of  making  and  selling  the  whole,  so  as  to  show  the 
distinct  cost  of  making  and  selling  the  orator's.  That  want 
is  now  supplied,  and  it  appears  that,  in  the  opinion  of  the 
master,  the  bow-spring  cost,  in  actual  labor  and  material, 
$135.19,  and  in  general  and  miscellaneous  expenses  allowed, 
$114.81,  making  $250  for  each  machine. 

In  connection  with  the  former  report  it  now  ap- 
pears that  the  whole  of  the  eleven  machines 
cost $39,575  81 

that  the  how-spring  cost 2,750  00 

leaving  the  cost  of  parts  embodying  orator's  in- 
vention       $36,825  81 

That  the  whole  eleven  machines  brought $58,500  00 

of  which  the  bow-spring  brought 11,000  00 

leaving  due  to  the  parts  containing  orator's  in- 
vention       $47,500  00 

Deducting  the  cost  of  these  parts 36,825  81 

and  there  remains  net  profit $10,674  19 

To  this  is  to  be  added  profits  on  repairs Ij732  00 

and  profits  on  cutting  done 810  03 

which  make $13,216  22 

net  profits  in  the  hands  of  the  defendant  the  Windsor  Manu- 
facturing Company,  October  ist,  1870,  received  solely  from 
the  sale  and  use  of  the  orator's  patented  invention.  On  that 
sum  interest  is  to  be  cast  to  the  date  of  this  decree,  April  6th, 
1880,  as  has  been  before  shown  in  this  cause.  This  interest 
is  $7,544.25,  making  $20,760.47,  for  which,  according  to  the 
reports,  the  orator  is  entitled  to  a  decree,  as  of  this  day. 

The  exceptions  of  the  orator  raise  the  question  as  to 
whether  the  master  has  allowed  enough  for  the  cost  of  the 
bow-spring,  and  whether  a  part  of  the  cost  of  the  boiler,  and 
other  things  on  which  there  is  no  patent,  should  be  set  to  the 
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bow-spring.  The  positions  and  argument  of  the  defendants* 
counsel  are  mainly  relied  upon  in  support  of  these  exceptions, 
and  in  some  views  more  appears  to  be  conceded  than  the 
master  has  allowed.  But,  after  all,  these  are  purely  ques- 
tions of  fact  and  of  inferences  from  facts.  What  part  of  the 
whole  price  the  bow-spring  brought  can  only  be  inferred  ;  it 
cannot  be  exactly  computed.  The  questions  as  to  cost  rest 
largely  in  the  same  way.  In  determining  these  questions, 
the  same  views  should  be  held  throughout  as  to  similar  sub- 
jects. If  alterations  should  be  made  in  one  part  it  might  be 
necessary  to  alter  others  to  correspond.  There  is  no  good 
reason  apparent  for  revising  the  whole  report,  nor  for  revis- 
ing any  part  in  view  of  the  whole.  The  master  has  once 
heard  and  determined  the  case  as  a  whole,  and  made  a  report 
harmonizing  all  its  parts.  He  has  now  stated  a  part  which 
he  did  not  before  state,  but  has  not  disturbed  any  of  his 
former  findings.  It  is,  doubtless,  more  safe  for  the  court  not 
to  undertake  to  disturb  them. 

The  orator  has  moved  that  the  final  decree  for  an  injunc- 
tion be  extended  beyond  the  term  of  the  patent,  as  to 
machines  made  during  the  term  ;  and  the  parties  have  been 
heard  upon  that  motion.  The  patent  bears  date  November 
loth,  1863,  and  will  expire  November  loth,  1880.  The  in- 
junction is,  in  form,  perpetual  now,  and  there  is  nothing  that 
can  be  added  to  that.  There  may  not  be  any  such  machines 
at  the  expiration  of  the  patent.  If  there  are,  and  the  defend- 
ants desire  to  raise  this  question,  they  can  move  to  have  the 
injunction  discharged  or  limited.  If  the  defendants  under- 
take to  use  or  sell  them,  and  the  orator  desires  to  question 
their  right,  it  can  then  be  done  by  proper  proceedings.  Till 
then  the  question  will  not  necessarily  arise,  and  it  is  not  now 
decided,  but  is  denied  without  prejudice. 

The  exceptions  are  overruled,  the  reports  are  accepted  and 
confirmed,  and  a  decree  is  thereupon  ordered,  that  the  de- 
fendant the  Windsor  Manufacturing  Company  forthwith  pay 
to  the  orator  $20,760.47,  with  costs  to  be  taxed,  and  for  exe- 
cution therefor. 

Front  6*  Walker^  for  the  complainant. 

Edward  J,  Phelps^  for  the  defendants. 
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Levi  Strauss  et  al. 

vs. 

Henry  W.  King  et  al.     In  Equity.* 

The  reissued  tetters  patent  granted,  March  i6th,  1875,  to  Jacob  W.  Davis  and 
Levi  Strauss  &  Co.,  for  an  "improvement  in  pantaloons,  etc.,"  the 
original  patent  having  been  granted  to  them  May  20th,  1873,  00  the  in- 
vention of  said  Davis,  are  valid. 

The  invention  covered  by  the  claim  of  that  patent,  namely,  *'  As  a  new  article 
of  manufacture,  pantaloons  or  other  garments  having  their  pocket 
«  openings  secured  at  the  edges  by  means  of  rivets,  or  their  equivalents, 
substantially  in  the  manner  described  and  shown/*  defined,  and  htld  10 
be  not  a  case  of  mere  double  use,  or  the  use  of  an  old  rivet  in  a  new 
place. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  April,  1880.) 

Blatchford,  J. 

This  suit  is  brought  on  reissued  letters  patent  granted, 
March  i6th,  1875,  to  Jacob  W,  Davis  and  Levi  Strauss  &  Co., 
for  an  **  improvement  in  pantaloons,  etc.,  "  the  original  pat- 
ent having  been  granted  to  them  May  20th,  1873,  on  the  in- 
vention of  said  Davis.  The  specification  of  the  reissue  says^ 
that  Davis  has  invented  an  **  improvement  in  fastening 
seams."  It  proceeds  :  **  My  invention  relates  to  a  fastening 
for  pocket  openings,  whereby  the  sewed  seams  are  prevented 
from  ripping  or  starting  from  frequent  pressure  or  strain 
thereon  ;  and  it  consists  in  the  employment  of  a  metal  rivet 
or  eyelet  at  each  edge  of  the  pocket  opening,  to  prevent  the 
ripping  of  the  seam  at  those  points.  The  rivet  or  eyelet  is  so 
fastened  in  the  seam  as  to  bind  the  two  parts  of  cloth  which 
the  seam  unites,  together,  so  that  it  shall  prevent  the  strain 
or  pressure  from  coming  upon  the  thread  with  which  the 
seam  is  sewed.  In  order  to  more  fully  illustrate  and  explain 
my  invention,  reference  is  had  to  the  accompanying  drawing, 

*  18  Blatchf.  C.  C.  R.,  88. 
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in  which  my  invention  is  represented  as  applied  to  the  pock- 
ets of  a  pair  of  pants.  Figure  i  is  a  view  of  my  invention  as 
applied  to  pants.  A  represents  the  side  seam  in  a  pair  of 
pants,  and  b  b  represents  the  rivets  at  each  edge  of  the  pocket 
opening.  The  seams  are  usually  ripped  or  started  by  the 
placing  of  the  hands  in  the  pockets  and  the  consequent  press- 
ure or  strain  upon  them.  To  strengthen  this  part,  I  employ 
a  rivet,  eyelet,  or  other  equivalent  metal  stud,  ^,  which  I 
pass  through  a  hole  at  the  end  of  the  seam,  so  as  to  bind  the 
two  parts  of  cloth  together,  and  then  head  it  down  on  both 
sides,  so  as  to  firmly  unite  the  two  parts.  When  rivets  which 
already  have  one  head  are  used,  it  is  only  necessary  to  head 
the  opposite  end,  and  a  washer  can  be  interposed,  if  desired, 
in  the  usual  way.  By  this  mfans,  I  avoid  a  large  amount  of 
trouble  in  mending  portions  of  scams  which  are  subjected  to 
constant  strain.  My  invention  is  applicable  to  pantaloons, 
overalls,  coats,  vests,  and  other  garments.  I  am  aware  that 
rivets  have  been  used  for  securing  seams  in  shoes,  as  shown 
in  the  patent  to  Geo.  Houghton,  No.  64,015,  April  23d,  1867, 
and  to  L.  K.  Washburn,  No.  123,313,  January  3d,  1872,  and, 
hence,  I  do  not  claim,  broadly,  fastening  of  seams  by  means 
of  rivets."  The  claim  is  as  follows  :  **  As  a  new  article  of 
manufacture,  pantaloons,  or  other  garments,  having  their 
pocket  openings  secured  at  the  edges  by  means  of  rivets,  or 
their  equivalents,  substantially  in  the  manner  described  and 
shown." 

This  case  has  been  contested  with  great  vigor.  The  bill 
was  filed  in  November,  1876.  Testimony  was  taken  from 
May,  1877,  to  July,  1878.  The  plaintiffs  examined  283  wit- 
nesses, and  the  defendants  145.  The  plaintiffs*  proofs  cover 
2,465  printed  pages,  and  the  defendants*  1,196.  The  plain- 
tiffs* brief  covers  323  printed  pages,  and  the  defendants'  152. 
Infringement  is  not  contested,  but  the  defendants  rely  on 
want  of  patentability  and  want  of  novelty  in  the  thing  pat* 
ented. 

On  the  point,  that  there  is  no  invention  in  the  thing  pat- 
ented, the  defendants  contend  that  the  want  of  patentability 
consists  in  the  fact,  that  the  invention  is  nothing  more  than 
the  employment  at  the  corners  of  a  pocket  opening  of  the  old 


340  SOUTHERN   DISTRICT  OF  NEW  YORK, 

Strauss  v.  King. 

and  well-known  rivet  ;  and  that  no  new  function  is  performed 
by  the  rivet  in  that  place  from  what  is  performed  by  it  in  any 
other  place.  The  invention  is  claimed  as  an  improvement  in 
the  pocket  opening  of  a  garment  which  has  a  pocket  opening. 
It  does  not  extend  to  anything  but  a  pocket  opening.  It 
requires  that  the  seam  which  unites  two  pieces  of  cloth  later- 
ally shall  terminate  at  the  commencement  of  the  pocket 
opening  ;  that  such  seam  shall  be  made  by  means  of  sewing 
the  two  pieces  of  cloth  together  laterally  by  thread  ;  that  the 
rivet  shall  be  of  metal  ;  that  it  shall  be  placed  in  the  seam,  at 
the  edge  of  the  pocket  opening,  that  is,  where  the  seam  ends 
and  the  pocket  opening  begins,  but  still  in  the  seam  ;  that  it 
shall  be  so  located  and  fastened,  with  reference  to  the  two 
lateral  pieces  of  cloth  which  the  seam  unites,  as  to  bind  to- 
gether such  two  lateral  pieces  of  cloth,  by  pressing  tightly 
upon  both  of  them  ;  that  this  shall  be  effected  by  putting  the 
rivet  through  a  hole  and  heading  it  down  on  both  of  the  two 
opposite  faces  where  the  hole  begins  and  ends  ;  that  the  oper- 
ation of  the  rivet,  when  so  set,  shall  be  to  receive  the  strain 
which  results  from  pressure  from  within  on  the  edge  or  end 
of  the  pocket  opening,  and  keep  such  strain  from  coming  on 
the  thread  of  the  seam,  and  thus  protect  such  thread  from 
ripping  or  starting  and  allowing  the  seam  to  open  ;  and  that 
the  practical  advantage  of  the  arrangement  shall  be  to  get  rid 
of  the  frequent  renewal,  by  sewing,  of  the  thread  in  the  seam 
at  the  edge  of  the  pocket  opening.  In  view  of  the  testimony 
as  to  the  state  of  the  art,  prior  to  the  invention  of  Davis,  all 
the  foregoing  features  are  involved  in  such  invention.  They 
all  appear  on  the  face  of  the  specification  of  the  patent  and 
are  embraced  in  the  claim.  They  amount  to  invention  and 
they  embody  patentability.  The  result  of  them  was  new  and 
useful.  The  case  is  not  one  of  mere  double  use,  or  of  the 
use  of  an  old  rivet  in  a  new  place.  It  is  not  merely  the  usual 
through  and  through  binding  or  uniting  function  of  the  rivet 
that  is  availed  of. 

It  is  argued  for  the  defendants,  that  there  is  no  combination 
between  the  rivet  and  the  sewed  seam,  but  a  mere  aggrega- 
tion ;  that  the  claim  is  not  confined  to  the  application  of  a 
rivet  to  a  sewed  seam  ;  that  a  stay  of  sewed  thread  is  the 
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equivalent  of  a  rivet ;  that,  in  view  of  the  prior  use  of  a  stay 
of  sewed  thread  at  the  corner  of  a  pocket  opening,  there  was 
no  invention  in  the  change  to  a  metal  rivet ;  and  that  a  but- 
ton had  before  been  sewed  on  with  thread  at  the  upper  end  of 
the  seam,  at  the  edge  of  the  pocket  opening,  to  pi  event  the 
thread  of  the  seam  from  being  worn  away,  and  the  seam  had 
been  stayed  by  sewing  in  leather  or  other  fabric,  and  there 
was  no  invention  in  passing  from  these  arrangements  to 
Davis'.  It  is  sufficient  to  say  that  there  is  no  force  in  any 
of  these  suggestions,  as  against  the  validity  of  the  patent. 
Nor  is  it  shown  that  the  invention,  as  before  defined,  was 
known  or  in  use  before  it  was  made  by  Davis.  The  defend- 
ants, to  defeat  the  patent  on  the  ground  of  want  of  novelty 
must  make  out  the  defence  b}**  satisfactory  and  preponderat- 
ing proof.  This  they  have  not  done.  In  coming  to  this 
conclusion  I  have  considered  the  Magee  coat,  the  Nightingale 
coat,  the  evidence  grouped  in  the  defendants*  brief  under  the 
heads  "  Nevada  (C)  "  and  **  Nevada  (D),'*  the  evidence  of 
Stanton,  Ford,  Wilson,  Richville  and  Hogbin,  the  Orr  over- 
alls, the  patent  to  Bowker  and  the  patent  to  BeUford. 
There  must  be  the  usual  decree  for  the  plaintiffs. 

M.  A,  Wheaion  and  George  Giffordy  for  the  complainants. 

Gilbert  M.  Plympion,  for  the  defendants. 


Albin  Warth 
vs. 
William  C.  Browning  et  al.     In  Equity. 

Letters  patent  No.  10,986,  May  30th,  1854;  No.  106,101,  August  2d,  1870; 
No.  124,180,  February  27th,  1872  ;  and  reissued  letters  patent  No. 
5,004,  23d  July,  1872  ;  and  No.  5,186,  loth  December,  1872,  each  granted 
to  the  complainant  for  improvements  in  machines  for  cutting  cloth, 
construed  by  the  Court,  and,  upon  the  construction  given,  the  defendants 
held  not  to  have  infringed. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  April,  1880.) 
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John  Harraday  invented  a  machine  for  cultinf^  cloth, 
several  thicknesses  at  a  time,  into  patterns  for  garments  and 
furniture,  and  took  out  letters  patent  No.  10,986,  dated  May 
30th,  1854,  for  it.  The  orator  invented  improvements  in  such 
machines,  and  took  out  letters  patent  No.  106,101,  dated 
August  2d,  1870,  for  someof  them,  and  letters  patent  No.  124, 
180,  dated  February  27th,  1872,  for  others  of  them  ;  and  on  the 
23d  day  of  July,  1872,  his  first  letters  patent  were  reissued  to 
him  in  No.  5,004,  and  again,  on  the  loth  day  of  December, 
1872,  in  No.  5,186.  The  defendants  use  such  machines,  and 
this  suit  is  brought  for  alleged  infringements  of  the  orator's 
patents  by  that  use. 

The  rules  of  law  applicable  to  this  case  appear  to  be  stated 
by  Mr.  Justice  Bradley  in  Railway  Compatry  v.  Sayles  97  U.  S., 
554,  where  he  says  :  **  In  such  cases,  if  one  inventor  precedes 
all  the  rest,  and  strikes  out  something  which  includes  and  un- 
derlies all  that  they  produce,  he  acquires  a  monopoly,  and 
subjects  them  to  tribute.  But  if  the  advance  towards  the 
thing  desired  is  gradual,  and  proceeds  step  by  step,  so  that 
no  one  can  claim  the  complete  whole,  then  each  is  entitled 
only  to  the  specific  form  of  device  which  he  produces,  and 
every  other  inventor  is  entitled  to  his  own  specific  form,  so 
long  as  it  differs  from  those  of  his  competitors,  and  does  not 
include  theirs." 

The  question  is,  whether  the  defendants*  machine  differs 
from  the  orator's,  and  does  not  include  the  improvements 
which  he  made.  Harraday's  machine  cut  the  layers  of 
cloth  by  a  knife  reciprocating  perpendicularly  through 
a  circular  plate  in  the  surface  of  a  table,  the  knife  being 
worked  by  machinery  and  cutting  against  a  sharp  edge 
of  the  plate  at  the  side  of  the  opening  through  which  it 
worked,  and  both  knife  and  plate  turning  by  other  machinery 
worked  by  hand,  so  as  to  cut  in  any  direction  required  by  the 
pattern  as  the  cloth  should  be  fed  up  to  the  knife.  The  ora- 
tor arranged  the  machinery  operating  the  knife  so  that  the 
knife  and  plate  could  be  turned  directly  by  a  handle  fastened 
to  the  plate  by  a  standard  in  rear  of  the  knife,  thus  dispens- 
ing with  machinery  for  turning  them  ;  placed  flanges,  mould- 
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board  shaped,  each  side  and  just  forward  of  the  standard 
supporting  the  handle,  to  divide  the  cloth  more  widely  after 
being  cut ;  made  a  socket  in  the  plate  to  receive  the  knife, 
arranged  so  that  the  knife  would  work  closely  against  its  edges 
at  each  side  of  the  knife  ;  provided  a  presser-foot  for  holding 
the  cloth  down,  and  arranged  a  guard  for  the  knife,  to  protect 
the  hands  of  the  operators  when  the  machine  was  in  use,  and 
movable,  so  as  to  give  access  to  the  knife  when  not  in  use. 

The  defendants'  machine  consists  of  a  revolving  cutter 
working  in  a  groove  in  a  rectangular  plate,  oval  on  the  upper 
side,  from  which  a  standard  arises,  supporting  the  axle  of  the 
cutter  and  connecting  at  its  upper  end  with  arms,  having  a 
universal  joint,  supporting  machinery  to  carry  the  cutter,  so 
that  the  cutter,  with  the  plate  in  which  it  works,  can  be 
turned  in  any  direction  required  by  the  pattern  of  the  cloth, 
and  carried  in  any  direction  over  the  table  on  which  the 
machinery  is  placed — the  plate  under  and  the  cutter  through 
the  cloth,  guided  by  a  handle  fixed  to  the  standard  connected 
with  the  plate  in  rear  of  the  cutter,  the  oval  shape  of  the 
upper  side  of  the  plate  separating  the  divided  cloth  wider 
than  it  would  be  otherwise,  and  the  upper  part  of  the  cutter 
provided  with  a  guard  for  the  safety  of  the  operator,  remov- 
able, so  as  to  afford  access  to  the  cutter  when  not  in  use. 

The  form  of  the  defendants'  machine  is  quite  different  from 
that  of  the  orator.  His  is  much  more  like  Harraday's  than 
theirs  is  like  his.  They  do  not  infringe  his  patents  unless 
their  machine,  although  different  in  form,  includes  some  of 
his  patented  improvements  on  Harraday's.  His  patent  can 
be  sustained  only  by  construing  it  as  covering  those  improve- 
ments merely,  in  view  of  the  prior  machine.  The  most  prom- 
inent of  these  improvements  was  doing  away  with  the 
machinery  which  turned  anti  controlled  the  direction  of  the 
knife  and  plate,  and  arranging  the  other  machinery  so  that 
they  could  be  directly  turned  and  controlled  by  the  handle 
back  of  the  knife.  This  was  a  long  step  toward  perfecting  the 
machine,  and  must  have  been  a  great  advantage  to  its  opera- 
tion. The  defendants  do  not  take  any  advantage  from  that 
step.  They  have  neither  Harraday's  machinery,  nor  the  ora- 
tor's, by  using  which  he  made  room  for  applying  the  handle. 
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They  have  a  cutter  operated  by  machinery  entirely  different 
from  either.  Their  machine  does  not  include  this  part  of  the 
orator's  improvements.  He  applied  the  handle  in  connec- 
tion with  his  new  machinery  and  arrangement,  and,  in  that 
connection,  his  patent  for  that  part  of  his  invention  would 
cover  it.  It  is  argued  that  it  should  cover  the  handle  as  used 
by  the  defendants.  Had  the  use  of  handles  for  such  purposes 
been  his  invention,  his  patent  might  have  covered  the  handle 
by  itself  ;  but  such  use  of  handles  was  not  new.  The  han- 
dles of  the  common  shears  of  a  tailor  are  not  only  a  proved, 
but  a  well-known  other  mode  of  directing  cutters  in  their 
proper  course  by  the  hand.  The  defendants  have  a  cutter 
which  of  itself  is  entirely  free  from  the  orator's  patent.  It  is 
capable  of  being  moved  over  its  table  in  the  proper  direction 
for  cutting  the  cloth  to  the  pattern.  Their  right  to  take  hold 
of  it  and  guide  it  without  the  handle  would  be  unquestioned. 
It  seems  quite  plain  that  they  have  also  the  right  to  put  a 
handle  on  the  cutter  at  the  place  where  they  wish  to  take  hold, 
and  to  use  that.  It  would  onl}'  be  making  a  new  use  of  a 
very  old  device.     Roberts  v.  Ryer^  91  U.  S.,  150. 

It  is  argued,  also,  that  the  oval  shape  of  the  plate  in  which  the 
revolving  cutter  works  is  an  infringement  of  the  part  of  the 
patent  relating  to  the  mould-board-shaped  flanges.  That  shape 
does  separate  the  divided  parts  of  the  cloth  after  the  manner 
of  the  flanges,  but  not  more  like  them  than  the  thick  part  of 
the  tailor's  shears  do.  The  orator's  patent  would  not  stand 
for  that  device  by  itself.  The  defendants  do  not  infringe  by 
using  this  device  in  any  manner  that  the  patent  will  cover 
and  be  valid.  It  has  also  been  urged  that  the  cutter  working 
in  the  groove  in  the  plate  is  the  same  as  the  knife  of  the  ora- 
tor working  in  its  socket.  It  is  said,  on  the  other  side,  that 
the  revolving  cutter  does  not  ^ear,  but  saws  through  the 
cloth.  It  does  work  like  a  saw,  and  not  like  shears  ;  but  the 
cloth  is  held  by  the  edges  of  the  socket  for  it  to  cut  through, 
as  the  cloth  is  held  by  the  orator's  knife-receiving  socket  for 
his  knife  to  cut  through.  Harraday's  plate  held  the  cloth  in 
the  same  manner  for  his  knife,  however,  and  there  does  not 
appear  to  be  any  construction  that  can  be  given  to  the  patent 
which  will  uphold  it  against  this  as  an  infringement.     It  does 
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not  appear  that  the  defendants'  machine  includes  any  of  the 
orator's  patented  devices. 

Let  there  be  a  decree  dismissing  the  bill  of  complaint,  with 
costs. 

George  Giffard  djx6  J.  Van  Santvaordy  for  the  complainant. 

Edward  N.  Dickerson  and  George  L,  Roberts^  for  the  defend- 
ants. 


The  American  Diamond  Rock  Boring  Company 

vs. 
The  Rutland  Marble  Company  et  al.    In   Equity.* 

It  is  proper  to  enjoin  the  use,  after  the  expiration  of  a  patent,  of  machines 
made  for  use  during  the  life  of  the  patent,  in  violation  of  rights  secured 
by  it. 

Irhe  decision  to  that  effect  in  American  Diamond  Rock  Boring  Co.  v.  ShfUon, 
18  Blatchf.  C.  C.  R.,  50,  confirmed. 

(Before  Wheeler,  J.,  District  of  Vermont,  May,  1880.) 

Wheeler,  J. 

This  is  a  motion  to  discharge  the  injunction  on  account  of 
the  expiration  of  the  term  of  the  patent.  At  the  time  of  the 
expiration  the  defendants  were  using  machines  made  during 
the  term  of  the  patent  for  use,  in  violation  of  the  plaintiff's 
exclusive  rights.  It  is  argued  for  the  defendants,  that  to 
continue  the  restraint  upon  such  machines  after  the  expira- 
tion  of  the  term  of  the  patent  is,  in  effect,  to  extend  the  term 
of  the  patent.  The  grant  to  the  patentee  was  of  ther  exclu- 
sive right  to  make,  use,  and  vend  to  others  to  be  used,  the 
invention  during  the  term.  The  right  to  exclude  others  from 
making,  using  and  selling,  was  the  essential  thing,  and  really 
all,  that  was  granted.  He  had  the  right  to  do  all  these  him- 
self to  any  extent  without  the  grant.  The  exclusive  right 
was  his  property.     Any  making  for  use  during  the  term  was 

*  18  Blatchf.  C.  C.  R.,  146. 
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taking  from  him  what  belonged  to  him.  To  permit  any 
others  to  make  or  procure  such  machines  during  the  term, 
and  hold  them  till  the  expiration,  and  then  use  them  freel)^ 
as  if  made  after,  would  be  to  permit  them  to  make  off  with 
so  much  of  his  property  that  the  law  had  guaranteed  to  him. 
To  restrain  the  use  after  the  term  without  his  consent  gives 
nothing  to  him  that  he  was  not  entitled  to,  and  takes  noth- 
ing from  them  that  they  had  an)^  right  to.  It  gives  him  no 
right  acquired  beyond  his  term,  and  merely  secures  to  him 
the  full  right  he  was  entitled  to  during  the  term.  The  law 
would  be  open  to  reproach  if  it  would  not  allow  a  Court  of 
Equity,  by  its  usual  methods,  in  a  case  properly  before  it,  to 
accomplish  a  result  so  just.  The  argument  upon  this  motion 
has  confirmed  rather  than  shaken  the  views  expressed  before 
upon  this  subject.  American  Diamond  Rock  Boring  Co.  v. 
Sheldon^  i8  Blatchf.  C.  C.  R.,  50.     The  motion  is  denied. 

Charles  F,  Blake^  for  the  complainant. 

Edward  J,  PhelpSy  Walter  C.  Dunton  and  Aldace  F.  Walker^ 
for  the  defendants. 


The  American  Diamond  Rock  Boring  Company 

vs. 

The  Rutland  Marble  Company.     In  Equity.* 

After  a  patent  has  expired,  a  motion  to  enjoin  the  use  of  machines  which 
embody  the  patented  invention,  will  not  be  granted  on  a  bill  which  does 
not  allege  that  the  defendant  is  using  machines  made  during  the  term 
of  the  patent  in  infringement  upon  it,  nor  that  the  plaintiff  fears  such 
use. 

(Before  Wheeler,  J.,  District  of  Vermont,  May,  1880.) 

Wheeler,  J. 

This  cause  has  been  heard  upon  a  motion  for  a  preliminary 
injunction  against  infringement  of  a  patent  the  term  of  which 

*  18  Blatchf.  C.  C.  R.,  147. 
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has  expired.  The  bill  alleges  that  the  defendants  have,  since 
the  date  of  the  patent,  and  since  the  title  to  it  became  vested 
in  the  orator,  infringed  by  using  machines  embodying  the 
patented  invention,  and  that  the  orator  fears  the  defendant 
will  continue  to  use  such  machines,  but  does  not  allege  that 
the  defendant  is  using  machines  made  during  the  term  of  the 
patent  in  Infringement  upon  it,  nor  that  the  orator  fears  such 
use.  Without  these  allegations  the  case  is  not  within  the  de- 
cision in  Crossley  v.  Derby  Gaslight  Co,^  4  Law  Jour.  n.  s.  Pt.  i 
Chan.,  25,  and  shows  no  ground  for  relief  by  injunction. 
The  other  cases  in  favor  of  the  orator,  in  which  similar  mo- 
tions ha\re  been  made,  stand  in  the  same  way,  and  are  to 
follow  this. 
The  motions  are  denied. 

Charles  F,  Blake ^  for  the  complainant. 

Edward  J,  Phelps,  Walter  C,  Dunton  and  Aldace  F.  Walker, 
for  the  defendants. 


The  American  Diamond  Rock  Boring  Company 

vs. 
The  Sutherland  Falls  Marble  Company  et  al. 


Same 


vs, 
Charles  Sheldon  et  al.    In  Equity.* 

In  a  suit  on  a  patent  for  a  continuously-revolving  and  progressive  boring 
head,  armed  with  diamonds  for  cutting  rock,  having  a  hollow  central 
drill-rod  through  which  water  is  carried  to  the  cutting  diamonds,  com- 
bined and  forming  a  part  of  a  machine  to  be  suitably  constructed  for  im- 
parting motion,  an  injunction  was  granted,  during  the  life  of  the  patent, 
to  restrain  the  use  of  machines  made  in  infringement  of  it.     After  the 

*i8  Blatchf.  C.  C.  R.,  148. 
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patent  expired,  the  defendant  used  machines  made  during  the  life  of  the 
patent,  having  boring  heads  and  drill-rods  made  after  the  patent  had  ex- 
pired, according  to  its  specification.  A  motion  was  then  made  for  an 
attachment  against  the  defendant  for  violating  the  injunctionv  As  the 
patent  did  not  claim  any  combination  of  the  cutting  devices  with  the 
propelling  machinery,  the  motion  was  denied. 

(Before  Wheeler,  J.,  District  of  Vermont,  May,  i83o.) 

Wheeler,  J. 

These  causes  have  been  heard  upon  motions  of  the  plaintiff 
for  attachments  for  contempt  for  violation  of  the  injunctions 
therein.  The  patent  on  which  the  suits  are  brought  has  been 
sustained  for  a  continuously  revolving  and  progressive  boring 
head,  armed  with  diamonds  for  cutting  rock,  having  a  hollow 
central  drill-rod  through  which  water  is  carried  to  the  cut- 
ting diamonds,  combined  and  forming  a  part  of  a  machine  to 
be  suitably  constructed  for  imparting  the  motion.  The  in- 
junction restrains  the  use  of  machines  made  in  infringement 
of  the  patent  during  its  term,  which  has  now  expired.  The 
defendants  are  using  machines  made  during  the  term  of  the 
patent,  which  carry  boring  heads  and  drill  rods  made  since 
the  patent  expired,  according  to  its  specifications.  The  pat- 
ented devices  are  themselves  a  machine  to  be  operated  by 
other  machinery,  connecting  them  with  propelling  power, 
not  described  in  the  patent.  The  claims  of  the  patent  do  not 
cover,  nor  show  any  attempt  to  cover,  any  combination  of 
these  cutting  devices  with  the  propelling  machinery.  A  pat- 
ent for  a  combination  of  new  elements  with  old  may  secure 
the  new  elements  by  themselves,  as  well  as  the  combination. 
Sellers  v.  Dickinson^  6  Eng.  Law  &  Eq.,  544  ;  Union  Sugar  Re- 
finery V.  Matthiessen^  2  Fisher,  600.  This  is  as  much  as  any 
patentee  of  such  a  patent  is  entitled  to  hold.  Prouty  v. 
Ruggles^  16  Pet.,  336.  Here,  the  other  machinery  is  neither 
an  element  of  the  combination  patented  nor  an  element  pat- 
ented by  itself,  and  is  not  drawn  into  the  monopoly  at  all.  It 
infringed  upon  no  right  secured  by  the  patent,  to  make  and 
use  that  during  the  term.  That  is  not  machinery  made  in 
infringement  of  the  patent,  although  it  was  made  to  infringe 
the  patent  with.  As  the  devices  made  according  to  the  pat- 
ent have  been  both  made  and  combined  since  the  expiration 


MAY,    1880.  349 


Bickford  v.  Laporte. 


of  the  patent,  the  defendants  are  not  shown  to  be  using  any- 
thing made  in  infringement  of  the  patent. 

It  is  argued,  that,  because  the  other  parts  were  made  to  be 
used  with  those  that  infringed,  in  violation  of  the  plaintiff's 
right,  the  plaintiff  has  the  same  right  to  have  their  continu- 
ance in  use  restrained  as  the  continuance  in  use  of  the  in- 
fringing parts.  But,  this  ground  does  not  appear  tenable. 
There  is  no  forfeiture  of  other  property,  as  a  penalty  for  in- 
fringement of  a  patent.  Had  there  been  a  decree  for  the  de- 
struction of  the  machines,  to  prevent  further  infringement,  it 
would  have  extended  only  to  the  infringing  parts,  if  they 
could  be  destroyed  without  destroying  the  other  parts  ;  and 
these  could  be.  Needham  v.  Oxley^  11  Weekly  Reporter,  852. 
The  object  of  the  injunction  is  merely  to  secure  to  the  plain- 
tiff its  exclusive  right  during  the  term,  by  preventing  the  de- 
fendants from  taking  any  part  of  it  out  of  the  term  and  en- 
joying it,  and  not  to  punish  the  defendants  for  any  wrong 
done  by  them  either  during  the  term  or  after.  The  motions 
are  denied. 

Charles  F,  Blake ^  for  the  complainant. 

Edward  J,  Phelps^  Walter  C,  Dun  ton  and  Aldace  F,  Walker  ^ 
for  the  defendants. 


Dana  Bickford 

vs. 

Damas  H.  Laporte.    In  Equity. 

Letters  patent  granted  to  Dana  Bickford,  for  improvements  in  knitting 
machines,  dated  September  loth,  1867,  No.  68,595  ;  May  4th,  1875,  ^^o. 
162,886,  and  reissued  letters  patent,  dated  May  nth,  1875^  Nos.  6,423 
and  6,424  (the  originals  having  been  granted  respectively  July  21st, 
1868,  and  July  6th,  1869),  held  valid  and  infringed  by  the  defendant. 

(Before  Nixon,  J.,  District  of  New  Jersey,  May,  1880.) 
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This  suit  is  brought  for  the  infringement  of  four  several  let- 
ters patent,  issued  to  the  complainant,  for  **  improvements  in 
knitting  machines.**  The  first  is  numbered  68,595,  and  dat- 
ed September  loth,  1867  ;  the  second  numbered  162,886,  and 
dated  May  4th,  1875  ;  the  third  and  fourth  are  reissues,  dated 
May  nth,  1875,  and  numbered  respectively,  6,423  and  6,424 — 
the  original  of  the  first-named  being  numbered  80,121,  and 
dated  July  21st,  1S68,  and  the  second  numbered  92,146,  and 
dated  July  6th,  1869. 

The  bill  alleges  that  the  inventions  claimed  in  said  letters 
patent  are  of  such  a  character  that  the  same  are  capable  of  a 
conjoint,  as  well  as  separate,  use,  and  that  the  defendant  is 
infringing,  by  using  them  conjointly,  and  not  separately,  on 
knitting  machines. 

The  defendant  in  his  answer  denies  :  (i).  The  alleged  in- 
fringement. (2).  The  novelty  of  the  complainant's  patents. 
(3).  The  validity  of  the  two  reissues — claiming  that  they  in- 
cluded more  than  was  specified  or  revealed  in  the  original 
patents. 

The  third  defence,  as  to  the  reissues,  may  be  disposed  of  at 
the  outset.  The  defendant  has  not  thought  proper  to  put 
into  the  case  the  two  original  patents ;  and  hence  the  court 
has  no  means  of  determining  whether  the  reissues  contain 
other  and  different  features,  or  not.  The  legal  presumption 
is  always  in  favor  of  the  reissue,  and  that  it  is  for  the  same 
invention  as  the  original  ;  and  the  defendant  not  furnishing 
the  court  with  the  means  and  opportunity  of  deciding  the 
question  by  a  comparison  of  the  two  it  must  be  held  that 
this  branch  of  the  defence  has  failed,  and  that  the  complain- 
ant is  entitled  to  hold,  and  to  carry  back  to  the  respective 
dates  of  the  original  patents,  all  that  the  reissues  claim.  This 
may  have  an  important  bearing  upon  that  part  of  the  defence 
which  relates  to  the  priority  of  invention  by  other  patentees, 
for,  not  including  the  distinctive  claims  of  the  complainant's 
patent  No.  162,886,  all  his  other  patents  anticipate  inven- 
tions, which  are  subsequent  to  the  month  of  July,  1869. 

I.  As  to  the  infringement.  The  essential  parts  of  the  pat- 
ents of  the  complainant,  when  embodied  and  combined  ia  a 
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working  machine  for  knitting,  show  a  needle  cylinder,  in 
combination  with  a  cylinder  carrying  cams  which  actuate 
the  needles,  and  a  sliding  ring  to  wnich  the  yarn  carrier  is 
secured,  together  with  a  ring- clasp  for  keeping  the  needles  in 
position.  A  machine  was  put  in  evidence,  which  was  con- 
structed in  accordance  with  the  claims  of  his  several  patents. 
It  consisted  of  a  stationary  needle  cylinder,  grooved  to  hold 
the  needles  in  a  vertical  position.  Around  this  was  a  rotary 
cylinder  with  a  portion  of  its  periphery  formed  with  a  pro- 
jection on  which  the  heels  of  the  needles  rested.  To  this 
cylinder  were  attached  the  actuating  cams,  which  operated 
on  the  heels  or  butts  of  the  needles,  and  which  accomplished 
the  knitting  by  the  alternate  elevation  and  depression  of  the 
needles.  The  defendant  also  brought  in  machines  Nos.  24 
and  25,  to  show  what  he  was  manufacturing,  and  selling. 
Being  requested  by  his  counsel  to  point  out  in  what  respects 
they  differed  from  the  Bickford  machine,  he  replied  that  in 
No.  24,  instead  of  the  swing  cam,  he  used  a  curved  piece  of 
metal,  secured  to  the  cylinder,  the  ends  of  which  projected 
above  the  needle  rest ;  and  that  in  No.  25,  he  used  the  swing 
cam  similar  to  those  in  the  Leech  machine,  but,  instead  of 
employing  the  butts  of  the  needles  to  lift  the  end  of  the  swing 
cam  up  to  free  the  latch,  the  yarn-carrier  had  been  adapted 
to  effect  the  same  object  ;  and,  to  throw  down  the  swing  cam, 
a  simple  weight  had  been  attached  to  the  end  thereof,  and 
used  for  the  purpose.  It  is  quite  obvious  that  these  changes 
are  merely  equivalents  of  the  complainant's  devices,  and  that 
their  use  is  an  infringement  on  the  claims  of  his  patents. 

2.  As  to  the  want  of  novelty.  Among  the  large  number  of 
patents  which  the  defendant  exhibited  to  prove  the  Jack  of 
novelty,  it  is  remarkable  that  many  of  them  are  younger  than 
the  complainant's,  and  there  is  no  evidence  that  the  date  of 
the  alleged  inventions  was  earlier  than  the  date  of  the  respec- 
tive patents. 

At  the  hearing,  the  counsel  of  the  defendant  seemed  to 
rely,  chiefly  upon  three  machines,  which  he  produced,  and 
which  are  known  as  the  Lamb  machine,  the  Leech  machme, 
and  the  Franz  and  Pope  machine.  They  were  exhibited,  as 
showing  machines,  made  in  accordance  with  letters  patent  of 
VOL.  v — 23 
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prior  date  to  some  of  the  patents  of  the  complainant,  and  as 
anticipating  his  inventions. 

The  defendant,  on  his  cross-examination,  admits  that  the 
Lamb  machine  is  not  circular,  but  has  a  straight  bed  for  the 
needles  and  cams,  and  that  it  cannot  make  a  circular  web 
without  using  both  sets  of  needles  and  cams.  In  reference 
to  the  Franz  and  Pope  machine  the  defendant  proved,  on  the 
cross-examination  of  the  complainant,  that  the  complainant, 
in  fact,  made  the  identical  model  which  accompanied  their 
application  for  letters  patent,  as  early  as  the  latter  part  of  the 
year  1867,  or  the  beginning  of  1868.  As  to  the  Leech 
machine,  Mr.  Leech  also  was  in  the  employ  of  the  complain- 
ant at  the  time  he  made  his  model  for  his  patents,  and  the 
date  of  his  patents  is  long  after  the  date  of  the  complainant's. 

I  am  of  the  opinion,  also,  that  the  defendant  has  failed  in  his 
defence  of  want  of  novelty,  and  there  must  be  a  decree  for 
the  complainant. 

Frost  6r»  Coe,  for  the  complainant. 

H,  W,  Isaacson^  for  the  defendant. 


Charles  F.  Blake  et  al. 

vs, 
Elizabeth  E.  Boisselier  et  al.     In  Equity. 

upon  a  motion  for  a  preliminary  Injunction  in  this  case,  it  appeared  that 
complainants'  patent  bad  been  upheld  by  the  court  in  another  circuit, 
and  the  defendants  in  that  case  adjudged  to  have  infringed  its  first  claim, 
but  it  did  not  appear  that  the  alleged  infringing  articles,  complained  of  in 
this  suit,  were  the  same  as  the  infringing  articles  in  the  other  suit.  The 
defendant  denied  the  infringement  and  set  up  another  patent.  The  moT- 
ing  papers  contained  no  evidence  of  infringement.  The  court,  under 
these  circumstances,  denied  the  motion,  but  ordered  the  defendant  to 
keep  an  account. 

(Before  Treat,  J.,  Eastern  District  of  Missouri,  May,  1880;) 
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Treat,  J. 

The  questions  for  consideration  under  the  motion  for  a 
provisional  injunction  are,  first,  as  to  the  validity  of  com- 
plainants' patent,  and,  second,  as  to  the  infringement. 

The  United  States  Circuit  Judge  for  the  Western  District 
of  Pennsylvania,  in  passing  upon  a  number  of  patents  in- 
volved in  the  same  suit,  upheld  the  validity  of  this  special 
patent,  and  decided  that  the  defendant  in  that  case  infringed 
this  special  patent  as  to  its  first  claim.  There  is  not  before 
this  court  anything  by  which  it  can  be  determined  that  the 
contrivance  used  by  the  defendants  is  the  same  as  that  before 
the  said  circuit  judge  for  the  Western  District  of  Pennsyl- 
vania. Again,  the  defendants  are  using  a  California  patent, 
the  validity  of  which,  so  far  as  known  to  this  court,  has  not 
yet  been  judicially  determined.  It  is  suggested,  however, 
chat  the  complainants  in  this  case  instituted  proceedings  in  the 
United  States  Circuit  Court  for  the  District  of  California, 
against  the  use  of  the  said  California  patent,  the  result  of 
which  was  a  dismissal  of  the  complainants'  bill,  whether  on 
final  hearing  or  for  want  of  prosecution  is  unknown.  Hence, 
while  the  complainants  insist  that  the  defendants  infringe 
the  complainants'  patent,  not  as  to  the  first  claim  alone,  but 
as  to  all  of  the  claims  in  said  patent,  yet  the  affidavit  filed 
in  support  of  the  bill  refers  only  to  the  first  of  said  claims, 
while  the  affidavit  filed  by  the  defendants  sets  up  the  Califor- 
nia patent,  and  denies  all  infringement. 

In  that  condition  of  the  record  this  court  is  asked  to  grant 
a  provisional  injunction  generally  with  regard  to  all  of  the 
claims  made  in  the  complainants*  patent.  But  there  is  noth- 
ing to  show,  or  tending  to  show,  any  infringement  as  to  other 
than  the  first  claim  ;  and  when  we  look  to  what  is  said  with 
reference  thereto,  there  is  no  evidence  of  any  infringement 
by  the  defendants,  even  with  respect  to  that  claim. 

The  obscurity  and  uncertainty  resulting  from  what  is  said 
with  respect  to  the  decision  of  the  United  States  Circuit 
Court  for  the  Western  District  of  Pennsylvania  leaves  this 
court  with  no  sufficient  light  by  which  rulings  should  be  gov- 
erned. I  stated  to  the  counsel  for  the  complainants,  when  he 
was  here,  that  the  rule  certainly  never  obtained  in  this  circuit. 
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and  ought  never  to  obtain^  that  where  a  party  has  some  vague 
and  indistinct  right  for  a  provisional  injunction,  he  may  have 
an  injunction  simpUciter  without  giving  bond  or  security,  and 
thus  destroy  the  business  of  the  defendant,  which  is  not 
necessary  for  the  maintenance  of  the  complainants*  demand, 
and  may  be  ruinous  to  the  defendants. 

Therefore,  to  preserve  the  status  of  the  parties  until  a  final 
hearing,  without  any  injury  resulting,  the  order  will  be  sim- 
ply that  the  defendants  keep  an  account  of  the  articles  manu- 
factured by  them,  and  also  of  those  by  them  sold.  There  is 
not  a  sufficient  showing  in  the  application  to  grant  an  injunc- 
tion simplicitcr  without  giving  bond. 

Mr.  Boyi>.  **  Is  there  any  provision  for  reporting,  or  simply 
to  keep  an  account  ?" 

The  Court.  **  No,  sir  ;  only  for  an  accounting.  The  court 
will  compel  you  to  report  at  the  proper  time,  if  it  is  neces- 
sary." 

Charles  F,  Blake^  for  the  complainants. 

Samuel  S.  Boydy  for  the  defendants. 


Christopher  C.  Campbell 

vs. 
Thomas  L.  James  et  al.    In  Equity,*  f 

In  this  9uit,  the  plaintiff,  as  assignee  of  letters  patent,  was  held  to  be  entitled 
to  recover  for  infringement  before  the  assignment  to  htm  as  well  as  for 
that  after. 

The  defendant  had  used  the  patented  Invention,  as  postmaster,  at  the  city 
of  New  York,  in  the  business  of  the  United  States,  and  the  saving 
thereby  in  the  salaries  of  clerks  was  $63,000.  It  was  held  that  the  de- 
fendant was  liable  personally  to  the  plaintiff  for  that  sum. 

This  suit  was  brought  by  the  plaintiff  against  the  postmaster.  On  a  sugges- 
tion by  the  latter,  one  £.  was  made  a  defendant,  as  owning  an  interest  in 
the  patent,  and  afterwards  others  were  made  defendants  as  having  an 


»  18  Blatchf.  C.  C.  R.,  92.    \  See  Campbell  v,  James,  4  Bann  &  Ard.,  456! 
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interest  in  it:  HeM,  that  the  questions  as  to  sach  interest  were  questions 
arising  under  the  patent  law,  and  within  the  jurisdiction  of  the  court, 
whether  the  conveyances  were  xxa^A^  pendente  lite  or  not 

There  must  be  some  operative  words  expressing,  at  least,  an  intention  to 
assign,  in  order  to  constitute  an  assignment  of  a  patent. 

An  assignment  of  a  claim  for  the  use  of  a  patented  tnventioa  is  not  an 
assignment  of  the  patent 

A  general  assignment  to  a  trustee  for  the  benefit  of  creditors,  excepting  all 
the  property  exempt  by  law  from  levy  and  sale  on  execution,  does  not 
carry  an  interest  in  letters  patent. 

An  assignee  of  a  patent,  who  buys  for  a  valuable  consideration,  without 
notice  of  an  outstanding  equitable  claim  to  the  patent,  not  recorded  in 
the  Patent  Office,  is  not  affected  by  sitch  clainu 

The  defendant  was  ordered  to  pay  the  recovery  to  the  clerk  of  the  court,  for 
the  benefit  of  those  entitled  to  it. 

(Before  Wheblek,  J.,  Southern  District  of  New  York,  May,  i83o.) 

Wheeler,  J. 

This  cause  has  now  been  heard  upon  the  report  of  the  mas- 
ter and  exceptions  thereto,  as  to  the  liability  of  the  defendant 
James  ;  and  upon  the  stipulations  under  which  the  other  de- 
fendants became  parties,  and  by  which  their  rights,  as  be- 
tween themselves  and  the  plaintiff,  were  submitted  to  the 
court,  and  the  evidence  in  support  of  their  respective  claims, 
as  to  those  rights.  From  the  report  it  appears,  that  I  he  de- 
fendant James  became  postmaster  at  the  city  of  New  York  on 
the  ist  day  of  April,  1873,  while  the  patent  in  suit  was  owned 
by  Helen  M.  Ingalls,  and  commenced  using  the  patented 
invention,  and  has  ever  since  continued  the  use,  in  perform- 
ance of  his  duties  ;  that,  on  the  2d  day  of  January,  1877,  she 
conveyed  the  patent  to  the  plaintiff,  and  assigned  to  him  her 
claims  for  past  infringement,  and  that  the  gains  and  profits 
to  the  defendant  James,  in  the  saving  of  salaries  of  clerks  to 
perform  the  duties  required  of  him  by  the  Post  Office  De-^ 
partment,  have  been  $63,000,  due  to  his  infringement. 

The  principal  and  controlling  questions  arising  upon  the 
report  and  exceptions  are,  whether  the  plaintiff  is  entitled  to 
recover  in  this  suit  as  well  for  the  infringement  before  the 
assignment  to  him  as  for  that  after  ;  and  wnetherthe  defend- 
ant James  is  liable  to  account  for  the  gains  and  profits  re- 
ceived by  him  as  postmaster,  either  as  such  or  as  damages. 
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It  is  not  pretended,  by  or  on  behalf  of  the  defendant,  but 
that  an  assignee  of  such  claims  may  maintain  a  suit  upon 
them  in  his  own  name,  inequity  (2  Story's  Eq.  Juris.,  §  1,057) ; 
but  it  is  insisted  that  the  bill  in  this  cause  does  not  cover  such 
claim,  and  that  the  evidence  does  not  show  an  assignment  of 
such  claims  from  Miss  Ingalls  to  the  plaintiff.  It  is  true,  as 
was  stated  when  this  cause  was  decided  on  the  former  hear- 
ing, that  the  pleader  docs  not  appear  to  have  framed  his  bill 
with  tliat  aspect  in  mind,  but  what  was  said  then  was  not  said 
upon  examination  and  deliberation,  as  a  full  disposition  of 
the  question,  but  only  in  passing,  as  illustrating  the  other 
question  then  being  considered.  So,  the  question  is  open 
now,  whether  the  bill  is  sufficient  to  cover  that  claim.  As  to 
that  the  bill  sets  forth  the  infringement  by  the  defendant 
while  the  patent  was  owned  by  Miss  Ingalls,  and  sets  forth 
in  hcBc  verba  the  assignment  from  her  to  the  plaintiff,  of  the 
patent,  also,  of  "  all  the  right,  interest  and  claim  for  and  to 
the  past  use  of  said  invention  and  improvements  under  the 
said  letters  patent,"  and,  beside  praying  for  an  injunction 
and  for  an  increase  of  damages^  *'  in  addition  to  the  profits 
and  gains  to  be  accounted  for  by  the  defendant,"  has  a  prayer 
for  *'  such  other  and  further  relief  as  shall  be  agreeable  to 
equity."  This,  meagrely,  it  is  true,  but,  after  all,  substan- 
tially, sets  forth  the  claim  and  assignment  and  a  prayer  for 
relief  as  applicable  to  that  as  to  the  other  part  of  the  case. 
Perhaps  there  should  be  a  special  prayer  for  an  account  as  to 
either  aspect  ;  but,  if  one  is  required,  it  is  quite  strongly 
hinted  at,  if  not  very  aptly  inserted.  The  proof  of  the  assign- 
ment consists  of  the  instrument  set  forth  ;  and  that  seems  to 
be  amply  sufficient  to  cover  this  claim.  The  plaintiff  is  en- 
titled to  recover  for  the  whole  time,  if  any  one  is,  as  the  case 
now  stands,  and  it  appears  that  he  can  recover  it  in  this  suit, 
if  anywhere,  without  doing  violence  to  any  of  the  settled  rules 
of  pleading. 

The  other  is  much  the  more  important  question.  What- 
ever question  there  might  be'  if  the  subject  was  new,  it  now 
seems  to  be  settled,  that  savings  in  cost,  by  infringement  of 
a  patent,  may  be  recovered  as  profits.     Cawood  Patent,  94 
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U.  S.,  695  ;  Elizabeth  v.  Pavement  Co,^  97  U.  S.,  126.  The  de- 
fendant saved  the  sum  named  by  using  the  patented  inven- 
tion. It  is  said  that  the  master  erred,  because  the  defendant 
might  have  used  another  form  of  stamp  which  would  not 
have  been  an  infringement,  and  that  the  saving  by  using  the 
patented  invention  instead  of  that  would  have  been  much 
less  than  the  saving  reported.  It  does  not  appear,  however, 
but  that  such  use  of  the  other  form  would  have  been  an  in- 
fringement ;  and,  if  that  appeared,  it  appears  that  the  other 
form  was  not  known  to  the  defendant,  and  that  the  saving 
reported  was,  in  fact,  saved  by  substituting  the  patented  im- 
provement for  what  was  known  and  would  probably  other- 
wise have  been  used.  The  saving,  therefore,  appears  to  be 
wholly  due  to  the  infringement. 

It  is  said,  too,  that  this  patent  is  for  a  device  that  can  only 
be  used  in  the  postal  service,  which  is  wholly  monopolized  by 
the  Government  of  the  United  States,  which  could  send  let- 
ters without  postmarking  them  at  all,  or  lessen  the  frequency 
of  the  mails,  so  that  the  postmarking  could  be  done  separate 
from  the  cancellation  of  the  stamps,  by  the  old  method,  with- 
out increase  of  clerical  force,  at  its  pleasure,  thus  leaving  this 
patented  invention  subject,  as  to  use  or  value,  entirely  to  the 
will  of  the  Post  Office  Department,  so  that  the  use  of  it  in 
the  postal  service  would  not  deprive  the  owner  of  any  oppor- 
tunity to  have  it  used  otherwise  and  could  not  damnify  him, 
and  that,  therefore,  no  damages  can  be  recovered  in  this 
case  ;  and  that  no  profits  can  be  recovered,  because  there  is 
no  party  before  the  court,  or  that  can  be  brought  before  the 
court,  who  has  received  any.  If  it  was  true,  that  the  fact 
that  those  who  can  make  use  of  a  patented  invention  could 
also  do  without  it  would  show  that  no  injury  resulted  to  the 
owner  of  the  patent  from  such  use  and  cut  off  all  claim  for 
damages,  there  are,  probably,  few  inventions  that  would  sus- 
tain claims  for  damages  at  all.  People  could  do  as  was  done 
before  the  discovery  and  leave  the  inventor  to  the  enjoyment 
of  his  invention  by  himself.  But,  the  master  has  not  report- 
ed any  damages  beyond  the  profits,  and  it  does  not  seem  that 
the  defendant  can  be  held  liable  for  damages,  if  he  cannot  be 
for  profits,  unless  it  may  be  for  taking  the  profits  and  placing 
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them  beyond  the  reach  of  the  plaintiff.  The  Post  Office  De- 
partment required  the  mails  to  be  sent  with  certain  fre- 
quency, and  that  the  postage  be  paid  by  stamps  on  letters, 
and  that  the  letters  should  be  postmarked  and  the  stamps 
cancelled  separately,  and  required  that  the  defendant  should 
do  this  at  the  New  York  Office,  either  himself  or  by  the  em- 
ployment of  clerks.  The  defendant  says,  in  his  testimony, 
that  the  clerks  are  paid  by  the  government.  This  is, 
doubtless,  true,  in  practical  effect,  so  far  as  he  is  concerned. 
Still,  it  is  to  be  presumed  that  the  business  is  done  according 
to  the  law,  and  he,  probably,  did  not  intend  to  testify  that  it 
was  in  any  respect  done  contrary  to  the  law.  The  law  is,  that 
the  Postmaster-General  may  allow  to  the  postmaster  at  New 
York  city,  and  to  certain  others,  out  of  the  surplus  revenues 
ot  their  respective  offices,  that  is  to  say,  the  excess  of  box- 
rents  and  commissions  over  and  above  the  salary  assigned  to 
the  office,  a  reasonable  sum  for  the  necessary  cost,  among 
other  things,  of  clerks,  to  be  adjusted  on  a  satisfactory  ex- 
hibit of  the  facts.  Rev.  Stat.,  sec.  3,860.  The  defendant  is, 
therefore,  to  be  taken  to  have  made  this  saving  out  of  moneys 
actually  received  into  his  hands  from  the  profits  of  his  office. 
He  saved  it  by  using  the  invention  in  the  performance  of 
duties  which  he  was  required  to  do,  and  had  just  so  much 
more  money  left  in  his  hands  by  reason  of  the  infringement, 
when  the  duties  were  done.  He  did  this  as  postmaster,  but  he 
was  not  obliged  to  do  it.  He  could  have  refused  the  office, 
or  resigned  it,  or  have  let  this  invention  alone.  He  was  not 
subject  to  any  restraint,  physical  or  moral,  that  he  could  not 
make  subservient  to  his  own  choice.  His  choice  was  to  use 
this  invention  and  make  this  gain.  When  made,  it  belonged 
to  the  orator.  The  postmaster  paid  it  over  to  the  govern- 
ment, and  it  passed  beyond  his  reach  and  the  orator's,  unless 
it  is  recovered  in  this  suit  and  reimbursed  to  the  postmaster 
under  the  law.  He  has  not  these  profits  now,  and  would  not 
have  them  if  he  had  cast  the  money  into  the  sea  ;  he  has  had 
them  as  he  would  have  had  them  then.  The  situation  of  the 
defendant  is  very  different  from  that  of  the  city  of  Elizabeth, 
in  Elizabeth  v.  Pavement  Co.,  97  U.  S.,  126.  The  city  had  not 
saved  or  made  anything  by  the  infringement  and  was  not 
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liable  for  profits  in  any  view,  whether*  any  one  else  was  or 
not,  and  never  had  been.  Here,  the  defendant  has  paid 
over  to  the  government  what  belonged  to  the  owner  of  the 
patent,  but  that  is  no  just  answer  to  the  claims  of  the  owner, 
now  belonging  to  the  orator.  Justice  can  only  be  done  by 
requiring  the  defendant  to  restore  the  gains  to  those  to  whom 
they  belong,  and  leave  him  to  be  protected  as  the  law  pro- 
vides ;  and,  in  doing  this,  no  injustice  will  be  done  to  any 
one.  That  his  official  character  did  not  excuse  the  infringe- 
ment  has  already  been  held,  upon  what  seems  to  be  abundant 
authority,  in  this  case.  (17  Btatchf.  C.  C  R.,  42.)  If  he  is 
liable  as  an  infringer,  as  if  he  were  an  ordinary  individual, 
he  must  be  liable  to  the  extent  of  the  consequences,  as  an 
ordinary  individual  would  be,  without  regard  to  his  reckon- 
ing over  with  the  government  His  official  character  is  not 
any  shield  against  the  owners  of  the  patent,  although  it  may 
be  a  source  of  indemnity  against  the  consequences. 

The  .other  questions  relate  to  who,  as  between  themselves, 
have  the  right  to  recover  w^hat  is  recovered,  or  the  right  to 
control  the  disposition  of  what  is  recovered,  in  which,  appar- 
ently, the  defendant  James  has  no  interest.  These  questions 
are  of  two  kinds.  One  of  the  kinds  is  of  questions  relating 
to  the  right  when  the  suit  was  commenced  ;  the  other,  relat- 
ing to  rights  since  acquired.  It  is  said,  by  counsel  for  some 
of  the  claimants,  that  this  court  has  not  jurisdiction  of  all 
these  questions,  because  some  of  them  rest  upon  contracts 
between  the  parties  not  citizens  of  different  states,  and  do 
not  involve  any  question  under  the  patent  laws  of  the  United 
States  The  suit  was  brought  by  the  plaintiff  alone  against 
the  defendant  James  alone.  Objection  was  made  by  the  de- 
fendant that  Charles  Eddy  was  an  owner  of  an  interest  in  the 
patent,  and  that  the  suit  could  not  properly  proceed  without 
him  ;  whereupon,  Eddy  appeared  and  became  a  party  to  the 
suit,  under  a  stipulation  stating  that  he  claimed  that  his 
rights  were  fixed  and  determined  by  an  assignment  of  one- 
third  of  the  patent  to  him,  and  a  contemporaneous  agreement, 
dated  October  23d,  1869,  and  the  plaintiff  that  they  were  de- 
termined by  an  agreement  in  writing  among  the  owners  of 
the  patent,   dated   October   7th,    187 1,    and   that  the  cause 
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should  proceed  upon  the  evidence  taken,  unless  the  court 
should  otherwise  direct,  to  a  decree  ascertaining  the  rights 
and  interests  of  Eddy.  This  agreement,  as  to  what  the  court 
should  decide,  did  not  enlarge  what  would  have  been  before 
the  court  with  Eddy  as  a  party  defendant,  without  such  an 
agreement  ;  for,  it  would,  all  the  while,  be  necessary  to  de- 
.termine  his  rights,  in  order  to  settle  what  would  be  left  to  the 
plaintiff,  as  the  foundation  of  any  decree  that  might  be  made 
in  his  favor.  The  court  has  directed  further  evidence  to  be 
taken  as  to  whether  the  instrument  of  October  7th,  187 1,  is 
still  in  force  or  has  been  cancelled,  and  such  evidence  has 
been  taken.  Eddy  was  a  trustee  for  Jacob  Shavor  and  Albert 
C.  Corse.  Since  the  commencement  of  the  suit,  the  personal 
representatives  have  conveyed  his  title  ;  Corse  has  conveyed 
his  ;  and  Eddy  and  Corse  have  made  an  assignment  for  the 
benefit  of  creditors,  which  the  assignees  and  those  claiming 
under  them  insist  carried  the  patent,  and  Eddy  insists  that  it 
did  not. 

It  is  quite  obvious,  from  this  statement,  that  all  these 
questions  are  questions  of  title  to  the  patent,  which  arise 
under  the  patent  laws.  The  whole  question  as  to  the  instru- 
ment of  October  7th,  187 1,  according  to  the  claims  of  counsel 
on  each  side  of  that  question,  is,  as  to  whether  it  affected  the 
title,  by  operating  to  convey  a  part  or  not,  which  is,  neces- 
sarily, a  question  of  title  ;  and  it  seems  to  be  agreed,  on  all 
hands,  that,  if  it  did  not  affect  the  title,  the  question'as  to 
cancellation  of  it  afterwards  would  be  quite  different  from 
what  it  would  be  if  it  did  ;  for,  if  it  conveyed  title,  cancella- 
tion of  it  would  not  reinvest  the  title,  and,  if  it  was  only  an 
executory  agreement  as  to  the  division  of  money,  it  might  well 
be  cancelled  by  the  parties  to  it.  And,  if  the  court  is  to 
take  notice  at  all  of  rights  acquired  since  the  suit  was 
brought,  those  rights  arise  upon  the  acquisition  of  title,  if 
they  arise  at  all,  so  that  all  questions  concerning  them  arise 
upon  the  title  to  the  patent  and  the  right  to  recover  for  an 
infringement  of  it  under  the  patent  laws  of  the  United  States. 
It  has  never  been  doubted  but  that  the  circuit  courts  have 
jurisdiction  of  all  such  questions,  whatever  the  doubts  and 
decisions  may  have  been  when  neither  the  title  itself,  nor  any 
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question  as  to  whether  there  was  an  infringement,  was  before 
the  courts.     Hartellw,  Tilghman,  99  U.  S.,  547. 

Conveyances  pendente  lite  do  not  at  all  affect  the  litigation, 
as  between  the  parties  to  the  original  controversy,  unless 
there  are  special  statutes  or  circumstances  to  control  ;  but 
courts  of  justice,  even  courts  of  law,  and,  especially,  courts 
of  equity,  often  protect  the  rights  of  the  real. owners  to  the 
fruits  of  a  recovery,  as  against  those  who  are  nominal  but  not 
real  owners,  whenever  their  rights  may  have  been  acquired. 

All  parties  claiming  to  have  derived  any  title  or  right  from 
the  owners  of  the  patent,  according  to  the  decision  in  the 
principal  case,  since  the  commencement  of  the  litigation, 
have  become  parties  to  the  record,  and  submitted  the  evi- 
dence of  their  claims,  and  the  questions  arising  thereupon  are 
to  be  considered.  This  is  not,  in  any  wise,  contrary  to  the 
stipulation  made,  under  which  Eddy  became  a  party  to  the 
suit.  For,  these  claims  all  arise  under  the  right  of  Eddy  as 
reserved  to  him  in  the  stipulation,  and,  when  that  right  is 
ascertained  and  distinguished  from  the  plaintiff's,  the  plaintiff 
has  no  right  nor  apparent  interest  as  to  where  it  shall  go, 
whether  to  Eddy  himself,  for  himself  and  those  for  whom  he 
was  trustee,  or  to  those  to  whom  he  and  his  cestuis  que  trust 
may  have  conveyed  that  right. 

As  the  case  stands,  on  October  20th,  1869,  Norton  owned 
and  held  the  title  to  the  patent.  He  made  an  agreement  in 
writing  with  Eddy,  that  he  would  convey  one-third  of  it  to 
Eddy,  in  trust  for  himself,  Shavor  and  Corse,  and  that 
$20,000  of  the  first  money  received  on  account  of  the  patent 
should  be  received  by  Eddy  for  himself  and  them,  to  settle 
all  claims  between  them  and  Norton  ;  and  that  one  third  of 
all  further  receipts  should  be  received  in  like  manner  by  him 
and  the  other  two  thirds  by  Norton.  On  the  same  day,  or 
on  the  20th,  (the  copies  differ  as  to  this  date  and  the  originals 
are  not  here,)  he  conveyed  the  patent  to  Miss  Ingalls.  The 
conveyance  to  her  was  not  recorded  until  after  the  other, 
and,  probably,  was  not  intended  to  be,  for,  she  mentioned  it 
in  an  agreement  with  W.  W.  Secombe,  dated  October  4ih, 
1870,  as  having  been  left  unrecorded  for  a  time  and  after- 
wards recorded,  in  order  that  the  patent  might  be  reissued 
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to  her  ;  and  it  is  not  to  be  presumed  that  such  a  fraud  was 
intended  as  would  result  from  a  conveyance  of  a  third  to  Eddy 
after  the  whole  had  been  conveyed  to  her.  Whatever  its 
date  in  fact  was,  whether  the  20th  or  the  23d,  it  was  not 
recorded  until  August  ist,  1870,  more  than  three  months 
after  its  date,  and  it  became  subject  to  the  conveyance  to 
Eddy.  Rev.  Stat.,  sec  4,898.  The  parties  concerned  appear 
to  have  understood  that  her  conveyance  was  so  subject. 
On  the  15th  day  of  August,  1870,  Norton  made  an  agreement 
in  writing  with  Secombe,  that  he  should  have  the  sum  of 
$2500  advanced  and  to  be  advanced  on  account  of  the  patent, 
with  ten  per  cent,  interest,  out  of  any  sum  of  money  paid  by 
the  Postmaster-General  for  the  use  of  the  patent,  and  that, 
if  Norton  should  succeed  in  obtaining  the  one-third  interest 
conveyed  to  Eddy  in  trust  for  himself,  Shavor  and  Corse. 
Secombe  should  have  only  six  per  cent,  interest,  but  should 
have  one-fourth  of  the  patent.  Oft  the  4th  day  of  October, 
1870,  Miss  Ingalls  made  an  agreement  in  writing  with 
Secombe,  referring  to  this  agreement  between  Norton  and 
him,  and  ratifying  and  confirming  it  as  if  made  by  her.  The 
patent  was  reissued  to  her  on  that  day,  and,  on  the  4th  day 
of  March,  187 1,  she  conveyed  to  him  all  her  right,  title  and 
interest  in  and  to  the  patent,  in  trust  for  herself  and  the  wife 
and  children  of  Norton,  with  full  power  to  sell  and  assign 
and  to  grant  licenses  and  manufacture  under  the  patents,  to 
pay  the  expenses  of  the  trust,  reserve  his  compensation  as 
trustee,  and  pay  over  the  balance,  according  to  a  declaration 
of  trust,  which  he  then  executed  to  her,  by  which  he  was  to 
have  two-fifths  of  the  proceeds  and  she  the  other  three-fifths, 
in  trust  for  herself  and  the  wife  and  children  of  Norton.  In 
this  state  of  the  title,  the  agreement  of  October  7th,  1871, 
was  made  and  signed  by  Eddy,  Shavor,  Corse  and  Secombe. 
There  had  been  a  suit  against  the  government,  in  the  Court 
of  Claims,  for  compensation  for  the  use  of  the  patent,  which  had 
failed  because  no  contract  had  been  proved  ;  and  the  matter 
had  been  before  Congress  for  an  appropriation  to  make 
compensation,  which  had  not  been  disposed  of  by  final  action. 
The  meaning  and  effect  of  the  agreement  are  to  be  judged  of 
in  the  light  of  this  situation.     It  recited,  that  the  parties  to 
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the  agreement  were  interested  in  the  prosecution  of  a  certain 
claim  against  the  government  for  the  use  of  this  invention', 
and  stated  that  it  was  understood  and  agreed  between  them 
that  Eddy,  Shavor  and  Corse  would  **  accept  and  receive, 
in  full  payment  and  satisfaction  of  their  claim  and  demand, 
the  sum  of  thirty  thousand  dollars,**  to  be  paid  out  of  the 
moneys  to  be  received,  provided  they  should  amount  to 
$62,000  ;  and  a  pro  rata  sum  if  it  should  not  amount  to  the  sum 
stated,  with  parties  whose  interest  was  ^20,000,  and  Secombe 
whose  claim  was  $12,000.  It  is  argued,  on  the  one  hand, 
that  this  was  a  conveyance  which  would  cut  the  rights  of 
Eddy,  Shavor  and  Corse  in  the  patent  down  to  $30,000  ;  and, 
on  the  other,  that  it  is  a  mere  executory  agreement.  Ail 
interests  in  patents  are  assignable  by  instrument  in  writing. 
No  particular  form  is  required  ;  but  still  there  must  be  some 
operative  words  expressing  at  least  an  intention  to  assign,  in 
order  to  constitute  an  assignment.  There  are  no  such  words 
in  this  instrument.  There  is  no  consideration  stated  for 
their  agreement  to  accept  that  sum  in  satisfaction  when 
received  ;  there  is  not  even  an  agreement  to  pay  it.  The 
substance  is,  that,  if  it  is  paid,  they  will  so  receive  it.  Neither 
is  there  any  consideration  proved.  They  received  no  com- 
pensation or  forbearance,  nor  Secombe  any  detriment,  that  is 
shown.  It  would  not  be  even  an  accord  and  satisfaction  of 
the  claim,  if  Secombe  had  received  the  money,,  and  could  not 
.even  be  pleaded  as  such,  for  it  is  a  mere  accord  without  satis- 
faction, which  is  never  a  bar.  It  is  wholly  executory  in 
character  as  to  whatever  it  applies  to,  depending  on  future 
events  and  not  presently  operating  on  anything.  But,  if  it 
was  an  assignment  of  anything,  it  makes  no  allusion  to  a 
patent,  further  than  to  mention  a  claim  for  the  use  of  a  certain 
patented  cancelling  stamp  invented  and  patented  by  Norton. 
It  is  plain  that  the  claim  referred  to  is  under  the  patent,  but  a 
conveyance  of  the  claim  would  not  carry  the  patent.  The 
patent  would  still  be  left,  so  far  as  this  instrument  in  any  view 
is  concerned.  This  agreement  was  held  by  Secombe  until 
the  latter  part  of  March,  1872,  when,  at  the  request  of  the 
other  parties,  he  delivered  it  up  to  be  cancelled,  and  it  was 
cancelled.     It  was  a  mere  agreement  in  the  first  place,  and  it 
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required  nothing  more  solemn  than  a  mere  agreement  to  end  it. 
Such  an  agreement,  fully  acted  upon,  is  fully  and  satisfactorily 
proved.  Th«  conveyances  afterwards,  until  chey  reached  the 
plaintiff,  were  of  the  patent,  without  the  interests  of  Eddy, 
Shavor  and  Corse,  and  their  interests  remained  intact,  as 
they  were,  under  the  assignment  of  one  third  to  Eddy  in 
trusty  October  23d,  1869.  It  is  suggested,  that  this  agree- 
ment was  recorded,  and  that  the  record  of  it  may  have  misled 
the  plaintiff  ;  but  this  is  not  at  all  probable,  and  the  result  is 
not  chargeable  to  Eddy  or  his  cestuis^  if  it  did.  That  it  was 
recorded  would  not  make  it  an  instrument  of  title,  but  would 
only  complete  its  effect,  if  it  was  one.  If  the  plaintiff  learned 
of  the  record,  he  is  to  be  taken  to  have  learned  of  it  as  it  was, 
and  to  have  known  that  it  did  not  affect  the  title.  According 
to  these  views,  the  plaintiff  is  entitled  to  a  decree  for  the 
payment  by  the  defendant  James  to  him  of  two  thirds  of  the 
sum  reported  by  the  master,  namely,  $42,000. 

This  conclusion  would  dispose  of  the  whole  case  as  it  was 
originally  brought ;  but  when  the  defendant  objected  that  all 
the  parties  in  interest  were  not  before  the  court,  so  that 
complete  justice  could  be  done  and  the  whole  controversy 
disposed  of,  he  set  out  the  conveyance  to  Eddy  as  trustee  for 
himself,  Shavor  and  Corse,  as  showing  an  outstanding 
interest,  and  prayed  that  Eddy,  as  trustee,  might  be  made  a 
party  to  the  cause,  prior  to  the  final  hearing.  It  was  the 
duty  of  the  defendant,  in  making  that  objection,  to  set  forth 
what  parties  were  wanting,  that  the  plaintiff  might  supply 
them.  This  is  required  in  pleadings  at  law,  to  give  the 
plaintiff  a  better  writ  before  abating  the  one  he  has.  The 
same  is  required  in  proceedings  in  equity,  although  not  with 
the  same  strictness.  (Story's  Eq.  PI.,  §  543.)  In  complying 
with  this  requirement,  the  defendant  set  forth  who  was  lack- 
ing and  whose  presence  as  a  party  was  desired  by  him, 
namely,  Eddy,  as  trustee,  and  that  party  was  added  accord- 
ingly as  he  had  prayed.  Since  ther,  all  patties  whose 
presence  was  desired  by  others  have  been  before  the  court. 
It  is  not  important,  in  equity  proceedings,  for  every  purpose, 
that  all  the  parties  to  the  controversy  should  be  upon  opposite 
sides,  in  the  formal  pleadings.     It  is  sufficient  that  they  are 
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citizens  of  different  States  on  opposite  sides  of  the  dispute, 
although  not  on  opposite  sides  in  the  pleadings,  for  the 
removal  of  the  cause  to  the  Federal  Courts.  (Removal  Cases, 
10  Otto,  457.)  That  the  rights  of  the  parties  could  be  deter- 
mined in  the  cause  notwithstanding  their  position  would 
seem  to  be  a  necessary  ground  to  that  conclusion.  In  this 
cause,  the  pleadings  cover  all  the  grounds  of  claim  upon  and 
defence  by  the  defendant,  as  well  as  to  that  part  claimed  by 
Eddy  as  in  respect  to  that  claimed  by  the  plaintiff,  and  the 
evidence  has  been  taken  in  respect  to  all  the  issues  made, 
and  considered  as  bearing  upon  them.  Under  these  circum- 
stances, at  least,  it  seems  proper  that  the  rights  of  Eddy  and 
of  those  claiming  under  him  as  trustee,  to  the  fruits  of  the 
infringement  of  the  defendant,  should  be  considered  and 
determined.  All  the  parties,  except  the  defendant  James, 
have  insisted  upon  this  course,  and  he  has  only  insisted  that 
the  proceedings  should  be  such  as  to  protect  him  from  further 
suits  for  the  same  cause.  These  proceedings,  with  these 
parties  to  them,  appear  to  be  ample  for  that  purpose. 

Eddy  was  trustee  by  name,  in  the  conveyances,  for  himself, 
Shavor  and  Corse.  The  presumption  would  be,  in  the  ab- 
sence of  all  proof,  that  he  was  trustee  for  himself  and  them 
in  equal  proportions.  Whatever  proof  there  is  shows  them 
to  have  been  equal  partners  in  cognate  matters,  and  inten- 
sifies rather  than  rebuts  the  presumption.  He  could  not  be 
trustee  for  himself,  in  any  proper  sense  of  the  term,  and  must 
have  been  an  absolute  owner  of  his  share  of  the  third  he  held, 
or  one  ninth  of  the  whole.  Shavor  and  Corse  were  equitable 
owners  of  their  shares,  or  one-ninth  each  of  the  whole. 
Shavor  died,  and  his  personal  representatives,  by  leave  of 
Court,  became  parties  to  the  suit,  under  the  rights  repre- 
sented by  Eddy.  On  the  27th  day  of  March,  1879,  Corse 
assigned  his  right  to  Caroline  G.  Caswell,  and  she  becam.e  a 
party,  in  like  manner.  Corse  and  Eddy  were  partners  with 
others,  and  they  and  their  co-partners,  each  as  partners  and 
as  individuals,  on  the  31st  day  of  March,  1879,  assigned  to 
J.  Albert  Cipperly  and  Charles  N.  Stannard  **  all  and  singular 
their  co-partnership  and  individual  estate  and  property,  real 
and  personal,  goods,  chattels,  effects,  credits,  accounts,debts, 
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dues,  demands,  choses  in  action  and  property  of  every  name 
and  whatsoever,  whether  held  by  and  in  the  name  of  said 
parties  of  the  first  part  and  each  and  either  of  them,  or  by 
and  in  the  name  of  any  other  person  for  them  or  either  of 
them,  except  such  property,  if  any,  held  or  owned  by  said 
parties  of  the  first  part  individually,  as  is  exempt  by  law 
from  levy  and  sale  under  execution,""  in  trust  to  be  converted 
into  money,  for  the  payment  of  the  debts  of  the  firm  and  its 
individual  members.  These  assignees,  assuming  that  the 
assignment  covered  the  patent  rights,  have  assigned  them  to 
Samuel  R.  Clexton,  who  has  become  a  party  to  this  suit. 
The  personal  representatives  of  Shavor  have  assigned  his 
right  to  Clexton.  The  rights  of  Caroline  G.  Caswell  to  the 
share  of  Corse,  all  rights  of  Corse,  if  there  were  any  remain- 
ing to  him  after  his  assignment  to  her  and  the  assignment  to 
trustees,  and  all  rights  acquired  by  Clexton  through  the 
trustees,  have  been  transferred  to  Horace  T.  Caswell,  who 
has  become  a  party  to  this  suit  also.  So,  all  the  rights  of 
Corse,  without  reference  to  the  fairness  of  his  conve3'ance  to 
Caroline  G.  Caswell  so  near  to  the  time  of  the  conveyance  to 
trustees  for  the  benefit  of  creditors,  and  without  reference  to 
whether  that  conveyance  would  pass  any  of  these  rights,  have 
become  vested  in  Horace  T.  Caswell,  and  all  the  rights  of 
Shavor  have  become  vested  in  Clexton,  and  the  only  question 
remaining  is,  whether  the  rights  of  Eddy  passed  to  the  as- 
signees and  thence  to  Clexton,  or  remained  to  himself.  All 
these  assignments  covered  the  claims  for  past  infringement 
as  well  as  the  title  to  the  shares  of  the  patent. 

The  infringement  of  the  defendant  had  been  ripening  into 
a  cause  or  causes  of  action,  all  the  while  from  the  time  when 
he  began  to  infringe  to  the  time  of  the  assignment,  in  favor 
ot  Eddy.  Eddy's  right  to  recover  upon  these  causes  of 
action,  so  far  as  they  had  accrued  up  to  that  time,  was  a 
chose  in  action.  Choses  in  action  are  expressly  named  in 
the  assignment  to  trustees,  and  by  force  of  those  words  it 
would  carry  this  claim.  But,  his  title  to  the  patent  remained, 
and  the  further  question  is  as  to  what  became  of  that.  The 
words  of  the  assignment  are,  probably,  broad  enough  to 
cover  it.     Similar  words  were  held  to  be  sufficient  for  such 
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a  purpose  in  Railroad  Co.  v.  Trimble^  10  Wall.,  367.  Still, 
there  is  excepted  out  of  the  individual  property  of  the 
assignors  all  property  exempt  by  law  from  levy  and  sale 
under  execution.  If  this  means  such  property  as  is  specially 
exempt  by  express  provisions  of  the  statutes,  the  right  to  the 
patent  is  not  included  among  the  classes  of  such  property. 
But,  the  exception  is  not  of  the  property  exempt  by  statute, 
but  of  the  property  exempt  by  law.  Property  can  be  levied 
upon  and  sold  under  execution  at  all  only  by  force  of  law. 
Such  property  as  cannot  by  law  be  taken  is  by  law  exempt. 
This  patent  right  could  not  by  law  be  so  levied  upon  and 
sold,  and  was,  therefore,  by  law  exempt.  This  conveyance, 
too,  is  understood  to  be  such  a  conveyance  for  the  benefit  of 
creditors  as  the  law  of  New  York  sanctions  and  upholds  for 
appropriating  the  property  of  debtors  to  the  payment  of  their 
debts,  in  place  of  legal  proceedings  to  judgment,  execution 
and  lev}'  for  that  purpose.  It  is  to  be  construed,  like  other 
written  instruments,  in  the  light  of  the  circumstances  and  its 
professed  object^  for  the  purpose  of  ascertaining  the  inten- 
tion of  the  parties.  In  this  view,  it  may  well  be  understood, 
that  the  intention  was  to  place  in  the  hands  of  the  assignees 
what  the  creditors  could  otherwise  reach,  and  to  except  out 
by  this  clause  what  they  could  not  reach.  This  consideration 
aids  the  conclusion,  that  this  patent  right  was  excepted  and 
not  conveyed.  Probably,  these  distinctions  were  not  actually 
thought  of,  and,  very  likely,  the  actual  effect  of  the  instru- 
ment upon  other  property  was  not*,  but  the  instrument  was 
probably  made  in  that  way  because  the  assignors  were  willing 
to  stand  by  its  effect  upon  their  property  of  various  kinds, 
situated  under  various  circumstances,  whatever  the  effect 
might  turn  out  to  be.  And  an  assignment  of  what  by  law 
could  be  taken  was  all  the  creditors  had  any  right  to  claim. 
So,  Caswell  is  entitled  to  one-ninth  of  the  whole  sum  reported 
by  the  master,  $7000,  and  Clexton  is  entitled  also  to  one- 
ninth  and  so  much  of  the  profits  of  one-ninth  as  accrued 
before  March  31st,  1879,  in  addition,  and  Eddy  is  entitled  to 
the  profits  of  the  same  ninth  which  accrued  subsequently  to 
that  time. 

The  profits  allowed  consist  in  money  saved  from  salaries 
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at  a  uniform  rate,  so  that  the  amount  due  to  the  ninth  share 
of  Eddy,  for  the  time  before  March  31st,  1879,  and  for  the 
time  subsequent,  is  readily  computed.  For  the  time  before  it 
is  $6,125,  ^^^  for  the  time  subsequent  $875.  Therefore,  of  the 
profits  repoited  by  the  master,  the  orator  is  entitled  to 
$42,000  ;  Samuel  R.  Clexton  to  $13,125  ;  Horace  T.  Caswell 
to  $7,000  ;  Charles  Eddy  to  *875. 

The  defendant  James  has  moved  for  a  stay  of  proceedings 
in  this  cause,  on  account  of  a  suit  brought  in  this  court 
against  him,  for  the  same  infringement,  by  the  personal 
representative  of  William  W.  Secombe,  under  whom  the 
plaintiff  claims  title,  in  which  it  is  alleged  that  the  title  to 
this  patent  did  not  pass  from  Secombe,  because  the  deed  from 
him  did  not  in  terms  cover  it  ;  and  that,  if  it  did,  the  con- 
tract pursuant  to  which  the  deed  was  made  was,  that  this 
patent  should  not  be  conveyed,  and  that  the  deed  should 
be  reformed  to  that  extent.  This  motion  has  been  heard  at 
the  same  time  with  the  exceptions  to  the  master's  report. 
As  the  cases  now  stand,  this  plaintiff  cannot  be  affected  by 
any  parol  contract  between  tlie  parties  to  that  deed,  as  to 
what  it  should  cover.  He  is  a  purchaser  for  valuable  con- 
sideration, without  notice  of  any  such  outstanding  equitable 
claim  to  the  patent,  if  it  exists.  The  laws  relating  to  patents 
require  the  title  to  the  patent  to  be  shown  by  the  records  of 
the  Patent  Office,  and  he  had  a  right  to  rely  upon  the  title 
there  shown.  That  the  deed  did  carry  this  patent  has  already 
been  determined  in  this  case,  upon  full  argument  and  con- 
sideration. There  is  no  apparent  ground  upon  which  this 
motion  can  justly  be  sustained,  and  it  must  be  denied. 

On  account  of  the  number  of  those  found  to  be  entitled  to 
share  in  the  avails  of  the  recovery,  and  of  the  conflicting 
claims  between  them,  it  may  be  preferable  to  the  defendant 
James,  equally  advantageous  to  those  entitled,  and,  perhaps, 
more  proper,  as  the  case  is  made  up,  that  he  should  have 
opportunity  to  make  payment  into  the  registry  of  the  court, 
for  the  benefit  of  those  entitled,  instead  of  being  compelled 
to  pay  their  shares  to  them  severally.  The  exceptions  to  the 
master's  report  are  overruled,  the  report  is  accepted  and 
confirmed,   and  a    decree   ordered   to   be   entered,   that  the 
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defendant  James  pay  to  the  clerk  of  this  court  the  sum  of 
$63,000,  mentioned  in  the  master's  report,  within  twenty 
days  from  the  entry  of  the  decree,  for  the  benefit  of  the  other 
parties  to  this  suit — $42,000  for  the  plaintiff;  $13,125  for 
Samuel  R.  Clexton  ;  $7,000  for  Horace  T.  Caswell  ;  and  $875 
for  Charles  Eddy  ;  and  for  execution  therefor,  in  default  of 
such  payment,  and  for  costs  to  the  plaintiff,  to  be  taxed. 

George  H,    Williams   and    Marcus  P.  Norton^  for  the  com- 
plainant. 

Samuel  B.  Clarke  {^Assistant  District  Attorney)^  for  the  defend- 
ants. 

Edward  D,  BettenSy  for  Clexton  and  Caswell. 

George  F.  Betts^  for  Charles  Eddy. 


Christopher  C.  Campbell 
Thomas  L.  James  et  al.    In  Equity.*  f 

A  postmaster  is  not  an  '*  officer  of  the  revenue  "  within  §  989  of  the  Revised 
Statutes,  which  provides  for  the  granting  of  certificates  of  probable  cause 
in  certain  cases. 

The  words  "officer  of  the  revenue,**  in  §  989,  mean  only  an  officer  of  the 
revenue  from  customs. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  May,  1880.) 

Blatchford,  J. 

This  is  a  suit  in  equity  for  the  infringement  of  a  patent. 
A  final  decree  has  been  entered  in  it  adjudging  that  the 
plaintiff  recover  from  the  defendant  James  personally  a  sum 
of  money  for  such  infringement  and  awarding  execution 
against    him    personally   therefor.     The    infringement    was 

*  18  Blatchf.  C.  C.  R.,  196. 

I  See  Campbell  v,  James,  4  Bann  &  Ard.,  456. 
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committed  by  the  use,  by  the  defendant  James,  in  the  post 
office  at  the  city  of  New  York,  while  he  was  postmaster  there, 
and  in  the  business  of  such  post  office,  of  an  apparatus  for 
stamping  letters  with  a  postmark  and  cancelling  postage 
stamps,  in  infringement  of  said  patent.  On  behalf  of  the  de- 
fendant James  a  motion  is  now  made  to  this  court  to  grant 
a  certificate,  under  §  989  of  the  Revised  Statutes  of  the  United 
States.  That  section  is  as  follows  :  **  When  a  recovery  is  had 
in  any  suit  or  proceeding  against  a  collector  or  other  officer  of 
the  revenue  for  any  act  done  by  him,  or  for  the  recovery  of 
any  money  exacted  by  or  paid  to  him  and  by  him  paid  into 
the  Treasury,  in  the  performance  of  his  official  duty,  and  the 
court  certifies  that  there  was  probable  cause  for  the  act  done 
by  the  collector  or  other  officer,  or  that  he  acted  under  the 
directions  of  the  Secretary  of  the  Treasury,  or  other  proper 
officer  of  the  government,  no  execution  shall  issue  against 
such  collector  or  other  officer,  but  the  amounts  so  recovered 
shall,  upon  final  judgment,  be  provided  for  and  paid  out  of 
the  proper  appropriation  from  the  Treasury." 

The  first  question  which  arises  is,  whether  the  defendant 
James,  as  such  postmaster,  was  such  an  officer  of  the  revenue 
as  is  meant  by  the  expression  *'  other  officer  of  the  revenue," 
in  the  section.  The  section  is  taken  from  §  12  of  the  Act  of 
March  3d,  1863,  12  U.  S.  Stat,  at  Large,  741.  Such  §  12  was 
in  these  words  :  "In  all  suits  or  proceedings  against  collect- 
ors or  other  officers  of  the  revenue  for  any  act  done  by  them, 
or  for  the  recovery  of  any  money  exacted  by  or  paid  to  such 
officer  and  by  him  paid  into  the  Treasury  of  the  United 
States,  in  the  performance  of  his  official  duty,  in  which  any 
district  or  other  attorney  shall'be  ordered  to  appear  on  behalf 
of  such  officer  by  the  Secretary  or  Solicitor  of  the  Treasury, 
or  by  any  other  proper  officer  of  the  government,  such 
attorney  shall  be  allowed  such  compensation  for  his  services 
therein  as  shall  be  certified  by  the  court  in  which  such  suit  or 
proceedings  shall  be  had,  to  be  reasonable  and  proper,  and 
approved  by  the  Secretary  of  the  Treasury  ;  and  where  a  re- 
covery shall  be  had  in  any  such  suit  or  proceedings,  and  the 
court  shall  certify  that  there  was  probable  cause  for  the  act 
dione  by  the  collector  or  other  officer,  or  that  he  acted  under 
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the  directions  of  the  Secretary  of  the  Treasury  or  other 
proper  officer  of  the  governent,  no  execution  shall  issue 
against  such  collector  or  other  officer,  but  the  amount  so  re- 
covered shall,  upon  final  judgment,  be  provided  for  and 
paid  out  of  the  proper  appropriation  from  the  treasury/'  So 
much  of  said  §  12  as  is  not  to  be  found  in  §  989  of  the  Revised 
Statutes  is  found  in  §§  827  and  834. 

The  above  §  989  is  found  in  Title  13  of  the  Revised  Statutes, 
entitled  **  The  Judiciary''  and  in  chapter  18  thereof,  en- 
titled **  Procedure  "  It  is  provided  by  §  5,595  of  the  Revised 
Statutes,  that  the  73  titles  thereof  embrace  the  statutes  of  the 
United  States,  general  and  permanent  in  their  nature,  in 
force  on  the  ist  day  of  December,  1873,  as  revised  and  con- 
solidated by  commissioners  appointed  under  the  Act  of  June 
27th,  1866,  14  U.  S.  Stat,  at  Large,  74.  Section  5,600  of  the 
Revised  Statutes  provides,  that  **  the  arrangement  and  clas- 
sification of  the  several  sections  of  the  revision  have  been 
made  for  the  purpose  of  a  more  convenient  and  orderly 
arrangement  of  the  same,  and  therefore  no  inference  or  pre- 
sumption of  a  legislative  construction  is  to  be  drawn  by 
reason  of  the  title,  under  which  any  particular  section  is 
placed." 

The  Act  of  March  3d,  1863,  is  entitled  "  An  Act  to  prevent 
and  punish  frauds  upon  the  revenue,  to  provide  for  the  more 
certain  and  speedy  collection  of  claims  in  favor  of  the  United 
States,  and  for  other  purposes."  In  section  2  are  found 
the  words  "frauds  upon  the  revenue,"  in  sections  3,  4,  and 
6,  the  words  "  any  officer  of  the  revenue/'  in  section  5 
the  words  "  the  revenue  laws,"  in  section  7  the  words  "  any 
fraud  on  the  revenue,'*  in  section  11  the  words  "the  rev- 
enue laws,"  and  in  sections  12  and  13  the  words  "col- 
lectors or  other  officers  of  the  revenue."  It  is  clear  that 
the  w^ord  "revenue,"  in  all  these  forms  of  expression, 
means  only  the  revenue  from  customs.  The  Act  does  not 
relate  to  revenue  from  any  other  source.  So  far  as  it  re- 
lates to  revenue  from  any  source  it  relates  only  to  revenue 
from  customs.  The  words  "  officers  of  the  revenue,"  in 
section  12,  mean,  officers  of  the  revenue  from  customs. 
The  words    "officer  of   the   revenue"  in  §  989  of  the  Re- 
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vised  Statutes,  which  is  a  mere  revision  or  reprint  of  §  12 
of  the  Act  of  1863,  can  have  no  different  meaning  from 
what  it  would  have  had  if  there  had  been  no  revision  or  re- 
print. Under  said  §  12  the  words  **  other  officers  of  the 
revenue"  would  never  have  been  construed  to  mean  a  post- 
master. Therefore,  they  cannot  be  so  construed  in  §989  of  the 
Revised  Statutes.  The  revision  cannot  change  the  meaning 
of  the  same  words,  by  displacing  the  enactment  from  the 
connection  in  which  Congress  originally  placed  it. 

This  is  the  view  held  by  the  Post-office  Department  itself  ; 
for,  in  the  Report  of  the  Postmaster-General  to  the  President, 
of  November  8th,  1879,  reference  is  made  to  this  suit  and  to 
the  decision  in  it,  by  the  interlocutory  decree,  adverse  to  the 
defendant  James,  and  it  is  slated,  that  **  there  is  no  provision 
of  Federal  law  to  secure  *  certificates  of  probable  cause '  to 
United  States  officials  other  than  Treasury  officials,  in  cases 
of  adverse  judgments  for  acts  done  in  their  official  capacity." 

This  is,  unquestionably,  a  correct  view.  For  what  acts 
done  in  their  official  capacity  **  Treasury  officials  "  may  have 
such  certificates  granted  to  them,  under  the  statute,  and 
whether  such  acts  can  ever  include  the  act  of  infringing  a 
patent,  are  questions  not  involved  in  this  case. 

The  motion  is  denied,  on  the  ground  above  stated. 

Stewart  L.  Woodford  [District  Attorney)  and  Samuel  B,  Clarke 
for  the  motion. 

Marcus  P,  Norton  opposed. 


Hugh  W.  Collender 

vs, 

William  H.  Griffith  et  al.     In  Equity.* 

The  reissued  letters  patent  granted  to  Hugh  W.  Collender,  June  ist,  1875, 
for  an  ''improvement  in  billiard  tables/'  (the  original  patent  having 
been  granted  to  him,  as  inventor,  December  23d,  1873,  on  an  applica- 
tion made  January  16th,  1872,)  the  claim  of  which  is,  **  In  combination 
with  the  bed  and  projecting  cushion  rails,  the  beveled  sides  or  broad 


*  18  Blatchf.  C.  C.  R.,  no. 
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rails,  /,  the  whole  constructed  and  arranged  substantially  in  the  manner 
and  for  the  purposes  described/'  are  not  rendered  invalid  by  the  fact 
that  letters  patent  for  a  design  for  a  billiard  table  were  issued  to  the 
same  inventor  June  6th,  1871,  although  the  invention  patented  by  the 
mechanical  patent  was  described  in  the  design  patent. 

The  invention  covered  by  the  reissue  is  of  sufBcient  utility  to  support  a 
patent. 

The  invention  held  to  have  been  anticipated  by  prior  structures. 
(Before  Blatchford,  J.,  Southern  District  of  New  York,  May,  1880.) 

Bl.ATCHFORD,  J. 

This  suit  is  brought  on  reissued  letters  patent  granted  to 
the  plaintiff,  June  ist,  1S75,  for  an  **  improvement  in  billiard 
tables,"  the  oiiginal  patent  having  been  granted  to  him,  as 
the  inventor,  December  23d,  1873.  The  specification  says  : 
**  Previous  to  my  invention,  it  has  been  customary,  in  the 
construction  of  billiard-tables,  to  form  the  body  of  the  table 
with  vertical  sides,  extending  downwards  from  lines  a  short 
distance  within  the  outer  edges  of  the  cushion-rails,  or  with 
what  are  generally  designated  as  straight  or  vertical  side- 
rails  ;  and,  previous  to  my  invention,  nearly  all  billiard  tables 
manufactured  and  used  in  this  country  have  been  made  ac- 
cording to  this  plan.  A  great  variety  of  designs  in  the  finish 
and  ornamentation  and  in  the  shape  of  the  legs,  have  been 
devised  and  carried  into  use,  and  man}'  and  great  improve- 
ments, in  the  past  few  years,  have  been  made  in  the  construc- 
tion of  the  beds,  cushions  and  details  of  the  table,  for  which 
numerous  patents  have  been  granted  to  me  and  to  other 
billiard  table  makers,  until  nearly  all  the  requisites  of  a  per- 
fectly working  and  unique  apparatus  or  machine  appeared  to 
have  been  attained  ;  but  one  serious  inconvenience  and  dis- 
advantage still  remained,  in  the  shape  of  the  body  of  the 
table.  It  was  necessary,  on  account  of  the  weight  of  the  bed, 
and  to  provide  for  a  sure  and  lasting  support  of  the  same,  to 
have  the  side  rails,  or  the  body  of  the  table,  of  considerable 
depth,  and  their  arrangement  in  vertical  planes,  extending 
downward  the  requisite  distance,  has  proved  a  source  of  great 
disadvantage  to  the  player,  in  preventing  him  from  assuming 
a  position  with  his  leg  nearest  to  the  table,  by  which  he 
might  be  enabled  to  place  and  conveniently  hold  his  bridge- 
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hand  as  far  over  on  the  bed  table,  or  as  far  away  from  the 
cushion,  as  possible,  in  the  execution  of  shots  in  which 
the  cue  ball  rests  far  from  the  cushions,  and  thus  avoid  the  use 
of  the  bridge,  which,  to  most  players,  is  objectionable,  and 
which  it  is  of  great  advantage  to  dispense  with  as  much  ks 
possible.  It  has,  also,  been  customary,  previous  to  my  inven- 
tion, to  make  billiard  tables  with  the  sides  of  the  body  run 
under,  somewhat  after  the  fashion  of  what  are  known  as 
'*  French'*  tables,  or  **  Ogee"  tables  ;  but,  in  all  this  kind  of 
tables,  the  sides  or  broad  rails  have  been  so  formed  and  so 
arranged  relatively  to  the  extreme  upper  edge  of  the  table, 
or  to  the  edge  of  the  cushion  rail,  that  the  lower  part  of  the 
sides,  or  that  portion  likely  to  be  on  a  level  with  the  bended 
knee  of  the  player,  obstructed  the  advanced  leg  of  the  player, 
besides  which  objection,  the  legs  of  the  table  were  not  placed 
far  enough  under  to  be  always  entirely  out  of  the  way  of  the 
player's  feet,  and  the  curved  or  ogee  form  of  the  sides  ren- 
dered the  manufacture  of  such  tables  very  expensive.  My 
invention  has,  for  its  object,  to  overcome  all  these  objection- 
able features  in  the  structure  and  form  of  the  table,  and  to 
provide  a  billiard  table  which,  while  it  shall  be  equally  as 
strong  and  durable  in  construction  as  either  of  the  kinds 
heretofore  made,  and  equally  as  desirable  in  all  other  re- 
spects, shall  embody  the  great  advantage  of  having  its  broad 
rails  (on  the  lower  portions  of  its  sides)  and  feet  so  located 
as  to  be  always  entirely  out  of  the  way  of  the  legs  and  feet 
of  the  player,  and  so  as  to  permit  the  player  to  place  his 
bended  knee  as  far  under  the  cushion  rail  and  table  bed  as 
may  be  necessary  to  effect  the  placement  of  his  bridge-hand 
as  far  as  possible  from  the  cushion,  and,  at  the  same  time, 
properly  support  his  centre  of  gravity,  or  maintain  his  equi- 
librium ;  and,  to  these  ends  and  objects,  my  invention  consists 
in  a  billiard  table  in  which  the  broad  rails  are  so  beveled  or 
inclined  under,  and  so  arranged  with  the  cushion  rails,  (or 
edge  of  the  table,)  and  the  table  bed,  that,  while  the  latter 
shall  be  properly  supported,  the  broad  rails  shall  be  always 
out  of  the  way  of  the  player's  bended  knee,  as  will  be  here- 
inafter more  fully  explained.  To  enable  those  skilled  in  the 
art  to  make  and  use  my  invention,  I  will  more  fully  explain 
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the  construction  and  operation  thereof,  referring  by  letters  to  / 
the  accompanying  drawings,  in  which  Fig.  i  is  a  side  eleva- 
tion, and  Fig.  2  a  vertical  cross  section,  of  a  billiard  table 
made  according  to  my  invention.  The  bed,  B,  the  cushion 
rails,  C,  with  their  attached  cushions,  <f,  and  the  legs,  /z,  which 
support  the  body  of  the  table,  are  all  made  in  about  the  usual 
most  approved  manner  ;  but  the  side  rails,  /,  or  sides  of  the 
body  of  the  table,  are  made  and  arranged,  as  seen,  in  an 
oblique,  in  lieu  of  the  usual  vertical,  or  nearly  vertical,  posi- 
tion, iheir  upper  edges  being  located  as  far  under  ti;e  table, 
and  away  from  the  cushion  rails,  as  they  can  be  placed  and 
afford  a  proper  support  to  the  edges  of  the  slabs  composing 
the  bed.  The  figure  represented  by  the  body  thus  formed  is 
that  of  an  inverted  frustrum  of  a  pyramid,  instead  of  being 
about  rectangular  in  its  appearance,  as  in  most  of  the  tables 
heretofore  made.  The  sides,  /,  should  be  beveled  or  inclined 
inward,  as  they  descend  from  the  cushion  rails  or  under  the 
side  of  the  bed,  at  about  an  angle  of  from  thirty  to  forty 
degrees,  or  quite  sufficiently  to  permit  the  player  to  place  his 
leg  in  the  proper  position  for  reaching  as  far  as  possible  with 
the  bridge-hand,  but  no  further  than  is  necessary  for  this 
purpose,  because,  if  the  angle  or  flare  be  increased,  the  struct- 
ure is  proportionally  weakened,  the  capacity  of  the  body  or 
frame  to  sustain  vertical  strain  being  lessened  as  such  inverted 
frustruminal  frame  is  flattened  out.  At  Fig.  2  I  have  illus- 
trated part  of  a  player's  figure,  to  show  the  convenient  and 
advantageous  position  which  the  player  may  assume  in  play- 
ing, and  which  position  it  would  be  utterly  impossible  to 
assume  were  the  sides,  /,  extended  down  in  the  usual  man- 
ner, about  vertically.  It  will  be  seen,  that  the  beveling  of 
the  sides  or  broad  rails  of  the  table,  as  shown  and  described, 
permits  the  player  to  so  extend  his  bended  knee  under  the 
table,  and  so  place  his  foot  and  posture  himself,  as  to  main- 
tain his  equilibrium  perfectly  while  reaching  over  the  table 
to  make  his  bridge,  and  that  the  arrangement  of  the  beveled 
sides  with  the  bed  and  cushion  rails,  as  shown  and  described, 
renders  the  support  of  the  bed  as  perfect,  and  the  whole 
structure  as  durable,  as  in  tables  made  with  the  old  fashioned 
vertical  broad  rails.     Any  one  skilled  in  the  art  appreciates 
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the  importance  of  affording  the  best  possible  support  to  the 
bed  throughout  the  whole  extent  of  the  plane  of  the  table,  so 
that  it  will  not  get  out  of  level.  It  will  also  be  seen,  that, 
while,  in  a  table  made  according  to  my  invention,  the  body  will 
be  equally  as  strong  as,  if  not  stronger,  (with  the  same  amount 
of  material,)  than  a  table  made  the  old  way,  by  the  conver- 
gence of  the  sides,  /,  as  ihey  descend,  the  legs,  ^/,  are 
brought  further  under  the  table,  and  more  out  of  the  way  of 
the  player's  feet.  The  construction  of  such  a  table  as  herein 
shown  and  described  is  no  more  expensive  than  one  with  the 
vertical  sides,  and  may  be  ornamented  and  elaborated  to  the 
same  extent  that  other  tables  can  be,  while  at  the  same  time 
the  inclination  or  obliquity  given  to  the  sides,  and  the  con- 
sequent location  of  the  legs  further  under  the  table,  give,  to 
the  whole  machine  or  contrivance  a  lighter  and  more  beautiful 
appearance.  It  will  be  understood,  that  the  angle  of  inclina- 
tion of  the  sides,/,  may  be  varied  somewhat  from  the  position 
or  inclination  shown,  without  departing  from  the  spirit  of  my 
invention,  the  gist  of  which  rests  in  the  idea  of  having  the 
planes  of  the  broad  rails,/,  so  inclined  or  beveled  under,  as 
to  permit  the  placement  of  the  player's  leg  and  foot  as  I  have 
explained,  and  so  combined  and  arranged  with  the  bed  and 
cushion  rails  of  the  table  as  to  afford  the  most  effectual  and 
permanent  support  of  the  bed  by  the  said  broad  rails.  I  am 
aware,  as  I  have  already  remarked,  that,  previous  to  my 
invention,  what  are  commonly  known  as  French  tables  have 
been  made  and  used  ;  but  my  invention  should  not  be  con- 
founded with  any  such  construction  of  table,  which  differs 
materially  from  my  improved  billiard  table  in  these  essential 
and  material  particulars,  among  others,  viz.  :  first,  on  the 
French  (or  ogee)  tables,  the  sides  of  the  body,  or  those  parts 
corresponding  to  w^hat  are  called  in  American  tables  the  broad 
rails,  were  so  combined  and  arranged  with  the  cushion  rail 
and  bed,  that  the  lower  portions  of  the  body  (that  part  on 
about  a  level  w^ith  the  bended  knee  of  the  player)  were  not 
located  any  further  under  the  table  and  out  of  the  way  of 
the  player  than  were  the  lower  portions  of  the  bodies  of  the 
old  fashioned  vertical-sided  (American)  tables  ;  second,  in 
the  French  tables,  the  curved  form,  or  the  ogee  shape  of  the 
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body,  rendered  the  cost  of  the  construction  so  great,  that  the 
manufacturer  of  such  tables  could  not  compete  with  the 
manufacturer  of  either  the  plane  vertical -sided  tables  or  my 
improved  bevel  tables.'*  The  claim  is  as  follows  :  **  In  com- 
bination with  the  bed  and  projecting  cushion  rails,  the 
beveled  sides  or  broad  rails,  /,  the  whole  constructed  and  ar- 
ranged substantially  in  the  manner  and  for  the  purposes 
described." 

Infringement  is  proved  and  is  not  contested.  The  de- 
fences insisted  on,  are,  that  the  patent  is  invalid,  because  the 
plaintiff  was  not  the  original  and  first  inventor  of  the  com- 
bination claimed  in  the  patent  ;  because  the  same  invention 
was  described  by  him  in  a  prior  patent ;  and  because  the 
invention  claimed  was  not,  in  itself,  a  patentable  invention. 

The  original  patent  of  December  23d,  1873,  was  applied  for 
January  i6th,  1872.  On  the  6th  of  June,  187 1,  letters  patent 
were  issued  to  the  plaintiff  for  a  design  for  ^  billiard  table. 
The  specification  says  :  *'  My  invention  relates  to  anew  shape 
and  design  for  billiard  tables.  Previous  to  my  invention  billiard 
tables  have  generally  been  made  with  the  sides  to  extend  down 
vertically  from  the  lower  side  of  the  rail.  In  this  shape, 
since  the  body  of  the  table  has  to  be  rather  deep  to  give 
strength  to  it,  it  is  rather  inconvenient  for  the  player  to  get 
his  leg  in  a  position  which  will  enable  him  to  reach  over  the 
table,  and  hence  this  form  of  construction  is  objectionable. 
This  objection  has,  I  believe,  been  partially  overcome  by  a 
design  of  some  of  the  French  tables,  the  deep  side  pieces  of 
which  run  downward  in  a  sort  of  ogee  form  ;  but  this  shape, 
composed  of  curved  surfaces,  renders  the  cost  of  manufact- 
ure of  the  table  much  greater  than  is  compensated  for  by  the 
advanlageof  greater  convenience  to  the  player.  I  propose,  by 
my  design,  to  overcome  the  difficulty  found  in  the  shape  of 
body  or  sides,  as  the  tables  have  been  generally  made, 
and  render  the  design  and  appearance  of  the  table  much 
handsomer,  while,  at  the  same  time,  the  cost  of  manufacture 
shall  not  be  increased  at  all.  In  the  accompanying  drawing, 
I  have  shown,  in  elevation,  at  Fig.  i,  and  in  vertical  cross- 
section,  at  Fig.  2,  a  table  of  my  new  design  or  shape.  In 
the  drawing,  A  is  the  body  or  main  frame  of  the  table  ;  B, 
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the  bed  ;  r,  the  cushion  rails  ;  ^,  the  legs  ;  and  e,  the  cushions  ; 
all  of  which  are  made  about  as  usual,  except  that  the  main 
frame  is  made  so  that  the  sides  of  the  body  of  the  table  run 
under,  or  flare  at  about  an  angle  of  thirty  or  forty  degrees, 
as  shown  at  /.  The  inclined  sides,/,  it  will  be  seen,  are 
perfect  planes,  so  that  the  expense  of  getting  out  the  stuff 
and  putting  together,  and  the  veneering,  is  no  more  than  in 
the  manufacture  of  the  vertical-sided  tables  now  generally 
made.  The  inclined  or  flared  sides,  /,  may  be  ornamented, 
panelled,  etc.,  to  any  desired  extent.  By  reference  to  the 
figure  drawn  at  Fig.  2,  it  will  be  seen  that  the  player  can  so 
extend  his  leg  under  the  table,  when  made  as  shown,  as  to 
enable  him  to  reach  further  over  the  bed,  which  is  a  great 
convenience,  and  enables  the  player  to  easily  reach  many 
shots  which,  on  the  table  as  now  made,  have  to  be  played 
with  the  bridge."  The  claim  is  in  these  words  :  **  The  design 
for  billiard  tables,  as  herein  shown  and  described." 

The  specitic  defence  set  up  in  the  answer,  in  connection 
with  the  design  patent,  is,  that  the  invention  patented  by  the 
mechanical  patent  was  described  in  the  design  patent  before 
it  was  invented  by  the  plaintiff.  What  exact  defence  is  in- 
tended by  this  statement  it  is  difficult  to  see.  In  argument, 
it  is  contended  for  the  defendant,  that,  as  the  mechanical 
patent  was  issued  December  23d,  1873,  more  than  two  years 
after  the  issuing  of  the  design  patent,  which  was  issued  June 
6th,  187 1,  the  mechanical  patent  is  void,  because  the  original 
mechanical  patent  describes  and  claims  the  sanie  thing  which 
is  described  in  the  design  patent.  The  application  for  the 
mechanical  patent  was  filed  January  i6th,  1872.  The  statutory 
defence  allowed  by  §  61  of  the  Act  of  July  8th,  1870,  16  U.  S. 
Stat,  at  Large,  208,  now  §  4,920  of  the  Revised  Statutes,  is, 
that  the  thing  patented  had  been  in  public  use  or  on  sale  in 
this  country  for  more  than  two  years  before  the  patentee's 
application  for  a  patent,  or  had  been  abandoned  to  the 
public.  No  such  defence  is  set  up  in  the  answer,  nor  is  any 
such  defence  proved  by  the  evidence.  The  fact  that  the 
original  mechanical  patent  was  issued  more  than  two  years 
after  the  design  patent  is  of  no  importance.  The  claim  of 
the  design  patent  is  a  claim  to  shape.     The  claim  of  the  re- 
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issued  mechanical  patent  is  a  claim  to  a  mechanical  combina- 
tion. The  shape  of  the  structure  may  be  the  same  as  the 
shape  in  the  design  patent,  but  the  subject  matter  of  the  two 
claims  is  not  the  same.  The  shape  covered  by  the  claim  of 
the  design  patent  may  be  attained  without  following  the 
mechanical  combination  claimed  in  the  reissued  mechanical 
patent. 

It  is  apparent,  from  the  evidence,  that  there  is  sufficient 
utility  and  advantage  in  the  structure  with  the  broad  side 
rails  made  of  beveled  or  inclined  planes,  in  the  way  of 
cheapness  of  construction,  as  compared  with  a  curved  or  ogee 
form,  to  support  the  patent.  For  the  same  reason  the  prior 
structurec  which  did  not  have  the  broad  side  rails  made  of 
beveled  or  inclined  planes,  but  had  them  curved  or  ogee  in 
form,  are  not  an  anticipation  of  the  claim  of  the  reissued 
mechanical  patent. 

But  the  evidence  of  Daniel  D.  Winant  and  of  Strong  V. 
Moore  is  sufficient  to  show  the  prior  existence  of  billiard 
tables  containing  the  combination  covered  by  the  plaintiff's 
reissued  patent.  I  refer  to  the  beveled  tables  which  Winant 
says  he  repaired  in  New  York,  and  which  were  imported 
tables,  and  were  made  like  any  other  table,  except  that  the 
broad  rail  was  beveled,  the  cushion  rail  projecting  over  the 
bed  of  the  table,  and  the  bed  projecting  over  the  frame.  I 
refer  also  to  the  billiard  tables  constructed  like  the  defend- 
ants* infringing  tables,  which  Moore  saw  in  New  York  nearly 
fifty  years  ago,  the  broad  rail  being  a  straight  bevel,  made  of 
flat  plank  and  veneered.  These  former  tables  appear  to  have 
gone  out  of  fashion,  and  been  replaced  by  the  vertical  sided 
tables^  and  then  to  have  come  into  repute  again.  It  is 
apparent,  from  the  evidence,  that,  in  these  former  tables,  so 
testified  to  by  Winant  and  Moore,  not  only  did  the  beveled 
plane  of  the  broad  rails  place  the  broad  rails  and  the  legs  out 
of  the  way  of  the  player's  knee,  but  the  arrangement  of  the 
broad  rails  with  the  cushion  rail  and  the  table  bed  was  such 
that  the  table  bed  was  properly  supported,  the  cushion  rail 
projecting  over  the  bed. 

I  do  not  deem  it  necessary  to  refer  to  any  of  the  testimony 
as  to  other  prior  tables  or  as  to  drawings  of  prior  tables. 
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as  it  results,  from  the  foregoing  considerations,  that  the  bill 
must  be  dismissed,  with  costs. 

George  Harding  and  H.  D,  Donnelly^  for  the  complainant. 

Dicker  son  &*  Beaman,  for  the  defendants. 


Edward  T,  Covell 

vs, 
Charles  Pratt  et  al.    In  Equity.* 

The  reissued  letters  patent  No.  4,777i  Division  A,  granted  to  Edward  T. 
Covell,  March  5th,  1872,  for  an  *' impruvement  in  machines  for  closing 
seams  of  metallic  cans/*  (the  original  patent  having  been  granted  to  said 
Covell,  September  21st,  1869,)  construed  to  contain  new  matter  not  found 
in  the  original  patent,  intended  to  cover  machines  with  recesses  in  the 
angles  of  the  jaws,  to  act  on  corners  that  are  not  notched,  while  the 
original  showed  that  the  inventor  did  not  contemplate  angles  with  re- 
cesses, and  that  he  intended  to  operate  only  on  cans  the  corners  of 
which  were  notched. 

The  defendants'  machine  operated  on  cans  with  solid  corners,  not  notched, 
and  had  jaws  with  recesses  at  the  corners,  and  it  was  held,  that,  if  the 
reissue  could  be  construed  to  cover  that  machine,  it  was  invalid,  as 
claiming  what  was  not  warranted  by  anything  in  the  original  patent, 
and  that,  if  the  reissue  were  limited  to  the  real  invention,  there  was  no 
infringement. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  May,  i88o.) 

Blatchford,  J. 

This  suit  is  brought  on  reissued  letters  patent  No.  4,777, 
Division  A,  granted  March  5th,  1872,  to  Edward  T.  Covell, 
for  an  **  improvement  in  machines  for  closing  seams  of  metal- 
lic cans,"  the  original  patent  having  been  granted  to  said 
Covell,  September  21st,  1869,  for  17  years  from  September 
loth,  1869,  and  reissued  in  two  divisions.  The  specification 
of  the  reissue  states  that  the  invention  is  *'  an  improvement 
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in  machinery  for  closing  and  clamping  the  end  joints  of  sheet 
metal  cans  ;*'  that  the  invention  **  relates  to  the  construction 
of  machinery  for  closing,  clamping  and  pressing  down  the 
seams  forming  projecting  joints  at  the  top  and  bottom  of  a 
sheet  metal  can  or  other  vessel  ;**  and  that  **  it  consists,  third, 
in  the  use  and  arrangement  of  opposite  clamping  jaws  or 
compressing  plates,  formed  and  shaped  to  fit  upon  and  clamp 
between  them  the  entire  joint  at  either  end  of  the  can,  at  one 
operation,  in  combination  with  a  movable  or  stationary  head 
plate  or  anvil,  made  to  fit  within  the  projection  formed  by 
the  joint  to  be  closed,  the  object  of  this  part  of  my  invention 
being,  in  the  case  of  angular  cans,  to  perfect  the  corners  or 
angles  at  the  top  or  bottom  of  the  can  simultaneously  with 
the  closing  and  clamping  of  the  entire  seam  at  the  top  or 
bottom  of  the  can,  and  to  produce  thereby  a  more  perfect 
joint  than  can  be  obtained  in  machines  in  which  the  top  and 
bottom  seams  are  closed  by  clamping  jaws  which,  bearing 
only  against  the  sides  of  the  head,  do  not  embrace  the  corners 
or  angles  thereof.'*  There  are  four  claims  in  the  reissue,  but 
claim  3  is  the  only  one  alleged  to  have  been  infringed  in  this 
case.  It  is  in  these  words  :  **  3.  In  combination  with  an 
intermediate  fixed  or  movable  supporting  plate  or  anvil, 
angular  clamping  jaws  adapted  to  be  moved  against  the 
angles  or  corners  of  the  projecting  end  seams  or  joints  of  a 
rectangular  sheet  metal  can  be  placed  thereon,  and  formed  to 
embrace  said  corners,  and  to  close  and  clamp  between  them 
the  entire  end  seams  or  joints  of  the  can,  all  substantially  as 
herein  set  forth."  Figure  i  of  the  drawings  annexed  is  stated 
to  be  a  view  in  perspective  of  one  form  of  machine  embody- 
ing the  invention,  the  clamping  jaws  in  which  have  a  vertical 
movement,  the  machine  being  adapted  to  close  and  clamp 
simultaneously  the  joints  at  both  ends  of  the  can.  Figure  2 
is  stated  to  be  *'  a  view  in  perspective  of  a  can  with  its  heads 
or  ends  placed  loosely  thereon,  ready  to  be  closed  and 
clamped."  Figure  4  shows  the  clamping  jaws  opened  and 
Fig.  s  shows  them  closed  upon  the  joint  or  seam  of  the 
can.  The  specification  states  that  the  clamping  jaws,  of 
which  there  are  two  of  each  kind,  are  arranged  to  meet  in 
pairs,  one  of  each  kind  making  a  pair,  the  two  lower  ones  in 
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a  vertical  machine  being  alike,  and  the  two  upper  ones  in  a 
vertical  machine  being  alike  ;  that  each  of  the  four  is  shaped 
or  cut  out  to  form  a  notch,  tf,  **  to  embrace  and  fit  closely 
and  accurately  upon  a  section  or  portion  of  the  joint  at  the 
end  of  the  can,"  so  that,  when  the  two  in  a  pair  are  brought 
together  they  will  include  and  cover  the  whole  joint  and  bear 
evenly  upon  every  point  thereof.     In  the  vertical  machine 
shown  in  the  drawings  the  lower  jaw  in  each  pair  is  secured 
to  a  bed-plate  and  the  upper  jaws  work  between  guides  and 
close  down  on  the  lower  jaws.     The  specification  states  that 
the  four  jaws  may  be  worked  horizontally  on  a  bed- plate, 
and  that  in  such  case  both  of   the  jaws  in  a  pair  may  be 
arranged  to  slide  and  meet  upon  and  close  over  the  end  joint 
of  the  can.     It  also  says  :  **  W,  (Fig.  2,)  represents  a  can  to 
be  operated  upon.     L,  L,  are  head  plates  or  anvils,  adapted 
to  fit  accurately  against  either  head  or  end,  C,  of  the  can,  W, 
within  the  flange  formed  by  its  projecting  end  joint  or  seam,  b^ 
so  as  to  afford  an  inner  support  to  said  joint,  to  resist  an  out- 
ward pressure  thereon.     *     ♦     *     In  operating  this  machine, 
the  movable  jaws  are  lifted  or  opened,  as  illustrated  in  Fig.  4, 
and  the  head-plate  L  withdrawn  or  retracted,  to  permit  the 
ready  insertion  of  the  can  W  against  and  upon  the  opposite 
head-plate.     The  unfinished  can,  having  its  heads  or  ends  C 
placed  loosely  upon  the  body,  with  their  projecting  partially- 
folded  edges  properly  overlapped,  as  shown  in  Fig.  2,  is  then 
placed  upon  and  against  the  head-plate  L,  and  the  opposite 
head-plate  L  is  suffered  to  close  upon  it,  thus  securing  it 
between  said  plates  and  affording  an  inner  continuous  solid 
support  to  the  projecting  joint   at  each  end.     The  clamping 
jaws  D  are  then  closed  by  the  power  of  the  press.     So  soon 
as  the  jaws  press  upon  the  upper  corners  and  edges  of  the 
can  the  head-plates  yield  until  the  lower  corners  and  edges 
strike  the  lower  jaws  B,  when  the  resistance  of  said  jaws  and 
of  the  head-plates  to  the  movement  of  the  upper  jaws  will 
operate  to  clamp  and  tightly  compress  and  close  the  seams  of 
the  joints.     The  corners  embraced  within  the  jaws  are  not 
only  perfectly  closed  but  are  very  neatly  finished.     The  other 
two  corners  are  likewise  closed  and  finished,  but  may  be 
improved  by  turning  the  can  and  repeating  the  compressing 
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movement.  The  head-plates  L,  L*,  and  the  jaws  B,  D,  may 
all  be  so  secured  as  to  admit  of  being  detached  and  replaced 
by  other  forms  and  sizes  thereof,  to  work  upon  various  forms 
and  sizes  of  cans."  The  drawing  shows  the  notch,  a,  in  each 
of  the  clamping  jaws  B  and  D,  to  be  a  right  angle,  without 
any  provision  in  the  notch,  by  any  enlargement  or  recess,  to 
accommodate  any  accumulation  or  thickness  of  metal  at  the 
corner  of  the  can,  caused  by  the  overlapping  there  of  two  or 
more  thicknesses  of  tin  upon  each  other.  This  notch,  tf,  is 
the  clamping  angle  of  the  jaw  and  the  drawing  shows  that 
its  construction  is  such,  that  it  is  intended,  without  any 
enlargement  or  recess  in  it,  to  fit  tightly  against  the  metal  of 
the  can  which  goes  into  the  notch  or  angle,  while  the 
adjacent  faces  of  the  jaw  on  each  side  fit  closely  against  the 
two  edges  of  the  can.  This  can  only  be  done  so  as  to  make 
a  uniform  pressure  and  bearing  of  the  entire  extent  of  the 
two /aces  and  angle  of  the  jaw,  by  getting  rid  of  having  any 
accumulation  or  thickness  of  metal  at  the  corner  of  the  can. 
Accordingly,  the  drawing  of  the  can,  Fig.  2,  showing  the 
can  with  its  head  or  end  placed  loosely  on  it,  ready  to  be 
clamped,  shows  the  metal  at  the  adjacent  ends  of  the  two 
parts  of  the  head  to  be  cut  away,  so  as  thus  to  get  rid  of  any 
overlapping  at  the  corner,  of  the  metal  of  one  part  of  the 
head  over  the  metal  of  the  adjacent  part  of  the  head,  and  to 
enable  the  angle  of  the  clamping  jaw  to  be  strictly  a  right 
angle.  This  was  the  structure  and  arrangement  as  shown  in 
the  drawings  of  the  original  patent.  The  drawings  of  the 
reissue  are  the  same.  But,  in  the  specification  of  the  reissue 
these  words,  namely,  **  the  object  of  this  part  of  my  inven- 
tion being,  in  the  case  of  angular  cans,  to  perfect  the  corners 
or  angles  at  the  top  or  bottom  of  the  can  simultaneously  with 
the  closing  and  clamping  of  the  entire  seam  at  the  top  or 
bottom  of  the  can,  and  to  produce  thereby  a  more  perfect 
joint  than  can  be  obtained  in  machines  in  which  the  top  and 
bottom  seams  are  closed  by  clamping  jaws  which,  bearing 
only  against  the  sides  of  the  head,  do  not  embrace  the  corners 
or  angles  thereof,"  are  found,  which  are  not  contained  in  the 
specification  of  the  original  patent.  The  defendants'  expert 
states  that  he  does  not  find  io  the  original  patent  any  warrant 
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for  this  language,  because  the  head  of  the  can  shown  in  the 
drawing  of  the  original  patent  "  is  a  notched  head,  which  has 
no  corners  to  be  perfected,  and  which,  when  used,  would 
prevent  pressure  from  being  applied  to  the  comer  of  the  body 
of  the  can."  This  is,  undoubtedly,  a  correct  view.  The 
specification  of  the  reissue  is  framed  so  as  to  cover  machines 
with  recesses  in  the  angles  of  the  jaws,  to  act  on  comers  that 
are  not  notched,  while  the  specification  and  drawings  of 
the  original  patent  show  that  the  inventor  did  not  contem- 
plate angles  with  recesses,  and  that  he  intended  to  operate 
only  on  cans,  the  corners  of  which  were  notched.  The  answer 
alleges  that  the  reissue  is  not  for  the  same  invention  described 
or  shown  in  the  original  ;  that  new  matter  has  been  intro- 
duced into  the  specification  of  the  reissue,  not  contained  in 
the  original  specification  ;  and  that,  therefore,  the  reissue  is 
invalid.     It  denies  infringement. 

The  defendants'  machine  operates  upon  cans  with  .solid 
corners,  not  notched,  and,  although  the  jaws  in  their  machine 
embrace  the  corners  as  well  as  the  sides,  and  move  to  their 
work  in  a  line  diagonal  to  the  square  of  the  head,  yet  such 
jaws  have  recesses  at  the  corners  to  accommodate  the  excess 
of  metal  there.  In  this  respect  the  defendants'  jaws  have  a 
provision  which  existed  in  the  broad  side  squeezers  which 
existed  before  the  plaintiff's  invention.  The  plaintiff  rem- 
edied existing  difficulties  in  one  way,  and  the  defendants  in 
another  way,  essentially  different.  The  plaintiff  discarded 
the  recess  at  the  corner  and  notched  the  metal  of  the  can. 
The  defendants  retained  the  recess,  and  did  not  notch  the 
can,  but  made  the  jaws  to  embrace  at  the  same  time  paits 
of  two  faces  and  a  corner  of  the  can.  The  plaintiff  set  forth 
in  his  original  patent  no  structure  or  invention  which  would 
warrant  him  in  claiming  the  right  to  cover  jaws  moving 
diagonally  to  the  square  and  embracing  parts  of  two  faces 
and  a  corner,  if  the  angles  of  the  jaws  are  recessed  and  the 
corner  of  the  can  is  not  cut  away  or  notched.  In  this  view, 
if  the  third  claim  of  the  reissue  be  construed  to  cover  the  de- 
fendants' machine,  it  is  invalid,  as  a  claim  not  warranted 
by  anything  in  the  original  :  and,  if  such  claim  be  limited 
to  the  plaintiff's  real  invention,  the  defendants  do  not 
infringe. 
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It  results,  from  these  views,  that  the  bill  must  be  dismissed, 
with  costs. 

Benjamin  F.     Thurston  and  Livingston  Scott^   for  the   com- 
plainant. 

Edward  N.  Dicker  son  and   Charles  C,  Beaman^  Jr,^  for  the 
defendants. 


•     Sallte  V.  Day 
vs.  ; 
The  Combination  Rubber  Company  et  al.  In  Equity. 

Where,  in  former  cases,  the  invention  claimed  in  the  patent  under  which  the 
defendants  act,  had  been  held  to  antedate  the  complainant's  patent,  and 
the  decisions  in  such  cases  were  introduced  to  prove  that  the  defendants' 
assignor  was  the  prior  inventor :  //r/</,  that  these  decisions  and  opin- 
ions are  authorities  for  all  similar  cases,  but  not  estoppels  in  any,  except 
such  as  may  arise  between  those  very  parties  or  others  claiming  under 
them,  and  as  the  complainant  was  a  stranger  to  those  proceedings,  such 
decisions  could  not  affect  his  rights. 

Where  there  is  nothing  to  impeach  the  ^n///^ /dr«V  effect  of  the  complain- 
ant's patent,  it  must  be  treated  as  valid,  and  construed  in  the  light  of 
uncontradicted  testimony  as  to  prior  existing  devices,  for  the  purpose  of 
ascertaining  its  scope  and  whether  the  defendants  have  infringed  it.  The 
whole  description  in  the  patent,  as  well  as  the  name  given  to  the  sub- 
ject of  the  invention,  must  be  looked  at,  in  order  to  give  effect  to  every 
part,  and  ascertain  from  the  whole  what  is  meant. 

Letters  patent  No.  61,172,  granted  to  Thomas  B.  De  Forest,  January 
15th,  1S67,  for  an  improvement  in  binding  for  skirts,  construed  and 
sustained. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  May,  18S0.) 

Wheeler,  J. 

This  bill  is  brought  for  relief  against  an  alleged  infringe- 
ment of  letters  patent  No.  6i,x72,  dated  January  15th,  1867, 
to  Thomas  B.  De  Forest,  for  an  improvement  in  binding  for 
skirts,  and  now  owned  by  the  plaintiff. 

The  defences  set  up  in  the  answer  are  that  the  defendant, 
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the  Rubber  Companj',  is  operating  under  a  patent  No.  155,- 
534,  dated  September  29th,  1874,  to  Helen  Marie  Macdonald, 
for  an  improvement  in  dress  protectors,  and  that  they  do 
not  infringe  the  plaintiff's  patent. 

While  the  application  of  Macdonald  was  pending,  an  inter- 
ference was  declared  between  her  and  one  Chase,  in  the  de- 
cision upofj  which  Mr.'  Commissioner  Leggett  expressed  an 
opinion  that  her  invention  dated  back  to  1861.  Macdonald  v. 
Chase^  6  Off.  Gaz.,  359.  Afterwards,  she  brought  a  bill  in  the 
Circuit  Court  for  the  district  of  Massachusetts  for  an  in- 
fringement ofher  patent,  and  in  that  case  it  was  found,  upon 
the  evidence,  by  Shepley,  J.,  that  she  was  the  first  inventor  of 
the  skirt-protector  described  in  her  patent.  The  case  was 
afterward  opened  for  the  introduction  of  the  De  Forest 
patent,  and,  upon  the  case  as  presented  with  that  patent  in 
evidence,  Lowell,  J.,  found  that  her  invention  was  made  in 
1 861,  before  the  patent  of  De  Forest.* 

In  the  subsequent  cases  of  Macdonald  v.  Shepard^\  in  the 
district  of  Massachusetts,  and  Macdonald  v,  Sidenberg\  in  this 
district,  on  motions  for  preliminary  injunctions,  the  decisions 
in  the  former  case  were  followed  by  Lowell,  J.,  there,  and 
Blatchford,  J.,  here,  and  temporary  injunctions  ordered. 
None  of  the  evidence  on  which  these  findings  were  based  in 
any  of  those  cases  has  been  reproduced  in  this  case,  nor  have 
the  defendants  even  set  up  any  prior  knowledge,  or  invention, 
or  use,  in  their  answers,  to  defeat  the  patent  of  De  Forest. 
On  the  hearing  they  have  produced  copies  of  the  opinions 
filed  in  those  cases,  and  argued  that  those  decisions  conclu- 
sively settle  that  Macdonald 's  invention  was  prior  to  De 
Forest's.  None  of  the  parties  to  this  suit  were  parties  to  any 
of  those  ;  neither  is  it  shown  that  any  of  these  parties  are 
privies  to  those,  and  it  is  elementary  that  judgments  and 
decrees,  in  order  to  be  conclusive  evidence  of  facts,  or  evi- 
dence, at  all,  in  other  proceedings,  must  be  between  the  same 
parties  or  privies  to  them.  These  decisions  and  opinions 
are  authorities  for  all  similar  cases,  but  not  estoppels  in  any, 
except  such  as  may  rise  between  those  very  parties  or  others 
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claiming  under  them.  This  case  stands  upon  its  own  evi- 
dence, which  shows  nothing  prior  to  the  plaintiff's  patent, 
except  that  Miss  Macdonald  was  asked  by  the  defendants — 
expressly  disclaiming  any  intention  of  proving  prior  knowl- 
edge of  De  Forest's  invention — when  she  commenced  experi- 
menting in  water-proof  skirt-protectors,  and  answered  **  in 
1861,"  and,  further,  that  she  made  skirt-protectors  of  water- 
proof material,  and  attached  them  to  the  skirt  so  as  to  extend 
below  the  lower  edge  as  a  protection  to  the  lower  part  of  the 
skirt  and  braid,  and  wore  them  in  that  year.  There  is  noth- 
ing to  impeach  th^  prima  facie  effect  of  the  patent  itself,  and 
it  must  be  treated  as  valid,  and  be  constnied  in  the  light  of 
this  testimony  of  Miss  Macdonald  as  to  prior  existing  devices, 
which  is  not  contradicted,  for  the  purpose  of  ascertaining 
how  much  it  will  cover  and  whether  what  the  defendants  have 
done  will  come  within  its  scope.  The  patent  is  for,  among 
other  things,  a  band  of  india  rubber  or  other  flexible  material 
placed  upon,  and  attached  to,  the  outer  surface  at  the  lower 
edge  of  what  is  called  the  **  binding'*  to  the  inside  of  the 
skirt  of  ladies'  dresses  at  the  bottom,  to  protect  the  dress  at 
the  edge  ;  and  it  is  mentioned  that  the  binding  itself  may  be 
coated  with  india  rubber,  thinly,  and  rendered  water-proot.  It 
is  said  that  the  binding  proper  of  a  dress  is  wrought  in  with 
the  facing  and  becomes  a  part  of  the  dress  itself,  all  of  which 
is  protected  by  a  skirt-protector  proper,  and  that  the  inven- 
tion is  confined  to  bindings,  and  has  nothing  to  do  with 
skirt-protectors.  But  the  whole  description  in  the  patent  is 
to  be  looked  at,  as  well  as  the  name  given  to  the  subject  of 
the  invention,  in  order,  according  to  the  settled  rule  for  the 
construction  of  all  writings,  to  give  effect  to  every  part  and 
ascertain  from  the  whole  what  is  meant.  The  drawings  are 
referred  to  as  showing  the  different  forms  of  his  constructions, 
enlarged.  Some  of  the  witnesses  for  the  defence  have  treated 
that  part  as  meaning  that  the  whole  binding  is  represented 
as  enlarged,  and,  therefore,  have  concluded  that  the  binding 
would  be  very  narrow,  and  only  apply  to  the  extreme  edge  of 
the  skirt  ;  but  it  is  not  so  understood  here.  The  new  parts 
are  represented  enlarged,  and  what  is  called  the  *'  binding" 
improved  upon  is  represented  in  various  widths,  and,  being  a 
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mere  sheet  of  material,  could  be  of  any  desired  width.  The 
form  carrying  the  band  of  rubber  could  not  be  used  as  ordi- 
nary proper  binding  is,  for  the  band  would  be  put  out  of  place 
for  the  purpose  it  was  for,  by  such  use.  It  could  be  used  as 
an  extra  binding  to  protect  the  edge  of  the  skirt  according  to 
its  design.  This  band  upon  an  inside  strip  of  material,  which 
might  be  itself  made  water-proof  to  protect  the  edge  of  the 
skirt,  is  what  was  patented,  by  whatever  name  it  was,  or 
might  have  been,  called.  In  the  Macdonald  patent,  her  device 
was  in  one  place  called  a  *'  skirt  facing  or  protector,"  which 
shows  that  the  names  of  these  parts  of  a  dress  were  not  used 
at  all  times  with  exact  discrimination.  The  protector  would 
in  some  sense  be  a  sort  of  extra  facing.  She,  afterward,  dis- 
claimed facings  as  a  part  of  her  patent,  which  might  affect  the 
patent,  and  might  not  ;  but  it  would  not  affect  the  use  of 
the  language  employed  to  express  her  ideas.  Her  testimony 
is  understood  as  meaning  that  the  skirt-protectors  she  wore 
before  the  De  Forest  patent  were  similar  to  those  she  after- 
ward patented.  These  were  made  of  plain  water- proof 
fabric  gathered  into  plaits  or  fluting.  Judges  Blatchford  and 
Lowell  are  understood  to  have  held  that  the  plaiting  and 
fluting  are  merely  modes  of  finish,  and  that  the  real  thing  she 
invented  was  the  plain  water-proof  strip  finished  in  either  of 
those  modes,  or  any  other  desired,  for  the  purpose  of  a  skirt 
protector.  Such  strips  were  in  existence  when  De  Forest 
took  his  patent.  He  recognized  them  in  his  patent,  and  his 
patent  was  for  an  improvement  upon  them  and  similar 
things.  His  patent,  as  this  case  has  been  presented,  is  valid 
for  that  improvement,  consisting  of  such  a  band  placed  upon, 
and  fastened  to,  the  lower  edge  of  such  strips  of  material  on 
the  inside  of  the  skirts  of  dresses,  at  the  bottom,  for  addi- 
tional protection. 

The  evidence  shows  that  the  defendant  the  Combination 
Rubber  Company,  of  which  the  defendant  Greacen  is  pres- 
ident, has  made  and  sold  for  use  strips  of  water-proof  material 
with  exactly  this  improvement.  Some  of  the  bands  have  very 
shallow  creases  across  them,  which  some  of  the  witnesses  call 
fluting,  as  if  they  were  like  the  fluting  of  Miss  Macdonald's 
protectors  and  patent,  and  made  such  bands  different  from 
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those  of  De  Forest.  This  distinction  is  without  foundation. 
The  fluting  of  the  patent  has  an  office  to  perform  in  giving 
a  hang  to  the  skirt,  and  must  be  made  by  gathering  the 
material  into  open  folds,  as  flutings  of  such  sort  are  usually 
made,  and  is  more  than  such  configuration  as  these  creases 
make,  which  has  no  effect  except  upon  the  appearance  of  the 
material  before  or  when  not  in  use.  The  defendants  infringe 
by  the  use  of  these  bands  as  well  as  by  the  use  of  the  plain 
ones. 

Let  a  decree  be  entered  establishing  the  validity  of  the 
patent,  and  the  infringement  of  the  defendants,  and  for  an 
injunction  and  an  account  accordingly,  with  costs. 

Miles  JS.  Andrus  and  Edward  N,  Dicherson^  for  the  com- 
plainant. 

Marshall  P.  Stafford  axi&  Benjamin  F.  Butler^  for  the  defend- 
ants. 


Sallie  V.  Day 
Gabriel  Schwab  et  al.    In  Equity, 

An  affidavit  in  support  of  a  motion  to  open  the  case  to  admit  other  defences, 
which  sets  forth  no  particular  facts  constituting  the  defences  desired  to 
be  brought  forward,  and  no  reason  why  they  have  not  been  brought 
forward  in  the  usual  manner,  if  they  exist,  except  that  tl«e  case  was  not 
attended  to  either  by  the  defendants  or  their  solicitor :  Held  to  be  in- 
sufficienL 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  May,  1880.) 

Wheeler,  J. 

This  case  is  substantially  like  that  of  Day  v.  Combination 
Rubber  Company^'*'  heard  at  the  same  term,  except  that  it  is 
founded  upon  letters  patent  No.  161,012,  dated  March  23d, 
1875,  and  issued  to  the  plaintiff,  assignee  of  Theodore  D. 
Day,   for  an  improvement  in  skirt-protectors,  by  placing  a 
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moulding  of  India  rubber  having  two  ribs,  upon  the  lower 
edge  of  skirt  protectors  made  of  plain  material,  and  stitching 
it  there  through  the  web  between  the  ribs,  in  addition  to  the 
De  Forest  patent,  and  the  defendants  have  moved  to  have 
the  case  opened  to  admit  other  defences. 

The  affidavit  in  support  of  the  motion  sets  forth  no  par- 
ticular facts  constituting  the  defences  desired  to  be  brought 
forward,  and  no  reason  why  they  have  not  been  brought 
forward  in  the  usual  manner,  if  they  exist,  except  that  the 
case  was  not  attended  to  either  by  the  defendants  or  their 
solicitor.  Such  an  affidavit  rs  wholly  insufficient  for  the 
purpose.  There  is  nothing  in  the  case  to  show  that  the 
patent  is  not  valid  for  that  addition  to  skirt  protectors.  The 
evidence  shows  that  the  defendants  have  sold,  for  use,  skirt- 
protectors  of  that  particular  form,  as  well  as  those  having 
the  band  of  the  EVe  Forest  patent.  Therefore,  upon  the  case 
as  made  up  and  presented,  there  must  be  a  decree  that  both 
patents  are  valid,  that  the  defendants  have  infringed  them, 
and  for  an  injunction  and  an  account  accordingly. 

Let  a  decree  be  entered  for  the  plaintiff  accordingly,  with 
costs. 

Miles  B.  Andrusand  Edward N,  Dickcrson^  for  the  complain- 
ant. 

Qiio  HarwitZy  for  the  defendants. 


The  Peck,  Stow  &  Wiixox  Company 

vs. 
Lindsay,  Sterritt  &  Co.    In  Equity. 

The  complainant  and  the  defendants''  assignor  had  been  in  interference,  and 
priority  of  invention  had  been  adjudged  to  the  complainant  to  whom  the 
patent  was  granted.  In  the  suit  subsequcaily  brought  upou  the  patent 
a  motion  for  preliminary  injunction  was  made.    Ilfld,  that  the  defend* 
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ants  were  not  estopped  by  the  interference  proceeding,  from  setting  up 
in  opposition  to  the  motion  an  anticipating  device  existing  prior  to  the 
dates  of  both  their  assignor's  and  the  complainant's  invention. 

(Before  Acheson,  J.,  Western  District  of  Pennsylvania,  May,  iSSo.) 
ACHESON,  J. 

This  Fs  a  motion  for  an  injunction  on  reissued  letters  patent 
No.  8,866,  dated  August  19th,  1879,  granted  to  the  complain- 
ant, assignee  of  Amos  Shepard,  for  an  improvement  in  coffee 
and  spice  mills. 

The  defendants  are  hardware  merchants  at  Pittsburg, 
Pennsylvania,  and  sell  coffee  mills  manufactured  by  Landers, 
Frary  &  Clark,  which  mills,  it  is  alleged,  infringe  the  first 
claim  of  said  patent. 

It  clearly  appears,  both  from  the  affidavits  in  the  case,  and 
by  an  inspection  of  the  Landers,  Frary  &  Clark  mill,  that  it 
embodies  the  first  claim  of  the  said  reissued  patent.  This 
claim  is  in  these  words  :  *'  In  a  box-mill,  a  metal  hopper  and 
flange,  said  flange  projecting  laterally  at  or  near  the  top  of 
the  hopper,  so  as.  to  form  the  cover  of,  and  means  of  attach- 
ment to,  the  wooden  box,  in  combination  with  a  hinged 
hopper-cover  and  grinding  mechanism,  substantially  as  and 
for  the  purpose  set  forth.** 

The  invention  relates  particularly  to  that  style  of  box-mills 
which  have  the  bulk  of  the  hopper  located  below  the  box-top. 
The  metallic  hopper  is  made  with  a  wide  flange  projecting 
laterally  from  it  at  or  near  the  top,  so  as  to  form  the  cover 
of  the  box,  and  is  provided  with  the  means  of  attachment  to 
the  wooden  box.  On  this  metallic  top  the  machinery  of  the 
mill  is  set  up  complete,  and  the  same  is  then  united  to  the 
box.  The  specification  thus  states  the  purpose  and  advantages 
of  the  invention  :  *'  By  making  the  combined  box-top  and 
hopper  of  the  form  and  as  described,  the  entire  grinding 
mechanism,  together  with  the  box-top  and  hopper- cover,  can 
be  set  up,  fitted,  and  finished  wholly  independent  of  the 
wooden  box,  whereby  the  box  is  not  soiled  in  setting  up  ; 
neither  is  any  extra  labor  or  caution  necessary  in  order  to 
prevent  soiling  the  wooden  box,  as  the  metal  box-top,  hop- 
per, cover,  and  grinding  mechanism,  which  constitute  the  mill 
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proper,  can  be  put  together,  fitted,  and  finished  in  one  room 
by  one  set  of  hands,  and  then  attached  to  the  box  proper  in 
another  and  cleaner  room  by  another  set  of  hands.  Thus  it 
will  be  seen  that  both  the  box  and  the  grinding  mechanism, 
with  box-top,  sunk  hopper,  and  cover  attached,  may  be 
properly  finished  before  securing  the  latter  parts  to  the  box, 
so  that  merely  securing  the  box-top  to  the  box  produces  a 
neatly  finished  box-mill  with  sunk  hopper  and  cover  com- 
plete, without  any  subsequent  operation,  which  mill  is 
stronger  and  more  durable  than  prior  ones  of  the  same  class, 
and  at  the  same  lime  it  can  be  produced  at  a  reduced  cost.** 
The  affidavits  in  the  case  fully  support  the  foregoing  state- 
ments, and  establish  the  utility  of  the  invention. 

It  appears  that  on  November  30th,  1877,  R.  L.  Webb  filed 
his  application  in  the  Patent  Office  for  letters  patent  for  an 
improvement  in  cofifee-mills,  to  be  issued  to  his  assignees. 
Landers,  Frary  &  Clark,  the  defendants*  vendors.  In  this 
application,  the  following  claim  was  made  :  ''  In  a  box-mill, 
the  hopper  constructed  with  a  laterally-projecting  flange  to 
form  the  top  of  the  mill,  and  with  lugs  on  the  under  side  of 
the  said  flange,  as  a  means  for  securing  the  hopper  and  its 
flange  to  the  box,  substantially  as  described.** 

This  application  of  Webb  was  put  in  interference  with  the 
original  application  of  Amos  Shepard,  the  issue  made  by  the 
Patent  Office  being  as  follows  :  **  The  subject-matter  involved 
in  the  interference  is  in  a  box  coffee-mill,  the  hopper  con- 
structed with  a  lateral- projecting  flange  to  form  the  top  of 
the  mill,  and  having  fastening  devices  for  securing  the  same 
to  the  box.'*  The  parties  respectively  filed  the  preliminary 
statements  required  by  Rule  No.  53  of  the  Patent  Office, 
and,  on  May  15th,  1878,  the  interference  was  decided  in  favor 
of  Shepard.  This  decision  was  acquiesced  in  by  Webb,  who, 
on  May  24th,  1878,  disclaimed  the  invention,  and  subsequently 
took  out  his  patent  on  another  claim. 

The  complainant's  counsel  contend  that  the  defendants, 
who  are  the  vendees  of  Landers,  Frary  &  Clark,  are  privies 
to  the  interference  and  bound  by  the  adjudication,  and  cite 
in  support  of  this  position  the  decision  of  Judge  Nixon  in 
Hanfordv.  Westcott,  16  Off.  Gaz.,  1181.     To  this  proposition  I 
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assent,  so  far  as  the  question  of  priority  of  invention  is  con- 
cerned. But  the  decision  does  not  preclude  the  defendants 
from  contestinj^  the  right  of  the  complainant  to  injunction 
upon  the  ground  of  defence  now  set  up,  viz.  :  That  the 
Shepard  invention  was  completely  anticipated  by  the 
**  French  mill,"  and,  therefore,  that  the  reissued  letters 
patent  disclose  no  novelty,  and  are  void  for  want  of  patent- 
able invention.     Let  us,  then,  consider  this  defence. 

The  **  French  mill  '*  consists  of  a  box  with  a  top  made  of 
wood,  upon  the  underside  of  which  a  wooden  block  is  glued, 
so  as  to  extend  down  into  the  box  when  the  top  is  placed  on 
the  box.  Through  the  centre  of  the  top  and  block  there  is  a 
funnel-shaped  opening,  which  forms  the  hopper.  To  the 
bottom  of  the  wooden  hopper  the  grinding-shell  is  attached 
by  means  of  screws.  The  top  of  the  mill  is  nailed  and  glued 
to  the  sides  of  the  box.  The  defendants  contend  that  the 
only  substantial  difference  between  the  complainant's  mill 
and  the  **  French  mill"  is  a  difference  of  material,  and  that 
all  the  advantages  are  found  in  the  latter  mill  which  are 
described  in  the  complainant's  reissued  patent  ;  but  such 
was  not  the  position  of  Landers,  Frary  &  Clark,  and  their 
assignor,  R.  L.  Webb,  when  the  latter  made  the  application 
for  letters  patent,  out  of  which  the  abovementioned  inter- 
ference grew.  In  the  Webb  application  occur  the  following 
statements  :  **  These  mills  have  usually  been  made  with  a 
wood  box  and  top,  with  the  hopper  and  runner  made  of 
metal  and  secured  to  the  top.  The  securing  device  is  neces- 
sarily screws  or  bolts,  and  thus  after  a  little  use  are  liable  to 
become  loose  and  require  constant  resetting  or  repairs.  The 
object  of  this  invention  is  principally  to  overcome  this  diffi- 
culty ;  and  it  consists  in  constructing  the  top  of  a  box- mill 
of  cast-metal,  and  in  one  and  the  same  piece  with  the  hopper. 
By  this  construction  of  the  top  the  usual  securing  devices 
between  the  top  and  the  hopper  are  avoided,  and  the  cost  of 
producing  the  hopper  and  top  in  one  piece  is  less  than  con- 
structing the  hopper  separately  and  attaching  it  to  the  wood 
top.  Again,  this  con^ruction  allows  the  completion  of  the 
whole  grinding  apparatus  independent  of  the  box  or  wood 
portion,  as  the  whole  grinding  apparatus  is  practically  made 
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a  part  of  the  top,  and,  that  completed,  it  only  remains  to 
secure  that  single  part  of  the  wood  box  ;  and,  accomplished 
as  it  is  in  this  case  by  transverse  screws  or  rivets,  the  strain 
upon  them  in  grinding  is  very  much  less  than  on  the  usual 
vertical  securing  devices."  It  is  not  pretended  that,  at  the 
time  this  application  was  made,  Webb  and  his  assignees, 
Landers,  Frary  &  Clark,  were  not  perfectly  familiar  with  the 
*•  French  mill." 

The  advantages  set  forth  in  such  detail,  and  with  such  force, 
in  the  above-quoted  statements  from  the  Webb  application 
are  all  shown  to  exist  in  the  Shepard  invention,  the  priority 
of  which  over  Webb  has  been  finally  adjudicated.  Now, 
while  the  decision  in  favor  of  Shepard  in  the  interference 
proceeding,  may  not  be  conclusive  against  the  defendants 
upon  the  questions  of  anticipation  and  patentable  novelty  now 
raised,  yet,  under  the  circumstances,  great  weight,  I  think, 
should  be  given  to* the  action  of  the  Patent  Office  in  grant- 
ing letters  patent  to  the  complainant.  Tht prima  facie  C2ise, 
thereby  established  in  favor  of  the  complainant  ought  not  to 
be  overthrown  at  the  instance  of  Webb  or  those  in  privity 
with  him,  without  clear  evidence  that  the  patent  is  void  for 
the  reasons  now  assigned.  Such  evidence  I  do  not  find  in 
the  case.  On  the  contrary,  after  an  examination  of  the 
**  French  mill,"  and  a  careful  consideration  of  the  affidavits, 
I  have  reached  the  conclusion  that  the  Shepard  invention  was 
not  anticipated  by  the  "  French  mill,"  or  otherwise,  and  that 
his  improvement  is  both  new  and  useful. 

I  am  of  opinion  that  the  complainant  is  entitled  to  the  in- 
junction moved  for. 

Let  a  decree  be  drawn  accordingly. 

Bake7vell  &*  Kerr,  for  the  complainant. 
B.  F,  Thurston,  for  the  defendants. 
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Edward  L.  Perkins 

vs. 

The  Nashua  Card  and  Glazed  Paper  Company. 

In  Equity. 

When  the  public  have  had  means  of  knowledge  of  an  invenlion,  the  law  holds 
that  they  have,  in  fact,  had  such  knowledge. 

Actual  knowledge  of  an  invention  need  not  have  been  derived  by  any  one 
interested  to  practise  it.  It  is  enough,  to  defeat  a  patent,  on  the  ground 
of  prior  public  use,  that  any  one  or  more  persons,  not  under  a  pledge  of 
secrecy,  saw  the  invention  practised,  or  even  might  have  seen  it  if  they 
had  used  their  opportunities,  provided  it  was  practised  in  the  ordinary 
way  after  being  completed. 

Where  the  invention  was  used  in  a  factory,  and  no  pledge  of  secrecy  was 
proved,  hfid,  upon  the  question  of  prior  public  use,  that  the  workmen 
and  visitors  were  a  part  of  the  public,  or  that  they  were  persons  from 
whom  the  public  migiit  have  acquired  the  art  without  a  breach  of  trust. 

A  machine  which,  whether  entirely  satisfactory  or  not,  has  been  run  in  the 
ordinary  course  of  business  for  twenty  or  thirty  years,  and  which  is 
patented  precisely  as  it  was  used,  cannot  properly  be  called  an  experi- 
mental machine. 

Authorities  on  the  questions  of  prior  knowledge  and  public  use,  cited  and 
reviewed. 

(Before  Lowell,  J..  District  of  New  Hampshire,  May,  1880.) 

Lowell,  J. 

There  is  very  little  conflict  of  evidence  in  this  case.  The 
patentee  made  a  machine  containing  his  invention  in  the 
year  1857,  and,  in  1863,  he  substituted  for  it  another,  vary- 
ing in  form  and  proportions,  but  not  in  principle.  These 
machines  he  used  successively  in  the  ordinary  way  of  his 
business  as  a  maker  of  card  and  paste  board,  until  he  applied 
for  his  patent  in  1876.  The  specification  and  model  repre- 
sent precisely  the  machine  of  1863, 
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During  the  time  that  the  machines  were  used  tbey  stood  in 
the  room  with  several  other  machines  necessary  for  the  other 
processes  of  making,  drying  and  coloring  pasteboard,  and 
were  operated  chiefly  by  one  man,  Moulton,  who  was  some- 
times assisted  by  one  other.  About  twenty-three  workmen 
were  employed  upon  the  other  parts  of  the  manufacture. 
The  doors  of  the  factory  were  usually  kept  locked,  and  each 
of  the  twenty-five  workmen  had  a  key.  How  many  visitors 
came  to  the  factory  is  one  of  the  disputed  points.  There  were 
occasional  visitors,  but  not  many  persons  came  to  the  factory 
from  mere  curiosity.  During  some  months  Mr.  Denison,  a 
friend  of  the  patentee,  was  given  the  use  of  an  upper  room  for 
making  tags,  and  his  workmen  passed  in  sight  of  the  pasting 
machine.  It  is  not  proved  that  any  workmen,  visitors,  or 
other  persons  acquired  or  divulged  a  knowledge  of  the  mode 
of  operation  of  the  machine,  until  the  workman  Moulton  gave 
that  information  to  the  defendants,  in  1876. 

Was  the  invention  in  public  use  more  than  two  years  before 
Perkins    applied    for   his   patent  ?     The   time   was   enough. 
Was  the  use  a  public  use  }    The  law  desires  to  encourage 
inventors  to  make  their  discoveries  known  for  the  improve- 
ment of  the  art,  and  to  discourage  an  extension  of  the  mo- 
nopoly beyond  the  statutory  period.     For  these  reasons,  and 
because    of    the   difficulty   of    ascertaining   the    amount  of 
knowledge  which  may  have  been  derived  from  the  exhibition, 
publication,  or  use  of  the  invention,  it  has  always  been  held 
that,  when  the  public  have  had  means  of  knowledge,  they 
have  had  knowledge  of  the  invention.     Thus,  if  a  book  has 
been  published  describing  the  invention,  it  is  not  important 
that  no  one  has  read  it.     Stead  v.   Williams y  7  M.  &  G.,  818. 
If  a  pier  is  placed  in  the  bed  of  a  river,  or  a  pipe  underground, 
it  is  conclusively  presumed  to  be  known  to  all  men.     It  has 
been  intimated  that  a  use  in  a  workshop  where  the  workmen 
are  pledged  to  secrecy  may  not   be  a  public  use.     Kendall  v. 
Winsor^  21  How.,  322  ;  Beinn  v.  East  Hampton  Bell  Company ^ 
9  Blatchf.,  50  ;  Heath  v.  Smith,  3  Ellis  &  B.,  256.     In  the  last 
of   these   cases,    it  iS  held  that,    if  the   invention   has  been 
worked  in  the  ordinary  way  without  an  injunction  of  secrecy, 
the  use  is  public.     In  McClurg  v.  Kingsland,   i  How.,   202,  it 
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is  said  by  Mr.  Justice  Baldwin,  obiter^  that  use  in  a  factory  is 
a  public  use.  A  use  very  trifling  in  amount,  or  a  publication 
purely  technical,  or  a  single  sale,  has  often  been  held  to  de- 
prive an  inventor  of  his  patent,  without  ^evidence  that  any 
one  interested  to  acquire  knowledge  of  the  invention  had 
acquired  it.  Henry  v.  Providence  Tool  Company y  14  OfiF.  Gaz., 
855  ;  Egbert  v.  Lippman^  14  Off.  Gaz.,  822  ;  M" Millin  v.  Bar- 
clay^  5  Fish.,  189  ;  Re  Adamson's  Patent,  6  DeG.,  M.  &  G., 
420  ;  Patterson  v.  Gas  Light  Company ^  3  App.  Cas.,  239  ;  Lang 
V.  Gisborney  31  Beav.,  133. 

The  difference  between  this  case  and  Manning  v.  Cape  Ann 
Isinglass  Company*  is  that,  in  that  case,  the  inventor,  after 
dissolving  his  partnership,  permitted  his  partner  to  continue 
to  use  the  invention.  Neither  of  the  partners  used  the  in- 
vention, excepting  in  their  respective  factories  (the  circum- 
stances make  that  case  a  little  stronger),  but  my  opinion 
was  that  the  use  by  the  firm  before  they  dissolved  their 
partnership  was  a  public  use.  Taking  these  decisions 
together,  I  understand  the  law  to  be  that  actual  knowledge 
of  the  invention  need  not  have  been  derived  by  any  one 
interested  to  practise  it.  It  is  enough  that  any  one  or  more 
persons,  not  under  a  pledge  of  secrecy,  saw  the  invention 
practised,  or  even  might  have  seen  it  if  they  had  used  their 
opportunities,  provided  it  was  in  fact  practised  in  the  ordi- 
nary way  after  being  completed.  And  it  must  be  held  either 
that  the  workmen  and  visitors  were  a  part  of  the  public,  or 
that  they  were  persons  from  whom  the  public  might  have 
acquired  the  art  without  a  breach  of  trust. 

There  was  no  pledge  of  secrecy  proved  here,  and  there 
was  some  evidence  that  none  was  exacted  from  anybody. 
There  was  no  evidence  of  concealment,  except  that  the  fac- 
tory was  not  open  to  chance  visitors.  It  was  understood,  I 
suppose,  as  most  factories  are  conducted  with  no  intention 
of  divulging  any  secrets,  and  none  to  have  curious  and  pry- 
ing persons  admitted,  but  without  any  special  precautions 
beyond  what  prudent  men  who  do  not  care  to  be  interrupted 
in  their  business  would  usually  adopt.     For  my  own  part. 


*  Reported,  4  Bann.  &  Ard.,  612. 
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I  should  have  some  doubt  whether  a  pledge  of  secrecy  exacted 
of  a  number  of  workmen  who  had  nothing  to  do  with  the 
machine  in  question,  and  had  opportunity  to  examine  it,  if 
they  chose,  would  make  the  use  a  secret  one. 

There  is  some  evidence  intended  to  prove  that  the  use  was 
experimental  ;  but  upon  the  whole  record  it  is  clear  that  the 
machines  were  used  for  about  twenty  years  in  the  ordinary 
business  of  the  patentee,  and  worked  so  well  that,  when 
Moulton  first  expressed  an  intention  of  leaving  the  factory 
and  building  a  machine  for  the  defendants,  the  plaintiH 
raised  his  wages  one-third.  He  did  not  say  it  would  involve 
a  breach  of  trust. 

A  short  time  before  the  patent  was  applied  for,  some  ex- 
periments were  made  which  resulted  in  nothing  of  impor- 
tance, and,  I  fear,  were  intended  to  benefit  the  patent  rather 
than  the  machine.  An  improveinent  has  now  been  made, 
but  it  is  not  described  in  the  specification,  or  shown  in  the 
model.  At  all  events,  a  machine  which,  whether  entirely 
satisfactory  or  not,  has  been  run  in  the  ordinary  course  of 
business  for  twenty  or  thirty  years,  and  which  is  patented 
precisely  as  it  was  used,  cannot  properly  be  called  an  experi- 
mental machine. 

The  decree  must,  therefore,  be  :  Bill  dismissed,  with  costs. 

George  D.  NojeSy  for  the  complainant. 

Wadleigh  &*  Fish  and  H,  S.  Clark^  for  the  defendants. 
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James  L.  Sharp 

vs. 

Alanson  H.  Tifft.    In  Equity.* 

The  reissued  letters  patent  No.  6,833,  granted  to  James  L.  Sharp,  January 
4th,  1876,  for  an  improvement  in  burners  for  gas  stoves,  (the  original 
patent,  No.  50,938,  having  been  issued  to  Thomas  J.  Kelly,  as  inventor, 
November  14th,  1865,)  are  valid. 

The  invention  of  Kelly  explained. 

He  devised  a  new  form  of  perforated  diaphragm,  a  new  form  of  chamber 
between  it  and  the  outlet,  and  a  new  form  of  outlet  to  the  flame,  a 
perforated  diaphragm,  a  chamber  between  it  and  an  outlet,  and  an  out- 
let beyond,  having  existed  before. 

A  disclaimer  was  filed  after  this  suit  was  brought,  but  it  was  held  that  the 
disclaimer  had  no  effect  on  the  construction  of  the  reissue. 

Nothing  being  described  in  the  reissue  that  was  not  described  in  the  original, 
either  as  to  devices  or  nature  of  the  invention,  it  was  held  that  the  in- 
vention in  the  reissue  was  not  different  from  the  invention  in  the  origi- 
nal, although  a  new  claim  was  added,  and  that  the  reissue  was  as  valid 
as  the  original  would  have  been  if  it  had  been  the  same  as  the  reissue. 

Kelly  invented  a  burner  head,  consisting  of  two  circular  horizontal  plates, 
one  above  the  other,  with  flanges  approaching:  each  other  around  the 
edges,  leaving  a  continuous  aperture,  and  having  a  vertical  diaphragm 
extending  around  between  them  a  short  distance  inside  of  the  flanges, 
forming  an  annular  chamber  between  the  diaphragm  and  flanges,  all 
held  together  by  a  bolt  and  nut  in  the  centre  of  the  plates,  with  an  aper- 
ture leading  from  the  feeding  tube  below  through  the  lower  plate,  each 
side  of  a  bar  left  across  for  the  bolt,  so  as  to  pass  the  air  and  gas  up- 
ward through  the  tube  and  lower  plate,  into  the  space  between  the 
plates,  thence  laterally,  in  all  directions,  through  the  diaphragm,  into 
the  chamber  outside  of  it,  and  thence,  in  an  unbroken  sheet,  horizon- 
tally, through  the  aperture  between  the  flanges  to  the  flame. 

The  defendant  used  two  plates  bolted  together  as  Kelly's,  the  lower  one 
without  any  upturned  flange,  the  upper  one  with  projections  downward 
around  the  edge,  for  distance  pieces,  between  which  and  the  lower  plate 
the  diaphragm  was  held. 

♦  18  Blatchf.  C.  C.  R.,  132. 
VOL.  V — 26 
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The  claims  of  the  reissue  were  (i)  the  combination  of  the  outlet,  the  per- 
forated diaphragm,  and  the  chamber  intermediate  between  the  dia- 
phragm and  outlet,  substantially  as  described  ;  (2)  the  combination  of  a 
vertically  arranged  diaphragm  with  the  external  annular  opening,  as 
shown.  The  defendant  did  not  use  either  combination,  having  no  ver- 
tical diaphragm  and  no  annular  chamber,  but,  as  he  had  taken  the  two 
circular  plates  held  together  by  a  bolt  at  the  centre,  and  had  made  pro- 
jections on  the  upper  one  in  place  uf  the  flange,  with  spaces  so  as  to 
permit  an  outward  flow  of  gas  that  would  unite  into  a  continuous  sheet 
of  flame  on  the  outside  and  against  the  edge  of  the  upper  plate,  accom- 
plishing the  same  result  as  Kelly,  it  was  held  that  he  had  appropriated 
a  part  of  Kelly's  invention  and  had  infringed  the  reissue. 

Where  some  of  the  parts  of  a  combination  are  new,  and  those  parts  are 
taken  and  used  in  the  same  manner,  but  with  different  things  from  the 
rest  of  the  combination  patenied,  a  part  of  the  patented  invention  is 
taken,  although  the  whole  is  not,  and  it  is  an  infringement  to  that  ex- 
tent. 

The  disclaimer  was  not  necessary  to  sustain  the  patent  to  the  above  extent, 
and  had  no  effect  in  maintaining  the  suit,  and  so  costs  were  allowed  to 
the  plaintiff. 

(Before  Wheei.er,  J.,  Southern  District  of  New  York,  May.  i83o.) 

Whefler,  J. 

This  suit  is  brought  upon  letters  patent  No.  50,938,  issued 
to  Thomas  J.  Kelly,  for  an  improvement  in  burners  for  gas 
stoves,  dated  November  14th,  1865,  and  reissued  to  the 
plaintiff,  No.  6,833,  dated  January  4th,  1876.  The  defences 
set  up  and  relied  upon  are,  that  the  reissue  is  for  an  inven- 
tion different  from  that  described  in  the  original  ;  that,  if 
not,  Kelly  was  not  the  first  inventor  of  all  the  material  parts 
of  the  invention  patented  ;  and  that  the  defendant  does  not 
infringe. 

In  burning  illuminating  gas  for  heat,  it  is  desirable  to  mix 
oxygen  with  it,  to  obtain  a  better  and  more  economical  effect ; 
and  this  is  done  in  a  handy  way  by  drawing  common  air 
containing  it  into  the  burner  with  the  gas,  and  combining 
them  as  they  pass  out  to  the  flame.  This  was  done  long 
before  Kelly's  invention,  by  bringing  the  gas  into  a  tube  at 
the  lower  end,  open  there  for  admitting  air  also,  and  having 
a  diaphragm  above,  perforated  like  a  sieve,  through  which 
both  would  pass  upward  and  become  mixed  and  go  to  the 
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flame.  In  some  of  them  the  mixture  burnt  upon  the  dia- 
phragm ;  in  others  there  were  caps  over  the  upper  ends  of  the 
tubes,  larger  than  the  tubes,  and  forming  a  chamber  above  the 
diaphragm,  in  the  sides  of  which  were  holes  for  the  mixture  to 
pass  out  through,  and  it  was  burnt  in  jets  as  it  escaped 
through  the  holes.  The  chamber  was  generally  larger  than 
the  tube  below,  and  made  separate  from  it,  and  both  were 
put  together  so  as  to  hold  the  diaphragm  in  place.  In  all 
these  the  caps  were  held  by  the  sides  of  the  chamber  through 
which  the  mixture  must  pass,  and  which  could  not  be  per- 
forated to  give  an  unbroken  sheet  of  the  mixture  to  the  flame 
without  weakening  them  too  much  for  such  support.  Kelly 
appears  to  have  invented  a  burner  head  consisting  of  two 
circular' horizontal  plates,  one  above  the  other,  with  flanges 
approaching  each  other  around  the  edges,  leaving  a  con- 
tinuous aperture,  and  having  a  vertical  diaphragm  extending 
around  between  them  a  short  distance  inside  of  the  flanges, 
forming  an  annular  chamber  between  the  diaphragm  and 
flanges,  all  held  together  by  a  bolt  and  nut  in  the  centre  of 
the  plates,  with  an  aperture  leading  from  the  feeding  tube 
below  through  the  lower  plate,  each  side  of  a  bar  left  across 
for  the  bolt,  so  as  to  pass  the  air  and  gas  upward  through 
the  tube  and  lower  plate,  into  the  space  between  the  plates, 
thence  laterally,  in  all  directions,  through  the  diaphragm, 
into  the  chamber  outside  of  it,  and  thence,  in  an  unbroken 
sheet,  horizontally,  through  the  aperture  between  the  flanges 
to  the  flame,  thus  supplying  a  continuous  flame  all  around 
the  edge  of  the  upper  plate,  and  effecting  thorough  combus- 
tion of  the  gas. 

In  the  specifications  of  his  patent  hit  described  the  whole  of 
this  arrangement,  set  forth  the  nature  of  his  invention  as 
consisting  in  forming  a  chamber  in  the  burner  between  the 
perforated  diaphragm  and  the  external  opening,  and  in  the 
employment  of  a  vertical  diaphragm  in  combination  with  an 
annular  opening  around  the  same,  and  the  claim  was,  the 
combination  of  a  vertically  arranged  diaphragm  with  the 
external  annular  opening,  as  therein  shown.  The  specifica- 
tions of  the  reissue  are  not  materially  different  from  those  of 
the  original,  but  the  claim  is  very  much  enlarged.     It  i^  ex- 
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panded  into  two.  The  first  is,  the  combination  of  the  outlet, 
the  perforated  diaphragm,  and  the  chamber  intermediate 
between  the  diaphragm  and  outlet,  substantially  as  de- 
scribed. The  second  is  substantially  the  same  as  the  claim 
of  the  original  patent.  Had  there  been  no  burners  for  gas 
stoves  before,  or  none  with  a  perforated  diaphragm,  chamber 
between  that  and  the  outlet,  and  outlet  beyond,  he  would 
have  been  entitled  to  hold  his  whole  arrangement,  free  from 
invasion  ;  ]t>ut,  as  there  were  burners  having  all  these  ele- 
ments, arranged  in  the  same  order,  although  of  dififerent 
form  and  capacity,  he  was  entitled  only  to  his  particular 
form  of  devices  which  were  really  different  from  those  which 
had  been  in  use  or  known  before,  and  the  combinations  of 
those  devices  with  each  other  or  with  others,  so  as  to  produce 
a  new  result,  or  an  old  result  in  a  new  way.  Railway  Co.  v. 
SayieSy  97  U.  S.,  554.  He  had  a  new  form  of  diaphragm,  a 
new  form  of  chamber  between  it  and  the  outlet,  and  a  new 
form  of  outlet  to  the  flame.  He  was  entitled  to  these  forms, 
and  to  his  combination  of  them,  but  not  to  the  forms  of 
others,  or  to  their  combinations. 

Since  this  suit  was  brought  he  has  Bled  a  disclaimer  to 
every  burner  described  in  the  first  claim  except  those  con- 
structed of  the  two  plates,  bolted  together  by  the  bolt,  and 
holding  a  perforated  diaphragm  between  them.  If  the  patent 
should  be  construed  broadly  enough  to  cover  all  forms  of 
diaphragms,  mixing  chambers,  and  outlets,  separately  or  in 
combination,  it  could  not  be  sustained  at  all  without  some- 
thing to  cut  it  down  to  the  particular  devices  and  arrange- 
ment of  Kelly.  The  bolt  is  no  part  of  the  combination  of 
either  claim.  It  is  used  in  the  construction  of  this  particular 
form  of  burner,  and  the  reference  to  it  in  the  disclaimer  is 
merely  descriptive  of  that  form,  without  taking  away  or 
adding  anything.  So  of  the  plates  holding  a  perforated 
diaphragm  between  them.  In  this  construction  they  hold  a 
vertical  diaphragm  between  them.  If  the  patent  will  cover 
any  other  form  of  diaphragm  held  between  them,  the  dis- 
claimer does  not  disown  the  other  form  ;  if  it  does  not,  the 
disclaimer  will  leave  this  particular  form.  So,  in  either  case, 
the  disclaimer  leaves  the  whole  where  it  was  before,  and  the 
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reissue   is   to  be   looked   at  as   if    no   disclaimer   had   been 
filed. 

As  there  is  nothing  described  in  the  reissue  that  was  not 
described  in  the  original  patent,  either  as  to  devices  or  nature 
of  the  invention,  it  cannot  be  said  that  the  invention  in  one  is 
different  from  that  in  the  other,  although  the  claims  attempt- 
ing to  cover  the  invention  are  so  different.  The  reissue  is, 
therefore,  as  valid  as  the  original  would  have  been  if  it  had 
been  the  same  as  the  reissue.  Construed  in  the  light  of  the 
things  which  existed  before,  it  will  cover  the  new  form  of 
devices  invented  by  Kelly,  and  their  arrangement,  and  those 
only — the  two  plates  with  flanges,  the  continuous  aperture  be- 
tween the  flanges,  the  vertical  diaphragm,  and  the  annular 
chamber  between  the  diaphragm  and  flanges.  The  patent 
seems  to  be  good  for  these. 

The  defendant  uses  two  plates  bolted  together  as  Kelly's 
are,  the  lower  one  without  an)'  upturned  flange,  the  upper 
one  with  projections  downward  around  the  edge,  for  distance 
pieces,  between  which  and  the  lower  plate  the  diaphragm  is 
held.  This  is  not  the  combination  of  either  claim  of  the 
plaintiff's  patent.  The  vertical  diaphragm,  and  the  annular 
chamber  are  wanting.  Still  the  defendant  has  appropriated 
a  part  of  Kelly's  invention.  He  has  taken  the  two  circular 
plates  held  together  by  a  bolt  at  the  centre,  made  projections 
on  the  upper  in  place  of  the  flange,  with  spaces  so  as  to 
permit  an  outward  flow  of  gas  that  will  unite  into  a  contin- 
uous sheet  of  flame  on  the  outside  and  against  the  edge  of 
the  upper  piate,  accomplishing  the  same  result  as  Kelly. 
The  changes  in  the  form  of  the  plates  are  circumstantial  and 
not  material,  made  necessary  by  the  change  in  location  of  the 
diaphragm  and  not  on  account  of  any  new  function  or  mode 
of  operation  given  them. 

Generally,  where  a  patent  is  for  combination  of  known 
parts,  materials,  or  elements,  it  is  not  infringed  by  the  use  of 
any  number  of  the  parts,  materials  or  elements  less  than  the 
whole  ;  for,  the  patent,  in  every  such  case,  is  for  that  iden- 
tical combination,  and  nothing  else,  and  a  combination  of 
any  less  number  of  parts  is  a  different  thing.  Prouty  v. 
Euggles^  16  Pet.,  336.     But,  where  some  of  the  parts  of  the 
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combination  are  new,  and  those  parts  are  taken  and  used  in 
the  same  manner,  but  with  different  things  from  the  rest  of 
the  combination  patented,  a  part  of  the  patented  invention 
is  taken,  although  the  whole  is  not,  and  it  is  an  infringement 
to  that  extent.  SeJers  v.  Dickinson,  6  Eng.  Law  and  Eq., 
544  ;  Union  Sugar  Refinery  v.  Matthiessen,  2  Fisher,  601.  Here, 
the  horizontal  plates,  bolted  together  in  the  centre,  with  a 
diaphragm  between  them,  were  altogether  new  for  this  pur- 
pose. They  formed  a  suitable  chamber  for  the  mixed  gas  and 
air  after  they  had  passed  the  diaphragm,  and  an  external 
outlet,  useful  in  form  and  location.  The  defendant  has 
appropriated  these  new  parts  to  the  same  use,  by  con- 
necting them  with  the  horizontal  diaphragm  and  other 
devices,  to  accomplish  the  same  result  as  Kelly's  combina- 
tion, although  the  other  devices  are  different  from  Kelly's. 
This  is  an  infringement  to  that  extent.  Johnson  v.  Root, 
Curtis  on  Pat.,  §  332,  note  ;  Neit^ton  v.  Grand  June,  R.  Co.,  6 
Eng.  Law  and  Eq.,  557. 

It  is  said  that  fastening  horizontal  plates  together  in  the 
centre  by  a  bolt  and  nut,  as  these  are,  was  old  and  well 
known  before  Kelly's  invention,  which  is,  doubtless,  true  ; 
but  it  was  not  a  known  method  of  forming  a  head  for  a  burner 
to  a  gas  stove,  to  make  use  of  such  plates.  The  object  was 
not  to  fasten  the  plates  together.  It  was  to  make  a  chamber 
for  the  inflammable  mixture  after  it  had  passed  the  dia- 
phragm, and  to  provide  a  suitable  outlet  for  it  to  the  flame, 
so  as  to  burn  all  around  the  top  of  the  burner.  These  plates 
fastened  in  that  way,  Kelly  discovered,  would  furnish  the 
required  chamber,  and  an  outlet  for  an  unbroken  sheet  of  the 
inflammable  material,  which  was  most  desirable  for  the  pur- 
pose, lie  patented  that  discovery  in  all  its  parts  and  is 
entitled  to  the  protection  of  it  which  the  law  affords. 

As  the  plaintiff  filed  his  disclaimer  after  suit  brought,  he 
would  not,  ordinarily,  be  entitled  to  any  costs  in  the  suit. 
(Rev.  Stats.  U.  S.,  §  4,922.)  But,  in  this  case,  the  disclaimer 
was  not  necessary  to  sustain  the  patent  to  the  extent  it  is 
held  valid,  was  inoperative,  in  the  view  taken  of  it,  upon  the 
patent,  and  has  had  no  effect  in  maintaining  the  suit.  Under 
these  circumstances  it  does  not  come  within  the  provisions 
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of  the  statute  denying  costs,  and  no  reason  is  apparent  why 
costs  should  not  be  allowed,  as  if  nothing  had  been  done 
about  a  disclaimer. 

Let  a  decree  be  entered  for  an  injunction  and  an  account, 
accordingly,  with  costs. 

Arthur  V.  Brusen^  for  the  complainant. 

Benjamin  F.  Lu^  for  the  defendant. 


Daniel  Spill 

vs. 

The  Celluloid  Manufacturing  Company.  In  Equity,* 

The  letters  patent  No.  97,454,  granted  November  30th,  i86g,  to  Daniel  Spill, 
for  an  **  improvement  in  dissolving  xyloidine  lor  use  in  the  arts,"  are 
valid. 

The  specification  states,  that  the  invention  consists  in  the  employment  of  eight 
different  solvents.  The  second  is  this  :  **  Camphor  or  camphor  oil,  or 
mixture  of  the  same,  in  conjunction  with  alcohol  or  spirits  of  wine,  the 
same  to  be  employed  in  about  equal  proportions.*'  The  claim  is  :  **  The 
preparation  and  use  of  solvents  of  xyloidine,  such  as  have  been  before  de- 
scribed, so  as  to  render  xyloidine  more  easy  of  conversion  into  com- 
pounds containing  xyloidine,  which  are  suitable  for  applications  in  the 
arts  and  for  industrial  purposes  :"  I/trid,  that,  on  the  question  of  infringe- 
ment, it  was  immaterial  whether  the  camphor  was  first  dissolved  in  ihe 
alcohol,  and  then  the  xyloidine  added,  or  whether  the  camphor  or  the 
alcohol  was  first  mixed  with  the  xyloidine  and  then  the  third  substance 
added,  and  that  the  use  of  the  camphor  and  the  alcohol  in  equal  propor- 
tions was  not  of  the  essence  of  the  invention. 

The  letters  patent  No.  101,175,  granted  to  Daniel  Spill,  March  22d,  1S70, 
for  an  "improvement  in  the  manufacture  of  xyloidine  and  its  com- 
pounds," are  valid. 

The  second  claim,  namely,  **  The  process  of  bleaching  xyloidine  iii  the  man- 
ner herein  specified,"  is  a  claim  to  (he  invention  of  bleaching  xyloidine 
by  ordinary  bleaching  agents,  directly  after  the  converting  acids  have 
been  washed  out  of  it,  and  before  any  thing  has  been  mixed  with  it 
which  may  interfere  with  the  action  of  the  bleaching  agents. 


*  18  Blatchf.  C.  C.  R.,  T90. 
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Such  application  of  ordinary  bleaching  agents  to  bleach  xyloidine  is  a  patent- 
able invention. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  May,  1880.) 

Blatchford,  J. 

This  suit,  on  the  proofs,  involves  two  patents  granted  to 
the  plaintiff.  One  is  No.  97,454,  granted  November  30th, 
1869,  for  an  **  improvement  in  dissolving  xyloidine  for  use  in 
the  arts.*'  The  specification  states,  that  the  '*  invention 
relates  to  the  preparation  and  use  of  certain  solvents  of 
xyloidine,  and  which  differ  from  the  ordinary  or  known 
solvents  of  xyloidine,  in  that  these  menstrua  which  are  em- 
ployed are  not,  n^ecessarily,  in  themselves,  solvents  of  xyloi- 
dine, but  become  so  by  the  addition  of  the  bodies,  com- 
pounds or  substances  herein  referred  to.'*  It  also  states, 
that  the  invention  consists  in  the  employment  of  eight 
different  solvents.  Only  the  second  solvent  is  alleged  to 
have  been  used  by  the  defendant.  It  is  thus  described  in  the 
specification  :  '*  Camphor  or  camphor  oil,  or  mixture  of  the 
same,  in  conjunction  with  alcohol  or  spirits  of  wine,  the  same 
to  be  employed  in  about  equal  proportions."  The  claim  is 
in  these  words  :  **  The  preparation  and  use  of  solvents  of 
xyloidine,  such  as  have  been  before  described,  so  as  to  render 
xyloidine  more  easy  of  conversion  into  compounds  contain- 
ing xyloidine,  which  are  suitable  for  applications  in  the  arts 
and  for  industrial  purposes."  The  defendant  has  infringed 
this  claim  by  using  camphor  in  conjunction  with  alcohol,  as 
a  solvent  of  xyloidine.  The  defendant  mixes  ground  and 
dried  xyloidine  with  pulverized  dry  camphor,  and  then  im- 
merses the  mixture  in  alcohol  until  the  xyloidine  is  dissolved. 
It  is  dissolved  by  the  joint  action  of  the  camphor  and  the 
alcohol.  Neither  alone  is  a  solvent  of  xyloidine.  It  is  im- 
material, so  far  as  the  invention  and  the  claim  of  the  patent 
are  concerned,  whether  the  camphor  and  the  alcohol  are 
mixed  so  as  to  dissolve  the  camphor  in  the  alcohol,  and  then 
the  xyloidine  is  put  into  the  solution,  or  whether  either  the 
alcohol  or  the  camphor  is  first  mixed  with  the  xyloidine  and 
then  the  third  substance  is  added.  The  bringing  of  the  three 
together,  causing  the  xyloidine  to  be  dissolved  or  softened, 
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SO  as  to  be  more  easy  of  conversion  or  working  into  com- 
pounds or  articles  containing  xyloidine,  is  the  invention. 
Making  use  of  the  solvent  power  of  camphor  and  alcohol, 
when  in  the  presence  of  each  other  and  of  the  xyloidine,  is 
the  essence  of  the  invention.  The  use  of  the  camphor  and  the 
alcohol  in  about  equal  proportions  is  not  of  the  essence  of 
the  invention.  They  are  stated  by  the  patentee  to  be  useful 
in  those  proportions.  But  the  evidence  shows  that  the  real 
invention  was  the  discovery  of  the  fact  that  camphor  and 
alcohol,  when  united,  would  be  a  solvent  of  xyloidine. 

The  novelty  of  the  invention  of  this  solvent  is  attacked 
but  without  success.  The  evidence  is  voluminous  and  has 
been  carefully  considered,  with  the  result,  that  the  defendant 
has  failed  to  show  want  of  novelty.  The  prior  patents  ad- 
duced and  examined  are  the  English  patent  to  Cutting,  No. 
1638,  of  1854  ;  and  the  English  patents  to  Parkes,  No.  2359, 
of  1855,  No.  2675,  of  1864,  No.  1313,  of  1865,  No.  1695,  of 
1867,  and  No.  1614,  of  1868.  Parkes'  pamphlet  of  1867,  and 
Gm61in's  Hand-book  of  Chemistry,  of  i860,  have  also  been 
considered,  as  well  as  the  English  patent  to  the  plaintiff, 
No.  2666,  of  1867.  No  other  anticipation  than  the  above 
seems  to  be  considered  by  the  defendant's  expert,  and  he  does 
not  allude  to  the  pamphlet.  Another  defence  relied  on  is, 
that  one  Parkes  communicated  to  the  plaintiff,  in  England, 
the  knowledge  that  alcohol  and  camphor  united  were  a 
solvent  of  xyloidine,  and  that  the  plaintiff  never  made  the 
invention  himself*  On  the  whole  evidence  the  defendant  has 
failed  to  establish  this  defence. 

The  other  patent  involved  is  No.  101,175,  granted  to  the 
plaintiff,  March  22d,  1870,  for  an  *'  improvement  in  the 
manufacture  of  xyloidine  and  its  compounds."  There  are  five 
claims  in  the  patent.  The  second  alone  is  alleged  to  hdve 
been  infringed.  The  specification  says  :  *'  The  second  part 
of  my  invention  relates  tothebleachingof  xyloidine,  and  is  as 
follows  :  When  it  is  desired  to  bleach  or  whiten  the  xvloidine, 
I  bleach  it  directly  after  the  removal  of  the  acids,  and  before 
removing  it  from  the  vat.  This  I  do  by  any  of  the  well- 
known  means,  preferring  a  solution  of  chlorine,  or  a  solution 
of  chloride  of  lime  or  of  soda,  which  I  add  to  the  xyloidine. 
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making  use  of   alternate   stirrings  and  rest,  for  a  sufficient 
time,  until  the  xyloidine  is  whitened.     The  solution  is  again 
drained  off,   and   the   xyloidine   is   repeatedly  washed  with 
Water,  in  order  to  remove  any  excess  of  bleaching  agents  or 
any  residue   from  such  agents,  when   it  will  be  found  to  be 
ready  to  be  submitted  to  pressure  in  order  to  free  the  sanfie 
from  water,  and  may  then   be  opened  out,  so  as  to  prepare 
it  for  drying,  dissolving    or  other  purposes.'*     The  second 
claim  is  in  these  words  :  **  The  process  of  bleaching  xyloidine 
in  the  manner  herein  specified."     That  portion  of  the  speci- 
fication which  precedes  the  statement  of  the  second  part  of 
the  invention  relates  to  the  treatment  of  vegetable  fibre  or 
lignine  with  acids,  to  convert  it  into  xyloidine  and  render  it 
soluble  in  suitable  solvents.     The  fibre   is  intimately  mixed 
with  the    acids   by  appropriate    means,  then   the  acids  are 
strained  and  pressed  from  the  fibre,  which  is  now  xyloidine, 
and  it  is  subjected  to  a  washing  and  stirring  in  the  water 
until   it  is  nearly   or  quite  free   from  acids,  and  the  water 
is  then    drained    off.      The    washing  is  done  in    a   washing 
vat.     The    bleaching,  as    before   stated,    is    done    "directly 
after  the  removal   of  the  acids"  and  before  the  xyloidine  is 
removed    from  the    vat.     The  evidence  shows    that  the  real 
invention  of  the  plaintiff,  in  this  regard,  was  to  bleach  xyloi- 
dine by  ordinary  bleaching  agents,  directly  after  the    con- 
verting acids  had  been  washed  out  of  it  and  before  anything 
had  been  mixed  with  it  which  might  interfere  with  the  action 
of   the   bleaching   agents.     This   is  fairly  the  sense   of   the 
specification.     Whether  the  bleaching  is  done  in  the  washing 
vat  or  not,  or  in  a  solution  of  the  ordinary  bleaching  agents, 
or  by  such  agent  not  in  a  solution,  are  immaterial  matters. 
The  essential  discovery  was,  that  an  ordinary  and  well-known 
bleaching  agent,  of  the  character  of  chlorine  or  chloride  of 
lime  or  chloride  of  soda,  if  applied  to  xyloidine,  when  it  had 
become  such  and  had  been  freed  from  the  converting  acids, 
and  while  it  remained  in  that  state,  would   act  upon   it  to 
bleach  it.     The  defendant  treats  paper  with  acids  to  make 
xyloidine,  then    washes  out  the  acids,  then   grinds   it,  and, 
while  it  is  being  ground,  applies  bleaching  powders  to  it. 
The   evidence   is   satisfactory   that   one   of    such    bleaching 


MAY,    1880.  409 


Spill  V,  Celluloid  Manufacturing  Co. 


powders  is  permanganate  of  potash  and  that  it  was  a  well- 
known  and  ordinary  bleaching  agent  at  the  time  of  the 
plaintiff's  invention.  Therefore,  infringement  is  established. 
It  is  contended,  for  the  defendant,  that  the  claim  in  regard 
to  bleaching  does  not  claim  a  patentable  invention,  be- 
cause it  is  merely  the  use,  to  bleach  xyloidine,  of  what  had 
before  been  used  to  bleach  fibrous  material  not  converted 
into  xyloidine.  The  true  view  is  well  expressed  by  Professor 
Seeley,  the  plaintiff's  expert.  The  defendant's  expert,  Mr. 
Edward  S.  Renwick  had  cited  from  English  patents,  those 
to  Martin,  No.  7,  of  1864,  to  Reeves,  No.  2797,  of  i860,  to 
Collyer,  No.  550,  of  1859,  and  to  Reeves,  No.  3293,  of  1866, 
as  describing  the  treatment  of  vegetable  fibre  with  a  solu- 
tion of  chloride  of  lime  or  of  soda,  substantially  as  the 
plaintiff's  patent  describes  xyloidine  as  being  treated  with  a 
solution  of  chloride  of  lime  or  of  soda.  Professor  Seeley 
says  :  **  The  patents  referred  to  by  Mr.  Renwick  cover  in- 
ventions relating  to  bleaching,  by  means  of  ordinary  bleach- 
ing agencies,  the  ordinary  fibrous  substances  which  are  used  for 
clothing,  paper  stock,  etc.  I  do  not  find  in  them  anything 
which  has  more  bearing  upon  the  novelty  of  Spill's  invention 
than  what  might  be  included  in  the  matter  which  Spill  regards 
and  defines  as  old  and  well  known.  Previous  to  Spill's  time, 
the  ordinary  bleaching  materials  and  methods  were  only 
applied  to  a  peculiar  class  of  substances,  namely,  those  sub- 
stances of  fibrous  character  which  were  useful  mainly  by 
reason  of  that  fibrous  character.  Spill's  invention  brings  the 
utility  of  bleaching  upon  a  new  kind  of  material,  and  brings 
it  where  it  was  very  desirable,  but  where  it  was  supposed  to 
be  impracticable.  It  is  true  that  pyroxyline"  (xyloidine) 
**  has  a  fibrous  structure,  but  this  fibrous  structure  is  not  any 
essential  or  useful  property  in  it.  In  fact,  in  this  art,  pyrox- 
yline does  not  become  useful  until  the  fibrous  structure  is 
destroyed.  Pyroxyline  is  not  useful  for  any  of  the  purposes 
to  which  the  materials  formerly  bleached  were  applied. 
Pyroxyline  is  very  different  in  chemical  character  and  Com- 
position from  the  old  bleachable  materials.  If  pyroxyline 
had  not  the  fibrous  structure,  probably  the  question  of  inven- 
tion in  this  case  would  not  have  arisen,  for  then  it  would 
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have  appeared  plainly  that  the  case  would  have  been  very 
similar  to  that  of  (suppose)  bleaching  charcoal  by  ordinary 
bleaching  agents.  In  the  absence  of  experiments  the  bleach- 
ing of  a  substance  like  pyroxyline  would  seem  impracticable, 
alm/3st  incredible.  The  theory  of  ordinary  bleaching  is,  that 
the  coloring  matter  of  goods  to  be  bleached  is  of  a  com- 
plicated and  unstable  character,  and  is  destroyed  by  the 
powerful  chemical  action  of  the  bleaching  agents,  chlorine, 
oxygen,  etc.  Inasmuch  as  pyroxyline,  in  its  manufacture, 
has  been  exposed  to  the  action  of  some  of  the  most  powerful 
chemical  agents  which  are  known,  it  is  unreasonable  to  sup- 
pose that  any  of  the  unstable  coloring-matter  could  be  left 
in  it.  The  bleaching  of  pyroxyline  has  often  been  proposed 
and  attempted,  it  was  especially  desirable  in  this  art,  but 
it  is  my  opinion  that  a  chemist  would  exhaust  all  other  theo- 
ries before  he  would  think  of  ordinary  bleaching  agents  for 
the  purpose.  The  subject  had  come  up  in  my  mind  several 
times  befoie  Spill's  invention,  and  I  was  unwilling  to  credit 
the  efficacy  of  his  plans  until  they  were  actually  demonstrated 
to  me.  I  know  of  very  few  inventions  where  so  novel  and  use" 
ful  results  have  been  obtained  by  such  simple  and  unlooked  for 
methods."     There  is  no  evidence  to  countervail  this  view. 

The  defendant  has  introduced  evidence  for  the  purpose  of 
establishing  that  the  invention  claimed  by  the  plaintiff  in 
regard  to  bleaching  xyloidine  was  previously  known  to  Parkes 
and  w'as  communicated  by  him  to  the  plaintiff,  and  was  not 
in  fact  invented  by  the  plaintiff.  The  burden  of  showing  this 
is  on  the  defendant,  and,  on  the  whole  evidence,  it  has  not 
succeeded  in  doing  so. 

The  defendant  claims  to  have  shown  that  other  inventions 
claimed  in  the  two  patents  were  not  new,  so  as  to  effect  the 
question  of  costs.  But  the  attempt  cannot  be  held  to  have 
been  successful. 

There  must  be  the  usual  decree  for  the  plaintiff,  for  an 
account  and  an  injunction,  as  to  the  claims  above  held  to  have 
been  infringed,  with  costs. 

Horace  M.  Ruggles  and  Edwin  M,  Felt^  for  the  complainant. 

William  D,   Shipmany  Henry  Baldwin y  Jr,^  and  E,  Luther 
Hamilton^  for  the  defendant. 
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Turner  Strobridge 

vs, 

Lindsay,  Sterritt  &  Co.     In  Equity. 

The  fact  that  the  defendants'  machine  is  an  improvement  upon  the  complain- 
ant's, as  ihe  same  is  shown  in  his  patent,  does  not  justify  the  defendants 
in  appropriating  to  their  use  the  invention  which  the  complainant's 
patent  secures  to  him. 

It  cannot  be  successfully  urged  against  the  validity  of  a  patent,  that  some  of 
the  devices  entering  into  a  patented  combination,  when  taken  separately 
and  ill  detail,  are  old. 

A  change  in  the  form  of  a  machine  or  instrument,  though  slight,  if  it  works 
a  successful  result  not  before  accomplished  in  a  similar  way  in  the  art 
to  which  it  is  applied,  or  in  any  other,  is  patentable. 

The  letters  patent  prima  facie  establish  that  the  complainant's  improvement 
is  a  patentable  invention,  and  strongly  confirmatory  of  this  view  is 
evidence  showing  the  favorable  acceptance  by  the  public  of  the  improve- 
ment, and  its  recognition  and  adoption  by  the  trade  as  something  new 
and  meritorious. 

(Before  AcHESON,  J.,  Western  District  of  Pennsylvania,  May,  1880.) 
ACHESON,  J. 

The  bill  in  this  case  is  founded  upon  reissued  letters 
patent  No.  7,583,  dated  March  27th,  1877,  granted  to  the 
complainant,  Turner  Strobridge,  for  an  improvement  in 
coffee-mills. 

The  defendants  are  dealers  in  hardware  at  Pittsburg, 
Pennsylvania,  and  bring  into  the  complainant's  market,  and 
sell,  a  coffee-mill  made  by  Landers,  Frary  &  Clark,  of  New 
Britain,  Connecticut,  which  mill  the  complainant  alleges  is 
an  infringement  of  the  first  claim  of  his  reissued  patent. 
This  claim  is  in  these  words  :  **  A  coffee  or  similar  mill,  having 
a  detachable  hopper  and  grinding-shell  formed  in  a  single 
piece,  and  suspended  within  the  box  by  the  upper  part  of  the 
hopper  or  a  flange  thereon,  substantially  as  and  for  the  pur- 
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pose  specified."  The  defences  insisted  on  at  the  argument 
of  the  case  may  be  reduced  to  two  heads,  viz.  :  i.  That  the 
mills  manufactured  by  Landers,  Frary  &  Clark,  and  sold  by 
the  defendants,  do  not  infringe  the  complainant's  said  clainn. 
2.  That  the  patent  is  void  for  want  of  patentable  invention. 
The  box  of  the  Landers,  Frary  &  Clark  mill  sold  by  the  de- 
fendants is  without  the  usual  wooden  top.  '*  But  the  hopper" 
(to  quote  the  language  of  the  defendants*  expert  witness, 
John  E.  Earle)  **  is  cast  with  a  flange  projecting  from  its 
upper  edge  sufficient  to  cover  and  form  the  top  of  the  box  ; 
and  it  is  that  extension  of  the  hopper  in  defendants'  mill 
which  forms  the  top  of  the  box."  In  no  other  respect,  it 
seems  to  me,  does  the  Landers,  Frary  &  Clark  mill  differ 
from  the  Strobridge  mill  (an  exhibit  of  this  record),  so  far, 
at  least,  as  concerns  the  first  claim  of  the  patent. 

The  defendants  insist  that  the  phrase  "  detachable  hopper 
and  grinding-shell"  means  a  hopper  and  shell  separate  and 
detachable  from  the  top  of  the  box,  and  that  the  claim  is  for  a 
coffee-mill  in  which  the  **  hopper  and  grinding-shell  formed  in 
a  single  piece"  can  be  readily  detached  from  the  top  of  the  box 
in  which  it  is  suspended,  and,  therefore,  it  is  argued,  the  mill 
sold  by  the  defendants  does  not  contain  the  combination  set 
forth  in  the  first  claim  of  the  patent,  and  there  is  no  infringe- 
ment of  the  complainant's  rights.  But  I  am  unable  to  adopt 
this  view.  I  do  not  think  the  word  *'  detachable,"  as  used  in 
this  claim,  necessarily  implies  that  the  hopper  must  possess 
the  capacity  of  being  detached  from  the  top  of  the  box.  The 
object  contemplated  seems  rather  to  be  to  have  a  hopper 
easily  detachable  from  the  box.  By  the  terms  of  the  claim, 
the  hopper  and  grinding-shell,  formed  in  a  single  piece,  are 
"  suspended  within  the  box  by  the  upper  part  of  the  hopper 
or  a  flange  thereon."  As  respects  the  width  of  the  flange 
there  is  no  express  limitation  in  the  specification.  In  the 
mill  sold  by  the  defendants  the  hopper  is  cast  with  a  flange 
which  projects  from  its  upper  edge  sufficiently  to  cover  and 
form  the  top  of  the  box.  This  undoubtedly  is  an  improve- 
ment upon  the  Strobridge  mill  as  the  same  is  shown  by  his 
drawing,  and  of  which  "  Exhibit  Strobridge"  of  this  record 
is  a  specimen.     The  flange  of  the  Landers,  Frary  &  Clark 
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mill  not  only  sustains  the  hopper  and  grinding-shell  within 
the  box,  hut  performs  the  additional  function  of  serving  as  a 
cover  of  the  box.  But  this  improvement  does  not  justify 
the  defendants  in  appropriating  to  their  use  the  complain- 
ant's invention,  which  his  patent  secures  to  him.  Westing- 
house  V.  The  Gardner  &*  Ransofi  Air-Brake  Co.y  9  Off.  Gaz.,  538  ; 
Howe  V.  Morton^  r  Fish,,  586. 

But  the  defendants  allege  that,  in  view  of  what  was  well 
known  prior  to  the  date  of  the  original  Strobridge  patent, 
what  was  done  by  him  did  not  constitute  such  invention  as 
entitled  him  to  a  patent,  and  that  his  reissue  was,  therefore, 
void. 

It  is  not  denied  that,  prior  to  the  date  of  the  Strobridge 
invention,  there  existed,  and  were  well  known  in  the  ait, 
coffee-mills  in  which  the  hopper  and  grind! ng-shell  were 
formed  in  one  and  the  same  piece.  This,  however,  is  not 
claimed  as  new  or  patentable,  but  the  claim  is  limited  to  a 
hopper  and  grinding-shell  so  constructed.  If  the  Strobridge 
invention  was  anticipated  at  all,  it  was  by  what  is  known  in 
this  case  as  the  *'  French  mill,"  which  was  imported  into  this 
countr}'  as  early  as  1863,  and  sold  to  a  very  limited  extent. 
This  mill  is  thus  described  by  the  defendants*  expert  wit- 
ness, John  E.  Earle  :  **  I  find  in  the  '  Exhibit  P'rench  Mill* 
an  article  known  as  a  *  box-mill,*  and  consisting  of  a  box 
with  a  top  made  of  wood,  upon  the  under  side  of  which  a 
block  is  glued  so  as  to  extend  down  into  the  box  when  the 
top  is  placed  on  the  box.  Through  the  centre  of  the  top 
and  block  a  funnel-shaped  opening  is  made,  so  that  this 
opening  through  the  top  and  block  forms  a  hopper,  being 
flush  with  the  upper  surface  of  the  top  of  the  box.  The  top 
and  block  being  glued  together  makes  them  practically  one 
piece.  To  the  bottom  of  the  hopper  and  concentric  with  it 
the  grinding-shell  is  attached.'*  After  a  careful  inspection 
of  the  *•  Exhibit  French  Mill*'  and  '*  Exhibit  Strobridge,*'  I 
have  reached  the  conclusion  that  they  differ  in  important 
particulars,  and  that  the  *'  FVench  mill*'  does  not  embody  the 
invention  covered  by  the  first  claim  of  the  complainant's 
patent.  The  **  French  mill,"  indeed,  has  a  sunken  or  sus- 
pended hopper,  but  here,  it  seems  to  me,  its  likeness  to  the 


414  WESTERN   DISTRICT  OF  PENNSYLVANIA. 

Strobridge  v.  Lindsay,  Sterritt  &  Co. 

complainant's  invention  ceases.  The  hopper  and  grinding^- 
shell  of  the  **  French  mill"  are  not  in  one  piece.  The  steel 
grinding-shell  is  attached  to  the  bottom  of  the  wooden 
hopper  by  means  of  screws.  The  sunken  part  of  the  wooden 
hopper  is  glued  to  the  under  side  of  the  cover  or  top  of  the 
mill  and  the  top  is  nailed  and  glued  to  the  sides  of  the  box. 

Neither  in  the  '*  French  mill,"  nor  in  any  other  mill  shown 
to  have  been  in  existence  prior  to  the  Strobridge  invention, 
is  there  to  be  found  the  combination  described  in  the  first 
claim  of  the  complainant's  reissued  patent — viz.,  a  coffee  mill 
having  a  detachable  hopper  and  grinding-shell  formed  in 
a  single  piece  and  suspended  within  the  box  by  the  upper 
part  of  the  hopper  or  a  flange  thereon.  Some  of  the  devices 
entering  into  this  combination,  when  taken  separately  and  in 
detail,  are  old  ;  but  this  cannot  be  successfully  urged  against 
the  validity  of  the  patent.  Bates  v.  CoCy  8  Otto,  31  ;  Williams 
v.  The  Rome^   W.  <5r*  O.  Railroad  Co, ^  15  Off.  Gaz.,  653. 

The  defendants,  however,  strenuously  insist  that  in  view  of 
the  state  of  the  art,  especially  as  shown  by  '*  Exhibit  Elevated 
Hopper  Mill  "  and  **  Exhibit  French  Mill,**  the  former  having 
the  hopper  and  grinding-shell  in  one  piece,  and  the  latter 
showing  a  sunken  hopper,  it  did  not  require  invention  to 
make  the  structural  changes  recited  in  the  first  claim  of  the 
Strobridge  reissue  patent ;  but  to  this  I  cannot  give  my 
assent.  To  me  it  seems  that  the  complainant  has  produced  a 
new  and  useful  mill  differing  substantially  from  any  which 
preceded  it,  and  evincing  the  exercise  of  the  inventive 
faculty. 

A  change  in  the  form  of  a  machine  or  instrument,  though 
slight,  if  it  works  a  successful  result  not  before  accomplished 
in  a  similar  way  in  the  art  to  which  it  is  applied,  or  in  any 
other,  is  patentable  {Isaacs  v.  Abrams^  14  Off.  Gaz.,  861),  and 
the  validity  of  a  patent  is  not  determinable  by  the  degree  of 
novelty  or  invention  displayed.  The  Miller  &*  Peters  Manu^ 
Jacturing  Co.  v.  Du  Bruly  12  Off.  Gaz.,  351.  Utility,  within 
the  meaning  of  the  patent  law,  is  authoritatively  declared  to 
exist  **  if  the  combination  is  new  and  the  machine  is  capable 
of  being  beneficially  used  for  the  purpose  for  which  it  was 
designed."     Seymour  v.  Osborne^  11  Wall.,  549. 
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Applying  these  principles  to  the  complainant's  reissued 
patent,  why  should  it  not  be  sustained  ?  His  combination  is 
new,  and  as  a  result  we  have  a  superior  mill,  characterized 
by  simplicity  of  construction  and  the  facility  with  which  its 
several  parts  may  be  set  up,  and,  when  finished,  compact, 
convenient  and  durable.  The  merits  of  the  invention  were 
quickly,  perceived  by  the  public.  The  box-mills  in  the  gen- 
eral market,  prior  to  the  introduction  of  the  Strobridge  mill, 
had  the  hopper  above  the  top  of  the  box.  Immediately  upon 
the  appearance  of  the  complainant's  mill,  it  met  with  great 
popular  favor,  and  obtained  a  ready  sale.  It  was  accepted 
and  adopted  by  the  trade,  and  went  into  general  use.  The 
Charles  Parker  Company,  of  Meriden,  Connecticut,  and  the 
Peck,  Stow  &  Wilcox  Company,  of  Southington,  Connecticut, 
soon  took  licenses  from  the  complainant,  and  these  companies, 
(both  large  manufacturers  of  coffee-mills,)  respectively  make 
under  the  patent  the  mills  known  in  this  case  as  **  Exhibit 
Charies  Parker  Mill"  and  '*  Exhibit  Peck,  Stow  &  Wilcox." 

Nelson  H.  Camp,  agent  for  the  Charles  Parker  Company, 
testifies  :  **  Shortly  after  we  commenced  selling  these  mills 
(Charles  Parker  Mill)  in  the  market,  we  received  notice  that 
we  were  infringing  the  said  Strobridge  patent,  and  upon  in- 
vestigation concluded  it  was  so,  and  took  out  a  license  to 
manufacture  under  the  patent,  which  they  granted  us  under 
a  royalty  ;  and  from  that  day  to  the  present  we  have  manufact- 
ured them  very  largely  The  sales  of  these  mills  have  been 
very  large  as  compared  with  all  other  mills  we  manufacture.*' 

Webster  L.  Walkley  testifies:  **  I  have  sold  some  mills  similar 
to  *  Exhibit  Strobridge,'  manufactured  by  the  Charles  Parker 
Company,  and  more  manufactured  by  the  Peck,  Stow  &  Wilcox 
Company.  *  *  *  From  the  first  introduction  of  these 
mills  they  met  with  unparalleled  success,  and  the  trade,  who 
had  been  purchasing  the  raised-hopper  mills,  about  the  cor- 
responding size  and  price,  to  a  very  large  degree  substituted 
in  their  place  these  sunken-hopper  mills,  so  that  I  should  say 
that  the  sales  of  the  ordinary  raised-hopper  mills,  as  sold 
previous  to  the  introduction  of  these  mills,  must  have  fallen 
off  in  the  aggregate  about  one-half." 

The  letters  patent  themselves  prima  facie  establish  that  t 
VOL.  V — 27 


4l6  SOUTHERN   DISTRICT  OF  NEW   YORK. 

Tifft  V,  Sharp. 

complainant's  improvement  is  a  patentable  invention  ;  and 
strongly  confirmatory  of  ihis  view  is  the  evidence  showing 
the  favorable  acceptance  by  the  public  of  the  improvement, 
and  its  recognition  and  adoption  by  the  trade  as  something 
new  and  meritorious. 

Upon  the  whole  case,  I  am  of  opinion  that  the  complainant 
is  entitled  to  a  decree.      Let  a  decree  be  drawn  in  his  favor. 

Bakewell  and  Kerr^  for  the  complainant. 

B.  F,  Thurston^  for  the  defendants. 


Alanson  H.  Tifft 


vs. 

;  James  L.  Sharp  et  al.     In  Equitv. 

In  the  reissued  letters  patent.  No.  7,077,  granted  to  Alanson  H.  TiflFt,  April 
25th,  1876,  for  an  improvement  in  gas  stoves,  (the  original  patent,  No. 
49,469,  having  been  granted,  August  15th,  1865,  td  Elijah  J.  Caldwell 
and  Alexander  M.  Lesley,  on  the  invention  of  said  Caldwell,)  the  claims 
being  for  combinations  of  parts,  constituting  and  connected  with  a  gas 
burner,  consisting  of  a  diaphragm,  a  chamber,  an  annular  outlet,  con- 
sisting of  a  series  of  perforations,  a  supply  pipe,  an  air  cylinder,  a  cap 
and  a  flange,  it  appeared  that  none  of  the  parts,  by  themselves,  were 
new  for  the  purposes,  except  the  flange,  and  that  the  perforations  in  the 
annular  series  had  not  before  been  placed  so  closely  together.  The  de- 
fendant did  not  use  the  Caldwell  form  of  burner,  nor  the  flange  with  any 
other  form  of  burner  :  Held, 

(i.)  Putting  the  perforations  in  the  annular  series  more  closely  together 
was  not  invention  ; 

(2.)  The  patent  covered  no  more  than  the  precise  form  of  burner  made 
by  combining  the  flange  with  the  rest  of  the  burner,  and  the  flange  it- 
self, as  a  part  of  the  burner  ; 
(3.)  The  defendant  did  not  infringe. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  May,  1880.) 

♦  i8  Blatchf.  C.  C.  R.,  138. 
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Wheeler,  J. 

This  suit  is  brought  for  an  alleged  infringement  of  reissued 
letters  patent  No.  7,077,  granted  to  the  plaintiff,  April  25th, 
1876,  for  an  improvement  in  gas  stoves,  the  original  patent. 
No.  49,469,  having  been  granted,  August  15th,  1865,  to  Elijah 
J.  Caldwell  and  Alexander  M.  Lesley,  on  the  invention  of 
said  Caldwell.  Among  other  defences  the  defendants  deny 
infringement. 

The  patent  has  four  claims,  the  first,  second  and  fourth  of 
which  only  are  claimed  to   be  infringed.     All  of  them  are  for 
combinations  of  parts.     The  combination  of  the  first  claim  is 
of  a  perforated  diaphragm,  through  which  air  and  gas  pass 
and  become  mixed,  a  chamber  between  the  diaphragm  and 
outlet,  and  an  annular  outlet  consisting  of  a  series  of  perfora- 
tions through  which  the  material  passes    from  the  burner. 
That  of  the  second  claim   is  of   a  gas  supply-pipe,  an  air 
cylinder,  a  perforated  diaphragm  above  them,  through  which 
the  air  and  gas  pass,  a  cap  above  the  diaphragm,  and  an 
annular  outlet  below  the  top  of  the  cap.     And  that  of  the 
fourth  claim  is  of  a  laterally  projecting  flange,  overhanging 
the  outlet,  with  a  burner  containing  the  parts  mentioned  in 
the  other  claims.     From  all  the  evidence  in  the  case  it  satis- 
factorily appeal  that  none  of  these  parts,  by  themselves,  were 
new  to  these  purposes,  except  the  laterally  projecting  flange. 
The  perforations  of  no  annular  series  had  been  placed  so 
closely  together,  probably,  as  Caldwell  placed  them,  but  such 
series  had  been  made  before,  and  it  was  mere  workmanship, 
not  invention,  to  make  them   thicker  if   they  were   needed 
thicker.     Perhaps,  the  combination  of  the  flange  around  the 
top  with  the  rest  of  a  burner  made  a  new  burner,  and  a  new 
combination  in  a  burner,  so  as  to  be  patentable,  but,  if  so, 
the  patent  woijld  properly  cover  only  the  precise  form  of 
burner  so  made,  including  the  flange,  and  the  flange  itself,  as  a 
part  of  the  patented  combination  or  patented  burner.     Hence, 
the  patent  would  not  be  infringed  but  by  that  exact  form  of 
burner  throughout,  or  by  such  a  flange  with  some  other  form 
of  burner.     Sharp  v.  Tifft^  Circuit  Court,  Southern  District, 
N.Y.,  Oct.  Term,  1879.*  The  defendants  are  not  shown  to  have 

*  Reported,  ante^  p.  399. 
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used  either  that  form  of  burner,  or  the  flange  with  any  other 
form  ;  therefore,  the  patent  cannot  be  upheld  to  an  extent 
broad  enough  to  make  what  they  have  done  an  infringement. 
Let  the  bill  be  dismissed  with  costs. 

Benjamin  F,  Lee^  for  the  complainant. 

Arthur  V,  Briesin,  for  the  defendants. 


Isaac  F.  Williams  et  al. 

vs. 

L.  Candee  &  Company.     In  Equity.* 

The  invention  covered  by  letters  patent  No.  131,201,  g^nted  September 
lotrh,  1872.  to  Isaac  F.  Williams,  for  an  improvement  in  overshoes,  and 
the  invention  covered  by  letters  patent  No.  166,669,  granted  August 
loth,  1875,  to  Isaac  E.  Williams,  for  an  improvement  in  rubber  boots, 
defined. 

The  claim  of  No.  131,201,  namely,  '*  As  a  new  article  of  manufacture,  a 
cloth  and  rubber  gaiter  overshoe,  having  a  doubj^  water  proof  flap, 
composed  of  extensions  of  the  vamp  and  quarter,  folded  on  each  side 
of  the  instep,  and  provided  with  a  buckle  and  flap  tongue  which  are 
arranged  to  draw  equally  on  each  side  of  the  quarter  across  the  instep, 
substantially  as  described,"  is  infringed,  although  the  cut  of  vamp  or 
quarter,  or  the  form  of  the  overlapping  joint,  or  the  shape  of  the  tongue, 
is  varied,  and  i»  infringed  by  a  shoe  which  has  double-jointed  flaps 
folded  on  each  side  of  the  instep,  made  water  proof  by  an  overlapping 
of  the  vamp  and  quarter  beneath  the  (oxing,  and  provided  with  a  buckle 
and  tongue  attached  to  one  of  the  flaps,  and  arranged  to  draw  in  the 
manner  specified  in  No.  131,201. 

(Before  Shipman,  J.,  District  of  Connecticut,  May,  1880.) 

Shipman,  J. 

This  is  a  bill  in  equity  based  upon  the  alleged  infringement 
of  letters  patent  No.  131,201,  dated  September  loth,  1872, 
for  an  improvement  in  overshoes,  and,  also,  of  letters  patent 
No.  166,669,  dated  August  loth,  1875,  for  an  improvement  in 

*  18  Blatchf.  C.  C.  R.,  140. 
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rubber  boots.  Each  patent  was  granted  to  Isaac  F.  Williams, 
one  of  the  plaintiffs.  The  other  plaintiff  is  the  exclusive 
licensee  under  such  patent. 

No  131,201  was  designed  to  be  an  improvement  upon  the 
well-known  rubber  and  cloth  gaiter  overshoe,  called  the 
**  Arctic,"  and  which  was  fastened  by  a  buckle  on  the  instep. 
The  shape  of  the  shoe  was  that  of  the  brogan.  The  Arctic 
was  not  perfectly  water  tight,  for,  when  worn  in  deep  snow, 
water  would  find  its  way  between  the  vamp  and  the  quarter. 
The  improvement  upon  the  Arctic  shoe  consisted  in  over- 
lapping the  vamp  and  the  quarter  beneath  the  rubber  foxing, 
and  extending  the  vamp  and  quarter  so  as  to  form  bellows- 
like,  water  excluding  flaps,  folded  on  each  side  of  the  instep 
and  buckled  together  over  the  instep.  I  do  not  consider  the 
place  of  overlapping  to  be  a  part  of  the  invention.  The 
overlapping  was  underneath  the  foxing  almost  as  a  matter  of 
course,  but  the  invention  would  be  the  same  if  the  foxing  did 
not  exist.  The  patentee  says,  in  his  specification  :  **  My 
invention  relates  to  that  class  of  cloth  and  rubber  gaiters 
which  are  provided  with  flaps  and  buckles,  and  it  consists  in 
a  peculiar  construction  of  certain  double  water-proofed  jointed 
flaps,  so  arranged  that  the  flap  tongue,  passing  over  the  instep, 
will  draw  equally  upon  the  sides  of  the  quarter  when  buckled  to 
the  foot,  and  render  the  gaiter  water  proof  at  all  points 
adjacent  to  the  flap."  The  description  which  is  contained  in 
the  patent  consists  mainly  of  a  reference  to  the  drawings. 
The  claim  is  as  follows:  **  As  a  new  article  of  manufacture,  a 
cloth  and  rubber  gaiter  overshoe,  having  a  double  water 
proof  flap,  composed  of  extensions  of  the  vamp  and  quarter, 
folded  on  each  side  of  the  instep,  and  provided  with  a  buckle 
and  flap  tongue  which  are  arranged  to  draw  equally  on  each 
side  of  the  quarter  across  the  instep,  substantially  as  de- 
scribed." 

Before  the  date  of  this  invention,  an  English  patent,  dated 
January  23d,  1856,  had  been  granted  to  Stephen  Norris,  for 
an  improvement  in  leather  shoes.  His  improvement  con- 
sisted in  the  insertion  of  a  gore  or  gusset  between  the  vamp 
and  quarter,  which  folded  upon  itself  inside  the  shoe,  and 
excluded  water  to  a  certain  extent.     The  shoe  was  not  per- 
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fectly  water-proof,  because  the  truncated  apex  of  the  gore,  at 
the  point  of  union  of  vamp,  quarter,  and  gore,  did  not  form 
a  folded  or  an  overlapping  joint  with  vamp  or  quarter.  The 
union  of  the  three  pieces  of  leather  was  made  by  sewing,  and 
there  was  no  turning  of  the  water  by  a  fold  of  the  leather,  so 
as  to  exclude  the  admission  of  moisture  to  the  foot.  The 
great  effort  upon  the  part  of  the  defendant  was  to  limit  the 
Williams  patent,  in  view  of  the  Norris  invention,  to  the  exact 
cut  of  vamp  and  quarter,  and  of  their  extension  into  a  flap 
tongue,  which  is  shown  in  the  drawings.  The  defendant 
construes  the  patent  to  be  for  an  overshoe  having  the  pecu- 
liarly constructed  water  proof  jointed  flaps  shown  in  the 
drawings,  composed  of  extensions  of  both  vamp  and  quarter, 
folding  on  the  instep,  and  having  a  buckle  and  the  flap 
tongue  extensions  which  draw  as  described.  It  is  true  that 
Williams  turns  out  not  to  have  been  the  pioneer  in  water- 
excluding  shoes  by  means  of  jointed  flaps,  as  he  supposed 
himself  to  have  been,  but  he  was  the  pioneer  in  his  depart- 
ment, that  of  making  an  Arctic  shoe,  or  a  shoe  of  the  class, 
provided  with  flaps  and  buckles,  water  proof,  by  means  of 
overlapping,  jointed  flaps,  and  the  patent  is  not  to  be  limited 
to  the  precise  shape  of  the  **cut**  of  each  part  of  the  extension 
which  is  shown  in  the  drawings,  but  it  covers  also  such  other 
forms  of  cut  as  are  substantially  like  the  pattern  shown  and 
described,  and  which  accomplish  the  same  result.  Another 
person  cannot  properly  get  the  advantage  of  Williams*  over, 
lapping  vamp  and  quarter,  by  merely  varying  the  cut  of 
vamp  or  quarter,  or  the  form  or  shape  of  overlapping  joint, 
or  the  shape  of  the  tongue.  The  patent  is  by  no  means  for 
any  peculiar  shape  of  fastening  device. 

The  defendant  has  made  and  sold  a  '*  snow-excluder," 
which  has  double  jointed  flaps,  folded  on  each  side  of  the 
instep,  made  water  proof  by  an  overlapping  of  the  vamp  and 
quarter  beneath  the  foxing,  and  provided  with  a  buckle  and 
tongue  attached  to  one  of  the  flaps,  which  are  arranged  to 
draw  in  the  manner  specified  in  the  patent.  But  it  is  claimed 
that  these  shoes  are  not  an  infringement,  because  (ist)  the 
*'  cut*'  of  the  quarter  is  just  like  that  of  the  quarter  of  the 
defendant's  old-fashioned  *\rctic,  and,  therefore,  there  is  no 
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extension  of  the  quarter  and  no  flap  tongue  ;  (2d)  the  cut  of 
the  vamp  extension  is  substantially  like  that  of  the  Norris 
gore,  and  not  like  that  of  the  Williams  extension,  which  is 
admitted  to  have  been  a  patentable  novelty.  The  shoe  is, 
therefore,  claimed  to  be  a  union  of  the  Arctic  quarter  and  the 
Norris  gore. 

The  defendant's  shoe  has  the  general  external  appearance 
of  the  Arctic,  and  its  quarter  has  the  cut  which  the  defendant 
used  upon  its  Arctic  shoes.  It  is,  therefore,  true  that  its 
quarter  has  no  extension.  This  is,  however,  a  verbal  criti- 
cism. The  water  proof  jointed  flap,  uniting*  the  overlapped 
vamp  and  quarter,  and  folded  on  each  side  of  the  instep,  is 
the  same  flap  in  each  shoe.  The  defendant's  quarter  is  a 
wide  one  and  extends  well  in  front  of  the  ankle,  and  its  front 
edge  is  at  right  angles  with  the  upper  line  of  the  foxing,  so 
that,  at  the  instep,  the  quarter  is  a  broad  piece  of  cloth,  and 
the  fastening  is  effected  by  a  strap  inserted  in  a  slit  in  the 
quarter.  In  the  plaintiffs'  shoe,  that  part  of  the  quarter 
which  joins  the  foxing  comes  less  further  forward  of  the  ankle 
then  in  the  defendant's  shoe.  The  part  of  the  quarter  which 
is  extended  over  the  instep  is,  therefore,  narrowed  and  be- 
comes a  flap  tongue,  provided  on  one  side  of  the  shoe  with  a 
buckle  by  which  the  shoe  is  fastened.  Another  result  of  the 
different  shapes  of  the  quarter  is,  that,  in  the  plaintiffs'  shoe 
the  bottom  flap  can  be  turned  back  smoothly  upon  the  out- 
side of  the  shoe.  The  fold  of  the  flap  and  the  front  and  lower 
edge  of  the  quarter  are  at  the  same  point.  In  the  defendant's 
shoe,  in  consequence  of  the  width  of  the  quarter,  the  flap  is 
not  turned  smoothly  backward,  and  dirt  or  sand  cannot  easily 
be  brushed  out  of  the  fold.  These  two  differences  do  not 
constitute  any  material  or  substantial  difference  in  construe- 
tion  or  operation. 

The  second  alleged  point  of  difference  is  the  one  which  Is 
relied  upon  to  relieve  the  defendant  from  the  charge  of  in- 
fringement. The  gist  of  the  Williartis  invention  consisted  in 
such  a  cut  of  vamp  and  quarter  that  the  two  overlapped  or 
folded  upon  each  other,  and  thereby  the  leak  hole  at  the 
junction  of  the  Norris  gore  with  vamp  and  quarter  was 
obviated.     In  the   defendant's  shoe  the  vamp   and  quarter 
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overlap  each  other  beneath  the  foxing.  The  cut  of  vamp  and 
quarter  where  the  union  is  made  is  a  different  cut  from  that 
of  the  Williams  shoe.  It  is  the  cut  of  the  Norris  gore  modi- 
fied so  that  the  vamp  and  the  quarter  shall  overlap  and  make  a 
tight  joint.  It  avoids  the  defect  of  the  Norris  shoe  by  a  form 
of  cut  not  exactly  like  the  Williams,  but  made  upon  the  same 
principle,  and  not  materially  different  in  shape.  There  is,  in 
fact,  no  relief  from  the  charge  of  infringement,  unless  the 
Williams  patent  is  narrowly  limited  to  its  peculiar  pattern  of 
vamp  and  quarter. 

The  Williams  patent  of  1875  is  thus  described  in  the  speci- 
fication :  **  My  improvement  relates  to  that  class  of  boots 
which  are  made  of  an  outer  and  an  inner  textile  fabric,  con- 
nected together  by  a  layer  of  rubber.  The  main  object  of  my 
invention  is  to  furnish  a  rubber  boot  which  fits  well  around 
the  ankle,  which  may  be  easily  put  on  and  taken  off,  and 
which  is  neat  and  attractive  in  appearance  ;  and  my  invention 
mainly  consists  in  a  boot  composed  of  an  inner  upper  fitted 
to  the  last,  slitted  upward  from  near  the  sole,  and  long 
enough  to  allow  this  inner  upper,  after  vulcanization  of  the 
rubber,  to  be  removed  readily  from  the  last,  (or  what  is,  in 
substance,  the  same  thing,  to  allow  it  to  be  readily  put  on  or 
taken  off  the  foot,)  and  of  an  outer  upper  which  is  cut  so 
large  that  it  does  not  require  to  be  slit  in  order  that  it  may 
be  removed  from  the  last  or  put  on  and  taken  off  the  foot. 
My  improved  boot  consists,  in  fact,  of  an  inner  and  an  outer 
upper  and  a  suitable  sole,  the  inner  upper  being  made  to  fit 
the  last,  and,  therefore,  requiring  to  be  slit  open  from  near 
the  sole  upward,  while  the  outer  upper  is  made  much  larger 
than  the  inner  upper,  and  requires  the  surplus  stock  to  be 
overlapped  and  fastened  in  order  to  fit  the  boot  to  the  ankle 
and  leg."  The  patentee  further  says  :  *'  The  novelty  of  the 
main  feature  of  my  invention  does  not  lie,  of  course,  in  the 
patterns  used,  nor  in  the  use  of  a  folding  gore-piece,  as  it  is 
obvious  that  the  patterns  may  be  largely  varied,  and  the 
folding  gore-piece  is  well  known.  My  inner  upper  must, 
however,  be  so  cut  as  to  permit  it  to  be  laid  upon  and  con- 
formed to  the  last  or  foot,  and  the  outer  upper  must  be  cut 
as  much  larger  than  the  inner  upper  as  will  provide  for  the 
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overlapping  of  the  front  and  rear  sections  thereof,  and  there- 
by guarding  or  covering  the  slit  in  the  inner  upper,  and  allow- 
ing the  boot  to  be  readily  removed  from  the  last,  or  be  readily 
put  on  and  taken  off  of  the  foot  of  the  wearer,  and  at  the  same 
time  admitting  of  the  unison  of  the  outer  edges  of  said  over- 
lapping portions  of  the  front  and  rear  outer  upper,  in  forming 
the  water-excluding  bellows-flap.  The  parts  of  the  outer 
upper  which  are  not  attached  to  the  inner  upper  are  caused 
to  fit  snugly  by  securing  them  by  means  of  the  leg  and  ankle 
straps  shown,  or  other  suitable  devices."  One  main  difficulty 
to  be  avoided  was  that  the  shoe  of  1872  could  nof  be  fitted 
smoothly  upon  the  last  by  reason  of  the  flap  pieces,  and  it  was, 
also,  desirable  to  line  the  flaps  or  ear  pieces  with  a  lighter  mate- 
rial than  that  used  for  the  shoe  proper,  so  that  they  could  be 
folded  smoothly  around  the  ankle.  Novelty  and  patentability 
are  not  denied.  I  do  not  understand  that  any  substantial 
defence  is  attempted  to  be  made  to  the  charge  of  infringe- 
ment of  the  first  claim. 

Let  there  be  a  decree  for  an  injunction  and  an  accounting. 

Benjamin  F,  Thurston^  for  the  complainants. 

Charles  F.  Blake ^  for  the  defendant. 


Irvin  a.  Williams 
vs. 


The  Rome,  Watertown  and  Ogdensburgh  Rail  Road 

Company.    In  Equity.* 

The  plaintiff  had  apatent  for  an  ''improvement  in  locomotive  lamps,"  con- 
taining II  claims,  each  of  which  was  a  claim  to  a  combination  of  certain 
members,  no  member  being  original  with  the  plaintiff.  The  defendant 
had  used  3  forms  of  lamps,  two  of  which  infringed  only  some  of  the 
claims  and  one  all  the  claims,  and  had  burned  only  kerosene  oil  in  them. 
The  plaintifif's  lamp  was  the  first  one  which  successfully  burned  kerosene 
oil  in  a  locomotive  lamp.     In  this  suit  in  equity  for  infringement  there 

♦  18  Blatchf.  C.  C.  R.,  181. 
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was  a  decree  for  the  plaintiff  and  a  reference  to  a  master  to  ascertain 
profits  and  damages.  The  plaintiff  exercised  his  monopoly  by  making 
and  selling  the  lamps  :  I/tld, 

(i.)  That  the  plaintiff  was  entitled  to  recover,  as  profits,  the  saving  made 
by  the  defendant  in  burning  kerosene  oil  in  the  infringing  lamps,  and 
not  merely  a  proper  license  fee  for  each  lamp  ; 

(2.)  That  part  of  such  saving  was  the  value  of  the  additional  lard  oil  the 
defendant  would  have  burned  in  the  ii  lamps,  if  it  had  not  used  kero- 
sene oil  in  them,  they  being  capable  of  burning  lard  oil  ; 
(3.)  That  it  also  saved  the  difference  between  the  value  of  the  kerosene 
oil  it  used  and  the  value  of  the  higher  priced  lard  oil  it  would  otherwise 
have  been  obliged  to  use  ; 

(4.)  That  the  plaintiff  was  entitled  to  the  same  rate  of  profit  for  the 
lamps  which  contained  less  than  all  the  claims  as  for  those  which  con- 
tained all,  because  it  infringed  in  each  lamp  enough  of  the  claims  to 
burn  kerosene  oil  successfully. 

(Before  Blatchford,  J.,  Northern  District  of  New  York,  May,  1880.) 

Blatchford,  J. 

In  this  case  it  was  held,  15  Blatchf.  C.  C.  R.,  200,  that  the 
plaintiff's  patent  was  valid  and  that  the  defendant  had  in- 
fringed it.  The  patent  is  for  an  **  improvement  in  locomo- 
tive lamps.**  The  object  of  the  invention,  as  stated  in  the 
specification,  is,  *'  to  permit  coal  oil  or  kerosene  to  be  used  in 
lamps  for  locomotive  head-lights  with  success  and  to  obtain 
full  advantage  of  its  great  light-producing  capacity."  The 
patent  contains  iidclaims.  Each  claim  is  a  claim  to  a  com- 
bination of  certain  instrumentalities  or  members.  There  are 
8  of  such  members.  The  specification,  states  that  the  patentee 
does  not  claim  to  be  the  original  inventor  of  any  one  of  such 
individual  members,  but  that,  although  they  had  been  used 
before  his  invention,  such  use  was  in  combinations  substan- 
tially different  from  those  devised  by  him.  The  defendant 
had  used  three  forms  of 'head-lights,  one  of  which  infringed 
five  of  the  claims,  one  four  of  the  claims,  and  one  all  of  the 
claims.  The  Court  found  that  the  plaintiff's  lamp  was  the 
first  one  which  successfully  burned  kerosene  oil  in  a  loco- 
motive head-light  ;  and  that  his  lamp  had  superseded  those 
previously  in  use  and  was  used  on  nearly  all  the  railroads  in 
the  United  States.  An  account  of  profits  and  an  ascertain- 
ment of  damages  was  ordered  to  be  made  by  a  master. 
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The  master  reports  that  the  defendant,  from  December 
19th,  1865,  to  April  29th,  1879,  used  continuously  six  lamps 
like  the  plaintiff's  lamp  ;  that,  from  and  including  the  year 
1875  to  April  29th,  1879,  it  used  ^\^  additional  lamps,  which 
were  adjudged'  by  the  court  to  infringe,  and  which  burned 
kerosene  oil  by  reason  of  their  infringing  on  portions  of  the 
plaintiff's  lamp  ;  that,  during  the  time  from  December  19th, 
1865,  to  April  29th,  1879,  when  the  plaintiff's  patent  expired, 
the  lamp  patented  by  him  was  the  only  one  which  could 
practically  and  successfully  burn  kerosene  oil,  except  such 
lamps  as  infringed  said  patent  in  whole  or  in  part  ;  that  the 
lamp  made  and  sold  by  John  Carton,  for  burning  kerosene 
oil,  was  not  the  lamp  described  in  his  original  or  reissued 
patent  in  evidence  on  the  final  hearing,  but  was  an  infringe- 
ment on  the  lamp  patented  by  the  plaintiff  ;  that,  prior  to  the 
plaintiff's  invention,  the  only  oils  which  were  or  could  be 
practically  and  successfully  used  in  locomotive  head-light 
lamps  were  lard,  whale,  sperm  and  kindred  oils  ;  that  the 
plaintiff's  locomotive  lamp  was  the  first  one  which  successfully 
burned  kerosene  oil  ;  that  since  his  said  invention  kerosene  oil 
has  been  exclusively  used  by  railroad  companies  in  their  loco- 
motive head-lights  ;  and  that  the  defendant,  by  the  use  of  the 
lamps  adjudged  to  infringe  the  plaintiff's  patent,  was  enabled 
to  and  did  burn  kerosene  oil  instead  of  the  other  and  higher 
priced  oils  above-mentioned,  which  result  was  secured  only 
by  the  use  of  the  plantiff's  invention.  The  report  then  states 
the  average  market  price  of  lard  oil  per  gallon  by  the  barrel, 
for  each  year  from  and  including  1866  to  and  including  1878, 
lard  oil  being  the  cheapest  of  the  oils  used  in  locomotive  head- 
light burners  except  the  plaintiff's  and  those  which  infringed 
it  ;  and  also  states  the  average  market  price  of  kerosene  oil 
per  gallon  by  the  barrel  for  each  of  the  same  years.  It  also 
states  that  the  eleven  lamps  were  used  by  the  defendant  20 
nights  in  each  month  during  said  period  of  infringement,  for 
four  hours  each  night,  kerosene  oil  being  burned  in  them 
during  the  whole  time  ;  that  the  defendant  saved,  by  using 
each  infringing  lamp,  2j\,^y  gallons  of  whale  or  lard  oil  dur- 
ing each  year,  being  a  total  saving  of  oil,  of  205^0  gallons,  by 
comparing  the  quantity  of  kerosene  oil  which  each  infringing 
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lamp  burned  in  each  year,  with  the  quantity  of  whale  or  lard 
oil  which  the  smallest  size  of  lamp  burning  it  would  consume 
in  each  year,  when  used  the  same  number  of  hours  ;  and  that 
the  total  value  of  such  saving  and  advantage  was  $224.95.  ^^ 
also  states  that  the  defendant  derived  the  Turther  benefit, 
saving  and  advantage,  of  using  the  cheaper  kerosene  oil,  the 
value  of  such  saving  being  the  difference  between  the  market 
price  of  the  kerosene  oil  used  and  the  market  price  of  an 
equal  amount  of  the  higher  priced  oils  which  it  would  have 
been  compelled  to  use  but  for  its  infringement  ;  that  such 
saving  amounted  to  $3320.91  for  all  the  eleven  lamps  for  the 
time  they  were  so  used  ;  that  the  total  value  of  the  savings 
derived  by  the  defendant  from  the  use  of  the  plaintiff's  in- 
vention was  $3320.91  ;  that  all  railroad  companies  use  head- 
light burners  on  their  engines  ;  that  the  plaintiff  possessed 
the  facilities  to  manufacture  all  the  burners  required  by  rail- 
road companies  in  the  United  States,  and  could  have  fur- 
nished the  defendant  with  any  number  of  burners  required 
by  it,  had  the  defendant  desired  ;  that  the  plaintiff's  lamp 
was,  during  all  the  time  of  the  infringement,  the  only  one 
adapted  to  the  burning  of  kerosene  oil  for  head-light  pur- 
poses, except  infringing  lamps  ;  that  the  plaintiff's  established 
price  for  his  head-light  burner  was  $15  each,  and  the  cost  of 
each  was  $2  ;  and  that  the  plaintiff  was  damaged,  by  reason  of 
said  infringement  by  the  defendant,  to  the  extent  of  $13  for 
each  of  the  eleven  infringing  lamps  which  the  defendant 
purchased  from  other  parties,  being  in  all  $143. 

The  defendant  excepts  to  the  report  on  the  ground  that  the 
plaintiff  has  failed  to  show  what  profits  the  defendant  made 
by  the  use  of  the  patented  improvements  ;  that  the  master 
ought  not  to  have  allowed  the  saving  of  the  $224.95,  ^^  con- 
sidered that  matter  ;  that  he  ought  not  to  have  allowed  the 
saving  of  the  $3320.91,  or  considered  that  matter  ;  that  the 
finding  that  from  December  19th,  1865,  to  April  29th,  1879, 
the  plaintiff's  lamp,  as  patented,  was  the  only  one  which  could 
successfuly  burn  kerosene  oil,  except  infringing  lamps,  is  not 
supported  by  the  evidence  ;  that  the  finding  as  to  the  Carton 
lamp  is  not  supported  by  the  evidence  ;  that  the  finding  of 
the    damage   of   $143  is  contrary  to  the  evidence  ;  that  no 
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gains,  profits  or  advantages  should  have  been  found  ;  that 
only  nominal  damages  should  have  been  found  ;  and  that, 
although  some  of  the  burners  used  by  the  defendant  con- 
tained only  a  portion  of  the  patented  improvements,  the 
master  has  reported  the  same  amount  as  to  those  lamps  as  to 
those  which   contained  all  the  patented  features. 

In  argument,  it  is  contended  for  the  defendant,  that  the 
plaintiff  is  not  entitled  to  recover,  as  profits,  the  saving  made 
by  the  defendant  in  burning  kerosene  oil  in  the  infringing 
head-lights,  but  is  entitled  to  recover  only  a  proper  license 
fee  for  each  head-light.  This  view  is  based  on  the  proposi- 
tion that  the  plaintiff  exercised  his  monopoly  not  by  using 
his  patented  inventions  to  burn  kerosene  oil  in  them,  but  by 
making  and  selling  head-lights.  There  would  be  force  in 
this  suggestion,  if  the  suit  were  one  at  law,  for  damages  only. 
But  this  suit  is  a  suit  in  equity,  for  an  account  of  profits, 
Savings  or  advantages  by  the  use  of  the  patented  inventions. 
The  statute,  (§4921  Rev.  S/aL,)  taken  from  the  Act  of  July 
8th,  1870,  (16  I/,  S,  Stat.  atLarge^  206,  §  55,)  expressly  gives  to 
the  plaintiff,  on  a  recovery  in  a  suit  in  equity  for  an  infringe- 
ment, **  the  profits,**  to  be  accounted  for  by  the  defendant, 
in  addition  to  the  damages  which  the  plaintiff  has  sustained 
by  the  infringement.  It  is  the  infringement  and  the  suit  in 
equity  and  the  decree  therein  which  gives  the  right  to  the 
profits  ;  and  no  court  has  any  right  to  turn  those  profits  into 
the  license  fee  which  would  have  been  the  remuneration  to 
the  plaintiff  if  there  had  been  no  suit  in  equity  and  no  decree. 
The  defendant  made  its  election  when  it  infringed  and  sub- 
jected itself  to  a  suit  in  equity,  and  the  plaintiff  is  entitled  to 
the  result  of  the  choice  he  made  of  suing  in  equity  and  not  at 
law.  The  plaintiff  made  his  inventions  for  the  purpose  or 
enabling  any  one  using  them  to  successfully  burn  kerosene 
oil  in  lamps  for  locomotive  head-lights,  and  to  obtain  the  full 
advantage  of  its  great  light  producing  capacity.  The  de- 
fendant used  them  for  that  purpose  and  with  that  result, 
and  must  pay  the  profits  or  savings  made  thereby. 

The  master  appears  to  have  computed  the  profits  or  savings 
accurately  and  on  proper  principles.  The  defendant  might, 
it  is  true,   have  burned   in  the  head-lights   other  oils  than 
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kerosene  oil,  for  they  were  capable  of  burning  other  oils. 
But,  in  such  case,  the  defendant  would  not  have  made  the 
saving  it  did.  The  claims  embrace  the  combinations  claimed, 
when  in  use  to  burn  kerosene  oil.  It  does  not  follow,  how- 
ever, that  they  have  no  further  scope,  as  to  manufacture  or 
use. 

It  is  objected,  by. the  defendant,  that  the  master  found  the 
same  rate  of  profit  in  respect  to  the  use  of  the  infringing  head- 
lights which  contained  less  than  the  eleven  inventions  claimed 
in  the  patent,  that  he  did  in  respect  to  the  infringing  head- 
lights which  contained  every  one  of  the  said  eleven  inventions. 
The  answer  to  this  objection  is,  that,  as  the  defendant  burned 
kerosene  oil  in  every  one  of  the  infringing  burners,  it  neces- 
sarily used  enough,  in  each  case,  of  the  patented  combina- 
tions claimed,  to  enable  it  to  burn  the  kerosene  oil,  which  it 
could  not  have  done  with  success  or  satisfaction  if  it  had  not 
used  the  fewest  number  of  such  combinations  which  it  did 
use.  The  head-lights  which  did  not  contain  all  the  combina- 
tions were,  necessarily,  inferior  in  results,  though  sufficiently 
successful  and  satisfactory,  to  those  which  contained  all  the 
combinations,  and  the  defendant  derived  therefrom  the  same 
rate  of  advantage  in  saving  which  it  derived  from  the  head- 
lights which  contained  all  the  combinations,  though  not 
deriving  equal  advantages  in  other  respects.  But  these  lost 
advantages  are  immaterial  in  ascertaining  the  saving. 

The  6th  and  7th  exceptions  are  withdrawn  by  the  defend- 
ant. The  ist,  2d,  3d,  4th,  5th,  9th,  loth  and  12th  exceptions 
are  disallowed.  On  such  disallowance  the  plaintiff  consents 
to  waive  any  recovery  for  damages.  This  makes  it  unneces- 
sary to  consider  the  8th  and  nth  exceptions.  Let  a  decree 
be  entered  for  the  plaintiff  for  $3545.86,  as  gains,  profits  and 
advantages,  with  costs, 

Edmund  Wetmore^  for  the  complainant. 

West  &*  Bondy  for  the  defendant. 
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Daniel  A.  Secombe,  Administrator,  etc., 

vs, 
Christopher  C.  Campbell  et  al.  In  Equity.* 

S.,  in  a  bill  in  equity  against  C.  and  I.  and  J.»  alleged  that  I.  had  assigned 
to  him  a  particular  patent,  with  others ;  that  he  had  made  a  re-assign* 
ment  to  I.,  by  a  contract  which  was  not  to  include  such  particular  patent ; 
that  if,  by  construction,  it  does,  such  result  is  due  to  the  fraud  of  I.  ; 
that  I.  had  assigned  the  patent  to  C.  ;  and  that  he  had  obtained  a  decree 
against  J.  for  an  account  of  the  profits  for  infringement.  The  bill  prayed 
for  a  reformation  of  the  re-assignment,  if  it  included  the  patent,  and  for 
a  decree  to  the  plaintiff  of  such  profits.  C.  pleaded  to  the  allegation  of 
fraud,  that  he  was  a  bona  fide  purchaser  of  the  patent  from  I.,  for  a 
"good  and  valuable  consideration,  to  wit,  a  certain  sum  of  money  then 
advanced  and  paid  by  him  to  her,"  without  notice  of  the  fraud  :  Held^ 
that  the  plea  was  bad  for  not  setting  forth  the  amount  of  the  considera- 
tion, in  traversable  form. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  May,  1880.) 

Wheeler,  J. 

This  bill  is  brought  upon  reissued  letters  patent,  division 
A,  No.  4,143,  to  Helen  M.  Ingalls,  assignee  of  Marcus  P. 
Norton,  dated  October  4th,  1870,  for  an  improvement  in  post 
office  post-marking  and  postage  cancelling  stamps,  and 
alleges  that  she  assigned  this,  with  other  patents,  to  the 
plaintiff's  intestate,  and  others  to  the  Secombe  Manufacturing 
Co.,  of  which  he  was  president  ;  that  the  Secombe  Manufact- 
uring Co.  and  he,  president,  joined  in  a  re-assignment  to  her, 
which,  by  the  contract  was  not  to,  and  by  what  the  plaintiff 
claims  to  be  its  true  construction  does  not,  include  this  one  ; 
but  that,  if,  by  any  construction,  this  one  is  included,  the 
assignment  was  drawn  to  include  it  by  the  fraud  of  her  agent  ; 
that  she  has  assigned  it  to  the  defendant  Campbell,  who  has 
obtained  a  decree  against  the  defendant  James  for  an  account 
of  profits  and  damages  for  infringement ;  and  prays,  that  if 
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the  instrument  of  re-assignment  is  held  to  include  this  patent, 
it  may  be  reformed,  so  as  not  to  include  it,  and  that  the 
profits  and  damages  be  decreed  to  the  plaintiff. 

The  defendant  Campbell  has  pleaded  to  so  much  of  the  bill 
as  alleges  fraud  in  making  the  instrument  of  re-assignment, 
that  he  is  a  bona  fide  purchaser  of  these  letters  patent  from 
Helen  M.  Ingalls,  for  a  **  good  and  valuable  consideration,  to 
wit,  a  certain  sum  of  money  then  advanced  and  paid  by  him  to 
her,**  without  notice  of  the  fraud.  This  plea  was  set  down  for 
argument  by  the  plaintiff  and  the  argument  has  been  heard. 

There  is  no  fair  question  but  that  the  fact  that  the  defend- 
ant was  such  a  purchaser  for  a  valuable  consideration  without 
notice  would  be  a  sufficient  reason  for  his  not  answering  that 
part  of  the  bill,  and  be  a  good  plea  to  it.  Storj-'s  Eq.  PI., 
§  805.  The  titles  to  patents  are  required  by  law  to  be  recorded, 
and  a  purchaser  has  the  right  to  rely  upon  the  apparent 
record  title,  so  long  as  he  acts  in  good  faith,  the  same  as  the 
purchaser  of  real  estate  has,  where  the  title  is  required  to  be 
shown.  In  either  case,  the  purchaser  must  have  parted  with 
a  consideration  large  enough  to  make  it  inequitable  for  him 
to  be  required  to  give  up  the  property  to  one  who  has  not  the 
apparent  legal  title.  Boone  v.  Chiles^  10  Pet  ,  177.  In  this 
plea  there  is  no  allegation  of  the  consideration  paid  other  than 
the  one  recited.  The  words  **  good  and  valuable'*  may  refer 
to  what  would  be  good  and  valuable  between  the  parties, 
which  might  be  very  slight,  and  *'  a  certain  sum  of  money'* 
might  be  a  very  small  sum,  and  wholly  inadequate  to  make 
his  equity  superior  to  Secombe's,  if  the  fraud  did  in  fact 
exist.  The  rules  of  pleading  as  to  this  are  the  same  as  at 
law,  and  the  consideration  ought  to  be  set  forth  in  amount, 
in  traversable  form,  so  that  the  plaintiff  can  traverse  it,  if 
he  chooses,  or  the  court  see  that  it  is  adequately  valuable  if 
not  traversed. 

Although  this  plea  is  apparently  good  in  other  respects  it 
is  wanting  in  this  and  must  be  overruled. 

David  A,  Secombe^  for  the  complainant. 

George  H,  Williams  and  Marcus  F.  Norton,  for  the  defend- 
ants. 
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Robert  Onderdonk 

vs. 

John  Fanning.     In  Equity. 

A  preliminary  injunction  restraining  the  use  of  a  machine,  desciibed  with 
particularity  and  detail  the  machine  to  which  it  was  intended  to  apply, 
and  the  defendant,  after  the  injunction,  made  and  sold  a  machine  some- 
what different,  and  for  which  a  patent  was  issued  to  him  :  I/^ld,  that 
the  question  raised  by  the  manufacture  and  sale  of  the  new  machine 
could  not  properly  be  presented  by  a  motion  for  an  attachment  for  con- 
tempt. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  May,  1880.) 

Benedict,  J. 

This  is  a  motion  for  an  attachment  against  the  defendant, 
to  punish  an  alleged  contempt  in  making  and  selling  a  cer- 
tain form  of  lemon  squeezers,  the  making  or  selling  of  which 
was  forbidden  by  a  temporary  injunction  of  this  court.  The 
injunction  referred  to  described  with  particularity  and  detail 
the  machine  to  which  it  was  intended  to  apply. 

It  is  not  pretended  that  the  defendant  has,  since  the  issue  of 
the  injunction,  made  or  sold  any  machine  precisely  similar  to 
the  machine  described  in  the  injunction.  On  the  contrary,  it 
is  conceded  that  the  machine  complained  of  differs  from  the 
machine  described  in  the  injunction,  in  this,  that  the  movable 
bed  upon  which  the  lemon  rests  while  being  pressed  is  not 
perforated,  and  its  surface  is  formed  into  grooves  so  arranged 
in  connection  with  what  is  termed  a  concentrator  as  to  permit 
the  juice  of  the  lemon  to  pass  to  and  around  the  edge  of  the 
bed,  instead  of  through  the  perforations  in  the  bed.  But  it 
is  contended  that  this  alteration  is  merely  a  colorable  device 
intended  to  evade  the  injunction. 

The  plaintiff's  patent  is  for  a  combination  of  old  elements, 
one  of  which  is  a  perforated  bed.  The  machine  complained 
VOL.  V — 28 
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of  contains  no  perforated  bed.  The  present  motion  cannot, 
therefore,  be  decided  in  favor  of  the  plaintiff  without  deter- 
mining the  question  whether  the  non-perforated  corrugated 
bed  in  the  machine  complained  of  performs  the  same  func- 
tions as  the  non-corrugated  perforated  bed  in  the  plaintiff's 
combination.  The  moving  papers  show  this  question  to  he 
presented  by  the  motion,  and  it  is  one  not  passed  on  when  the 
temporary  injunction  was  granted.  P'urthermore,  it  is  made 
to  appear  by  the  defendant  that  a  patent  has  been  issued  to 
him  for  the  machine  now  complained  of.  Under  such  circum- 
stances, the  defendant  must  be  upheld  in  his  contention  that 
the  question  raised  by  the  new  machine  cannot  be  presented  by 
a  motion  for  an  attachment  for  contempt.  It  is  true  that,  at 
the  time  of  doing  the  act  complained  of,  the  defendant  had 
not  obtained  his  patent,  but  the  subsequent  action  of  the 
Patent  Office  in  granting  the  new  patent  affords  ground  for  the 
defendant  to  insist  that  the  alteration  made  in  the  bed  was  not 
so  plainly  colorable  as  to  entitle  the  plaintiff  to  an  attachment 
against  him  for  contempt. 

The  motion  is  accordingly  denied. 

Foster,  IVentworth  &*  Foster,  for  the  complainant. 

Edwin  //.  Brown,  for  the  defendant. 


Emma  C.  Lorillard 
The  Standard  Oil  Company.     In  Equity.* 

A  married  woman,  who  was  the  sole  owner  of  a  patent,  brought  a  suit  in 
this  court  for  its  infringement,  in  her  own  name,  as  plaintiff,  her  hus- 
band not  being  a  party  to  the  suit.  The  bill  alleged  that  she  belonged  to 
New  York,  and  was  a  citizen  of  the  United  States,  and  that  some  of  the 
infringements  were  committed  in  New  York.  On  a  hearing  on  an  ob- 
jection taken  in  the  answer,  that  the  husband  should 'be  a  party  to  the 
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suit ;  Held^  that,  under  §§629,  4,919  and  4,921  of  the  Revised  Statutes, 
and  Rule  90  of  the  Rules  of  Equity,  in  connection  with  the  law  in  New 
York  as  to  the  status  of  the  property  of  married  women,  the  husband 
need  not  be  a  party. 

(Before  Blatchford  J.,  Southern  District  of  New  York,  May,  1880.) 

Blatchford,  J. 

This  is  a  suit  in  equity  for  the  infringement  of  letters 
patent.  The  bill  alleges  that  the  plaintiff  is  the  sole  owner 
of  the  entire  patent.  The  answer  sets  up  that  the  plaintiff 
was,  at  the  time  of  bringing  this  suit,  a  married  woman, 
having  a  husband,  Blaze  Lorillard,  in  full  life,  and  that,  by 
reason  of  coverture,  the  plaintiff  is  incapable  of,  and  dis- 
qualified from,  bringing  and  maintaining  this  suit  in  her 
own  name  without  joining  her  said  husband  as  a  party  there- 
to. The  plaintiff,  although  a  general  replication  has  been 
filed  to  the  answer,  has,  under  Rule  52  in  Equity,  set  down 
the  cause  for  argument  on  such  objection,  and  the  defendant 
takes  no  point  that  this  is  irregular  because  a  replication 
has  been  filed  ;  and  the  question  involved  has  been  argued. 

The  defendant  contends  that  the  rule  of  practice  of  the 
courts  of  New  York,  regulated  by  the  statutes  of  New  York, 
which  permits  suits  by  a  married  woman  in  her  own  name, 
does  not  apply  to  suits  in  equity  in  this  court  ;  that  there  is 
no  statute  or  rule  which  permits  the  plaintiff  to  bring  this  suit 
without  joining  her  husband  ;  and  that,  under  the  general 
principles  of  equity  practice  and  the  practice  of  the  High 
Court  of  Chancery  in  England,  the  husband  must  be  joined. 
Rule  90  of  the  Rules  in  Equity  prescribed  by  the  Supreme 
Court  provides  as  follows  :  "  In  all  cases  where  the  rules 
prescribed  by  this  court  or  by  the  Circuit  Court  do  not 
apply,  the  practice  of  the  Circuit  Court  shall  be  regulated  by 
the  present  practice  of  the  High  Court  of  Chancery  in  Eng- 
land, so  far  as  the  same  may  reasonably  be  applied  consist- 
ently with  the  local  circumstances  and  local  conveniences  of 
the  district  where  the  court  is  held,  not  as  positive  rules, 
but  as  furnishing  just  analogies  to  regulate  the  practice.** 

The  legal  title  to  this  patent  is  in  the  plaintiff.     By  the  law 
of  New  York,  as  interpreted  by  the  courts  of  New  York,  a 
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married  woman  may  own  property  of  every  description  in 
the  same  manner  as  if  she  were  a  fime  sole.  Gage  v.  Dauchy^ 
34  N.  Y.,  293  ;  Buckley  v.  Wells^  33  Id.,  518  ;  Knapp  v.  Smithy 
27  Id.,  277.  The  bill  alleges  that  the  plaintiff  belongs  to  New- 
York  and  is  a  citizen  of  the  United  States,  and  that  some  of 
the  infringements  were  committed  in  New  York.  Under 
the  provisions  of  Sections  629,  4,919  and  4,921  of  the  Revised 
Statutes  of  the  United  States,  suits  in  equity  for  the  infringe- 
ment of  letters  patent  must  be  brought  by  the  party  in 
interest  in  his  or  her  own  name,  and  such  right  cannot  be 
delegated  to  another  person,  to  bring  the  suit  in  the  name  of 
such  other  person,  when  the  suit  is  not  for  the  benefit  in  any 
way  of  such  other  person.  Goldsmith  v.  American  Paper  Collar 
Co.^  18  Blatchf.  C.  C.  R.,  82.  On  the  same  principle  such 
other  person  is  neither  a  proper  nor  a  necessary  party  to  be 
joined  with  the  real  party  in  interest,  as  plaintiff,  when  such 
other  person  has  no  interest  in  the  patent  and  when  the  suit 
is  not  for  the  legal  benefit  in  any  way  of  such  other  person. 

Under  Rule  90  it  is  inconsistent  with  the  local  circum- 
stances of  this  district  to  require  the  wife  in  this  case  to  join 
her  husband  with  her.  The  rule  of  joining  husband  with 
wife  in  suits  to  recover  her  personal  property  was  founded 
upon  the  principle  of  unity  of  existence  and  interest  between 
husband  and  wife,  in  law,  and  the  right  of  the  husband  in  the 
wife's  personal  property,  and  the  care  exercised  by  courts  in 
regard  to  those  who  are  not  in  a  situation  to  take  care  of. 
their  own  rights.  These  principles  being  now  changed  for 
this  jurisdiction,  the  practice  based  on  them  necessarily  falls. 
Cessante  ratione  cessat  lex.  Voorhees  v.  Bonestcel^  16  Wallace, 
16,  31. 

The  objection  taken  is  overruled. 

Abraham  L.  Jacobs^  for  the  complainant. 
T.  B,  Kerr,  for  the  defendant. 
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Alexander  F.  Evory  et  al. 

vs, 
L.  Candee  &  Company.     In  Equity. 

The  inveniion  described  in  letters  patent  No.  59,375,  granted  November 
6th,  1866,  to  Alexander  F.  Evory  and  Alonzo  Heston  for  an  improve- 
ment in  boots  and  shoes,  consists  in  a  double  extension  gore  flap  upon 
each  side  of  the  shoe,  the  external  fold  of  which  flap  is  attached  to  and  in 
front  of  the  quarter,  and  the  internal  fold  of  which  is  attached  to  and  in 
rear  of  the  vamp.  The  gores  are  folded  outside  of  the  shoe  proper  and 
forward  over  the  instep,  so  that  the  ankle  and  the  foot  are  enclosed  by 
the  shoe  proper :  J/eid^  that  the  defendants'  shoe,  whfch  has  double 
jointed  flaps,  folded  on  each  side  of  the  instep,  made  water  proof  by  an 
overlapping  of  the  vamp  and  quarter  beneath  the  foxing,  and  provided 
with  a  buckle  and  tongue  attached  to  one  of  the  flaps  which  are  arranged 
to  draw  equally  on  each  side  of  the  quarter  across  the  instep,  infringes 
the  patent. 

The  case  of  IVilliams  v,  Candee^  ante,  p.  418,  referred  to. 
efore  Shipman,  J.,  District  of  Connecticut,  May,  1880.) 

Shipman,  J. 

This  is  a  bill  in  equity  to  restrain  the  alleged  infringement 
of  letters  patent  granted  to  Evory  &  Heston  on  November 
6th,  1866,  for  an  improvement  in  shoes.  The  National  Rub- 
ber Company  is  an  exclusive  licensee  to  use  the  patent,  in  the 
manufacture  of  rubber  boots  and  shoes. 

The  invention  consisted  in  a  double  extension  gore  flap, 
upon  each  side  of  the  shoe,  the  external  fold  of  which  flap  is 
attached  to  and  in  front  of  the  quarter,  and  the  internal  fold 
of  which  is  attachd  to  and  in  rear  of  the  vamp.  The  gores 
are  folded  outside  of  the  shoe  proper  and  forward  over  the 
instep,  so  that  the  ankle  and  the  foot  are  enclosed  by  the 
shoe  proper. 

The  claim  is  as  follows  :  **  A  shoe  when  constructed  with 
an  expansive  gore  flap  C  D,  the  external  fold  C  of  which  is 
attached  to  and  in  front  of  the  quarter  B,  and  the  internal 
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fold  D  of  which  is  attached  to  and  in  rear  of  the  vamp  A,  the 
said  several  parts  and  pieces  being  respectively  constructed 
and  the  whole  arranged  for  use  substantially  in  the  manner 
and  for  the  purpose  set  forth." 

The  material  point  of  difference  between  this  shoe  and  the 
one  shown  in  the  English  patent  of  Stephen  Norris  consists 
in  the  fact  that  the  Norris  gore  folds  within  the  shoe,  while 
the  gores  of  the  plaintiffs*  patent  fold  outside  the  shoe.  If 
the  gore  of  the  English  shoe  is  made  of  stiff  leather  there  is 
a  stiff  crease  on  each  side  of  the  shoe,  which  hurts  the  foot. 
If  the  gore  is  made  of  thin  and  pliable  leather  the  folds  are 
apt  to  wrmkle  and  to  become  easily  displaced  when  the  shoe 
is  worn.  The  plaintiffs'  shoe  avoids  both  difficulties.  The 
novelty  of  the  patented  device  is  not  denied.  The  Norris 
and  the  defendants'  shoes  are  described  in  the  opinion  in  the 
case  of  Witliams  and  the  National  Rubber  Company  v.  Z.  Candee 
&*  Co,^  which  has  just  been  decided.*  In  the  defendants' 
shoe  the  foot  is  encased  by  the  vamp  and  that  part  of  the 
quarter  which  is  behind  the  hinge  of  the  fold  at  the  ankle, 
and  the  jointed  flaps  or  the  ear  pieces  fold  without  the  shoe 
proper. 

It  is  claimed  by  the  defendants  that  there  is  no  infringe- 
ment, because  their  shoe  is  the  Norris  shoe.  In  the  Norris 
shoe  the  sides  of  the  quarter  come  forward  and  are  buckled 
or  fastened  over  the  instep,  covering  the  fold  made  in  the 
gusset,  while,  in  Evory  &  Heston's,  the  quarter  comes  only 
to  the  front  line  of  the  heel  covering,  and  the  fastening  is 
made  by  uniting  the  two  gussets  folded  outside  of  the  shoe. 
In  the  defendants'  shoe  that  part  of  the  quarter  which  serves 
as  a  support  and  protection  for  the  foot  is  the  Evory  & 
Heston  quarter.  That  part  of  the  quarter  which  is  forward 
of  the  hinge  or  the  fold  in  the  quarter  is  folded  with  the 
vamp  extension  outside  of  the  shoe  proper.  There  is  no  sub- 
stantial difference  in  the  manner  in  which  the  extensions  are 
folded  in  the  respective  shoes. 

The  confusion,  if  there  be  any,  consists  in  the  fact  that  the 
Evory  &  Heston  quarter  is  a  narrow  one,  extending  a  little 
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beyond  the  ankle  joint,  and  the  gores  are  hinged  at  the  ankle 
seam.  The  defendants'  quarter  is  a  wide  one,  and  the  vamp 
extension  and  the  front  part  of  the  quarter  fold  upon  each 
other,  and  swing  forward  outside  of  the  shoe  proper  at  about 
the  same  point  at  which  the  Evory  &  Heston  gores  are 
hinged. 

In  addition  to  the  evidence  derived  from  the  manner  of 
construction  of  the  respective  shoes  the  defendants  had 
taken  a  license,  in  the  year  1877,  from  Evory  &  Heston,  and 
had  displayed  in  their  trade  circular  for  that  year  pictures  of 
the  shoes  which  they  then  manufactured,  and  which  they  are 
still  manufacturing,  and  which  they  then  represented  to  be 
made  under  the  Evory  &  Heston  patent.  That  was,  undoubt- 
edly, their  opinion  at  that  time,  and  I  do  not  think  that  they 
were  mistaken.     Infringement  is  clearly  proven. 

Let  there  be  a  decree  in  the  usual  form  for  an  injunction 
and  an  accounting. 

C  Wyllys  Betts  and  Benjamin  F.  Thurslon^  for  the  com- 
plainants. 

Charles  F,  Blake ^  for  the  defendants. 


Clinton  G.  Colgate 

vs. 

The  Law  Telegraph  Company.     In  Equity. 

Where,  upon  a  motion  for  a  preliminary  injunction,  it  appeared  that  the  sub- 
stance used  by  the  defendant  was  not  known,  at  the  date  of  the  com- 
plainant's patent,  to  possess  properties  rendering  it  suitable  for  the  same 
purposes  as  the  material  used  by  complainant  in  his  patented  combina- 
tion :  Jleld^  that  the  complainant's  patent  did  not  cover  such  substance 
as  an  equivalent,  its  qualities  for  those  purposes  having  become  known 
after  the  date  of  such  patent,  and  the  injunction  was,  therefore,  refused. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  May,  1880.) 
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The  claim  of  the  complainant's  patent,  issued  to  Georg^e  B. 
Simpson,  May  21st,  1867,  was  for  **  The  combination  of  gutta- 
percha and  metallic  wire  in  such  form  as  to  encase  a  wire  or 
wires,  or  other  conductors  of  electricity,  within  the  non-con- 
ducting substance  gutta-percha,  making  a  *  submarine  tele- 
graph cable,'  at  once  flexible  and  convenient,  which  may  be 
suspended  on  poles  in  the  air,  submerged  in  water,  or  buried 
in  the  earth,  to  any  extent,  for  atmospheric  or  submarine 
telegraphic  communication,  and  for  other  electric,  galvanic 
and  magnetic  uses,  as  hereinbefore  described." 

**  Kerlte,*'  the  material  used  by  the  defendant,  is  a  sub- 
stance composed  of  vegetable  and  mineral  hydrocarbons 
(comprising  cotton-seed  oils,  tar,  etc.),  with  sometimes  a 
slight  admixture  of  pulverized  clay  or  talc,  combined  with 
India  rubber,  and  vulcanized. 

It  appeared  from  the  evidence  submitted  on  the  motion 
that  kerite  was  not  invented  with  a  view  to  being  used  for 
insulating  purposes,  and  that  it  was  not  known,  until  some 
time  after  its  invention  and  after  the  date  of  the  Simpson 
patent,  that  it  possessed  properties  which  made  it  a  good  ma- 
terial for  insulating  telegraph  cables.  It  was  disputed  that 
kerite  was  an  equivalent  of  the  gutta-percha  of  the  Simpson 
patent. 

Blatchford,  J. 

So  far  as  appears  from  the  papers  on  this  motion,  it  was 
not  known  at  the  date  of  the  plaintiff's  patent  that  the  sub- 
stance used  by  the  defendant,  and  called  **  kerite,**  was  such 
a  non-conductor  of  electricity  that  it  could  be  used  in  com- 
bination with  a  conductor  of  electricity  in  the  manner 
claimed  in  the  plaintiff's  patent,  to  make  such  a  cable  as  is 
claimed  in  the  plaintiff's  patent.  Nor  does  it  appear  that 
qualities  were  then  known  as  existing  in  that  substance  which 
would  necessarily  lead  to  the  conclusion  that  it  could  be  so 
used.  Even  if  the  things  so  unknown  had  then  been  known, 
and  even  if  such  substance  had  before  been  so  used,  the 
plaintiff's  patent  would  still  be  valid.  This  being  so,  it 
would  seem  to  follow  that,  under  the  conditions  above  stated, 
the  plaintiff's  patent  cannot  be  construed  to  cover  such  sub- 
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Stance,  in  regard  to  which  such  things  became  known  after 
the  date  of  the  plaintiff's  patent.  It  may  be  that  a  different 
case  may  be  shown  on  other  papers,  or  for  final  hearing,  but, 
as  at  present  advised,  I  do  not  see  that  the  motion  for  a  pre- 
liminary injunction,  based  on  the  use  by  the  defendant  of 
the  aforesaid  substance,  can  be  granted. 

Betts^  Atterbury  &*  BettSy  for  the  complainant. 

C/iiids  <5r»  Hull  and  S.  D,  Cozzens,  for  the  defendant. 


Priscilla  W.  Page,  as  Administratrix,  etc.,  et  al. 

The  Holmes  Burglar  Alarm  Telegraph  Company. 

In  Equity.* 

a  decision  in  this  case  having  been  filed,  (17  Blatchf.  C.  C.  R.,  484,)  the  de- 
fendant, before  the  entry  of  an  interlocutory  decree,  applied,  by  a  petition, 
signed  and  verified  only  by  its  solicitor,  for  a  rehearing  and  the  taking  of 
further  proofs.  The  petition  was  demurred  to,  and  the  demurer  was  sus- 
tained, on  the  ground  that  it  did  not  appear  that  the  defendant  could ' 
not,  wiih  reasonable  diligence,  have  obtained  the  new  testimony  before 
the  former  hearing,  the  sole  case  set  forth  being,  that  the  solicitor,  ac- 
cording to  his  best  knowledge,  information  and  belief,  was  of  opinion 
that  the  defendant  supposed  it  had  used  all  due  diligence  to  obtain  all 
competent  evidence  of  past  inventions. 

A  suggestion,  in  the  petition,  that  the  defendant  may,  perhaps,  in  the  future 
desire  to  use  certain  of  the  inventions  covered  by  the  patent,  in  a  depart- 
ment of  use  new  to  it,  and  may  be  proceeded  against  for  violating  an 
injunction  to  be  issued  on  the  decree  to  be  entered  on  said  decision,  and 
that  it  desires  to  have  the  decree  so  drawn  as  to  accord  the  right  to  such 
use,  and.  for  that  purpose,  to  produce  said  new  testimony,  is  not  a  suffi- 
cient ground  for  granting  the  prayer  of  the  petition. 

Three  corporations,  not  parties  to  the  suit,  set  forth  by  petition,  that  they  ap- 
prehended they  might  be  sued  by  the  plaintiffs  for  infringing  the  patent, 
and,  for  reasons  assigned,  asked  to  have  provisions  inserted  in  the  inter- 
locutory decree  to  be  entered  in  the  suit,  which  would  limit  it  so  as  not 

*  18  Blatchf.  C.  C.  R.,  118. 
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to  affect  them  in  any  future  suit.  On  demurer  to  the  petition  :  H^ld,  that 
the  demurer  must  be  sustained,  because  the  petition  asked  to  have  a  con- 
struction given  to  the  patent  which  did  not  arise  out  of  any  matters  in 
issue  in  the  suit,  and  that  ihe  matters  raised  would  be  available  to  the 
petitioners  in  any  suits  against  them  on  the  patent. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  May,  1880  ) 

Blatchford,  J. 

In  this  case,  a  decision  hasH^een  filed,  (17  Blatchf.,  C.  C.  R., 
484,)  sustaining  the  validity  of  the  patent  sued  on,  as  re- 
spects its  nth,  i2th  and  13th  claims,  and  holding  that  the 
defendant  has  infringed  those  claims,  by  making  and  selling 
telegraph  burglar  alarms,  in  which  a  circuit  breaker  acts 
automatically  to  break  the  circuit,  so  that,  by  the  movement 
of  an  armature  to  and  from  an  electro-magnet,  a  bell  is  rap- 
idly struck  by  a  hammer,  and  which  alarms  contain  the 
inventions  covered  by  said  three  claims.  The  defendant, 
now,  before  the  usual  interlocutory  decree  in  favor  of  the 
plaintiffs  is  entered,  presents  to  the  court  a  petition,  the 
prayer  of  which  is,  **  that  a  rehearing  of  this  cause  may  be 
had,  and  that,  preparatory  thereto,  further  evidence  may  be 
taken  in  respect  of  the  matters''  mentioned  in  said  petition. 
It  is  not  set  forth  in  the  petition,  that  any  questions  of  law  or 
of  fact  which  arise  on  the  record  in  the  case  were  not  pre- 
sented to  or  considered  by  the  court,  or  that  any  questions 
of  fact  or  of  law  arising  on  the  record,  which  were  presented 
to  or  considered  by  the  court,  were  not  properly  disposed  of 
by  it..  The  petition  sets  forth,  "that  a  lehearing  of  this 
cause,  and  permission  to  take  further  evidence  preparatory 
thereto,  would  tend  to  the  furtherance  of  justice,"  for  reasons 
therein  stated.  Those  reasons,  as  so  stated,  are,  (1)  that, 
since  the  decision,  the  defendant  has  discovered  that  a  ma- 
chine was  made  by  one  Hall,  in  Boston,  in  1847,  and  then 
used  for  receiving  and  sending  telegraphic  messages,  which 
machine  contained  the  device  described  in  the  13th  claim, 
and  reference  is  made  to  the  affidavit  of  Hall  ;  that,  at  the 
time  the  evidence  in  the  cause  was  taken  on  the  part  of  the 
defendant,  it  had  used,  as  it  supposed,  all  due  diligence  to 
obtain  all  competent  evidence  of  past  inventions,  but  it  failed 
to  find  said  machine  until  the  information  thereof  was  com- 
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municated  to  it  by  Mr.  Hall  himself,  after  the  publication  of 
the  decision  in  this  case,  until  which  time  the  machine  made 
by  Hall  in  1847  was  not  known  by  the  defendant  to  be  in 
existence  ;  and  that  the  said  machine,  a  description  thereof, 
and  the  time  when  it  was  made  and  used,  are  material  and 
necessary  facts  to  establish  the  defendant's  right  to  use  the 
machine  which  the  plaintiffs  claim  to  be  an  infringement  of 
their  patent,  and  will  show  thatlhe  combination  and  devices 
described  in  the  thirteenth  claim  of  the  patent  were  in  use 
prior  to  the  year  1854  ;  (2)  that  legal  evidence  as  to  when  the 
Morse  model  instrument  was  made  and  by  whom,  for  want 
of  which  such  instrument  was  rejected  when  before  offered  in 
evidence,  can  now  be  supplied  by  the  testimony  of  two  per- 
sons, to  whose  affidavits  reference  is  made  ;  that  the  defend- 
ant has  acquired  knowledge  of  such  fact  only  since  the  deci- 
sion of  this  cause  ;  and  that,  by  making  proofs  in  relation 
thereto  by  the  testimony  of  said  two  witnesses,  the  defendant 
expects  to  be  able  to  prove  a  right  to  the  use  of  the  combina- 
tion and  devices  described  under  the  13th  claim  pf  the 
plaintiffs*  patent ;  (3)  that  it  can  be  shown  by  expert  testi- 
mony, that  the  combination  and  devices  claimed  under  the 
1 2th  claim  of  the  plaintiffs'  patent  were  the  essential  features 
of  the  Morse  telegraphic  instruments  operated  by  Morse  elec- 
trical circuit  breakers,  in  use  under  the  Morse  patents  since 
about  the  year  1845,  ^^^  without  which  said  combination 
and  devices  Morse  telegraphic  instruments  and  apparatus 
would  have  been  practically  useless  and  inoperative.;  that 
such  combination  and  devices  upon  said  Morse  telegraphic 
apparatus  have,  since  about  the  year  1845,  been  in  general 
use  in  local  or  short  electrical  circuits  as  well  as  in  long  or 
main  electrical  circuits  ;  that  said  devices  could  not  be  made 
use  of  in  combination  with  either  long  or  short  electrical 
circuits,  without  infringing  Morse's  patents,  during  their 
existence  ;  that  ever  since  the  year  1840  there  has  existed,  as 
generally  understood  by  practical  electricians,  a  material  and 
essential  difference  in  the  use  and  functions  of  the  devices 
described  under  the  12th  and  13th  claims  of  the  plaintiff's' 
patent,  upon  Morse's  electrical  circuit  breakers  and  telegraphic 
instruments  in  use  on  long  or  main  circuits,  for  telegraphing, 
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as  compared  with  their  use  and  functions  upon  Page's  auto- 
matic circuit  breakers,  used  in  combination  with  an  induction 
or  secondary  circuit  for  applying  electricity  as  a  remedial 
agent  ;  and  that,  upon  bringing  in  such  testimony,  it  will 
more  clearly  appear  that  a  distinction,  under  the  decree  in 
this  case,  should  be  made,  so  that  the  defendant  may  be  ac- 
corded the  right  to  use  the  combination  and  devices  described 
under  the  12th  and  13th  claims  of  the  plaintiffs*  patent,  when 
used  in  combination  with  a  long  or  main  circuit,  for  tel- 
egraphing, without  thereby  becoming  liable  as  having  vio- 
lated any  injunction  that  may  issue  under  said  decree.  This 
petition  is  signed  only  by  the  solicitor  of  record  for  the  de- 
fendant in  the  suit,  and  is  verified  only  by  said  solicitor,  to  the 
effect,  that  the  defendant  is  a  corporation,  and  he  is  its  solicit- 
or, and  that  the  petition  is  true  *"  of  his  best  knowledge,  infor- 
mation and  belief."  To  this  petition  the  plaintiffs  demur,  and 
show,  for  cause  of  demurrer,  that,  according  to  the  constant 
practice  of  this  court,  the  defendant  has  not  set  forth  and 
proved  such  a  state  of  facts  in  respect  to  newly-discovered  evi- 
dence, as  to  entitle  it  to  a  new  trial  of  the  merits  of  the  case, 
but,  on  the  contrary,  the  petition  shows  that  all  the  pretended 
newly  discovered  facts  were  easily  accessible  to  the  defend- 
ant, and  that  it  had  full  knowledge  and  notice  of  the  exist- 
ence of  whatever  facts  were  true  in  relation  to  the  subject 
matter  of  said  petition,  and  could  easily  have  proved  the 
truth  in  regard  to  such  matters. 

The  3d  branch  of  the  petition  seems  to  suggest  that  the 
defendant  may,  perhaps,  in  the  future,  desire  to  use  the 
combination  and  devices  covered  by  the  12th  and  13th  claims 
of  the  plaintiffs'  patent,  in  connection  with  a  long  or  main 
circuit,  for  telegraphing,  and  that,  if  it  does  so,  it  may,  per- 
haps, be  proceeded  against  for  violating  an  injunction  to  be 
issued  on  the  decree  which  may  be  entered  on  the  decision 
which  has  been  made  in  this  case,  and  that  it  desires  to  have 
such  decree  so  drawn  as  to  accord  the  right  to  such  use,  and 
that,  as  a  basis  therefor,  it  desires  to  produce  the  testimony 
mentioned  in  that  connection.  It  is  quite  sufficient  to  say, 
that,  whenever  the  defendant  shall  use  what  is  suggested  in 
connection   with  a  long  or  main  circuit,  for  telegraphing, 
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and  shall  be  proceeded  against  for  doin^  so,  an  issue  will  be 
raised  which  it  will  be  proper  ^then  to  consider,  but  that  no 
such  issue  has  vet  arisen. 

Within  the  principles  laid  down  in  SmM  v.  Babcock^  3 
Sumner,  583  ;  Baker  v.  Whitings  i  Story,  218  ;  Walden  v. 
Bodley^  14  Peters,  156  ;  India  Rubber  Comb  Co,  v.  Phelps^  8 
Blatchf.  C.  C.  Rr,  85  ;  Hiichcock  v.  Tremaine^  9  Id.,  550  ; 
Prevostv,  Gratz^  Peters'  C.  C.  R.,  364  ;  Livingston  v.  Hubbs^  3 
Johns.  Ch.  R.,  124  ;  Buggies  v.  Eddy,  11  Blatchf.  C.  C.  R., 
524  ;  Webster  Loom  Co,  v.  Higgins^  13  Id.,  349  ;  and  DeFlorez 
V.  Baynolds,  17  Blatchf.  C.  C.  R.,  436,  this  demurrer  must  be 
sustained.  The  defendant  does  not  show  that  it  could  not, 
with  reasonable  diligence,  have  obtained,  prior  to  the  former 
hearing,  the  testimony  which  it  now  seeks  to  adduce  in 
regard  to  the  Hall  machine,  the  Morse  model  instrument 
and  the  matters  suggested  as  bearing  on  the  right  to  use,  in 
connection  with  a  long  or  main  circuit,  for  telegraphing,  the 
devices  covered  by  the  12th  and  13th  claims  of  the  plaintiffs* 
patent.  The  sole  case  set  forth  is,  that  the  solicitor,  ac- 
cording to  his  best  knowledge,  information  and  belief,  is  of 
opinion  that  the  defendant  supposed  it  had  used  all  due 
diligence  to  obtain  all  competent  evidence  of  past  inventions. 
There  is  no  oath  of  any  officer  of  the  corporation,  or  of  any 
person  who  searched  for  evidence,  or  anything  to  show  what 
search  was  made,  or  what  knowledge  or  information  was 
had  or  not  had,  or  what  diligence  was  in  fact  used,  so  that 
the  court  can  judge  whether  such  diligence  was  due  or 
reasonable.  The  **  best  knowledge,  information  and  belief" 
of  the  solicitor,  may  be  none  at  all.  Bogardus  v.  Trinity 
Churchy  4  Sandford's  Ch.  R.,  369. 

Without  at  all  passing  upon  the  question  as  to  whether 
or  how  far  the  evidence  sought  to  be  adduced  would  be 
material  and  important,  or  immaterial  and  unimportant,  on 
any  point  to  which  it  might  be  sought  to  be  applied,  if  it 
were  in  the  case,  the  demurrer  must  be  sustained  and  the 
petition  be  dismissed,  with  costs,  for  the  reasons  before  set 
forth. 

A  petition,  entitled  in  this  suit,  is  presented  to  this  court, 
by  three  corporations  not  parties  to  this  suit,  which  operate 
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lines  of  telegraph.     The  petition  sets  forth,  that  it  is  claimed 
by  the  plaintiffs  that  devices  used  by  the  petitioners  en  their 
telegraph  lines  are  an  infringement  of  the  plaintiffs'  patent  ; 
that  a  judgment  entered  without  qualification  in  this  case,  in 
the  usual  form,  and  following  the  language  of  the  decision 
which  has  been  given,  if  it  were  to  be  held  in  other  courts, 
and  in  other  cases  in  this  court,  so  far  authoritative  as   to 
afford  ground  for  a  provisional  injunction  in  the  first  instance, 
would  seriously  interfere  with  the  petitioners  and  with  every 
telegraph  company  in  the  country,  and  wi'h  every  company 
using  telegraph  lines,  if  it  did  not  put  a  stop  to  their  use  of 
the  telegraph  altogether  ;  that  the  petitioners  ought  not,  in 
justice,  to  be  so  affected  by  the  judgment  in  this  case,  for  the 
following  reasons  :  (i)  that  the  defence  was  imperfectly  pre- 
sented in  various  particulars  which  are  set  forth  in  the  peti- 
tion, in  that  the  defendant  could  have  proved  various  mat-  . 
ters  which  it  did  not  prove  and  which,  it  is  alleged,  would 
affect  the  novelty  and  validity  of  the  nth,  12th   and   13th 
claims  of  the  plaintiffs'  patent  ;  (2)  that  this  suit  is  against  a 
defendant  which  has  no  interest  in  using  long  or  main  cir- 
cuits, and  does  not  use  a  telegraph  line  ;  (3)  that  the  defend- 
ant in  this  suit  had  practically,  after  the  suit  was  brought, 
lost  all  interest  in  the  controversy,  by  reason  of  its  having 
ceased,  except  to  a  small  extent,  to  make  the  machines  com- 
plained of  ;  (4)  that  the  decision  in  this  case  ought  not  to  be 
extended  to  any  apparatus  used  for  telegraphing  in  long  or 
main  circuits  ;  (5)  that  the  nth,  12th  and  13th  claims  of  the 
plaintiffs'    reissued    patent    ought    to    be   confined    to   com- 
binations of  which  an   automatic  circuit  breaker  is  a  part. 
The  petitioners  pray  to  be  allowed  to  exhibit  to  the  court 
the  machine  made  by  Mr.  Hall,  (before  mentioned,)  and  the 
Morse  model  instrument,  (before  mentioned,)  and  one  of  the 
machines  now  and  for  many  years  past  used  by  the  petition- 
ers in  telegraphing,  so  that  it  may  be  seen  that  the  machine 
used  by  the  petitioners,  and  that  made  by  Mr.  Hall,  and  that 
used  by  Professor  Morse,  are  alike  in   their  essential  parts 
and  have  all  of  them  the  devices  mentioned  in  the  nth,  12th 
and  13th  claims  of  the  plaintiffs'  reissued  patent ;  and  that 
the  judgment  to  be  entered  herein  may  be  qualified  by  the 
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following  or  other  equivalent  provision,  namely  :  **  But 
nothing  in  this  judgment,  or  in  the  opinion  or  decision  of  the 
court  in  this  cause,  is  to  be  deemed  to  relate  to  any  appa- 
ratus, device  or  appliance,  other  than  such  as  is  worked  on 
short  circuits  for  medical  or  alarm  purposes,  and  containing 
an  automatic  circuit  breaker,"  or  that  the  judgment  may  be 
limited  in  some  other  manner  so  as  not  to  affect  the  peti- 
tioners. On  the  hearing  it  was  stated  by  the  counsel  for  the 
petitioners  that  they  would  be  content  with  the  following 
qualification  :  **  Provided,  however,  that  nothing  in  this 
decision  or  judgment  shall  be  deemed  to  affect,  or  relate  to, 
the  right  of  any  company  or  person  to  use,  in  telegraphy,  the 
instrument  commonly  known  as  Morse's  rela^'  or  receiving 
magnet."  To  this  petition  the  plaintiffs  demur,  and  show, 
for  cause  of  demurrer,  that  the  petitioners  do  not  set  forth 
any  such  right,  title  or  interest  in  the  subject  matter  of  the 
decree  in  this  suit,  either  as  parties  or  otherwise,  or  allege 
any  such  facts,  as  to  entitle  them  to  be  heard  in  the  settle- 
ment or  entering  of  such  decree  ;  and  that,  even  if  the  peti- 
tioners have  any  such  interest  in  the  subject  matter  of  such 
decree,  they  have  not  set  forth  and  proved  any  state  of  facts 
in  respect  to  newly-discovered  evidence,  which  would  entitle 
them  to  be  heard  on  the  settlement  of  such  decree. 

In  addition  to  the  matters  before  referred  to  as  contained 
in  the  petition,  it  is  urged,  for  the  petitioners,  that  the 
special  Act  of  Congress  did  not  contemplate  a  patent  for  any 
telegraphic  device  ;  that  Page's  invention  was  not  a  tel- 
egraphic instrument ;  that,  if  an  automatic  circuit  breaker  is 
not  an  essential  element  in  the  12th  claim  of  the  patent, 
Page  was  not  the  first  inventor  of  what  is  covered  by  that 
claim  •  and  that  it  does  not  appear  that  the  Commissioner 
of  Patents  adjudged  that  Page  was  the  first  inventor,  as  was 
required  by  the  special  Act. 

The  petitioners  do  not  allege  that  there  was  any  fraud  or 
collusion  in  the  conduct  of  the  suit,  as  it  was  presented  to 
the  court.  They  substantially  ask  the  court,  in  view  of  the 
matters  they  lay  before  it,  to  give  to  the  plaintiffs'  patent, 
in  this  suit,  a  construction  which  does  not  arise  out  of  any 
matters  in  issue   in  this  suit,  or  which  can   properly  be  in 
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issue  in  this  suit.     An  investigation,  on  plenary  proofs,  into 
the  matters  now  brought  forward  by  the  petitioners,  would 
be  an  investigation  into  matters   not  in  issue  in    this  suit. 
The  matters  of  fact  and  of  law  now  sought  lo  be  raised,  as 
not  having  been  before  raised,  will  be  fully  available  to  the 
petitioners  if  they  shall  be  sued  for  infringing  the  patent, 
whether  preliminary  injunctions  shall  be  applied  for  against 
them  or  not.     It  is  well  settled,  that  even  after  the  validity 
of  a  patent  has  been  established  in  a  suit,  and  notwithstanding 
the  presumption  thereby  raised  that  the  patent  is  valid,  it 
may  always  be  shown,  in  another  suit  on  the  patent,  against 
another  defendant,  and  even  in  answer  to  an  application  for 
a  preliminary  injunction  in  such  suit,  that  the  right  claimed 
by  the  plaintiff,  in  the  new  suit,  was  not,  either  as  to  its 
nature  or  its  extent,  fairly  in  controversy  in  the  former  suit,  or 
that  material  facts  were  not  known  or  considered  when  the 
former   suit  was  tried,  or   that  there   are  relet^ant  matters 
which  were  not  adjudicated   in   the  former  suit.     Amenctin 
Nicolson  Pavement  Co.  v.   City  of  Elizabeth^  4  Fisher's  Patent 
Cases,  189.     These  principles  govern  all  the  Circuit  Courts 
of  the  United  States  and  they  apply  to  all  the  matters  urged 
by  the  petitioners,  for,  the  petitioners  allege  nothing  except 
what  is  claimed  by  them  to  fall  under  one  or  another  of  the 
heads  above  referred  to.     In  this  view  the  petitioners  will 
have  every  benefit,  if  they  should  be  sued,  in  raising  in  the 
new  suits  what  they  seek  to  raise  in  this  suit.     On  the  other 
hand,  the  plaintiffs,  if  contesting  in  this  suit,  with  the  peti- 
tioners, any  new  questions  of  law  or  fact,  would  be  contest- 
ing them  with  persons  who  are  not  parties  to  this  suit,  and 
whom  the  plaintiffs  may  never  sue.     It  will  be  entirely  com- 
petent for  this  court,  or  any  other  court,  to  make,  in  any 
new  suit,  the  qualification   suggested   by   the  petitioners   in 
reference  to  the  effect  of  the  decision   or  the  judgment  in 
this  suit,  if  it  shall  be  a  qualification  proper  to  be  made,  be- 
cause the  record  in  this  case  will  show  the  issues  and  the 
proofs,  and   the  decision   of  the  court  will  show  what  was 
considered  and  passed  upon  ;  and  it  is  proper  to  make  such 
qualification,  if  at  all,  only  in  a  new  suit.     It  is  the  province 
of  courts  to  take  proofs  and  render  decisions  only  between 
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parties  litigant  before  it  and  in  respect  to  claims  brought 
against  parties  and  to  issues  actually  raised.  No  case  has 
been  cited  for  the  petitioners  where  a  petition  of  quasi  inter- 
vention such  as  the  present  one  has  been  admitted.  The  case 
of  Cochrane  v.  Deener^  5  Otto,  355,  is  not  at  all  like  the  present 
case  ;  and,  in  effect,  the  petitioners  in  the  present  case  will 
have,  in  any  future  cases  on  this  patent  to  which  they  shall 
be  parties,  the  privilege  of  a  hearing  in  respect  to  what  they 
seek  to  raise  in  this  suit  as  above  set  forth,  to  the  same  extent 
which  the  Supreme  Court  indicated  as  proper  in  Cochrane  v. 
Deener, 

Without  considering,  on  the  merits,  any  of  the  questions, 
of  law  or  fact  raised  or  discussed  on  the  hearing,  it  results,, 
from  the  foregoing  views,  that  the  demurrer  must  be  susc- 
tained  and  the  petition  be  dismissed,  with  costs. 

David  Dudley  Field y  William  Dorsheimer^  John  F,  DiUi>n^  and' 
Charles  T,  Folhamus^  for  the  petitioners  and  the  defendant. 

Edward  N,  Dicker  son  and  John  K,  Forter^  for  the  aomplainr- 
ants. 


James  E.   Wisner 
John  Dodds.    In  Equity.. 

The  reissued  letters  patent.  No.  7,98s,  granted  to  J^mes  E.  Wisner,  Decern- - 
ber  nth,  1877,  for  horse  hay-rakes,  are  not  invalid  as  being  broader  than 
the  original  patent  granted  to  Joseph  H:  Shireman,  October  8th,  18674 
No.  69,713. 

The  invention  is  new,  patentable  and  useful. 

(Before   Swayne,  J.,  Southern  District  ^i  Ohio,  May,  1880.) 

This  was  a  final  hearing,  on  pleadings  and  proofs,  of  a  bill 
in  equity  for  the  infringement  of  a  patent  for  an  improve- 
ment in  horse  hay-rake5*  granted  to  J.  H.  Shireman,  October 
YOL.  V — 29, 
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8th,    1867,  and  reissued  to  J.   E.   Wisner,   as  his  assignee, 
December  nth,  1877. 

SWAYNE,  J. 

I  have  considered  this  case  as  far  as  my  time  would  permit, 
and  far  enough  and  thoroughly  enough  to  satisfy  myself  en- 
tirel}'  as  to  the  rights  of  the  parties  in  interest. 

I  entertain  no  doubt — without  going  into  the  details,  for  I 
have  not  had  time  to  do  that — I  entertain  no  doubt  that 
Shireman  was  the  first  and  original  inventor,  and  first  to  use 
the  ratchets  and  pawls  and  the  revolving  axle,  in  combination 
with  the  lifting  wheel  adapted  for  horse-rake  purposes,  and 
with  the  rake  head,  rake  teeth,  and  other  auxiliaries  of  the 
horse-rake,  and  that  that  combination  was  not  contained  in 
any  prior  machine. 

I  think,  also,  that  the  prima  facie  proof,  which  the  issuing 
of  the  patent  itself  affords,  is  to  the  point  that  the  instrument 
thus  made  by  that  combination  is  one  of  much  more  than 
patentable  utility.  I  think  that  there  is  much  more  than  the 
element  of  mere  patentable  invention  in  it.  I  am  inclined  to 
think,  from  the  testimony,  that  the  combination  is  not  only 
new,  but  that  the  result  is  a  machine  of  very  considerable 
value  in  the  useful  arts  that  relate  to  agriculture.  I,  there- 
fore, feel  constrained  to  find  in  favor  of  the  complainant. 

I  may,  also,  state — and  I  could  not  give  such  an  opinion 
without  coming  to  the  further  conclusion  that  I  am  about  to 
announce — that  under  the  circumstances  of  the  case,  and 
upon  the  facts  disclosed  by  the  record,  the  patent  as  reissued 
is  not,  in  fact,  broader  than  is  warranted  by  the  prior  patent 
of  1867. 

Upon  both  grounds,  my  judgment  is  with  the  complain- 
ant, and  there  being  no  serious  controversy  as  to  the  in- 
fringement by  the  defendant,  a  decree  will  be  made  accord- 
ingly. 

Wood  &*  Boyd  dSi6,  L,  Hill^  tor  the  complainant. 
George  Harding  and  Hatch  6r*  Stern,  for  the  defendant. 
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The  Perfection  Window  Cleaner  Company 

vs. 
Daniel  W.  Bosley.    In  Equity.  . 

The  combination  described  and  claimed  in  letters  patent  No.  202,101, 
granted  to  William  C.  Gayton,  April  9th,  1878,  and  reissued  as  No. 
8,393,  September  3d,  1878,  for  an  improvement  in  window  cleaners,  is 
not  patentable — the  arrangement  or  juxtaposition  of  the  parts  not  in- 
volving invention. 

The  distinction  between  mechanical  skill  and  inventive  genius  considered. 

The  cases  of  Reckendorfer  v.  Faber  and  Hailes  v.  Van  Wormer^  cited. 

(Before  Dyer,  J.,  Northern  District  of  Illinois,  May,  1880.) 

Dyer,  J. 

This  is  a  bill  to  restrain  the  infringement  by  the  defend- 
ant of  letters  patent  granted  to  William  C.  Gayton,  dated 
April  9th,  1878,  and  reissued  September  3d,  1878,  for  an  im- 
provement in  window  cleaners.  The  important  question  in 
the  case  relates  to  the  patentability  of  the  alleged  invention. 
It  is  alleged  that  the  defendant  infringes  all  of  the  first  four 
claims  as  they  are  stated  in  the  reissued  patent.  Those 
claims  are  described  as  follows  :  **  i.  An  improved  window- 
cleaner  consisting  of  a  handle  or  holder,  an  elastic  rubbing- 
strip  attached  by  one  edge  to  said  holder,  and  a  bearing  or 
support  for  said  strip  near  its  outer  edge,  said  parts  being 
combined  substantially  as  described  ;  2.  The  holder  having 
its  back  extended  and  lying  underneath  the  projecting  strip, 
jointly  with  the  bearing  or  support  located  thereon,  and  the 
rubbing-strip,  substantially  as  described  ;  3.  The  combina- 
tion, with  the  holder,  of  the  elastic  rubbing-strip  and  a  yield- 
ing bearing  or  cushion,  substantially  as  and  for  the  purpose 
set  forth  ;  4.  In  combination  v/ith  the  elastic  strip  B,  attached 
to  a  suitable  holder,  the  bearing  or  cushion  C,  of  india  rub- 
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ber,  made  tubular  in  form,  substantially  as  described  and  for 
the  purpose  set  forth."  The  alleged  invention,  then,  con- 
sists, as  described  in  the  specifications  and  claims  in  the 
patent,  and  as  appears  from  the  specimen  which  has  been 
put  in  evidence,  of  a  handle  or  holder,  in  a  groove,  on  the 
upper  edge  of  which  is  inserted  a  strip  of  rubber  attached 
by  the  lower  edge -to  the  holder  within  the  groove,  and  a 
bearing  or  support  for  and  lying  behind  the  strip,  made  also 
of  rubber  and  tubular  in  form,  the  parts  being  so  adjusted 
that  the  edge  of  the  rubber  strip,  as  it  is  used,  comes  in  con- 
tact with  the  glass  ;  this  rubbing  strip  being  placed  at  such 
an  angle  as  will  cause  such  contact  to  be  effected  in  the 
practical  use  of  the  implement.  I  do  not  understand  that 
the  proposed  invention  embraces  any  particular  form  or  style 
of  handle  or  frame  with  which  the  rubbing  strip  is  con- 
nected. The  essence  of  the  alleged  invention  is  the  attach- 
ment of  the  rubbing  strip  to  the  holder  at  such  an  angle  as 
will  in  its  use  bring  the  edge  of  the  rubber  in  contact  with 
the  glass,  and  the  elastic  or  yielding  support  against  which 
the  rubber  rests.  This  is  apparent  from  the  specifications, 
which  state  that  the  **  invention  relates  to  a  device  for  drying 
and  cleaning  window-panes,  mirrors,  and  like  smooth  sur- 
faces, after  they  have  been  washed  in  the  usual  manner,  and  it 
consists,  yfrj/,  in  employing  upon  a  suitable  holder,  an  elastic 
strip,  attached  at  one  edge  to  the  holder,  and  thence  project- 
ing forward  and  outward,  and  sustained  or  stayed  by  means 
of  a  bearing  or  support  beneath  it — that  is  to  say,  as  between 
it  and  the  holder,  at  or  near  its  opposite  edge  ;  secondly^  in 
having  the  support  of  a  yielding  character,  whereby  uniform- 
ity of  contact  between  the  rubber  strip  and  the  glass  is 
insured  ;  thirdlyy  in  making  the  bearing  tubular  in  form  and  of 
india-rubber,  whereby  it  best  answers  the  purpose  for  which 
it  is  designed  ;  fourihly,  in  combining  with  the  rubber  strip 
and  holder  two  thick  rubber  plates,  fastened  one  to  each  end 
of  the  holder  behind  the  rubber  strip,  to  form  a  backing  for 
the  same  and  adapt  it  to  enter  the  corners  of  the  sash.*' 

Now,  the  question  is,  does  the  construction  of  this  device 
involve  invention  within  the  meaning  of  the  patent  law  ? 
That  it  may  and  does  produce  a  useful  result  is  undoubtedly 
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true,  but  does  its  construction  involve  anything  more  than 
mechanical  skill  ? 

The  erasive  and  cleaning  qualities  of  rubber  have  long  been 
known.  Its  use  in  cleaning  window-glass  is  but  a  new  use  of 
an  old  and  well-known  article.  Long  used  for  erasing  pencil 
marks  upon  paper,  there  is  nothing  new  or  in  the  nature  of 
discovery  in  the  application  or  use  of  this  article  in  cleaning 
window-glass.  The  idea  of  the  patentee  in  putting  rubber  to 
such  a  use  may  be,  and  undoubtedly  was,  an  excellent  one, 
but  the  question  is,  is  his  device  in  its  construction,  and  with 
reference  to  its  use  in  connection  with  an  old  and  well-known 
.  material,  of  such  character  as  to  entitle  him  under  his  patent 
to  protection  as  an  inventor  ?  As  was  said  by  the  Supreme 
Court  in  Reckendorfer  v.  Faber^  2  Otto,  347,  this  device  **  is 
for  the  performance  of  mechanical  operations,  to  produce 
mechanical  results,  and  is  a  mechanical  instrument  as  much 
as  a  brush,  a  pen,  a  stamp,  a  knife,  a  file,  or  a  screw. 
Whether  it  is  styled  a  manufacture,  a  tool,  or  a  machine,  it 
is  an  instrument  intended  to  produce  a  useful  mechanical 
result.  *  *  *  Does  it  embody  any  new  device,  or  any 
combination  of  devices  producing  a  new  result  ?'*  The  com- 
bination consists,  only,  in  the  adjustment  of  the  rubbing 
strip  and  the  supporting  tubular  cushion,  in  such  manner  as 
will  bring  the  edge  of  the  strip  in  contact  with  the  glass. 
Now,  the  law  requires  more  than  a  mere  juxtaposition  of 
parts,  or  of  the  external  arrangement  of  things  to  give 
patentability.  Hailes  v.  Van  Wormer^  20  Wall.,  353.  **  Me- 
chanical skill  is  one  thing  :  invention  is  a  different  thing. 
Perfection  of  workmanship,  however  much  it  may  increase 
the  convenience,  extend  the  use,  or  diminish  expense,  is 
not  patentable.'*  Reckendorfer  v.  Faber^  supra.  The  distinc- 
tion between  mechanical  skill  and  inventive  genius  is  well 
understood.  In  my  judgment,  the  device  in  question,  in  its 
construction,  involved  only  mechanical  skill.  It  is  the  case 
of  the  nevv  use  of  an  old  and  well-known  article,  so  adjusted 
to  an  ordinary  handle  or  holder  as  to  make  it  capable  of  such 
new  use,  the  adjustment  of  parts  being  purely  mechanical, 
and  only  requiring  the  exercise  of  mechanical  ingenuity. 

There  was  exhibited  to  the  court,  as  showing  the  state  of 
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the  art  when  the  letters  patent  in  question  were  granted,  an 
instrument  previously  used  in  cleaning  the  decks  of  ships, 
which  consists  of  a  broad  strip  of  rubbv  firmly  inserted  in  a 
wooden  holder,  connected  with  which  is  a  handle,  and  which, 
in  its  cleaning  operation,  performs  the  service  and  is  some- 
what in  the  form  of  an  ordinary  mop.  It  thus  appears  that 
rubber  so  arranged  and  adjusted,  had  been  previously  used 
for  cleaning  purposes,  and  although  this  implement  because 
of  its  size  and  general  form  would  not  be  adapted  to  the 
particular  use  of  cleaning  windows,  I  cannot  but  think  that 
the  construction  of  complainant's  device  was  but  the  carrying 
forward  or  new  or  more  extended  application  of  a  thought 
original  with  others,  and  not  such  an  invention  as  will  sus- 
tain a  patent.  Furthermore,  in  1873,  what  is  known  as  the 
Morrison  patent  was  issued,  which  was  a  patent  for  a  scour- 
ing utensil,  provided  with  scouring  surfaces  consisting  of 
india-rubber,  and,  although  the  form  of  this  utensil  as  set 
forth  in  the  drawings  accompanying  the  letters  patent  is 
essentially  different  from  the  complainant's  device,  it  being  a 
solid  piece  of  rubber  attached  to  a  handle  in  the  form  of  a 
hair  brush,  it  is  apparent  that  the  idea  of  using  india-rubber 
for  scouring  and  cleaning  purposes  was  not  new  with  the 
patentee  in  the  Gay  ton  patent  ;  and,  if  the  Morrison  patent 
be  valid,  I  deem  it  a  serious  question  whether  it  does  not 
anticipate  the  complainant's.  However  that  may  be,  I  am  of 
the  opinion  that  the  complainant's  device  is  but  the  result 
of  the  exercise  of  mechanical  skill,  and  does  not  possess  the 
essential  element  of  patentability. 

A  decree  will  be  entered  dismissing  the  bill. 

Munday  or*  Evarts^  for  the  complainant. 

L.  M.  Paine  and  C  C.  Bonney,  for  the  defendant. 
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Isaac  F.  Williams 

vs. 

Stephen  Barker  et  al. 

Reissued  letters  patent.  No.  4,937,  granted  to  complainant,  June  4th,  1872, 
for  an  improvement  in  machines  for  applying  flock  to  felt  rubber  goods, 
construed,  and,  upon  the  construction  given,  defendants  held  not  to 
infringe. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  May,  1880.) 

Wheeler,  J. 

This  suit  is  brought  upon  letters  patent  reissued  to  the 
plaintiff  June  4th,  1872,  the  original  of  which  was  dated 
November  26th,  1861,  for  an  improvement  in  machines  for 
applying  flock  to  felt  rubber  goods.  The  defence  is  that  the 
patent  cannot  stand  broad  enough  to  cover  the  defendants' 
machine.  The  defendants  have  put  in  evidence  two  English 
patents,  one  granted  to  William  Green  and  Joseph  Pickett, 
October  21st,  1854,  and  sealed  April  21st,  1855,  for  improve- 
ment in  treating  or  ornamenting  textile  materials  or  fabrics  ; 
the  other,  granted  to  Stanislaus  Tranquillo  Modeste  Sorel, 
June  23d,  1855,  and  sealed  November  i6th,  1855,  for  a  ma- 
chine for  applying  adhesive  materials  on  stuffs.  The  latter 
only  need  be  noticed  here.  In  the  machine  there  described 
the  fabric  to  be  treated  was  passed  from  a  cylinder,  on  which 
it  was  wound,  over  another  cylinder,  where  the  adhesive 
material  was  distributed  upon  it  ;  thence,  over  a  stretcher, 
above  the  line  of  the  top  of  the  distributing-cylinder,  and  not 
far  from  it,  designated  in  the  patent  and  drawings  by  the  let- 
ter J  ;  thence,  under  a  flock  sifter,  called  in  the  patent  a 
*'  colander  shakero,**  by  machinery  ;  thence,  over  beaters, 
striking  it  on  the  under  side,  to  set  the  flock  in  the  adhesive 
material  ;  thence,  under  a  brush  to  sweep  its  upper  surface. 
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and  onward  in  the  machine  to  a  receiving  cylinder.  The 
stretcher  supported  the  fabric  between  the  distributing- 
cylinder  and  the  support  beyond  the  beaters,  and  would 
steady  it  over  the  cylinder  when  struck  by  the  beaters. 

The  plaintiff's  machine  takes  the  fabric  from  a  cylinder,  on 
which   it   is   wound,    over    a    gumming-table    rising   about 
twenty-five  degrees,  where  the  adhesive  material  is  distrib- 
uted ;  thence,  over  a  roller  above  the  line  of  the  table  and 
near  to  it  ;  thence,  under  a  flock-sifter  and  over  beaters  strik- 
ing it  on  the  under  side  to  set  the  flock  ;  thence,  under  a 
brush  to  sweep  the  upper  surface,  and  over  another  support- 
ing-roller, and  onward  to  receiving-rollers.     The  roller  near 
the  gumming-table  supports  the  fabric  between  the  gumming- 
table   and    the  roller,  beyond  the  beaters,  and  steadies  it 
when  receiving  the  blows  of  the  beaters.     The  distributing- 
table,    distributing    devices,    steadying-rollers,    flock-sifter, 
beaters,  brush  and  carrying-roller  of  the  plaintiff  are  each 
different  in  form  from  the  distributing-cylinder,  distributing 
devices,    stretcher,    colander,    beaters,    brush,    and    support 
beyond,  of  Sorel,  yet  each  performs  the  same  part  in  the 
operation  of  the  machine.     While,  but  for  the  machine  of 
Sorel,  so  far  as  this  case  shows,  the  plaintiff  would  be  entitled 
to  a  patent  covering  all  similar  machines  doing  the   same 
thing  in  substantially  the  same  way,  still,   in  view  of  that 
machine,  he  is  entitled  to  hold  only  the  improvement  in  form 
of  the  different  parts.     Railway  Co,  v.  Sayles^  97  U.  S.,  554. 

The  defendants'  machine  has  the  same  things  except  the 
brush,  but  nearly  all  different  in  form  from  the  plaintiff's. 
Their  gumming-table  is  level.  Instead  of  a  steadying-roller 
like  the  plaintiff's,  it  has  a  stretcher  like  Sorel's,  but  nearer 
to  the  beaters  than  either,  a  different  flock-sifter  and  different 
beater.  The  fourth  claim  of  the  plaintiff's  patent  is  for  the 
use  of  what  is,  here,  called  the  *' steadying-roller,"  and, 
there,  the  '*  cloth  tension-roller,*'  in  combination  with  the 
carrying-roller,  as  arranged  to  steady  the  cloth  ;  and  the 
sixth  is  for  the  combination  of  the  flock-sifter  with  the 
beaters.  These  are  the  only  claims  in  question.  The 
stretcher  of  the  defendants  is  not  the  equivalent  of  the  im- 
provement of  the  plaintiff's  cloth  tension-roller  upon  Sorel's 
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Stretcher,  and  the  use  of  it  in  the  combination  mentioned, 
which  is  not  itself  new,  is  not  an  infringement.  The  same  is 
true  of  the  plaintiff's  sifter  of  the  sixth  claim. 

As  the  patent  and  these  claims  must  be  construed,  to  be 
upheld,  the  defendants  are  not  shown  to  infringe  either 
claim. 

Let  a  decree  be  entered  adjudging  that  defendants  do  not 
infringe,  and  that  the  bill  be  dismissed,  with  costs 


Charles  F,  Blake^  for  the  complainant. 
J,  F,  Fitchy  for  the  defendants. 


The  Woven  Wire  Mattress  Company 

vs. 
Frederick  A.  Palmer.     In  Equity. 

The  cases  of  Whittlesey  v.  Ames^  ante^  p.  96,  and  Woven  Wire  Mattress  Co, 
V.  Wire  Web  Bed  Co.,  Id.,  276,  followed,  and  the  defendant  held  lo  in- 
fringe the  I  St  and  3d  claims  of  the  complainant's  patent. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  May,  1880.) 

Blatchford,  J. 

Within  the  rulings  made  by  Judge  Blodgett  and  Judge 
Shipman  on  the  plaintiff's  patent,*  I  am  of  opinion  that  the 
frame  purchased  by  Roberts  from  the  defendant  infringes 
claims  one  and  three  of  the  plaintiff's  patent.  It  has,  sub- 
stantially, the  inclined  end  rail  of  the  patent,  made  in  two 
parts,  for  the  purpose  of  clamping  the  fabric,  and  holding  it 
suspended  by  means  of  the  inclination  between  the  points  of 
attachment.  In  it,  the  end  rails  are  raised  above  the  side 
rails  and  held  in  place  by  corner  irons  or  standards  which 


*  Whittlesey  v.  AmeSy  ante,  p.  96,  and  Woven  Wire  Mattress  Co,  v.  Wire 
Web  Bed  Co.,  Id.,  276. 
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perform  the  same  function  as  the  plaintiff's  standard.  There 
are  no  inclined  recesses  in  its  standards,  to  hold  the  ends  of 
the  end  rails  in  an  inclined  position,  but  the  end  rails  are  evi- 
dently purposely  inclined,  and  held  so  by  a  screw  bolt  passing 
through  a  pak't  of  the  standard  and  into  the  lower  end  rail. 
So  too  the  end  rail  is  double.  The  ends  of  the  fabric  are  bent 
over  the  upper  edge  of  the  lower  end  rail,  and  the  bolts,  or 
nails,  or  screws,  which  go  through  the  upper  end  rail  and 
through  the  fabric  and  into  the  lower  end  rail,  aid  in  holding 
the  fabric  to  the  frame.  The  side  rails,  standards  and  end 
rails  on  such  frame  are  the  manifest  equivalents  of  those  in 
the  plaintiff's  patent. 

I  do  not  consider  claims  two  and  four,  and  do.  not  decide 
anything  as  to  their  construction,  or  as  to  the  infringement, 
but  grant  the  injunction  asked  for  on  claims  one  and  three. 

■ 

C  E,  Perkins^  for  the  complainant. 
C.  Goeller^  for  the  defendant. 


Anson  Searles  et  al. 

vs. 

Abraham  R.  Van  Nest  et  al.    In  Equity. 

The  validity  of  the  complainants'  patent  for  a  whip-socket,  which  was  sus- 
tained by  the  court  in  Searles  v.  Van  Nest^  3  Bann.  &  Ard.,  121,  con- 
firmed, upon  a  rehearing  on  further  evidence  attacking  the  novelty  of 
the  invention. 

(Before  Wheeler.  J.,  Southern  District  of  New  York,  May.  1880.) 

Wheeler,  J. 

This  cause  has  been  reheard  upon  new  evidence,  admitted 
by  stipulation,  as  to  novelty. 

The  patent  is  for  a  whip-socket  having  a  pivoted  lever  at 
one  side  to  hold  the  stock  of  the  whip  against  the  other  side, 
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crooked  and  adjusted  so  that  the  stock,  when  it  descends  as 
it  is  inserted,  will  crowd  the  lower  part  of  the  lever  outward, 
bringing  the  upper  part  inward,  when  both  ends  will  hold 
the  stock  firmly  in  its  place  until  it  is  withdrawn,  when,  as  it 
is  raised,  the  weight  of  the  lever  will  carry  the  upper  part 
outward  and  the  lower  inward,  opening  the  socket  ready  for 
the  whip  again. 

The  new  evidence  shows,  as  anticipatory  devices,  a  sewing 
bird,  with  jaws  formed  by  a  lever  and  closed  by  a  spring  ;  a 
turning  tube,  with  a  pivoted  lever  carrying  a  turning  knife 
at  one  end,  which  is  brought  down  to  its  place  for  turning 
bed  pins  by  the  pin  to  be  turned  pressing,  when  inserted, 
against  the  other  end  of  the  lever  ;  a  carpenter's-bench  clutch 
made  of  pivoted  levers  to  clamp  the  thing  inserted  at  one  end 
of  them,  by  being  pressed  apart  by  it  at  the  other,  and  a 
paper  clamp  to  be  hung  on  the  wall  with  an  index  pivoted 
so  as  to  fall  by  its  weight  against  the  other  part,  and  hold 
paper  placed  between  them. 

If  the  invention  had  been  merely  of  a  pivoted  lever  forming 
a  clamp  by  the  force  of  insertion  of  the  thing  to  be  held,  or 
by  its  own  weight,  it  might  be  anticipated  and  defeated  by 
some  of  these  things  ;  but  it  is  much  more  than  that,  the  whip- 
socket  must  be  placed  perpendicularly,  and  be  arranged  for 
the  ready  insertion,  firm  holding,  and  easy  withdrawal  of  the 
whip,  to  be  of  the  least  utility.  To  do  these  things  by  means 
of  the  pivoted  lever  it  must  be  shaped  and  adjusted  so  that 
the  weight  of  the  whip  will  move  the  lower  end  of  the  lever 
and  clamp  the  stock  with  the  upper  end,  and  the  whip  be  held 
in  place  without  falling  through,  and  so  that  the  upper  part 
will  open  by  the  weight  of  the  lever  when  the  whip  is  with- 
drawn. None  of  the  things  shown  have  all  these  functions, 
and  some  of  them  have  hardly  any.  When  all  of  them  were 
known  the  exercise  of  inventive  faculties  would  be  required 
to  make  the  whip-socket.  None  of  them  would  be  an  in- 
fringement of  the  patent. 

Let  the  same  decree  be  entered  as  before. 

/,  F,  Fitch^  for  the  complainants. 
C  J,  Hunt,  for  the  defendants. 
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Edward  P.  Allis  et  al. 

vs. 

John  M.  Stowell.    In  Equity. 

A  petition  for  a  rehearing  should  be  signed  by  counsel. 

Neither  the  petition,  nor  affidavits  in  support  of  it,  should  be  sworn  to  before 
a  notary  public  who  is  also  counsel  for  the  petitioner. 

The  affidavits  in  support  of  a  petition  for  a  rehearing  should  be,  distinctly 
and  positively,  by  apt  allegation,  made  part  of  the  petition. 

The  petition  should  state,  independently  of  the  affidavits,  the  nature  of  the 
alleged  newly-discovered  evidence. 

It  should  state,  positively  and  unequivocally,  that  the  alleged  newly  discov- 
ered evidence  was  not  known  to  the  petitioner  'until  after  the  decree, 
and  when  it  did  first  come  to  his  knowledge. 

It  should  state  with  particularity  and  detail  what  search  was  made,  before 
the  hearing  of  the  cause,  for  evidence,  what  diligence  was  exercised, 
and  wherein  and  in  what  manner. 

Particular  and  sufficient  facts  should  be  disclosed  to  show  that  with  reason- 
able diligence  the  alleged  newly  discovered  evidence  could  not  hav^ 
been  found  or  known  before  the  hearing  on  the  merits. 

The  petition  should  sufficiently  disclose  the  circumstances  under  which  the 
new  evidence  was  discovered.  Dates,  particular  circumstances,  and 
written  correspondence,  if  any,  should  be  shown,  and  the  allegations  in 
relation  thereto  should  be  specific. 

(Before  Dyer,  J.,  Eastern  District  of  Wisconsin,  June,  1880.) 

Dyer,  J. 

After  some  delay,  which  has  seemed  unavoidable  on  ac- 
count of  the  pressure  of  other  duties,  I  have  carefully  con- 
sidered the  application  of  the  defendant  for  a  re-opening  of 
this  case  and  for  leave  to  amend  his  answer,  in  respect  of  the 
matters  which  are  made  the  basis  of  such  application  ;  and, 
to  enable  me  to  form  a  correct  judgment  upon  the  ques- 
tion discussed  at  the  argument,  I  have  looked  with  care  into 
the  authorities  cited  by  counsel  which  bear  upon  and  point 


JUNE,    1880.  459 


AUis  V.  Stoweli. 


out  the  true  practice,  in  matters  both  of  form  and  substance, 
upon  applications  of  this  character.  As  a  result  of  such 
investigation,  I  have  come  to  the  conclusion  that,  if  I  were  to 
entertain  the  present  petition,  I  should  sanction  a  practice 
which  was  not  approved  by  Mr.  Justice  Story  and  other 
eminent  judges  who  have  expressed  opinions  upon  the  prac- 
tice to  be  pursued,  in  applications  for  rehearing,  after  decree, 
based  upon  newly-discovered  evidence.  An  examination  of 
the  authorities  clearly  shows  that  the  courts  proceed,  in  the 
consideration  of  applications  like  the  present,  with  great 
caution,  and  are  controlled  in  their  action  by  stringent  rules. 
These  rules  I  feel  bound  to  observe,  and,  without  elaborat- 
ing upon  the  subject,  I  must  hold  that  the  present  petition 
is  defective  in  the  following  particulars  :  i.  It  is  not  signed 
by  counsel  ;  2.  It  is  sworn  to  before  Mr.  Bottum  as  a  notary 
public,  he  being  also  counsel  for  the  petitioner  in  the  case  ; 
3.  The  affidavit  of  the  defendant,  Stoweli,  intended  to  accom- 
pany the  petition,  is  also  sworn  to  before  Mr.  Bottum  as 
notary  public  ;  4.  The  various  affidavits  which  are  presented 
for  consideration  in  connection  with  the  petition,  are  not, 
distinctly  and  positively,  by  apt  allegation,  made  part  of  the 
petition  ;  5.  The  petition  does  not  state  with  sufficient  ful- 
ness, independently  of  the  affidavits,  the  nature  of  the  alleged 
newly-discovered  evidence  ;  6.  It  does  not  state,  as  it  should, 
positively  and  unequivocally,  that  the  alleged  newly-dis- 
covered evidence  was  not  known  to  the  petitioner  until  after 
the  decree,  nor  when  it  did  first  come  to  his  knowledge  ;  7. 
It  d9es  not  state  with  requisite  particularity  and  detail  what 
search  was  made,  before  the  hearing  of  the  cause,  for  evi- 
dence ;  what  diligence  was  exercised,  and  wherein  and  how  it 
was  exercised.  Particular  and  sufficient  facts  should  be 
disclosed  to  show  that  with  reasonable  diligence  the  alleged 
newly-discovered  evidence  could  not  have  been  found  or 
known  before  the  hearing  on  the  merits  ;  8.  The  petition  does 
not  sufficiently  disclose  the  circumstances  under  which  the 
new  evidence  was  discovered.  Dates,  particular  circum- 
stances, and  written  correspondence,  if  any,  are  not  shown, 
aiid  the  allegations  in  relation  thereto  are  very  general. 
It  is  to  be  borne  in  mind  that  the  present  application  is 
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one,  not  only  to  re-open  the  case  for  further  hearing  after 
interlocutory  decree,  but,  also,  to  amend  the  answer  and 
introduce  new  subject-matter  for  purposes  of  defence  ;  and, 
although  it  is  my  view  that  such  an  application  as  the  pres- 
ent may  at  this  stage  of  the  case  be  made  in  the  form  of 
petition  and  affidavit,  I  am  of  opinion  that,  for  the  rea- 
sons and  in  the  particulars  above  stated,  this  petition  must 
be  held  defective.  In  the  light  of  the  authorities  no  good 
grounds  are  stated  for  re-opening  the  case  as  to  the  Beckwith 
patent,  and  the  defendant's  application  will  be  denied  abso- 
lutely so  far  as  it  relates  to  that  patent. 

His  application  to  vacate  the  decree  and  amend  his  answer, 
with  reference  to  the  Selden  patent,  will  also  be  denied  ;  but, 
as  the  alleged  newly-discovered  evidence  seems  to  bear  upon 
the  merits  of  the  complainant's  claim  under  the  Selden 
patent,  and,  as  some  of  the  grounds  upon  which  the  present 
petition  is  held  defective  are  technical,  the  petitioner's  appli- 
cation to  the  extent  that  it  relates  to  the  Selden  patent  will 
be  denied  without  prejudice  to  his  right  to  file,  on  or  before 
the  loth  day  of  August,  1880,  an  amended  or  substituted 
petition  for  a  rehearing,  to  the  extent  indicated,  and  for  leave 
to  amend  his  answer  as  heretofore  prayed,  with  the  right  to 
use  the  affidavits  and  exhibits  now  on  file  with  the  present 
petition,  except  the  affidavit  of  the  defendant,  Stowell,  in  the 
present  form  of  verification.  In  case,  however,  such  amend- 
ed or  new  petition  shall  be  filed,  it  must  be  on  condition  that 
the  defendant  pay  the  taxable  costs  thus  far  incurred  in  his 
application  for  a  rehearing,  and  that  he  also  pay  the  neces- 
sary travelling  and  other  expenses  of  the  complainants' 
solicitor,  incurred  by  him  in  attendance  upon  the  former 
hearing  of  the  defendant's  application,  together  with  thirty 
dollars,  solicitor's  fees. 


W.  G.  Rainey^  for  the  complainants. 
E.  If,  Bottum^  for  the  defendant. 
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Aaron  H.  Allen 

vs. 

The  Mayor,  etc.,  of  the  City  of  New  York,  and 
THE  Board  of  Education  of  the  City  of  New 
York.     In  Equity.* 

A  suit  for  the  infringement  of  a  patent,  in  using  school  furniture  in  the 
schools  of  the  city  of  New  York,  was  brought  against  the  city  and  the 
Board  of  Education,  the  latter  being  a  corporation  within  that  of  the  city, 
and  in  charge  of  its  schools.  Answers  were  put  in  and  proofs  taken. 
During  the  pendency  of  the  suit,  two  successive  successors  to  the  Board 
of  Education  were  created,  the  last  one  being  also  called  by  the  same 
name.  It  was  summoned, to  appear  as  a  defendant,  but  did  not.  The 
bill  was  not  taken  pro  confesso  against  it.  The  case  was  heard  and  de- 
cided without  objection.  After  a  decree  for  the  plaintiff,  the  new  Board 
of  Education  filed  an  answer.  The  plaintiff  moved  to  take  it  from  the 
file  :  Held,  that  the  motion  must  be  granted. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  June,  1880.) 

Wheeler,  J. 

This  suit  was  brought  against  the  city  and  the  then  Board 
of  Education,  a  corporation  within  that  of  the  city,  and  an 
instrumentality  of  the  city  having  charge  of  its  educational 
interests  and  institutions,  for  the  infringement  of  a  patent  in 
the  use  of  the  school  furniture  of  the  schools  of  the  city. 
The  suit  proceeded  until  the  Legislature  of  the  State  provided 
a  successor  to  the  Board  of  Education,  called  the  Department 
of  Public  Instruction,  and  then  a  successor  to  that,  called 
again  the  Board  of  Education.  Answers  and  replications 
were  filed  and  testimony  was  taken.  After  the  new  Board  of 
Education  was  created^  it  was  summoned  to  appear  and 
answer  as  a  party  defendant,  but  did  not ;  the  bill  was  not 
taken  pro  confesso  against  it  ;  and,  after  several  terms,  the 

*  18  Blatchf.  C.  C.  R.,  239. 
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cause  was  fully  heard  on  the  issues  made  by  the  plead- 
ings which  were  in,  without  objection  by  either  party,  and 
without  bringing  the  fact  that  the  bill  against  the  new 
Board  of  Education  had  not  been  answered  nor  taken  pn? 
confessoy  to  the  attention  of  the  court.  The  cause  was  de- 
cided, and  an  interlocutory  decree  ordered,  (17  Blatchf. 
C.  C.  R.,  350,)  since  which  the  new  Board  has  filed  an  answer, 
and  the  plaintiff  has  moved  to  have  it  taken  from  the  file  ; 
and  the  cause  has  been  heard  upon  this  motion. 

The  Rules  in  Equity  are  framed  for  bringing  a  cause  to  a 
hearing,  and  do  not  apply  after  a  cause  has  been  heard,  un- 
less some  proceedings  are  taken  to  bring  it  within  their 
operation  again  and  to  start  it  anew  towards  a  hearing. 
When  the  cause  is  heard  without  objection  by  either  party, 
all  steps  not  taken  by  either,  which  the  other  had  a  right  to 
insist  upon  for  the  orderly  bringing  the  cause  to  a  hearing, 
must  be  considered  as  waived.  Any  other  course  would  lead 
to  reopening  causes,  after  hearing,  for  technical  and  unim- 
portant defects,  and  greatly  embarrass  the  prompt  adminis- 
tration of  justice  by  the  courts,  which  is  for  the  good  of  the 
people. 

In  this  case,  theoretically,  probably,  these  new  corpora- 
tions were  new  parties,  whom  it  was  necessary  to  bring  in  ; 
but,  practically,  they  were  successors  in  the  same  right  and 
duty.  Whatever  would  be  a  defence  for  one  would  be  for 
the  other,  and,  when  pleaded  by  one,  and  tried  on  the  issues 
made,  the  trial  would  be  the  same  as  if  the  same  defence  was 
pleaded  anew.  Each  of  these  corporations  is  understood  to 
be  representative  in  its  character,  and,  if  the  principal  is 
represented  in  every  defence  by  one,  it  is  not  necessary  to 
the  preservation  of  its  rights  that  it  be  successively  repre- 
sented in  the  same  defences  by  all.  The  want  of  an  answer 
by  the  new  Board  has  not,  so  far  as  is  made  to  appear, 
affected  the  issues.  The  decision  has  not  been  made  at  all 
upon  the  bill  not  answered,  as  if  it  had  been  taken  pro 
confessOy  nor  upon  anything  but  the  proofs  applicable  to  the 
issues.  No  injustice  has  resulted  from  the  course  taken,  so 
far  as  is  seen,  and  none  appears  likely  to  result  if  the  plead- 
ings remain  as  they  are. 
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The  motion  is  granted  and  the  answer  ordered  to  be  taken 
off  the  file. 

Andrew  J.  Todd,  for  the  complainant. 

Frederic  H,  Beits,  for  the  defendants. 


George  W.  Banker 
Jabez  a.  Bostwick  et  al.  In  Equity. 

Where  it  is  necessary,  in  order  to  ascertain  the  exact  form  and  position  of  ( 
some  of  the  parts  of  the  patented  invention,  the  drawings  may  be  exam- 
ined and  relied  upon  alone,  to  some  extent,  in  connection  with  and  as . 
part  of  the  specification. 

Letters  Patent  No.  43,371,  granted  to  Banker  and  Carpenter  as  assignees  of 
George  W.  Prince,  June  28th,  1864,  for  an  improvement  in  themanu-- 
facture  of  tin  cans,  held  valid. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  June,  1880.) 

Wheeler,  J. 

This  suit  is  brought  for  relief  against  infringement  of  letters  • 
patent,  No.  43,371,  dated  June  28th,  1864,  issued  to  Banker 
and  Carpenter,  assignees  of  George  W.  Prince,  for  an  im- 
provement in  the  manufacture  of  tin  cans,  and*  now  owned, 
by  the  plaintiff. 

The  defences  relied  upon  are  that  this  improvement  was, 
known  to  and  used  by  Edward  T.  Covell,  and  was  described 
and  shown  in  letters  patent  No.  42,351,  dated  April  Lgth,. 
1864,  and  issued  to  him  for  an  improvement  in«  the  manu- 
facture of  tin  cans,  before  the  invention  of  Pfince.  The 
plaintiff  insists  that  the  invention  and  patent  ofi  Coveli  are 
for  a  different  improvement  from  that  of  Prince,  and  that,  if 
not,  Prince  invented  it  before  Covell  did.  The-  cause  has 
been  heard  upon  these  questions  an  pleadings,  pnoofs,  and 
arguments  of  counsel.. 

VOL.  V — 2P' 
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To  understand  these  patents,  it  is  necessary  to  examine 
the  drawings,  in  connection  with  and  as  a  part  of  the  specifica- 
tion, and  to  rely  uponthem  alone,  to  some  extent,  to  ascer- 
tain the  exact  form  and  position  of  some  of  the  parts.  I/t^g 
V.  Emerson^  11  How.,  587. 

The  improvements  relate  to  the  joints  of  flat-sided  cans. 
Coveli's  invention  was  of  a  joint  made  by  having  one  edge  of  a 
plate  for  a  side  of  a  can  turned  inwardly  with  reference  to  the 
can,  with  a  bend  at  about  a  right  angle,  and  then  outwardly 
with  a  circular  bend,  forming  a  shallow  groove  on  the  out- 
side of  this  flange  for  receiving  a  flange  turned  inwardly, 
with  a  simple  circular  bend  on  the  edge  of  the  next  plate, 
which  hooked  into  the  gutter  of  the  other  flange,  making  a 
smooth  rib  over  the  joint  on  the  inside  of  the  can  and  an 
accessible  gutter  between  the  bends  for  soldering  the  joint 
on  the  outside.  Prince's  was  of  a  joint  made  by  having  the 
edge  of  a  plate  turned  inwardly  and  then  reversed  on  itself, 
forming  a  double  flange  with  a  narrow  and  deep  groove 
between  the  sides,  receiving  a  flange  turned  inwardly  on  the 
edge  of  the  next  piece  at  the  proper  angle,  and  fitting  into 
the  groove  so  as  to  be  clamped  by  its  sides,  forming  a  joint 
on  the  inside  of  the  can  and  an  accessible  gutter  on  the  out- 
side for  the  solder.  The  differences  in  the  shape  and  depth 
of  the  grooves  for  receiving  the  flange  of  the  next  piece  make 
an  important  difference  in  the  hold  they  take  of  the  flange 
and  in  the  solidity  and  strength  of  the  joints,  and  in  the 
joints  as  a  whole.  Prince's  has  strength  from  the  strength 
of  the  metal  without  solder,  and  a  convenient  gutter  for 
solder  to  make  it  tight  and  still  stronger.  CoveU's  had  a 
convenient  gutter  for  solder,  but  depended  on  the  solder  for 
its  strength.  The  object  of  Covell  appears  to  have  been  to 
provide  a  joint  which  could  be  easily  soldered  ;  that  of 
Prince  to  make  a  joint  of  increased  strength  as  well,  and 
both  appear  to  have  succeeded.  The  joints  are  different 
from  each  other,  not  merely  in  degree,  but  in  kind.  Prince's 
can  had  the  same  joint  to  unite  the  head  and  bottom  to  the 
sides,  and  Covell's  a  different  one  for  that  purpose  from 
those  uniting  the  sides,  and  the  infringing  can  has  different 
joints  there  ;  but  this  is  not  material,  for  the  invention  and 
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infringement  could  consist  in  joints  of  a  particular  form  for 
parts  of  cans,  as  well  pro  tanto  as  for  the  whole.  Goodyear 
Denial  Vulcanite  Co.  v.  Freterre^  15  Blatchf.  C.  C.  R.,  274. 
These  conclusions  are  in  accordance  with  those  of  the 
Patent  Office,  which  had  both  applications  and  that  of  one 
Merrifield  before  it  at  the  same  time,  and  declared  an  inter- 
ference between  Prince  and  Merrifield,  but  not  between 
either  and  Covell,  and  granted  a  patent  to  both  Prince  and 
Covell. 

These  considerations  entitle  the  plaintift  to  a  decree  sus- 
taining his  patent,  and  render  the  determination  of  the  other 
questions,  which  is  not  without  difficulty,  although  they 
have  been  presented  with  great  thoroughness  and  care  in 
argument,  unnecessary.  There  is  no  question  made  about 
infringement,  and  there  must  be  a  decree  for  the  plaintiff. 

Let  a  decree  be  entered  for  an  injunction  and  an  account, 
according  to  the  prayer  of  the  bill,  with  costs. 

George  Harding  and  John  R,  Bennett^  for  the  complainant. 

Causten  Browne  and  Livingston  Scott,  for  the  defendants. 


The  Double  Pointed  Tack  Company 

vs. 

0 

Joseph  Mann  et  al.    In  Equity. 

A  mere  aggregation  of  parts,  in  which  each  device  performs  its  separate 
function,  without  producing  anything  new  in  operation  or  result  by  the 
combination,  is  not  patentable. 

A  mere  reduction  in  size  of  an  old  device,  so  as  to  make  it  small  enough 
for  a  new  use,  cannot  support  a  claim  to  a  patent. 

The  complainant's  device  being  produced  rather  by  mere  change  of  form 
from  that  of  devices  which  preceded  it,  than  by  originality  of  construc- 
tion, though  such  change  gave  to  it  utility  and  value,  held  not  to  be  pat- 
entable. 

(Before  Dyer,  J.,  Eastern  District  of  Wisconsin,  June,  1880.) 
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The  complainant's  rights  depend   upon  the  validity  of  a 
patent  issued  February   loth,    1874,  for  an  improvement  in 
bail -ears  used  upon  pails.    One  Purches  Miles  was  the  alleged 
inventor  of  the  device  in  question,  and  filed  an  application 
for  a  patent  November  nth,  1873  ;  but  the  grant  of  letters 
patent  was  made  to  the  complainant,  Miles  having  assigned 
to  it  his  right,  title  and  interest  in  said  invention.     In  his 
specification    the    inventor   makes    this  admission  :    **  Wire 
staples  have  been  employed  to  form  the  fastening  eyes  for 
bails,  and  these  have  been  driven   into  the  wood  with  the 
penetrating-points  nearly  at  right  angles  to  the  surfaces  and, 
in  use,  they  are  liable  to  pull  out  by  the  weight."  He  then  de- 
scribes his  invention  as  follows  :    **  My  invention  consists  in 
a  bail  fastening  staple  made  of  wire  with  the  penetrating 
ends  cut  at  such  an  angle  that  in  driving  them  into  the  wood 
they  will  assume  an  upward  inclination,  so  that  the  weight 
will  tend  to  force  such  points  inwardly  rather  than  to  draw 
them  out,  and  the  bending   of  the  ends  in    clinching  will 
always  be  upwardly,  thus  making  a  much  better  and  more 
reliable  article  than  heretofore  ;  and  I  combine  with   such 
fastener  a   convex   metallic   washer  to  keep  the  bail    from 
contact  with  the  wood  or  the  paint  thereon.**     The  claims  of 
the  patent  are  as  follows:  *'  i.  The  compound  staple-fastening 
d  for  bails,  made  with  the  diagonally-cut  penetrating  points 
2  and  3,  loop  4,  and  body  5,  said  diagonally-cut  points  being 
positioned  as  set  forth,  so  as  to  bend   upwardly  in  driving 
into  the  wood,  as  set  forth.     2.  The  convex  metallic  washer 
e^  in  combination  with  the  compound  bail-fastening  staple  //, 
having    upwardly-penetrating    points   2    3   and   loop    4,    as 
and  for  the  purposes  specified."     Drawings  of   the  device 
annexed  to  the  specification    show   a   staple-fastening  with 
two  penetrating-points  or  prongs,   the  upper  prong  being 
longer  than  the  lower.     The  lower  prong  runs  at  an  acute 
angle,  and  the  upper  prong  at  an  obtuse  angle  from  the  body 
of  the  staple,  the  prongs,  as  shown  in  the  drawings,  having 
an  upward  inclination.     The  points  are  beveled  or  cut  diago- 
nally on  the  lower  sides,so  as  to  cause  them  when  driven  into 
the  wood,  as  it  is  claimed,  to  turn  upwardly  and  clinch  as 
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they  are  being  driven.  The  washer  used  in  combination 
with  the  staple,  to  keep  the  bail  from  contact  with  the  wood, 
is  an  ordinary  convex  metallic  washer.  The  patent,  as  to  the 
first  claim,  is  attacked  for  want  of  novelty,  and,  as  to  the 
second,  because  it  is,  as  claimed,  for  a  mere  aggregation  of 
parts. 

Concerning  the  second  claim  I  have  no  doubt.  As  we  have 
seen,  that  claim  is  for  the  convex  metallic  washer  in  com- 
bination with  the  staple.  It  is  not  perceived  how  the  washer 
can  be  said  to  cooperate  with  the  bail-ear  in  the  production 
of  a  common  result.  It  may  give  greater  finish  to  the  pail,  and 
prevent  the  bail  from  rubbing  and  disfiguring  the  wood  at 
the  point  where  the  bail  is  fastened  to  the  ear,  but  the  union 
of  the  two  devices  does  not  contribute  necessarily  to  one  or 
the  same  result,  and  does  not  involve  invention.  The  bail- 
ear  and  the  washer  perform  separate  and  distinct  functions, 
the  distinct  office  of  neither  being  changed  or  affected  by 
the  operation  of  the  other.  The  function  of  the  bail-ear  is  to 
afford  a  staple-fastening  for  the  bail.  The  presence  of  the 
washer  does  not  contribute  to  nor  aid  the  completeness  of  the 
connection  between  the  bail  and  the  bail-ear,  nor  the  attach- 
ment of  the  bail-ear  to  the  pail.  The  addition  of  the  washer, 
which  is  an  old  device,  makes  a  mere  aggregation  of  parts, 
in  which  each  device  performs  its  separate  function  without 
producing  anything  new  in  operation  or  result  by  the  com- 
bination. In  other  words,  the  bail-ear  performs  the  same 
function  without  the  washer  as  with  it. 

The  point  is  well  put  in  Glidden  v.  Copeland^  15  Off.  Gaz.,  921, 
where  it  is  said  :  **  The  fact  that  the  knives,  the  rake,  and  the 
binder  are,  respectively,  subordinate  combinations,  perform- 
ing distinct  operations,  is  not  fatal  to  the  patentability  of  a 
combination  of  these  devices  in  a  harvester,  for  they  all  co- 
operate to  produce  one  definite  result.  But  the  combination 
of  a  tool-chest  or  feed-box  ^ith  these  other  elements  would 
not  be  a  patentable  combination,  because  whatever  these  ap- 
pendages might  contribute  to  the  production  of  a  convenient 
or  useful  harvester,  they  would  not  co-operate  with  the  other 
devices  in  the  production  of  any  one  precise  result." 

Plainly,  no  invention  was  necessary  to  combine  the  washer 
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with  the  bail-ear,  and  I  regard  the  complainant's  patent,  as 
to  the  second  claim,  void,  because  it  is  for  a  mere  aggrega- 
tion of  parts  which  have  no  common  function. 

In  passing  upon  the  first  claim  in  the  complainant's  patent, 
it  is  essential  that  we  ascertain  precisely  what  the  patented 
invention  is.  The  proofs  clearly  show  that  prior  to  the  com- 
plainant's patent  wire  staples  were  employed  for  the  purpose 
of  attaching  the  handles  to  pails,  and  that  the  use  of  such 
staples  for  that  and  other  purposes  was  old.  In  view  of  the 
state  of  the  art,  it  is  unquestionably  necessary,  in  order  to 
support  the  complainant's  patent,  that  it  be  shown  that  his 
device  presents  a  feature  not  before  in  existence,  and  which  it 
required  invention  to  produce.  As  showing  the  state  of  the 
art,  the  defendants  have  introduced  in  evidence  numerous 
samples  of  staples,  and  various  patents  granted  both  before 
and  subsequent  to  the  complainant's  patent.  The  Walton 
patent,  granted  in  1868,  shows  a  bail-ear  constructed  of  wire 
bent  so  as  to  have  an  eye,  in  which  the  bail  is  fastened,  and 
two  prongs  of  equal  length.  This  device  is  unlike  the  com- 
plainant's, as  plainly  appears  on  the  face  of  the  specifications 
and  claim,  because  the  prongs  are  intended  to  be  inserted  in 
holes  in  the  sides  of  the  pail,  passing  entirely  through  the 
same,  and  clinched  upon  the  inner  side.  Nor  does  the  de- 
vice, as  I  understand  it,  show  beveled  prongs  ;  certainly  not 
prongs  both  beveled  on  the  under  side.  This  patent  was  re- 
issued in  1876,  and  the  claim  in  the  reissued  patent  is  :  **  i. 
As  a  new  article  of  manufacture,  a  bail-ear  for  pails,  made  of 
wire  bent  to  form  a  loop,  and  having  two  prongs,  that  are 
clinched  substantially  as  set  forth.  2.  The  combination  of 
the  staple  with  the  bail-ear  a  b^  substantially  as  set  forth.  3. 
A  bail-ear  made  of  wire,  and  having  an  eye  for  the  bail  be- 
tween the  two  prongs,  substantially  as  set  forth." 

The  Krichbaum  patent,  granted  in  1869,  discloses  a  staple 
having  two  prongs  or  points,  one  above  the  other  ;  but  these 
prongs  are  not  beveled  on  their  lower  sides,  and  evidently 
are  not  made  to  penetrate  in  an  upward  direction,  nor  are 
they  intended  to  be  driven  into  the  wood,  as  the  complainant's 
device  is.  The  specifications  in  the  patent  state  that  **  these 
ears  are  secured  to  the  pail  by  first  boring  holes  therein, .in 
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which  the  prongs  are  inserted,  which  being  done  they  arc 
then  clinched  down  upon  the  inside.**  This  device,  there- 
fore, does  not  exhibit  the  characteristic  of  the  Miles  invention 
— viz.,  upwardly-penetrating  points,  both  arranged  to  turn  in 
the  same  direction  in  the  wood  in  driving. 

Miller's  patent,  granted  in  April,  1874,  a  caveat  for  his  device 
having,  however,  been  filed  in  the  Patent  Office  in  August, 
1873,  shows  a  staple  with  two  points  projecting  at  directly  right 
angles  to  the  bail-ear,  each  of  which  points  is  notched  ; 
and  in  the  specifications  of  the  patent  it  is  stated  that  :  '*  The 
ears  are  attached  to  the  opposite  sides  of  a  bucket,  keg,  or 
cask  by  driving  the  projecting  portions  through  the  bucket, 
the  top  one  being  near  the  rim  and  the  other  a  short  distance 
down  the  side,  and  the  projecting  ends  clinched  or  swaged, 
the  notches  facilitating  this  operation." 

The  claim  in  this  patent  is  a  broad  one^  since  it  is  for  an 
article  of  manufacture,  being,  **  the  combined  bucket  bail 
and  ears  herein  described,  the  latter  constructed  of  flat  iron, 
with  its  lower  end  rounded  to  pass  through  the  side  of  the 
bucket,  and  the  other  end  rounded  and  bent  upon  itself  to 
form  a  loop,  and  terminating  in  a  prong  constructed  to  pass 
through  the  side  of  the  bucket,  substantially  as  described." 
This  patent  was  reissued  in  1877,  and  the  claim  in  the  re- 
issued patent  is  for  bail-ear  and  bail,  and,  as  an  article  of 
manufacture,  the  combined  bucket,  bail,  and  ear.  A  prom- 
inent feature  of  the  Miller  device  is  the  notch  in  the  end  of 
the  prongs,  and  it  is  plain  that  the  patent  does  not  show  a 
staple  having  the  lower  sides  of  the  prongs  beveled,  and  so 
adapted  as  to  give  the  points,  when  driven  into  the  wood,  an 
upward  inclination.  There  is  also  in  evidence  the  rejected 
application  of  one  Collins  for  a  patent  for  an  improved  bail 
and  tub  ear,  which  application  was  filed  in  1868.  A  drawing 
of  this  device  shows  a  diagonal  cut  at  the  point  on  the  upper 
side  of  the  upper  prong  of  the  ear  and  a  diagonal  cut  at  the 
point  on  the  lower  side  of  the  lower  prong.  From  the 
description  of  this  device  given  by  the  inventor  in  his  appli- 
cation for  a  patent  it  is  evident  that  it  is  intended  that  the 
two  prongs  are  to  be  driven  entirely  through  the  stave  and 
then  clinched  on  the  inside  of  the  pail,  the  diagonal  cut  of 
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the  points,  as  described,  being  evidently  made  to  facilitate 
such  clinching.  Collins*  application  was  rejected  because  it 
was  found  that  his  device  was  anticipated  by  the  patent  of 
Walton,  the  prongs  of  both  devices  being,  as  before  stated, 
intended  to  pass  entirely  through  the  side  of  the  pail,  and 
clinch  on  the  inner  side. 

Now,  it  is  probably  true  that  in  the  particulars  in  which  all 
these  devices,  including  the  complainant's,  have  features  in 
common,  the  complainant's  patent,  if  valid,  is  subordinate  to 
one  or  more  of  the  patents  referred  to  ;  but  none  of  these 
various  devices  show  a  construction  in  form  like  that  of  the 
complainant's,  and  none  show  the  lower  sides  of  both  points 
of  the  staple  beveled  or  cut  away  so  as  to  cause  them  to 
bend  upwardly  and  clinch  within  the  wood  when  being 
driven,  and  this  I  regard  the  essence  of  the  Miles  invention — 
if  that  characteristic  of  his  device  can  be  said  to  be  an  inven- 
tion— and  this,  I  take  it,  is  the  whole  point  of- the  complain- 
ant's case.  The  proof  is  abundant  that  the  use  of  wire  staples 
to  form  the  fastening  eyes  for  bails  is,  and  was  at  the  time 
the  complainant's  patent  was  granted,  old.  Samples  of  sta- 
ples used  for  various  purposes  many  years  have  been  put  in  evi- 
dence, among  which  is  the  staple  used  on  the  thill  of  a  wagon 
for  the  purpose  of  holding  the  saddle-strap  and  the  back 
breeching-strap,  and  also  the  staple  used  on  harness-hames, 
both  of  which  are  similar  in  form  to  the  complainant's 
device,  except  that  the  prongs  do  not  run  from  the 
body  of  the  staple  at  the  angle  shown  in  the  complainant's 
staple,  nor  are  the  points  of  the  wagon-thill  and  the  hames- 
staples  beveled  on  any  particular  side,  but  are  somewhat 
flattened  on  each  side  or  made  pyramidal  at  the  points,  so 
that  they  may  be  driven  with  facility  through  the  wood  or 
inserted  in  holes  made  through  the  wood,  and  swaged  down 
upon  the  under  side.  Samples  of  other  common  loop-staples 
are  shown,  some  of  which  appear  to  have  diagonal  cuts  at 
the  points,  but  it  is,  perhaps,  a  curious  circumstance  that 
none  of  them  show  the  diagonal  cut  on  the  same  side  of  each 
point,  particularly  on  the  lower  side  of  both  points. 

Now,  it  is  claimed  by  counsel  for  the  defendants  that  such 
a  state  of  the  art,  and  such  common  knowledge  with  reference 
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to  wire  staples,  existed  at  the  time  the  complainant's  patent 
was  granted  as  deprives  the  patentee  of  the  Miles  device  of 
the  right  to  insist  that  his  device  was  the  result  of  invention  ; 
and  it  is  especially  urged  that,  as  the  Collins  device  shows 
one  of  the  points  of  the  staple  beveled  on  the  lower  side, 
there  was  no  invention  on  the  part  of  Miles  in  making  both 
the  points  of  his  staple  beveled  on  the  lower  side,  and  since 
we  find  that  wire  staples  for  bail-ears  were  old  when  Miles 
conceived  his  device,  and  since,  therefore,  his  invention  can- 
not relate  broadly  to  all  kinds  of  staples,  nor  even  to  the 
simple  cutting  of  a  penetrating-point  diagonally,  it  becpmes 
a  question  whether  it  was  invention  to  devise  and  make  a 
staple-fastening  for  bails  with  both  points  cut  diagonally  on 
the  under  side,  so  as  to  accomplish  the  purpose  designed  — 
viz.  to  bend  the  points  upwardly  in  the  act  of  driving.  Plain- 
ly, if  there  is  anything  patentable  in  the  complainant's  de- 
vice, it  is  the  diagonal  cut  on  the  same  side  of  the  two  points. 
A  claim  of  novelty  based  upon  the  form  of  the  body  of  the 
staple  is  not  well  founded,  because  a  staple  of  substantially 
the  same  form  of  body  is  old,  as  is  shown  by  exhibits  in 
evidence.  A  mere  reduction  in  size  of  an  old  device,  so  as 
to  make  it  small  enough  for  anew  use,  cannot  support  a  claim 
to  a  patent.  The  wagoji-thill  staple  is  very  similar  in  form  to 
the  complainant's,  the  differences,  as  before  remarked,  being 
in  the  relative  length  of  the  lower  prong,  the  angle  at  which 
the  prongs  run  from  the  body  of  the  staple,  and  the  beveled 
points.  As  stated  by  one  of  the  witnesses,  the  effect  of  driv- 
ing the  staple  in  question  into  the  wood  would  be  to  incline 
the  points  upward,  while  the  thill-staple  would  pass  perpen- 
dicularly through  the  wood.  That  the  effect  of  the  bevel  is 
to  force  the  beveled  point  in  an  opposite  direction  from  the 
bevel,  and  that  this  .is  common  knowledge  in  mechanics, 
cannot  be  regarded  as  open  to  dispute.  The  principle  is 
constantl)''  illustrated  and  shown  in  the  use  of  the  chisel. 
Although  witnesses  for  the  defendants  have,  on  cross-examina- 
tion, testified  that  they  have  not  known  of  a  double-pointed 
tack  or  staple  with  the  bevel-cut  on  the  same  side  of  both 
points,    the    evidence     clearly    shows    that    double-pointed 
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Staples  with  diagonal  cuts  on   different  sides  of  the  pK>ints 
were  old  when  the  complainant's  device  was  patented. 

The  principal  witness  for  the  complainant,  who  procured  for 
Miles  the  patent  in  question,  says  in  his  testimony  :  "  In  the 
said  letters  patent  of  the  complainant  the  second  paragraph 
makes  a  very  broad  admission,  to  the  effect  that  wire  staples 
have  been  used   for  fastening   the    eyes  of    bails    to   pails, 
and   that   these    staples   have   been  driven    into   the   wood, 
with  penetrating-points,  nearly  at  right  angles  to  the  sur- 
face.    I  am  also  aware,  and  was  aware  before  preparing  the 
papers  for  said  patent,  that  the  penetrating-points  of  staples 
had  been  formed  in  a  variety  of   manners,  among  which  I 
name  the  cutting  of  the  wires  diagonally,  the  diagonal  cut 
generally  being  on  the  flat  side  of  the  staple."     Other  testi- 
mony and  exhibits  in  evidence  show  single-looped  staples  in 
use  anterior  to  the  complainant's  device,  with  diagonal  cuts  on 
the  opposite  sides  of  the  two  points,  so  that,  in  driving  them, 
one  point  would  be  forced  in  one  direction  and  the  other  in 
an   opposite  direction.     All  this   shows   that   the  idea  of  a 
diagonal  cut  on  the  penetrating-points  of  staples  was  not  new 
with  Miles,  and  that  all  that  he  can  claim  as  new  with  him  is 
whe  diagonal  cut  on  the  same  sides  of  the  two  points  and  the 
angle  at  which  the  points  run  from  the  body  of  the  staple,  as 
shown  in  his  device.     This  is  what  Miles  invented,  and  noth- 
ing more  ;  and   since   we   find   that   the   form  of  the  body 
of  his  staple  and  the  diagonal  cut  of  the  penetrating-points 
were  old  when  he  devised  his  staple,  I  am  of  the  opinion  that 
the  angle  at  which  the  prongs  run  from  the  body  of  the  staple, 
and  the  fact  that  in  his  device  both  points  are  cut  diagonally 
on  the  under  side  do  not  give  to  the  device  such  originality 
and  novelty  as  are  essential  to  patentability  ;  nor,   in  my 
judgment,  can  the  mere  fact  that  it  is  so  constructed  as  to  be 
adapted  to  use  upon  pails  make  it  patentable.     The  leading 
feature  of  the  complainant's  device,  though  it  may  give  to  it 
utility  and  value,  seems  to  have  been   produced  rather  by 
mere  change  of  form  from  that  of  devices  which  preceded  it 
than  by  originality  of  construction.     The  adjustment  of  parts 
is  purely  mechanical,  and  in  the  previous  state  of  the  art  re- 
quired only  the  exercise  of  mechanical  skill.     A  staple  with 
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one  point  beveled  on  one  side  and  the  other  point  beveled  on 
the  opposite  side  was  old.  It  was  common  knowledge  that, 
as  the  points  should  be  driven  into  the  wood,  they  would  be 
forced  in  different  directions,  because  each  point  would  be 
pushed  in  an  opposite  direction  from  the  bevel.  Now,  the 
construction  of  a  staple  so  that  both  points  should  be  beveled 
on  the  same — that  is,  the  under — side,  thereby  causing  both 
points  when  driven  into  the  wood  to  incline  or  bend  in  the 
same  direction — that  is,  a  direction  opposite  the  bevel — 
would  seem  to  be,  in  the  language  of  the  Supreme  Court, 
**but  the  carrying  forward,  or  new  or  more  extended  applica- 
tion, of  a  thought  original  with  others/'  or  well  known  in 
mechanics,  and  not  such  an  invention  as  will  sustain  a 
patent. 

The  learned  counsel  for  the  complainant,  in  argument,  relied 
strongly  on  the  case  of  Rogers  v.  Sargent^  7  Blatchf.  C.  C.  R., 
507,  which  involved  the  validity  of  a  patent  for  a  wire  staple 
with  corrugated  or  indented  backs  or  ends.  In  that  case  the 
patent  was  sustained,  and  counsel  have  argued  that  the  in- 
vention was  merely  a  corrugated  staple — the  mere  use  of  a 
piece  of  corrugated  wire,  such  as  every  one  had  seen  long  be- 
fore, but  which  when  bent  into  a  staple  produced  a  particular 
and  novel  effect.  But  an  examination  of  the  opinion  of  the 
court  shows  that  the  decision  of  the  case  was  made  to  rest 
upon  peculiar  and  special  grounds.  The  patentee's  staple 
was  formed  by  compression  between  dies,  and  it  appeared 
that  his  claim  was  granted  by  the  Patent  Office  :  **  As  a  claim 
to  a  staple,  the  shanks  of  which  were  to  have  a  rounded  edge 
in  the  direction  of  their  width,  a  sharpened  edge  in  the  direc- 
tion of  their  thickness,  and  transverse  indentations,  when 
those  three  qualities  were  produced  by  compression  between 
dies  as  contradistinguished  from  forging  the  points  and 
cutting  the  barbs  by  a  chisel."  It  was  this  difference,  leading 
to  the  production  of  the  article  at  a  cheaper  rate  by  the  new 
method,  which  was  regarded  by  the  Patent  Office  as  a  patent- 
able difference  ;  and  it  is  evident,  from  the  opinion  of  Judge 
Blatchford,  that  he  sustained  the  patent  upon  that  ground,  for 
he  says  :  **  The  evidence  shows  that  the  patented  staple  could 
not  be  made  by  hand  at  a  price  which  would  admit  of  its  prof- 
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itable  manufacture  ;  that  the  sale  of  it  made  by  dies,  by  ma- 
chinery, has  been  very  great,  and  that  it  has  altogether  super- 
seded the  non-serrated  staple  before  used  for  blinds.  In  view  of 
these  facts  I  think  the  reissued  patent  is  valid,  and  the  claim 
sustainable  in  law.    The  words  *  constructed  substantially  as 
above  described*  cannot  be  regarded  as  having  reference  solely 
to  the  construction  of  the  staple  into  a  staple  with  transverse 
corrugations,  and  so  formed  as  to  penetrate  wood  easily  and  be 
withdrawn  therefrom  with  difficulty.    *    *    *    They  mean  not 
only  staples  of  such  a  shape  that  they  can  readily  be  inserted 
into  wood  and  with  difficulty  be  withdrawn  from  it,  but  staples 
made  into  such  a  shape  by  the  action  of  dies,  which  form  the 
corrugations  by  swaging.     To  this  idea  of  the  use  of  dies, 
enabling  the  article  to  be  made  by  machinery,  is  to  be  attrib- 
uted the  utility  and  success  of  the  invention.     This  use  of 
dies  to  make  the  corrugations,  and  not  merely  the  reduction 
in  size  of  the  spike,  forms  part  of  the  adaptation  of  the  spike 
for  use  in  blinds,  and  the  article,  when  so  made  by  dies,  is  a 
new  commodity  or  article  of  manufacture."     So  it  clearly 
appears  that  the  patent  was  sustained  for  the  reason  that  the 
corrugations  were,  under  the  patentee's  claims,  to  be  made 
by  the  use  of  dies,  thus  enabling  the  article  to  be  constructed 
by  machinery,  so   that  it   should  become  a  new  article   of 
manufacture.     This  is  the  special  ground  upon  which  the 
opinion    proceeds  in  establishing  the  patentee's  right,  and 
therefore  I  do  not  regard  the  case  as  one  in  which  it  is  un- 
qualifiedly held  that  a  patent  which  merely  covers  a  staple 
having  indentations  of  equal  depths  and  over  the  whole  sur- 
face is  valid.     The  particular  feature  of  the  patentee's  inven- 
tion to  which  attention  has  been  called  evidently  controlled 
the  decision  of  the  case. 

Without  pursuing  the  case  at  bar  further,  I  am  of  opinion 
that  the  complainant's  patent  must  fall,  because  of  the  want 
of  patentability  of  the  device  in  question. 

A.  V,  Briesen  and  N,  S,  Murphy ^  for  the  complainant. 

Finches^  Lynde  6r*  Miller^  for  the  defendants. 
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The  Eagleton  Manufacturing  Company 

vs. 

The  West,  Bradley  and  Gary  Manufacturing  Co. 

ET  AL.     In  Equity.* 

The  letters  patent,  No.  122,001,  granted  December  19th,  1871,  to  the  Eagle- 
ton Manufacturing  Company,  assignee  of  Sarah  N.  Eagleton,  adminis- 
tratrix of  J.  Joseph  Eagleton,  the  inventor,  for  an  improvement  in 
japanned  furniture  springs,  are  invalid. 

The  patent  is  for  springs  protected  by  japan  and  tempered  by  the  heat  used 
in  baking  on  the  japan. 

The  original  application,  filed  in  July,  1868,  said  nothing  about  temperjng 
or  heat,  and  was  confined  to  japanning,  to  protect  from  corrosion. 
Eagleton  authorized  his  attorneys  to  amend  the  application.  It  was 
rejected  in  July,  1868.  Eagleton  died  in  February,  1870.  The  at- 
torneys renewed  the  application  as  in  his  name,  in  December,  1870, 
the  specification  was  afterwards  twice  amended  by  them  in  his  name, 
and  the  patent  was  then  granted,  neither  Eagleton  nor  his  personal 
representative  having  made  oath  to  the  amendments.  Springs  tem- 
pered by  the  process  described  in  the  patent  existed  before  its  date : 
Held^  that  the  application,  as  made,  did  not  take  the  invention  patented 
back  to  its  date,  and  that  the  proof  did  not  carry  the  invention  by  Eagle- 
ton of  the  patented  spring  back  of  the  date  of  springs  made  by  others 
like  the  patented  spring. 

Held^  also,  that  the  death  of  Eagleton  revoked  the  attorneyship,  and  the 
amendments  to  the  specification  were  unauthorized,  being  for  a  differ- 
ent invention. 

The  last  named  objection,  though  not  specially  taken  in  the  answer,  is  avail- 
able under  a  denial  of  infringement  and  the  assertion  of  a  right  to  make 
the  tempered  springes. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  June,  1880.) 

Wheeler,  J. 

This  bill  is  brought  upon  letters  patent,  No.  122,001,  dated 
December  19th,  1871,  issued  to  the  Eagleton  Manufacturing 

*  18  Blatchf.  C.  C.  R.,  218. 


476  SOUTHERN   DISTRICT  OF  NEW  YORK. 

Eagleton  Manufacturing  Co.  v.  West,  Bradley  and  Cary  Manufacturing  Co. 

Company,  assignee  of  Sarah  N.  Eagleton,  administratrix  of 
J.  Joseph  Eagleton,  the  inventor,  for  an  improvement  In 
japanned  furniture  springs.  The  defences  set  up  in  the 
answer  are,  that  Eagleton  was  not  the  original  and  first  in- 
ventor of  the  improvement  ;  that  the  specification  is  not 
sufficiently  full,  clear  and  exact  to  enable  persons  skilled  in 
the  art  to  practice  the  invention  ;  that  the  specification  does 
not  contain  the  whole  truth  relating  to  the  invention  ;  and 
that  the  defendants  do  not  infringe. 

The  springs  which  are  the  subject  of  the  patent  are  coiled 
helical  or  hour-glass  springs,  so  called,  made  of  steel  wire, 
for  furniture  seats  and  beds.     It  is  desirable  that  such  springs 
should  be  protected  from  corrosion,  and  that  they  should  be 
strong  and  elastic.     The  patent  is  for  springs  protected  by- 
japan,  and  tempered  by  the  heat  used  in  baking  on  the  japan. 
It  specifies  no  degree  of  heat  to  be  used,  except  that  it  is  to 
be  sufficient  to  bake  and  harden  the  japan.     The  evidence 
shows  clearly,  that,  in  coiling  the  wire  of  which  these  springs 
are  made  into  the  shape  required,  it  is  weakened  by  the  strain 
on  the  outside  and  the  compression  on  the  inner  portions^ 
and  that  its  strength  and  elasticity  are  restored  and  improved 
by  subjecting  them  to  heat,  which  need  not  be  great  enough 
to  make  them  limber  and  to  lose  their  shape,  as  would  be 
necessary  in  tempering  by  the   old    process  ;  that  the  best 
result  is  produced  by  heat  at  about  ^ve  hundred  degrees  ; 
and  that  japan  may  be  baked  on  them  by  heat  at  from  two 
hundred  to  seven  hundred  degrees,  with  facility  and  rapidity 
sufficient  for  manufacturing  establishments,  and  at  still  lower 
heats  by  taking  longer  time  for  the  operation. 

The  oath  of  Eagleton,  that  he  believed  himself  to  be  the 
original  and  first  inventor  of  the  improvement  described  in 
his  application,  was  made  June  26th,  1868,  he  authorized  the 
members  of  the  firm  of  Munn  &  Co.  to  act  as  his  attorneys  in 
presenting  the  application  and  making  all  such  alterations 
and  amendments  as  might  be  required,  and  his  application 
was  filed  July  6th,  1868.  It  was  rejected,  and  he  was  notified 
by  letter,  in  the  care  of  his  attorneys,  dated  July  loth,  1868, 
of  the  rejection.  He  died  in  February,  1870.  The  application 
was  renewed,  as  in  his  name,  by  the  attorneys,  December 
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29th,  1870,  the  specification  was  amended  by  them  in  his 
name,  October  19th,  187 1,  and  again  rejected,  was  amended 
in  like  manner  November  7th,  1871,  and  was  finally  granted. 
That  steel  furniture  springs  of  this  sort,  tempered  and 
strengthened  in  this  manner,  were  known  and  used  by  various 
persons  named  in  the  answer,  before  the  date  of  the  patent, 
is  fully  and  clearly  shown  by  the  evidence  and  not  disputed. 
If  the  patent  was  not  accompanied  by  the  application,  the 
date  of  the  patent  would  be  deemed  to  be  the  date  of  the  in- 
vention, and  that  evidence  would  defeat  the  patent,  without 
further  proof  of  still  prior  invention  by  Eagleton.  Kelleher 
V.  Darlings  14  Off.  Gaz  ,  673.  And  the  application,  when 
produced,  in  order  to  be  effective  evidence  to  carry  the  date 
of  the  invention  back  to  its  own  date,  must  be  an  application 
for  substantially  the  same  invention  for  which  the  patent  is 
granted,  without  material  variation  or  addition.  Railway  Co. 
V.  Sayies^  97  U.  S.,  554.  The  date  of  the  application  alone 
would  not  be  sufficient  for  that  purpose.  In  this  view,  the 
original  application  of  Eagleton  is  important.  After  the 
preliminary  statement,  that  he  has  made  an  invention,  and 
referring  to  the  following  as  a  description,  and  to  the  draw- 
ing, stating  that  it,  **  represents  a  furniture  spring  provided, 
according  to  my  improvement,  with  a  japan  covering,"  he 
proceeded  ;  **  The  nature  of  this  invention  relates  to  im- 
provements in  helical  furniture  springs,  such  as  are  used  for 
mattresses,  sofas,  etc.,  the  object  of  which  is  to  provide  steel 
springs  which  will  not  be  so  liable  to  injury  from  corrosion 
as  those  now  in  use.  It  consists  in  providing  steel  springs, 
such  as  are  commonly  used,  with  a  japan  outer  covering. 
Steel  springs,  as  is  well  known,  possess  in  a  much  higher 
degree  the  requisite  qualities  of  strength,  flexibility  and 
elasticity  than  iron,  copper  or  brass,  and,  by  reason  of  the 
susceptibility  of  steel  to  be  tempered  and  thereby  regulated 
to  any  degree  of  elasticity,  it  is  much  more  preferable  to  use  ; 
but,  owing  to  its  great  liability  to  deterioration  from  corro- 
sion, it  is  but  little  used  for  such  springs.  To  obviate  this 
difficulty,  I  propose  to  provide  steel  springs  coated  with 
japan,  which  I  find  to  be  of  great  advantage  in  resisting  the 
corrosive  action  of  the  atmosphere  on  the  steel,  and  whereby 
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Steel  springs  are  made  very  much  more  durable  than   any 
other.     To  some  extent  the  same  purpose  may  be  accom- 
plished by  coating  the  spring  with  tin  or  zinc  or  other  similar 
metal  which  will  not  suffer  by  corrosion,  but  the  process 'of 
coating  with  such  metals  requires  the  use  of  acids  for  clean- 
ing and  preparing  the  steel,  which,  adhering  to  the  steel  and 
being,  to  some  extent,  inclosed  within  the  said  coating  and 
maintained  in  contact  with  the  steel,  have  an  injurious  effect 
thereon.     I  have,   therefore,  found,  that,  when  the  springs 
are  protected  by  japanning,  they  are  much  more  durable  and 
give  more  satisfactory  results,  the  same  being  applied  by  the 
common  japanning  process.     Having  thus  described  my  in- 
vention, I  claim    as    new,    and   desire   to   secure   by  letters 
patent,  japanned  furniture  springs,  as  a  new  article  of  manu- 
facture,  substantially  as   and  for   the   purpose   described," 
Here  is  the  whole  of  the  specification  and  claim,  and  there 
is  nothing  in  it,  nearly  or  remotely,  suggesting  or  hinting  at 
anything  more  than  merely  protecting  the  springs  by  japan. 
There  is  not  a  word  about  any  method  of  tempering  them, 
whatever  ;  nor  that  his  treatment  of  them  has  any  tendency 
whatever  to  temper  them.     All  that  is  said  relates  entirely  to 
their  need  of  protection  and  to  his  mode  of  protecting  them. 
The  Patent  Office  so  understood  and  construed  it,  rejected  it 
because  japanning  was  open  to  all,  and  informed  him  of  the 
rejection  and  its  grounds,  and  he  acquiesced  in  it  as  long  as 
he  lived.     There  is  no  question  but  that  the  rejection,  upon 
that   understanding,  was  right.     It  is  not  claimed  that  this 
patent,  or  any  patent,  could  be  maintained  for  merely  protect- 
ing steel  or  any  other  metal,  in  the  form  of  these  springs  or 
in  any  other  form,  by  japan.     The  discovery  is,  that  moder- 
ate heat,  such  as  may  be  applied  in  japanning,  will  restore 
and  impart  temper  to  these  springs.     The  patent  is,  there- 
fore, for  the  springs  tempered  in  this  manner.     The  applica- 
tion does  not  take  that  discovery  or  invention  back  to  its  date 
at  all.     It  shows  nothing  affirmatively  about  any  such  thing. 
Still,  ,it  is   claimed  that  the   proofs   in  the   case   show  that 
Eagleton  was,  in  fact,  the  first  inventor  or  discoverer  of  this 
improvement.     When  the  application  fails  to  take  the  date  of 
the  invention  back  of  the  date  of  the  patent,  and  the  defend- 
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ants  make  out  prior  knowledge  and  use  by  others,  beyond 
any  fair  or  reasonable  doubt,  as  the  law  requires,  the  burden 
is  shifted  on  to  the  plaintiff,  to  show  invention  or  discovery 
by  the  patentee  still  prior  to  that.  The  evidence  on  which 
the  plaintiff  claims  to  make  this  out  is  weak  ;  not  so  much  in 
the  number  and  character  of  the  witnesses,  as  in  what  they 
pretend  and  appear  to  know  that  Eagleton  discovered  and 
did.  They  fail  to  set  forth  such  experiments,  and  tests,  and 
results  examined  by  him,  as  would  ordinarily  accompany 
such  a  discovery.  On  this  subject  his  original  application  is 
very  weighty  and  important.  As  was  said  by  Mr.  Justice 
Nelson  in  Many  v.  Jagger^  i  Blatchf.,  C.  C.  R.,  372,  the  de- 
scription of  the  invention  by  the  patentee  in  his  own  lan- 
guage affords  the  highest  evidence  of  the  thing  or  instrument 
which  he  claims  to  have  discovered.  In  view  of  all  the  evir^ 
dence  on  this  subject,  it  not  only  does  not  appear  thati 
Eagleton  did  make  this  invention  or  discovery  before  the 
others,  but  it  appears  that  he  did  not,  and  that,  probably,  it-, 
never  came  to  his  knowledge  while  he  lived. 

It  is  said,  in  argument,  that  it  is  not  necessary  he  should: 
have  known  the  full  effect  of  the  process  he  invested,  in  order 
to  uphold  the  patent,  and  that,  if  he  invented  japanning,  itv 
might  not  be  necessary  for  him  to  know  that  japanning 
would  temper.  It  is,  doubtless,  true,  that  aa  inventor  need, 
not  know  all  the  uses  to  which  his  invention  is  capable  oft 
,  being  put,  and  equally  true  that  there  nskust  be  some  patent- 
able invention  patented  before  any  use  of  it  can  be  covered 
by  the  patent.  Here,  japanning  by  itsetf  was  not  patentable 
Eagleton  described  no  mode  of  japanning  which  would 
temper  or  strengthen  the  steel.  The  temper  and  strength  are 
produced  by  the  heat  altogether,  and  not  at  all  by  the  japan. 
He  did  not  even  mention  that  the  japan^was  to  be  applied 
with  heat.  Had  a  patent  been  granted  to  him  on  his  applica- 
tion, it  would  have  covered  japanned  springs,  not  tempered 
springs.  He  did  not  invent  or  discover  anything  patentable, 
of  which  any  one  use  could  be  made,  and,  a  fortiori^  not  any- 
thing of  which  more  than  one  use  could  be  made.  Upon  this 
view  of  these  questions  of  fact,  the  issue  of  fact  joined  upon 
the  traverse  of  the  answer  must  he.  f quo d  for  the  defendants. 
VOL.  v — 31 
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Further,  upon  these  facts,  the  law,  both  at  the  time  when 
the  original  application  was  made,  and  at  the  time  of  the 
amendments,  required  the  applicant  to  make  oath  that  he 
verily  believed  that  he  was  the  original  and  first  inventor  or 
discoverer  of  the  art,  machine,  composition  or  improvement 
for  which  he  solicited  a  patent,  (Act  of  July  4th,  1836,  5  U.  S. 
Stat,  at  Largs,  119,  §  6  ;  Rev.  Stat.,  §  4,892  ;)  and  that,  if 
the  application  was  by  executors  or  administrators,  the  oath 
should  be  varied  so  as  to  be  applicable  to  them.  Act  of  July 
4th,  1836,  121,  §  10;  Rev.  Stat.,  §  4,896.  The  invention 
which  Eagleton  made  application  for,  and  to  which  his  oath 
was  applicable,  was  japanning  steel  furniture  springs  merely. 
He  authorized  his  attorneys  to  amend  the  application.  At  his 
death  their  authority  ended.  Bac.  Abr.,  Authority,  E. ;  Hunt 
V.  Rousmanicr's  admrs.^  8  Wheat.,  174.  They  made  the  amend- 
ments in  his  name  without  any  authority  in  fact,  whatever 
authority  they  may  have  supposed  they  had.  The  amend- 
ments were  not  mere  amplifications  of  what  had  been  in  the 
application  before,  but  carried  into  it  the  pith  and  substance 
of  the  whole  invention  for  which  the  patent  was  granted. 
The  patent  was  granted  upon  this,  without  any  new  oath  by 
the  administratrix.  Pobably,  a  patent  may  well  be  taken  out 
by  an  administrator  upon  the  application  and  oath  of  the 
intestate  to  that  invention  for  which  the  patent  issues  ;  but 
that  is  not  this  case  ;  this  invention  is  entirely  different. 
This  application  as  to  the  invention  for  which  the  patent 
issued  was  made  and  acted  upon  as  upon  the  application 
and  oath  of  a  living  person,  when  there  was  no  such  person, 
and  could  not  be  any  such  application  and  oath.  The  pro- 
ceedings of  the  Patent  Office  are  presumed  to  be  regular 
and  .founded  upon  proper  proceedings,  but  they  must,  nec- 
essarily, be  founded  upon  the  applications  of  living  persons 
or  their  personal  representatives,  such  as  the  law  recognizes, 
and  not  upon  those  of  persons  who  are  merely  supposed  to 
exist ;  and  should  be  founded  upon  the  oath  of  the  inventor 
or  his  personal  representative,  in  accordance  with  the  statute. 
In  this  case,  the  substantial  part  of  the  thing  patented  was  im- 
ported into  the  application  of  a  person  not  in  existence,  in  his 
name,  without  the  support  of  the  oath  required  by  the  statute 
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from  either  him  or  his  personal  representative,  or  anything 
but  the  act  of  those  who  had  been  his  attorneys,  but  who 
could  not  be  such,  for  he  could  have  no  attorney  then.  In 
Railway  Co,  v.  SayUs^  97  U.  S.,  554,  before  cited,  Mr.  Justice 
Bradley  says  :  **  It  will  be  observed  that  we  have  given  par- 
ticular attention  to  the  original  application,  drawings,  and 
models  filed  in  the  Patent  Office  by  Thompson  and  Bachelder. 
We  have  deemed  it  proper  to  do  this,  because,  if  the  amended 
application  and  model,  filed  by  Tanner  five  years  later,  em- 
bodied any  material  addition  to  or  variance  from  the  original, 
— anything  new  that  was  not  comprised  in  that, — such  addi- 
tion or  variance  cannot  be  sustained  on  the  original  applica- 
tion. The  law  does  not  permit  such  enlargements  of  an 
original  specification,  which  would  interfere  with  other  in- 
ventors who  have  entered  the  field  in  the  mean  time,  any 
more  than  it  does  in  the  case  of  reissues  of  patents  previously 
granted.  Courts  should  regard  with  jealousy  and  disfavor 
any  attempts  to  enlarge  the  scope  of  an  application  once 
filed,  or  of  a  patent  once  granted,  the  effect  of  which  would 
be  to  enable  the  patentee  to  appropriate  other  inventions 
made  prior  to  such  alteration,  or  to  appropriate  that  which 
has,  in  the  mean  time,  gone  into  public  use."  This  case  is 
stronger  against  this  patent  than  that  there  spoken  of. 
Here,  the  addition  was  made  wholly  without  authority  in 
fact,  while  there,  apparently,  it  had  the  support  of  the  in- 
ventors themselves  all  the  way  through. 

This  objection  is  not  specifically  set  up  in  the  answer,  and 
it  is  claimed,  that,  for  that  reason,  it  cannot  properly  be 
taken  notice  of.  Some  defences  to  suits  on  patents,  like 
those  resting  upon  prior  knowledge  and  use  by  others,  and 
those  resting  upon  failure  of  the  specification  to  disclose  the 
whole  truth  in  respect  to  the  improvement,  and  others 
named  in  the  statutes,  have  to  be  set  out  more  fully  in 
some  cases  than  the  ordinary  rules  of  pleading  would  re- 
quire, because  the  statutes  so  require  ;  but  all  defences 
are  not  required  to  be  so  specifically  set  forth.  Brown  v, 
Piper^  91  U.  S.,  37  ;  Terhune  v.  Phillips,  99  U.  S.,  592. 
The  defendants  deny  infringement,  and  set  up  the  right 
to  make  tempered  springs,  suflficiently  to  put  the  plaintiff  to 
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proof  of  the  patent  alleged  in  the  bill  ;  and  that  proof  may 
be  met  by  any  proof  on  the  part  of  the  defendants  which  will 
tend  to  show  there  was  no  valid  patent  ;  and  such  evidence 
is  admissible  under  these  pleadings,  unless  it  goes  so  far  as 
to  attempt  to  make  out  a  defence  which  the  statute  requires 
to  be  alleged,  that  is  not  alleged.  This  is  like  evidence  under 
the  general  issue  at  law,  which  is  always  admissible  to  show^ 
that  a  written  instrument  declared  on  never  had  any  valid 
existence  in  fact,  although  it  did  have  in  form. 

Let  there  be  a  decree  dismissing  the  bill  of  complaint,  with 
costs. 

Frederic  If.   Betts  and  William  D,   Shipman^  for  the  com- 
plainant. 

,  William  C  Witter  and  George  Gifford^  for  the  defendants. 


E.  Y.  Kneeland  et  al. 

vs. 
J.  B.  Sheriff  et  al.    In  Equity. 

K.  conceived  the  idea  of  an  invention  in  1863,  and  subsequently  described 
it  partially  to  different  persons  ;  he  made  sketches  and  drawings  of  it 
in  the  early  part  of  September,  1864,  and  was  diligent  in  reducing  it  to 
a  practical  form,  and  in  applying  for  his  patent ;  held^  that  K.'s  invention 
was  not  anticipated  by  a  similar  device  not  proved  to  have  been  invented 
before  September,  1864. 

Where  the  inceptive  invention  of  the  patentee  is  earlier  than  that  of  another, 
and  he  was  diligent  in  perfecting  and  adapting  it,  and  in  applying  for 
his  patent,  he  is  prior  in  right  and  his  patent  will  be  sustained. 

(Before  McKennan,  J.,  Western  District  of  Pennsylvania,  June,  1880.) 

McKennan,  J. 

The  only  defence  set  up  and  relied  upon  in  this  case  is  that 
the  complainant,  E.  Y.  Kneeland,  is  not  the  first  and  original 
inventor  of  the  device  described  and  claimed  in  his  patent. 
This  defence  rests  entirely  upon  alleged  prior  invention  by 
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one  Robert  M.  Davis.  The  decisive  question,  then,  in  the 
case  is  one  of  dates. 

It  would  not  be  profitable  to  collate  the  proofs  on  this 
point.  That  Kneeland  conceived  the  idea  of  his  invention  in 
1863  ;  that  he  described  it  partially  to  different  persons  after- 
ward ;  that  he  made  sketches  and  had  a  drawing  of  it  made 
in  the  summer  of  1864,  and  that  he  was  diligent  in  reducing 
it  to  a  practical  form,  and  in  obtaining  a  patent  for  it  is  all 
satisfactorily  shown.  The  precise  date  of  the  occurrence  of 
these  facts  does  not  appear  ;  but  it  is  evident  that  the  state- 
ments of  the  witnesses  on  this  point  are  approximately  cor- 
rect, because  from  the  nature  of  the  transactions  stated  they 
must  have  occurred,  if  the  witnesses  are  to  be  believed  at  all, 
some  time  anterior  to  the  date  of  the  application  for  the 
patent,  which  was  February  27th,  1865. 

It  is  not  satisfactorily  proved  that  before  the  date  of 
Kneeland's  invention,  thus  established,  the  device  of  Davis 
was  made  and  used.  There  is  at  least  plausible  reason  for 
the  inference  that  the  conception  of  Davis'  valve  was  not 
matured  in  his  own  mind  earlier  than  the  latter  part  of  1864, 
and  was  not  constructed  and  used  until  some  time  during  the 
year  1865.  This,  at  least,  seems  to  me  to  be  clear,  that  the 
conception  and  description  of  Davis'  valve  is  not  carried 
back  by  any  witness  to  the  time  when  it  is  shown  that 
Kneeland  described  and  sketched  his  invention,  in  the  early 
part  of  September,  1864.  That  this  is  the  latest  period  at 
which  Kneeland's  invention  can  be  fixed  is  settled  by  numer- 
ous decisions,  as  was  said,  in  Reeves  v.  The  Keystone  Bridge 
Co,y  I  Off.  Gaz.,  466  :  '*  A  patentee  whose  patent  is  assailed 
upon  the  ground  of  want  of  novelty  may  show,  by  sketches 
and  drawings,  the  date  of  his  inceptive  invention,  and,  if  he 
has  exercised  reasonable  diligence  in  'perfecting  and  adapt- 
ing '  it  and  in  applying  for  his  patent,  its  protection  will  be 
carried  back  to* such  date.' ' 

Kneeland's  inceptive  invention  was  the  earliest,  and  he  was 
diligent  in  perfecting  and  adapting  it,  and  in  applying  for  his 
patent.  He  is,  therefore,  prior  in  right  to  Davis,  and  is  entitled 
to  a  decree  as  prayed  for. 

Let  a  decree  accordingly  be  prepared. 
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George  H,  Christy^  for  the  complainants. 
Bakewell  6r*  Kerr^  for  the  defendants. 


Mary  McNish,  Administratrix,  etc., 

vs. 

William  H.  Everson  et  al.     In  Equity. 

Letters  patent  No.  149.875.  granted  to  Charles  A.  McNish,  April  21st,  1874* 
for  an  improvement  in  annealing-boxes,  the  claim  of  which  is :  *'  A 
bottom  for  annealing^boxes  having  ribs  or  bars  of  wrought  iron  or  other 
metal  of  a  similar  fibrous  elastic  nature,  extending  through  it,  substan- 
tially as  described"  held  void  on  account  of  the  prior  use  of  a  similar 
device. 

An  anticipating  device  which  was  complete  in  its  construction  and  which 
was  used  sufficiently  to  demonstrate  its  practicability  held  to  defeat  a 
patent  for  the  invention,  although  the  use  of  the  anticipating  device 
had  been  discontinued. 

(Before  McKennan  and  Acheson,  JJ.,  Western  District  of  Pennsylvania, 
June,  1880.) 

McKennan,  J. 

The  defendants  do  not  deny  infringement  of  the  patent  on 
which  this  suit  is  founded,  but  they  allege  prior  use  by 
others  of  the  invention  claimed,  and  that,  therefore,  the  plain- 
tiff's intestate  is  net  the  first  inv^tor  thereof. 

The  invention  is  a  very  simple  one,  and  its  nature  and 
scope  are  very  clearly  defined  in  the  claim.  It  is  there 
stated  to  be:  **A  bottom  for  annealing-boxes  having  ribs 
or  bars  of  wrought- iron  or  other  metal  of  a  similar  fibrous 
elastic  nature,  extending  through  it,  substantially  as  de- 
scribed." The  method  of  forming  these  ribs  is  by  placing 
wrought-iron  rods  in  the  moulds  for  casting  the  aunealing- 
boxes  and  extending  throughout  their  whole  length,  so  that 
the  molten  metal,  when  poured  into  the  moulds,  will  com- 
pletely surround  the  rods,  and  thus  they  will  be  incorporated 
with  it. 
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The  object  of  the  invention  is  to  give  these  boxes  addi- 
tional strength  in  the  line  of  the  strain  upon  them,  and  so 
prevent  their  transverse  fracture. 

The  patent  ?s  dated  April  21st,  1874,  upon  an  application 
filed  March  17th,  1874,  and  the  question  is  :  Was  the  invention 
described  and  claimed  practiced  by  others  than  the  patentee 
before  the  date  of  the  application  ?  The  answer  to  this 
question  is  decisively  furnished  by  the  testimony  of  Robert 
C.  Totten.  He  was  a  machinist  and  founder,  and  testifies 
that  he  made  annealing-carriages  for  the  defendants  or  their 
predecessors  as  early  as  July  13th,  1866,  which  had  iron  rods 
imbedded  in  them,  and  that  he  subsequently  made  several 
others  of  the  same  kind  for  the  same  persons.  I  use  his  own 
words:  '*  The  general  shape  of  the  boxes  was  like  the  draw- 
ing in  *  Exhibit  McNish's  patent,*  and  the  bars  of  iron  were 
cast  in  the  sides  of  the  box,  as  shown  in  this  drawing.  The 
bars  were  placed  in  the  space  in  the  moulds  before  casting, 
and  then  the  iron  was  cast  on  them." 

The  object  of  the  introduction  of  the  bars  was  stated  to  him 
by  Mr.  Everson,  and  is  thus  explained  by  him:  **  The  ordinary 
boxes  were  found  to  break  crosswise,  and  it  was  proposed 
to  obviate  this  by  the  use  of  these  wrought-iron  bars."  This 
is  an  exact  statement  of  the  nature,  object  and  mode  of 
construction  of  the  invention  described  and  claimed  in  the 
patent,  and  leaves  no  room  for  doubt  that  the  device  made 
by  Mr.  Totten  and  that  covered  by  the  patent  are  the  same. 
And  there  is  just  as  little  room  for  doubt  that  the  boxes  made 
by  Mr,  Totten  were  used  by  the  firm  of  Everson,  Preston  &  Co., 
and  that  the  advantage  expected  from  their  peculiar  construc- 
tion was  realized  in  their  use.  After  some  time,  Everson,  Pres- 
ton &  Co.  ceased  to  use  annealing-boxes  as  described  by  Mr. 
Totten,  and  it  is  argued  that  such  use  is  to  be  regarded  as  an 
unsuccessful  experiment.  We  cannot  concede  this.  The  device 
used  was  complete  in  its  construction,  and  it  was  used  suffi- 
ciently to  demonstrate  its  practicability.  Indeed,  in  view  of 
the  proofs  of  the  completeness  and  utility  of  the  device  de- 
scribed in  the  patent,  the  conclusion  is  irresistible  that  a  prior 
device  exactly  similar  to  it  an*d  used  in  the  same  way  must  have 
been  alike  successful  in  practice.     It  was  clearly  a  complete 
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and  useful  invention,  and  the   abandonment  of   its  use  by 
Everson,  Preston  &  Co.  furnishes  no  warrant  to  the  patentee 
to  claim  it  as  the  first  inventor. 
The  bill  is  dismissed,  with  costs. 

D,  F,  Patterson  and  IVilliam  A,  Stone^  for  the  complainant. 

Bakeivdl  <5r*  Kerr^  for  the  defendants. 


Francis  Munson 


vs. 


The  Mayor,  etc.,  of  the  City  of  New  York. 

In  Equity.* 

The  letters  patent  No.  63,419,  granted  to  Francis  Munson,  April  2d,  1867, 
for  a  bond  and  coupon  register,  are  valid. 

The  invention  is  a  book,  with  a  page,  or  pages,  spaced  for  each  bond  and 
its  coupons,  of  any  series,  and  with  the  spaces  numbered  and  desig- 
nated to  show  what  bonds  and  coupons  they  are  for,  while  any  of  them 
are  outstanding,  and  for  receiving  them  for  safe  keeping  as  vouchers, 
or  memoranda,  when  any  of  them  are  taken  up  or  paid.  The  registers 
are  not  copies  of  one  another.  The  invention  was  not  a  subject  oi 
copyright. 

The  invention  having  been  used  by  the  officers  of  the  municipality  of  the 
city  of  New  York  for  the  bonds  of  the  city,  the  city  is  liable  in  its  cor- 
porate capacity,  for  the  infringement. 

(Before  Whekler,  J.,  Southern  District  of  New  York,  June,  1880.) 

Wheeler,  J. 

This  suit  is  upon  a  patent  to  the  plaintiff,  numbered  63,419, 
and  dated  April  2d,  1867,  for  a  bond  and  coupon  register. 
The  defendant  sets  up  and  insists  that  this  register  is  not  a 
subject  for  the  patent  within  the  law;  that  the  invention  was 

*  18  Blatchf.  C.  C.  R.,  237. 
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known  to  and  used  by  William  E.  Warren  and  John  O'Brien, 
before  the  plaintiff's  invention;  and  that  it  is  not  liable  for 
the  infringement  shown. 

The  principal  argument  upon  the  first  point  rests  upon  the 
claim  that  the  register  should  have  been  copyrighted  instead 
of  being  patented  ;  and  Drury  v.  Ewing^  i  Bond,  540,  is  much 
relied  upon  to  support  that  proposition.  A  copyright  is  a 
right  to  copy,  merely,  as  the  word  imports,  and  covers  only 
the  multiplication  of  copies.  Ferris  v.  Hexamer^  99  U.  S., 
674;  Bakers,  Selden^  loi  U.  S.,  99.  The  plaintiff's  invention 
is  of  a  book  with  a  page,  or  pages,  spaced  for  each  bond  and 
its  coupons,  of  any  series  of  coupon  bonds,  and  with  the 
spaces  numbered  and  designated  to  show  what  bonds  and 
coupons  they  are  for,  while  any  of  them  are  outstanding,  and 
for  receiving  them  for  safe  keeping  as  vouchers,  or  mem- 
oranda, when  any  of  them  are  taken  up,  or  paid.  The  plan 
is  the  same  for  registers  for  different  bonds  of  a  series,  and 
for  different  series  of  bonds,  but  the  registers  are  not  copies 
of  one  another,  and  the  right  to  multiply  copies  would  afford 
no  protection  at  all.  In  Drury  v.  Ewing^  there  might  be 
multiplication  of  copies  -of  the  charts.  That  case  is  distin- 
guished and  commented  on  in  Baker  v.  Selden,  Here,  the 
principle  of  the  invention  is  embodied  in  each  register,  as 
the  principle  of  a  machine  is  embodied  in  each  machine. 
There  is  no  difference  because  the  contrivance  is  in  the  form 
of  a  book,  although  books  are  commonly  copyrighted.  Hawes 
v.  Washburne^  5  Off.  Gaz.,  491. 

The  evidence  shows  that  Warren  and  O'Brien  made  use  of 
similar  arrangements  for  the  same  purposes,  before  the 
plaintiff  invented  his  ;  but  not  that  either  of  them  is  the  same 
as  his.  Neither  of  them  had  any  spaces  for  the  bonds  them- 
selves. Warren  had  spaces  on  the  same  page  for  each  coupon 
of  the  same  number  throughout  the  whole  series  of  bonds, 
necessitating  looking  through  as  many  pages  as  there  were 
coupons,  to  find  all  the  coupons  of  any  bond  ;  the  plaintiff  has 
all  the  coupons  of  each  bond  and  the  bond  together.  Warren 
had  as  many  pages  as  coupons  ;  the  plaintiff  as  many  as  bonds. 
It  is  not  quite  clear,  from  the  evidence,  what  O'Brien's  exact 
plan  was.     He  says  :  **  The  pages  were  ruled  to  a  sufficient 
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extent  to  have  pasted  in  the  coupons  that  were  due  each  six 
months."  This  would  be  more  like  Warren's  plan  than  the 
plaintiff's.  The  proof  is  abundant  that  the  invention  is  use- 
ful, and  that  the  defendant's  officers  make  use  of  it  for  the 
bonds  of  the  city. 

That  the  city  is  liable,  in  its  corporate  capacity,  for  such  an 
infringement,  has  been  considered  and  decided  in  Allen  v.  The 
Mayor y  17  Blatchf.  C.  C.  R.,  350,  in  this  district. 

Let  there  be  a  decree  for  an  injunction  and  an  account, 
according  to  the  prayer  of  the  bill,  with  costs. 

Royal  S.  Crane y  for  the  complainant. 

Frederic  H,  Belts,  for  the  defendant. 


Marshal  Pratt  et  al. 

vs. 

Lazarus  Rosenfeld  et  al.     In  Equity. 

Design  letters  patent  No.  7,914,  granted  December  8ih,  1874,  to  E.  C.  Pratt, 
Bro.  &  Co.,  for  a  design  for  a  card  of  buttons,  divided  into  spaces  cov- 
ered with  foil,  by  narrow  bands,  with  a  dozen  pearl  buttons,  in  rows  of 
three  by  four,  to  each  space,  are  not  valid,  as  not  presenting  any  patent- 
able subject  matter. 

The  patent  is  merely  for  a  change  in  the  mode  of  keeping  and  presenting 
the  buttons  for  sale,  without  changing  the  form  or  appearance  of  the 
buttons. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  June,  1880.) 

Wheeler,  J. 

This  suit  is  brought  upon  design  patent  No.  7,914,  granted 
December  8th,  1874,  to  E.  C.  Pratt,  Bro.  &  Co.,  for  a  design 
for  a  card  for  buttons,  divided  into  spaces  covered  with  foil, 

♦  18  Blatchf.  C.  C.  R..  234. 
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by  narrow  bands,  with  a  dozen  of  pearl  buttons,  in  rows  of 
three  by  four,  to  each  space.  The  statute  (Rev.  Stat  §4,929) 
authorizes  the  grant  of  a  patent  to  any  person  who,  by  his 
own  industry,  genius,  efforts  and  expense,  has  invented  and 
produced  any  new  and  original  design  for  a  manufacture, 
bust,  statue,  alto-relievo,  or  bas-relief;  any  new  and  original 
design  for  the  printing  of  woollen,  silk,  cotton,  or  other 
fabrics  ;  any  new  and  original  impression,  ornament,  print, 
or  picture,  to  be  printed,  painted,  cast,  or  otherwise  placed 
on,  or  worked  into,  any  article  of  manufacture  ;  or  any  new, 
useful  and  original  shape  or  configuratioh  of  any  article  of 
manufacture,  the  same  not  having  been  known  or  used  by 
others  before  his  invention  or  production  thereof.  The  sub- 
ject of  this  patent  is  not  covered  by  this  statute  unless  it  is 
included  in  the  term  manufacture.  The  buttons  are,  however, 
the  principal  thing  ;  and  they  are  not  changed  at  all,  either 
in  form  or  appearance,  by  the  patented  invention.  It  affects 
nothing  but  the  ca.rd  ;  and  that  is  not  a  card  for  buttons,  to 
be  used  for  successive  sets,  but  a  card  of  buttons,  which 
constitutes  a  mere  method  of  putting  them  up  for  sale,  to 
attract  customers,  not  on  account  of  anything  at  all  about  the 
thing  sold,  but  wholly  on  account  of  the  manner  of  arranging 
it  for  sale.  In  Langdon  v.  DeGroot^  i  Paine's  C.  C.  Rep.,  203, 
the  invention  was  for  folding  thread  and  floss  cotton  in  a 
manner  .different  from  the  ordinary  mode,  whereby  it  would 
sell  quicker  and  higher.  The  court  said:  *'  The  article  itself 
undergoes  no  change  ;  and  the  whole  of  the  improvement, — 
for  it  is  a  patent  for  an  improvement, — consists  in  putting  up 
skeins  of  it,  perhaps  of  the  same  size  in  which  they  are  im- 
ported, decorated  with  a  label  and  wrapper  ;  thus  rendering 
their  appearance  somewhat  more  attractive,  and  inducing  the 
unwary,  not  only  to  give  it  a  preference  to  other  cotton  of 
the  same  fabric,  quality,  and  texture,  but  to  pay  an  extrava- 
gant premium  for  it.*'  **  Now,  that  such  a  contrivance— for 
with  what  propriety  can  it  be  termed  a  useful  art  within  the 
meaning  of  the  Constitution  ? — may  be  beneficial  to  a  patentee, 
if  he  can  exclude  from  the  market  all  other  retailers  of  the  very 
same  article,  will  not  be  denied  ;  and  if  to  protect  the  interest 
of  a  patentee,  however  frivolous,  useless,  or  deceptive  his  in- 
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vention  may  be,  were  the  sole  object  of  the  law,  it  must  be  ad- 
mitted that  the  plaintiff  has  made  out  a  satisfactory  title  to  his 
patent.  But  if  the  utility  of  an  invention  is  also  to  be  tested 
by  the  advantages  which  the  public  are  to  derive  from  it,  it 
is  not  perceived  how  this  part  of  his  title  is  in  any  way  what- 
ever established."  **  It  was  said,  that  many  ornamental  things 
are  bought  of  no  intrinsic  value,  to  gratify  the  whim,  taste, 
or  extravagance  of  a  purchaser,  and  that  for  many  of  these 
articles  patents  are  obtained.  This  may  be  so  :  But  in  such 
cases  there  is  no  deception,  no  false  appearances  ;  and  the 
article  is  bought  to  be  used  with  all  its  decorations  and 
ornaments,  which  may  have  been  the  principal  inducement  to 
the  purchase,  and  which  will  last  as  long  as  the  article  itself." 
In  this  case,  the  buttons  are  to  be  used  by  the  purchaser,  but 
the  card  is  not,  either  with  them  or  by  itself.  The  design 
does  not  apply  to  the  manufacture  proper,  but  only  to  the 
arrangement  of  it  for  sale.  Putting  an  article  into  a  more 
convenient  form  for  sale,  without  changyig  its  qualities  or 
properties,  is  not  patentable,  as  an  improvement  in  the 
article.  Glue  Co,  v.  Uptoriy  97  U.  S.,  3.  So,  merely  changing  the 
mpde  of  keeping  and  presenting  an  article  for  sale,  without 
changing  its  form  or  appearance,  will  not  support  a  patent  for  a 
design.    There  should  be  something  afiecting  the  article  itself. 

Further,  cards  for  buttons,  faced  with  foil  and  divided  into 
spaces  by  bands,  were  well  known  and  in  comnion  use. 
Those  for  pearl  buttons  may  not  have  been  divided  into 
dozens  in  rows  of  three  by  four,  but  they  were  divided  so 
that  dozens  could  be  readily  cut  from  the  card,  in  two  rows 
of  six,  and  one  of  twelve,  and  there  were  cards  divided  into 
spaces  for  several  dozens  by  such  bands  as  the  patent 
describes,  and  cards  of  cloth  buttons  spaced  for  dozens  in 
rows  of  three  by  four.  With  these  things  known  there  was 
nothing  rising  to  the  level  of  inventive  skill  in  arranging 
pearl  buttons  by  dozens,  on  cards,  in  three  rows  of  four. 

Let  a  decree  be  entered  dismissing  the  bill  of  complaint, 
with  costs. 


George  C,  Lay^  Jr,^  for  the  complainants. 
Edmund  Weimore^  for  the  defendants. 
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Edward  A.  L.  Roberts  et  al. 

vs. 
Peter  Schreiber.    In  Equity.- 

The  reissued  letters  patent  No.  6,258,  granted  to  E.  A.  L.  Roberts,  January 
26th,  1875,  the  claim  of  which  is  for  *'  the  method  or  process  of  increas- 
ing or  restoring  the  productiveness  of  oil-wells  by  causing  an  explosion 
of  gunpowder  or  its  equivalent  at  or  near  the  oil  bearing  point,  in  con- 
nection with  superincumbent  fluid  tamping,  substantially  as  described" 
held  to  be  for  the  same  invention  as  that  described  in  the  original  patent 
granted  to  him  May  20th,  1866. 

The  said  letters  patent  held  valid,  and  to  have  been  infringed  by  the 
defendant. 

The  case  of  Roberts  v.  Dickey^  4  Fisher,  532,  in  which  the  meaning  and  scope 
of  the  original  patent  was  defined,  cited  and  approved. 

The  prior  use  of  a  blast  in  a  bore  hole  sunk  in  an  ordinary  well,  held  not 
to  anticipate  the  patent  in  suit,  the  same  being  for  a  process  by  which 
a  torpedo  may  be  exploded  many  hundred  feet  below  the  surface  of  the 
ground,  and  below  the  top  of  the  rock  through  which  an  Artesian  well 
has  been  sunk,  and  at  the  point  in  the  well  where  the  effect  of  such 
explosion  is  desired,  with  a  water  tamping  sufficient  to  confine  the 
effect  of  the  blast  to  the  vicinity  of  its  location. 

The  prior  experiments  and  devices  alleged  to  anticipate  Roberts*  invention, 
considered. 

The  process  described  in  the  specification  of  Roberts'  patent  does  not  require 
that  the  superincumbent  fluid  tamping  should  entirely  fill  the  well,  but  that 
there  should  be  a  sufficient  column  to  confine  the  effect  of  the  blast  to 
the  vicinity  of  the  point  at  which  the  torpedo  is  placed. 

The  specification  of  a  patent  is  intended  to  inform  those  who  are  skilled  in 
the  art  to  which  the  invention  relates,  and  it  should  be  such  that  the  in- 
vention may  be  advantageously  used  by  them  ;  and,  if  it  be  sufficient  for 
their  direction,  it  is  all  the  law  requires. 
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Letters  patent  No.  47,458,  granted  to  E.  A.  L.  Roberts,  April  25th,  1865,  for 
improvements  in  apparatus  for  exploding  gunpowder  or  other  explosive 
material  when  submerged  in  water  in  Artesian  or  other  similar  wells, 
held  valid,  and  the  first  claim  thereof  to  have  been  infringed  by  the 
defendant. 

(Before  Strong,  J.,  Western  District  of  Pennsylvania,  June,  i£8o.) 

Strong,  J. 

The  bill  charges  infringement  of  two  patents  belonging  to 
the  complainants.  The  first  is  a  process  patent,  No.  6,258, 
granted  on  the  26th  day  of  January,  1875,  to  Edward  A.  L. 
Roberts,  a  reissue  of  letters  patent  No.  5,434,  which  was 
itself  a  reissue  of  original  letters  patent,  dated  May  20th,  1866, 
granted  to  said  Roberts,  and  numbered  59,936.  The  original 
was  for  a  new  and  useful  improvement  in  methods  of  increas- 
ing the  capacity  of  oil-wells,  described  in  the  specification 
and  drawings.  The  specification  of  the  reissued  patent  No. 
6,258,  upon  which  this  suit  is  partly  founded,  sets  forth  sub- 
stantially the  inxprovement  or  proceSs  described  in  the 
original,  and  the  claim  is  for  **  the  method  or  process  of 
increasing  or  restoring  the  productiveness  of  oil-wells  by 
causing  an  explosion  of  gunpowder,  or  its  equivalent  at  or 
near  the  oil-bearing  point,  in  connection  with  superincum- 
bent fluid  tamping,  substantially  as  set  forth"  in  the  specifi- 
cation. 

The  other  patent  belonging  to  the  complainants,  and 
alleged  to  have  been  infringed  by  the  defendant,  numbered 
47,458,  and  dated  April  25th,  1865,  was  granted  also  to  the 
said  Edward  A,  L.  Roberts.  It  is  for  a  new  and  useful  im- 
provement in  apparatus  for  exploding  gunpowder  or  explosive 
materral  when  submerged  in  water  in  Artesian  or  other  similar 
wells.  The  apparatus  is  clearly  and  minutely  described  in 
the  attendant  specification,  and  the  claims  are  as  follows  : 
**  First,  the  priming-chamber  ^,  in  combination  with  the  flask, 
plug  and  nipple,  substantially  as  described.  Second,  the 
arrangement  of  the  tube  /  or  its  equivalent,  composed  of 
india-rubber  or  other  similar  material,  with  the  guard  //and 
the  bolt  /r,  substantially  as  described,  in  combination  with  the 
flask." 

The  answer  of  the  defendant  to  the  charge  of  infringement 
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of  the  process  patent,  while  admitting  the  issue  of  the 
original  and  the  reissue,  as  set  forth  in  the  bill,  denies  gener- 
ally that  the  alleged  improvement  was  new  and  useful  ;  that 
Roberts  was  the  original,  true  or  first  inventor  ;  and  it  denies, 
also,  that  the  invention  was  not  known  or  used  before 
application  was  made  for  the  patent,  and  denies  that  the 
invention  was  not,  for  more  than  two  years  prior  to  the  date 
of  Roberts*  application  for  a  patent,  in  public  use  or  on 
sale  in  this  country.  Passing  from  these  general  denials,  the 
answer  proceeds  to  allege  that  the  reissue  No.  5,434  was 
invalid  and  void  because  it  described  and  claimed  things 
substantially  different  from  what  was  described  and  claimed 
in  the  original  patent.  It  also  alleges  that  the  second  reissue 
(that  upon  which  this  suit  is  brought)  was  not  for  the  same 
invention  as  that  described  and  specified  in  the  original 
patent  or  in  the  first  reissue.  There  is  also  a  general  de- 
nial that  the  defendant  has.  infringed  the  complainants'  in- 
vention claimed  in  the  reissue  No.  6,258. 

The  answer  then  proceeds  to  set  forth  these  and  other 
defences  more  particularly,  repeating  the  averment  that 
Roberts  was  not  the  first  and  original  inventor  of  the  process 
claimed,  but  that  the  same,  **  or  a  substantial  and  material 
part  thereof,  or  substantial  and  material  parts  thereof,  claimed 
therein  as  new,  was  or  were,  before  the  said  Roberts*  sup- 
posed invention,  known  to  and  used'*  by  numerous  persons, 
whose  names  and  the  places  of  use  are  specified.  The  answer 
further  avers  that  the  invention  was  described  in  certain 
printed  publications  in  this  country  and  in  Europe  before 
it  is  claimed  to  have  been  made  by  the  patentee.  The  an- 
swer also  alleges  that  Roberts  had  never  reduced  to  practice 
his  supposed  improvement  when  he  filed  his  application  for 
a  patent,  or,  in  other  words,  that  it  was  not  then  a  com- 
pleted invention  ;  that  the  reissue  No.  6,258  does  not  de- 
scribe any  practically  useful  mode  of  increasing  or  restoring 
the  productiveness  of  wells  ;  that  it  has  no  utility  ;  that, 
for  the  purpose  of  deceiving  the  public,  the  description  in 
the  second  reissue  was  made  to  contain  less  than  the  whole 
truth  relative  to  the  invention  or  discovery,  and,  for  that 
reason,  the  patent  is  void  ;  that,  for  the  purpose  of  deceiving 
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the  public,  the  application  for  the  reissue  was  made  to  con- 
tain more  than  is  necessary  to  produce  the  desired  effect  or 
the  alleged  useful  result,  and  that  the  patent  is  void  for  that 
reason  ;  and  that  the  specification  of  the  reissued  patent  does 
not  describe  the  alleged  invention  in  such  full,  clear  and  exact 
terms  as  to  enable  any  person  skilled  in  the  art  to  which  it 
appertains  to  use  the  same,  and  that  for  this  reason  the  patent 
is  void. 

Passing  from  the  process  patent  to  patent  No.  47,458,  the 
defendant's  answer  denies  any  infringement  thereof,  and 
avers  that  the  letters  patent  are  for  a  combination  of  parts 
not  new,  and  constituting  a  cartridge  or  torpedo  which  was 
not  new,  if  at  all,  otherwise  than  as  specific  devices  or 
specific  combinations  of  the  parts  constructed  and  combined 
as  described  in  the  specification  and  specified  in  the  claims  ; 
that  Roberts  was  not  the  true,  original  and  first  inventor 
of  said  parts,  nor  of  any  or  either  of  them,  nor  of  either 
of  the  combinations  specified  in  the  letters  patent,  if  at 
all,  except  when  such  parts  respectively  werd  constructed 
and  combined  substantially  as  set  forth  in  the  patent  ;  that 
the  same  or  substantially  the  same  things  claimed  in  the 
patent  as  new  or  material,  or  material  or  substantial  parts 
thereof,  were,  long  prior  to  the  supposed  invention  of  the 
said  Roberts,  known  by  and  used  at  certain  places  designated 
by  persons  whose  names  are  given,  and  that  they  were  de- 
scribed in  certain  letters  patent  specified,  and  in  certain 
printed  publications. 

Such  are  the  defences  set  up  against  the  bill  of  the  com- 
plainants, and  a  very  elaborate  argument  has  been  submitted 
in  support  of  them.  It  must  be  admitted  that  the  answer,  so 
far  as  it  relates  to  the  process  patent,  is  exceedingly  full.  It 
avers  almost  everything  that  may  in  any  case  be  relied  upon 
as  a  defence  to  the  charge  of  infringing  a  patent  ;  but  most 
of  its  allegations  are  totally  unsustained  by  anything  in  the 
record.  They  have  not  been  insisted  upon  in  the  argument, 
and  some  of  them  have  been  expressly  disclaimed.  They  will, 
therefore,  receive  only  a  passing  notice. 

First,  as  to  those  which  relate  to  the  validity  of  the  patent. 
There  is  no  evidence  to  sustain  the  averment  that  the  inven- 
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tion  was  in  public  use  or  on  sale  more  than  two  years  prior 
to  Roberts*  application  for  a  patent,  which  was  in  1864.  The 
proof  is  directly  to  the  contrary,  and  the  averment  is  incon- 
sistent with  another  allegation  contained  in  the  answer,  to 
wit,  that  at  the  time  of  filing  his  application  he  had  never 
reduced  to  practice  his  supposed  improvement  or  invention. 
Nor  is  there  anything  to  sustain  the  assertions  of  the  answer 
that  the  patentee  was  guilty  of  fraud  in  that,  for  the  purpose 
of  deceiving  the  public,  he  made  his  application  for  the  re- 
issue to  contain  less  than  the  whole  truth  relative  to  his  in- 
vention ;  and,  also,  in  that,  for  the  same  purpose,  he  made 
it  to  contain  more  than  is  necessary  to  produce  the  desired 
effect,  or  the  alleged  useful  result.  Such  averments  tend  to 
awaken  a  suspicion  that  the  defendant  mistrusted  having  any 
substantial  defence.  Equally  unfounded  is  the  defence  that 
the  description  of  the  invention  in  the  specification  is  not 
sufficiently  full,  clear  and  exact  to  enable  any  person  skilled 
in  the  art  to  which  it  appertains  or  with  which  it  is  most 
closely  connected  to  use  it. 

In  face  of  the  proofs,  the  denial  of  the  utility  of  the  in- 
vented process  is  remarkable.  The  evidence  shows  the  in- 
vention or  process  to  have  been  preeminently  useful.  It 
has  gone  into  very  extended  use  throughout  the  entire  oil 
region,  and  its  use  has  immensely  increased  the  production  of 
oil.  It  has  been  this  large  and  useful  efficiency  which  has 
stimulated  so  great  a  number  of  infringers  to  invade  the 
patentee's  rights.  Nor  is  there  any  reasonable  pretence  that 
the  reissued  patent  is  for  a  different  invention  from  that 
described  in  the  specification  of  the  first  reissue,  or  that 
described  in  the  original  patent  of  1866.  The  three  patents 
are  in  evidence,  and  there  is  nothing  in  the  one  upon  which 
this  suit  rests  in  part  which  is  not  exhibited  in  the  original 
specification.  Indeed,  the  claim  of  the  last  reissue  is  almost 
identical  with  the  claim  of  the  original  patent.  This  defence 
has  been  abandoned. 

We  come,  then,  to  the  only  defence  upon  which  any  re- 
liance is  placed,  so  far  as  it  relates  to  the  validity  of  the 
patent.     It  is  the  alleged  want  of  novelty  and  originality  of 
the  invention.     It  is  strenuously  insisted  that  the  patented 
VOL.  V — 32 
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process  was  known  and  in  use  before  Roberts  invented  it  and 
made  application  for  his  patent.  The  question  thus  pre- 
sented is  not  a  new  one  in  this  court.  It  was  raised  and 
vigorously  urged  in  Roberts  v.  Dickey ^  reported  in  4  Fisher, 
532.  In  that  case,  the  original  patent  was  assailed  for  alleged 
want  of  novelty,  and,  after  an  extended  argument  and  the 
presentation  of  much  evidence,  the  patent  was  sustained.  No 
appeal  was  taken  from  the  decree,  and  the  patent,  since  the  de- 
cree was  made,  has  been  enforced  in  numerous  cases.  We  do 
not  say  our  former  decision  is  conclusive  upon  this  defendant. 
The  parties  are  not  the  same  now,  and  there  is  some  evidence 
which  was  not  in  the  former  case.  In  Roberts  v.  Dickey  we 
stated  at  length  what  we  regarded  as  the  true  meaning  of  the 
patent,  and  what,  in  our  opinion,  was  the  process  claimed. 
We  shall  not  repeat  what  we  then  said,  only  observing  that 
we  adhere  to  what  we  decided. 

In  support  of  his  averment  of  the  want  of  novelty  of  the 
Roberts  invention,  the  defendant  has  given  evidence  of 
numerous  acts  which  he  claims  to  have  been  anticipations. 
Some,  if  not  most  of  them,  were  in  evidence  in  the  former 
case,  and  were  held  insufficient  to  establish  the  invalidity  of 
the  patent.  They  will  require  but  brief  notice.  There  are 
several,  however,  that  appear  in  evidence  first  now.  They  will 
be  particularly  considered.  One  of  these,  and  one  upon  which 
much  stress  has  been  laid  in  the  argument,  is  described  in  the 
testimony  of  George  W.  Beardslee.  In  1844,  at  Rochester,  New 
York,  he  excavated  an  ordinary  well  six  feet  in  diameter  and 
twelve  to  fifteen  feet  down  to  limestone  rock  of  a  peculiar 
formation,  and  then  from  two  to  five  feet  into  the  rock.  The 
strata  were  thick — two  or  three  feet — and  without  fissures. 
Finding  it  difficult  to  blow  out  the  rock  by  ordinary 
blasting,  he  drilled  a  two-inch  hole  in  the  centre  of  the  ex- 
cavation, to  the  depth  of  four  or  five  feet,  without  striking 
the  water  he  anticipated.  He  then  put  a  charge  of  powder 
in  a  tin  case  into  the  hole,  and  fired  it  by  a  fuse.  When  fired 
the  water  had  risen  over  the  hole,  as  he  says,  three  or  four 
feet.  The  result  of  the  explosion  was,  he  thinks,  to  reach  a 
substratum  of  water,  for  which  he  was  seeking.  Before  the 
blast,  he  could  bail  out  the  well  with  a  bucket,  and,  after- 
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ward,  he  could  not.     It  would,  we  think,   be  a  very  unwar- 
ranted conclusion  to  draw  from  Beardslee's   evidence   that 
his    experiment    was    an   anticipation   of   Roberts'   process. 
The  well  was  m  no  sense  an  Artesian  well.  The  cartridge  was 
thirteen  or  fourteen  inches  long,  and  it  was  of  such  a  diameter 
as  to  fill  the  hole  during  its  length.     It  was  not  arranged  in 
a  position  having  particular  reference  to  the  place  where  the 
effect  of  an  explosion  was  desired.    It  rested  on  the  bottom  of 
the  hole  without  being  suspended.     Obviously,  it  was  a  case 
of  ordinary  blasting.     The  proportion  to  which  the  hole  was 
filled   with    powder — about   one     third — is    the     proportion 
required     and    ordinarily    adopted    in     common      blasting. 
I  Knight's  Mechanical  Dictionary,  295.     Plainly,  the  purpose 
was  to  blow  out  the  rock  above  the  cartridge  into  the  well. 
We  fail  to  see  the  identity  of  such  a  process  with  exploding 
a  torpedo    many   hundred   feet   below   the    surface   of    the- 
ground,  and  below  the  top  of  the  rock  through  which   an 
Artesian  well  has  been  sunk,  and  exploding  it  at  the  exact 
point  in  the  well  where  the  effect  of  such  an  explosion  is^ 
desired,  with   a  water-tamping  sufficient   to  confine  the  ef- 
fect to  the  vicinity  of   its  location.     But  this  is  not  all  of' 
Beardslee's  testimony.     It  does  not  appear  that  he  repeated 
his  experiment  for  years.     In  May,  1865,  after  Roberts  had* 
applied   for  a    patent,   he  went  to  the   oil  region,   having,, 
meanwhile,  made  experiments  and  manufactured  apparatus* 
to  determine  the   best   method  of   firing,  and  then  experi* 
mented  in  firing  torpedoes  in  oil-wells.     He  appears  to  have- 
had  very  poor  success.     His  trials  were  substantial  failures. 
Evidently   he  did  not  regard  them  as   anything  more  thaxv 
experiments,  and  unsuccessful  ones.     He   received  nothing- 
for  them,  and,  in  July  next  following,  he  left  the  region  and- 
never  returned.     Then   a   successful  mode   of  exploding  a- 
torpedo  in  an  oil-well  was  in  demand,  and,  if  his  operations 
had    revealed   it,  it   is    incredible   that   it  would  have  been 
abandoned. 

Our  attention  was  next  directed  to  the  Thomas  v/ell,  and 
the  operations  there.  Mr.  Thomas,  in  1858,  made  an  applica- 
tion of  a  blast  in  a  bore-hole  sunk  in  the  bottom  of  an 
ordinary  well.     The  well  was  sunk  about  eighty  feet  through 
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clay,  the  inside  diameter  being  six  feet  and  four  inches. 
When  the  rock  was  reached  some  water  was  found.  The 
excavation  was  then  continued  some  fifteen  or  sixteen  feet 
through  solid  rock,  the  water  somewhat  increasing.  A  bore- 
hole about  four  inches  in  diameter  was  then  sunk  from  the 
centre  of  the  bottom  thirt3'-seven  feet  deep.  The  water  in- 
creased during  this  process.  A  cartridge  of  powder  was  then 
placed  in  the  bottom  of  the  bore-hole  and  exploded  by  a  fuse 
leading  to  a  cartridge  through  a  gas  pipe.  The  cartridge 
was  an  india-rubber  tube  made  to  fit  the  hole,  and  it  contained 
about  twelve  feet  of  powder.  The  water  filled  the  hole  above 
the  cartridge  and  a  foot  or  two  was  in  the  bottom  of  the  well. 
There  was  no  other  tamping.  The  result  of  the  blast  seemed 
to  be  some  increase  in  the  water.  A  second  blast  was  then 
made  after  the  hole  had  been  extended  five  or  six  feet  deeper, 
but  there  was  still  an  insufficiency  of  water.  In  regard  to 
this  experiment  it  is  to  be  observed  that  it  had  the  character- 
istics of  ordinary  blasting.  The  blast  was  at  the  bottom  of 
the  hole.  The  hole  was  filled  by  the  cartridge  twelve  feet — 
about  one-third  of  its  depth — the  proportion  to  common  blast- 
ing. There  was  an  open  space  above  of  about  thirty-six 
square  feet.  It  might  have  been  expected  that  the  rock  be- 
tween the  blast  and  that  open  space  would  have  been  broken 
and  lifted,  if  not  blown  out.  A  much  greater  quantity  of 
rock  has  been  moved  in  some  cases.  The  second  blast  below 
seems  to  indicate  such  an  intention.  However  this  may  have 
been,  Thomas*  was  a- single  experiment.  He  never  repeated 
it.  Though  he  sank  many  wells  afterward,  he  dug  them  of  the 
ordinary  size — six  feet  in  diameter — and  on  reaching  rock  blew 
out  the  bottom  by  ordinary  blasting.  It  seems  never  to  have 
occurred  to  him,  or  to  any  person  who  saw  it,  that  it  was 
a  process  that  was  useful  or  that  could  be  applied  to  Artesian 
wells  hundreds  of  feet  deep — some  of  them  fifteen  hundred 
or  more — of  uniform  bore  from  the  surface  of  the  ground. 
Though  it  was  tried  in  public  and  was  somewhat  reniarkable 
in  its  character,  it  never  suggested  to  Mr.  Thomas  or  to  any 
one  that  it  could  be  applied  to  increase  the  productiveness  of 
oil-wells,  though  some  successful  process  of  causing  explo- 
sions at  particular  points  in  such  wells  was  very  much  needed 
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and  very  much  considered.  It  may,  we  think,  very  properly 
be  denominated  an  abandoned  experiment,  never  perfected 
so  as  to  reveal  the  process  Roberts  afterward  discovered. 

Of  the  Boltze  explosion,  we  propose  to  say  nothing  more 
than  we  said  in  Roberts  v.  Dickey.  Maillifert's  blasting  was 
upon  the  surface,  and,  though  it  showed  water-tamping  to 
be  useful  and  effective  in  some  circumstances,  it  bore  no 
resemblance  to  the  process  exhibited  in  the  complainants' 
patent.  It  may  be  that  water-tamping  or  the  resistance  of  a 
body  of  water  above  a  blast  had  been  known  before  Roberts 
applied  it  in  his  process,  but  water-tamping  is  but  one  ele- 
ment of  that  process. 

The  other  alleged  anticipation  of  Roberts*  invention 
requires  but  brief  notice.  The  first  oil-well  was  bored  by 
Colonel  Drake  in  August,  1859.  In  the  September  following, 
A.  W.  Raymond  commenced  drilling  one,  and  stopped  drilling 
in  the  spring  of  i860.  In  the  summer  or  fall  of  that  year, 
he  attempted  to  explode,  in  the  well,  a  tin  case  filled  with 
powder  ;  but  the  fuse  went  out,  the  case  collapsed,  and  he 
never  tried  the  experiment  again.  In  May  or  June,  i860, 
Henry  H.  Dennis  unsuccessfully  exploded  a  torpedo  in  an  oil- 
well  and  abandoned  the  experiment.  In  i860,  John  C.  Ford 
exploded  a  torpedo  in  a  well  some  two  hundred  and  forty- 
eight  feet  deep,  employing  a  round  or  oblong  tin  can  filled 
with  powder.  It  had  a  nozzle  with  a  screw-thread  on  the 
end  of  it.  To  this  he  screwed  a  gas-pipe  of  sufficient  length, 
and  dropped  a  heated  iron  down  the  pipe  into  a  torpedo, 
thus  causing  the  torpedo  to  explode.  The  experiment  was  a 
complete  failure,  and  the  well  was  abandoned.  How  Ford 
regarded  it  is  shown  by  the  fact  that  he  afterward  had 
Roberts'  process  applied  to  his  wells.  Another  torpedo  was 
fired,  in  i860,  on  theStackpole  farm  with  like  ill  success,  and 
the  experiment  was  not  repeated.  George  B.  Walher  also 
made  an  unsuccessful  experiment,  in  i860,  at  Tidioute. 
Other  fruitless  experiments  are  proved  to  have  been  made. 
The  Reed  trials  we  fully  considered  in  Roberts  v.  Dickey^  and 
it  is  unnecessary  to  say  more  of  them.  We  refer,  however,  to 
the  report  of  the  examiners  in  a  case  of  interference.  No. 
3,859,  dated  July  loth,  1869. 
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It  may  be  noticed  that  most  of  these  unsuccessful  experi- 
ments were  made  in  i860  or  1861.  Roberts  conceived  the  idea 
of  his  process  in  1862,  and  in  1864  he  applied  for  his  patent. 
Up  to  that  time,  there  is  no  proof  that  any  torpedo  had  been 
exploded  in  an  oil-well  with  any  substantially  good  results. 
Numerous  experiments  had  been  tried  and  abandoned  ;  but, 
when  the  Roberts  process  was  tried,  it  was  immediately 
successful.  The  first  trial  increased  the  production  of  oil 
sixty  barrels  a  day,  and  the  process  has  continued  to  be  a 
success.  Doubtless  there  has  been  an  occasional  failure,  but 
in  comparison  with  a  complete  success  it  has  been  very  rare. 
It  is  in  proof  that  it  has  increased  production  at  least  one 
half — in  some  wells,  from  five  to  six  barrels  a  day  to  one 
hundred,  and,  in  a  single  territory  along  Oil  Creek,  where 
one  operator  operated,  it  has  increased  the  production  several 
hundred  thousands  of  barrels.  In  the  Bradford  oil  district, 
where  the  daily  production  is  from  twenty-two  thousand  five 
hundred  to  twenty-five  thousand  barrels  daily,  one  half  is 
proved  to  be  due  to  the  Roberts  invention.  The  cause  that 
works  such  results  cannot  be  the  same  as  that  exhibited  in 
the  abandoned  experiments.  Holding  them  up  as  anticipa- 
tions of  the  patented  device  is  another  illustration  of  what  is 
very  common— an  attempt  to  defeat  a  meritorious  patented 
invention  by  proof  that  something  similar  had  been  pre- 
viously known,  though  it  had  never  been  perfected,  and 
had  never  been  any  useful  contribution  to  human  knowledge 
or  convenience.  We  conclude  what  we  have  to  say  upon  this 
branch  of  the  case  by  quoting  what  we  said  in  the  former 
case  :  **  Roberts  was  then  the  first  to  reduce  the  method  in- 
vented to  actual  and  successful  practice,  and  all  that  was 
done  by  others  may  be  properly  classified  among  unsuccess- 
ful experiments.  However  suggestive  they  may  have  been, 
they  cannot  be  made  available  to  defeat  a  patent  granted  to 
an  inventor,  who,  subsequently  to  the  failure  of  others,  re- 
duced his  idea  to  practice  and  revealed  to  the  public  a  useful 
process,  which  the  crude  and  fruitless  experiments  of  others 
had  not  made  known.  In  Parkhurst  v.  Kinsman^  i  Blatchford, 
494,  Mr.  Justice  Nelson  said  :  *  Crude  and  imperfect  experi- 
ments, equivocal   in  their   results,  and   then   given  up  for 
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years,  cannot  be  permitted  to  prevail  against  an  original  in- 
ventor, who  .has  perfected  his  improvement  and  obtained  a 
patent.'  There  can  be  no  better  evidence  that  all  the  trials 
of  blasting  in  oil  wells,  which  were  made  before  the  com- 
plainant"  (Roberts)  **  obtained  his  patent,  were  immature 
and  inadequate  to  the  accomplishment  of  the  desired  result, 
than  the  fact  that  they  were  abandoned,  and  the  patentee's 
method  was  resorted  to  so  soon  as  it  became  known.  Cer- 
tain it  is,  a  great  boon  has  been  given  to  the  oil-producing 
regions,  something  has  been  conceived  and  worked  out  that 
has  immensely  increased  production.  It  is  confessedly  em- 
bodied in  this  patentee's  method,  and  it  is  described  in  his 
patent.  Certain  it  is,  that  no  one  of  the  experimenters, 
whose  testimony  we  have  considered,  can  say,  *  I  did  it.'  " 
Our  conclusion,  then,  is  that  the  defendant  has  not  succeed- 
ed in  showing  that  the  patent  No.  6,258  is  invalid  for  want 
of  novelty  and  originality  of  the  invention,  or  for  any  other 
reason.     The  patent  is,  therefore,  sustained. 

The  defendant's  answer  .substantially  admits  the  infringe- 
ment charged.  In  describing  the  mode  of  torpedoing  an  oil- 
well  practiced  by  him  and  his  servants,  agents  and  employes 
since  the  3d  day  of  April,  1875,  it  states  that  iron  casing  is 
put  down  within  the  well  to  a  point  below  where  fresh-water 
veins  are  struck  in  boring,  and  the  bore  is  then  projected 
down  until  the  oil-bearing  rock  is  reached.  A  pump-tube  is 
then  inserted  through  the  casing  and  lowered  down  into  the 
oil-rock.  This  relates  to  the  construction  of  the  well.  The 
answer  then  proceeds  to  say  that,  if  it  is  deemed  advisable  to 
try  the  experiment  of  torpedoing  the  well,  the  sucker-rod  and 
tubing  are  drawn,  and  the  well  is  left  with  the  casing  in  it  to 
keep  the  water  from  coming  in,  meaning,  of  course,  only 
that  from  the  fresh-water  veins.  The  torpedo  is  then  placed 
at  such  point  as  the  manager  of  the  well  may  direct,  and  is 
exploded.  No  water  or  other  fluid  is  put  into  the  well  or 
permitted  to  come  into  it,  so  far  as  its  entrance  can  be  con- 
trolled, and  fresh  water  is  effectually  excluded  by  the  casing. 
No  extraneous  fluid  is  ever  introduced  into  the  well,  though 
it  may,  and  sometimes  does,  happen  that  there  will  be  fluid  in 
the  well  above  the  point  at  which  the  explosion  is  effected, 
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but  it  will  be  only  oil  or  salt-water  and  oil  which  comes  in,  if 
at  all,  at  points  below  the  casing,  and  no  regard  is  placed  to 
its  presence  so  long  as  it  does  not  fill  up  the  well  to  the 
bottom  of  the  casing.  Such  fluid  cannot  be  excluded  as  the 
fresh-water  veins  can  be  and  are  by  the  casing,  nor  is  any 
regard  paid  to  the  absence  of  fluid  in  the  well,  because  fluid 
is  not  at  all  desired,  nor  is  it  relied  upon  for  any  effect  to  be 
produced  thereby.  Such  is  the  defendant's  description.  It 
will  be  observed  he  does  not  deny  that  water-tamping  always 
attends  his  process,  and  the  proof  is  quite  clear  that,  in  prac- 
tice, he  has  always  had  a  body  of  fluid  in  the  well  above  the 
torpedo,  which,  of  course,  operated  as  tamping,  and  thus  he 
has  succeeded  in  increasing  the  production  of  oil  and  obtain- 
ing the  results  which  the  Roberts  process  secures. 

It  is  too  obvious  for  denial  that  there  is  no  essential 
difference  between  this  process  as  described  in  the  answer 
and  that  described  in  the  Roberts  patent,  unless  it  be  that 
the  defendant  does  not  fill  the  well  with  water  up  to  its  top. 
To  establish  that  as. an  essential  difference,  we  are  asked  to 
give  a  very  strict  and  limited  construction  to  the  patent,  and 
to  hold  it  indispensable  to  the  Roberts  process  that  superin- 
cumbent fluid  tamping  be  introduced  or  admitted  into  the 
well  and  used  therein  substantially  as  described,  the  well 
being  entirely  filled  with  water  or  fluid.  It  is  said  that,  if 
the  well  be  filled  up  to  the  top,  the  casing  will  be  destroyed 
by  the  explosion  or  displaced,  and  that  Roberts  does  not  now 
use  his  own  process  or  allow  the  water  to  rise  in  the  well 
above  the  bottom  of  the  casing  or  up  to  it.  In  short,  the 
argument  is,  that,  because  the  defendant  does  not  allow  the 
fluid  in  the  well  to  rise  above  the  bottom  of  the  casing  when 
he  explodes  a  torpedo  in  a  well,  his  process  is  not  the  same 
as  that  of  Roberts,  which  requires  the  well  to  be  entirely 
filled.  The  argument  is  plausible,  but  unsound.  It  requires 
an  unreasonable  construction  of  the  patent.  Looking  to 
the  specification,  it  is  evident  that  the  presence  of  the  super- 
incumbent column  of  water  was  regarded  as  essential  only  for 
sufficient  tamping  of  the  blast.  It  is  not  a  fair  construction 
ol  it  that  it  requires  the  well  to  be  filled  to  the  top.  Its 
language  is,  when  the  flask  has  reached  a  position  opposite 
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the  oil-bearing  rock  where  the  effect  of  an  explosion  is  de- 
sired ;  **  If  the  well  above  should  not  be  filled  with  water 
when  the  flask  is  let  down  (which  will  almost  always  be  the  case 
unless  it  has  been  pumped  out),  it  is  then  to  be  filled  up 
before  the  contents  of  the  flask  are  ignited.  The  column  of 
water  then  above  the  flask  will  be  of  so  great  gravity  as  to 
confine  the  effect  of  the  explosion  to  the  rock  in  the  imme- 
diate vicinity  of  the  flask,  without  materially  affecting  the 
stratums  of  rock  above,  and  I  make  use  of  it  for  that  pur- 
pose." It  is  obvious  from  this,  that  all  the  patentee  sought 
was  a  sufficient  column  of  water  thus  to  confine  the  effect  of 
the  blast.  The  direction  to  fill  up  the  well,  if  not  already 
filled,  was  for  that  purpose  only,  and  that  purpose  is  to  be 
kept  in  view  in  the  construction  of  the  patent  and  in  follow- 
ing its  directions.  It  is  not  to  be  inferred  from  the  language 
used  that,  in  all  cases,  the  well  is  to  be  filled  to  the  vefy  top. 
The  specification  is  intended  to  inform  those  who  are  skilled 
in  the  art  to  which  it  relates,  and  it  is  to  be  such  that  the  pro- 
cess may  be  advantageously  used  by  them,  and,  if  it  be  suf- 
ficient for  their  direction,  it  is  all  the  law  requires.  As  was 
said  in  Mowry  v.  Whitney ^  14  Wall.,  645,  **  it  would  be  most 
unreasonable  to  read  the  directions  of  the  specification  with- 
out reference  to  the  object  they  profess  to  have  in  view." 
Upon  this  subject,  we  refer  at  large  to  what  was  said  in  that 
case,  and  especially  to  pages  643-6.  It  has  a  direct  bearing 
upon  the  subject  we  are  now  considering.  See,  also,  Tilghman 
V.  Mitchell ^  2  Fisher,  518. 

At  the  time  when  the.  Roberts  patent  was  granted,  oil-wells 
were  comparatively  shallow,  not  much,  if  any,  over  five 
hundred  feet  deep.  Very  many  of  them  were  not  more  than 
half  that  depth,  and  some  were  not  more  than  from  forty  to 
seventy  feet  deep.  Few  of  them,  if  any,  had  any  casing  ex- 
terior  to  the  tubes  through  which  the  pumping  was  done. 
Later,  the  depth  of  the  bores  has  been  greatly  increased.  It 
now  is  driven  through  an  upper  of  what  is  called  a  **  surface 
rock,  *•  and,  below,  through  one,  two  or  three  oil-bearing  rocks. 
As  the  casing  only  extends  down  to  the  surface  rock,  there  is 
generally  a  much  greater  length  of  bore  below  than  above. 
There  may  be,  therefore,  and  such  we  apprehend  is  generally 
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the  case,  a  sufficient  column  of  water  in  the  bore  below  the 
casing  and  above  the  torpedo  to  answer  all  the  purposes  of 
fluid-tamping  contemplated  by  the  patent.  If  the  wells  be, 
as  in  many  districts  they  are,  fifteen  hundred  feet  deep,  and 
the  casing  extends  from  three  to  five  hundred  feet  to  the  sur- 
face or  upper  rock,  which  is  more  than  it  usually  does,  there 
will  be  hundreds  of  feet  below  the  casing  and  above  the 
point  of  explosion  which  may  be  filled  with  fiuid-tamping 
more  than  the  entire  depth  of  the  well,  as  they  were  in  1864. 

Now,  any  operator  with  common  sense,  having  knowledge 
of  oil-wells,  and  having  Roberts'  patent  before  him,  and 
thus  being  informed  of  the  object  it  seeks  to  secure  by  water- 
tamping,  cannot  fail  to  see  that  he  accomplishes  all  the 
patent  proposes,  secures  all  the  tamping  needed,  by  a  column 
of  fiuid  wholly  below  the  casing,  and  that  a  column  permitted 
to  come  up  to  the  surface  of  the  ground  would  be,  not  merely 
useless,  but  positively  hurtful.  He  would  be  no  skilful 
operator  if  he  did  not  perceive  that  Roberts  intended  no 
unnecessary  filling  when  his  avowed  purpose  was  to  use  the 
water  for  the  purpose  of  confining  the  effect  of  the  explosion 
to  the  vicinity  of  the  point  at  which  the  torpedo  is  placed. 
We  must  hold,  therefore,  that  the  averment  of  the  bill,  that 
the  patent  has  been  infringed  by  the  defendant,  and  that  he 
has  been  using  the  process  which  belongs  exclusively  to  the 
complainants,  is  sustained,  and  we  shall  decree  accordingly. 

We  pass  next  to  the  charge  made  in  the  bill,  that  the  de- 
fendant has  infringed  patent  No.  47,458,  granted  on  the  25th 
of  April,  1865,  to  Edward  A.  L.  Roberts,  and  assigned  to  the 
complainants.  That  patent  was,  as  we  have  heretofore 
stated,  for  a  new  and  useful  improvement  in  apparatus  for 
exploding  gunpowder  or  other  explosive  material  in  Artesian 
or  other  similar  wells.  To  understand  the  device,  it  is 
necessary  to  notice  both  the  object  sought  to  be  accom- 
plished, and  the  manner  contrived  for  attaining  it.  The  evil 
sought  to  be  overcome  is  thus  described  in  the  specification  : 
It  has  always  been  found  difficult  to  explode  gunpowder  in  a 
vessel  in  the  water  several  hundred  feet  below  the  surface  and 
at  any!given  point  above  the  bottom  of  an  Artesian  well,  for  two 
reasons  :  First,  that  the  powder  is  liable  to  become  dampened 
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from  exposure  to  the  water  about  the  place  where  it  is  con- 
nected with  the  machinery  for  igniting  it ;  and,  second,  such 
machinery  being  usually  connected  with  the  top  of  the  vessel 
containing  the  powder,  which  is  usually  a  flask  made  of  con- 
siderable length  in  order  to  hold  sufficient  powder  to  create 
the  force  required  upon  its  explosion,  the  powder  is  very 
liable  to  settle  down  so  far  in  the  flask,  on  account  of  the 
motion  and  jamming  that  it  necessarily  undergoes  in  being 
placed  in  position,  as  to  fall  beyond  the  reach  of  the  fire 
intended  to  ignite  it. 

It  was  these  hazards  that  the  patented  device  was  intended 
to  meet.  It  is  a  combination  of  a  flask  to  contain  powder  or 
some  explosive  material,  constructed  with  a  close  cover,  a 
priming-chamber  in  the  cover,  being  a  tube  extending  down 
into  the  interior  of  the  flask,  a  hollow  nipple  in  the  upper 
part  of  the  priming-chamber  for  the  purpose  of  receiving  a 
percussion-cap  on  its  upper  end,  and  a  guard  around  the 
nipple  extending  above  it  about  one  inch,  serving  as  a  guide 
to  a  bolt  and  keeping  it  in  place  directly  over  the  nipple,  the 
bolt  being  used  to  explode  the  cap  on  the  nipple,  and  sliding 
easily  in  the  nipple-guard.  A  plug  is  used  to  stop  the 
lower  end  of  the  priming-chamber.  This  description  will  be 
more  fully  understood  by  observing  the  mode  of  operation  of 
the  device.  The  flask  is  filled  with  powder  and  the  priming- 
chamber  also,  its  bottom  being  closed  by  the  plug  inserted 
tightly  enough  to  keep  the  powder  from  falling  out,  but  not 
so  tightly  that  it  will  not  be  driven  out  when  the  material  in 
the  priming-chamber  explodes.  A  percussion-cap  is  placed 
on  the  nipple,  the  lower  end  of  the  bolt  is  placed  in  the 
guard,  an  india-rubber  tube  is  drawn  over  the  guard  and 
bolt  and  tied  closely  at  its  lower  end  around  the  guard  and, 
at  its  upper,  around  the  head  of  the  bolt  to  keep  the  percus- 
sion-cap dry.  Thus  equipped  the  apparatus  is  lowered  to  its 
proposed  position  in  the  well,  and  the  torpedo  is  exploded 
by  dropping  a  weight,  guided  by  the  wire  that  sustains  it, 
which  forces  the  bolt  upon  the  percussion-cap,  thereby  ex- 
ploding the  powder  in  the  priming-chamber,  and  forcing  the 
fire  and  the  plug  into  contact  with  the  explosive  material  in 
the  flask. 
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It  is  this  combination  of  the  flask,  the  priming-chamber, 
the  plug  (shutting  off  the  chamber  from  the  body  of  the 
flask),  and  the  nipple,  which  is  the  first  claim  of  the  patent. 
It  constitutes  the  first  claim.  After  an  examination  of  the 
patented  combination,  and  the  device  of  the  defendant, 
which  it  is  admitted  he  has  used,  both  of  which  have  been 
before  us,*  we  cannot  doubt  that  they  are  substantially  the 
same.  The  differences,  so  far  as  they  exist,  are  merely 
formal.  The  function  performed  by  each  device  is  the  same, 
the  mode  of  performance  is  substantially  the  same  in  each, 
and  the  elements  of  the  combination  are  found  in  each. 
Those  elements  are  four.  Each  has  a  flask  to  contain  mate- 
rial for  a  blast,  each  flask  having  a  cover.  It  is  immate- 
rial how  the  cover  is  attached  to  the  body.  The  mode  of 
attachment  constitutes  no  part  of  what  the  patentee  claims, 
nor  does  the  shape  of  the  cover.  Both  devices  plainly  have 
reference  to  a  torpedo  to  be  set  vertically,  and  to  be  fired  by 
a  weight  dropped  from  above.  The  patentee  has  a  priming- 
chamber  entered  through  the  cover.  The  priming-chamber 
is  a  small  apartment  entered  through  the  cover,  intended  to 
contain  a  charge  to  be  fired  into  the  body  of  the  flask.  Of 
what  material  the  chamber  shall  be  made  is  not  made  es- 
sential, or  specified. 

The  defendant's  device  has  three  priming-chambers  en- 
tered through  the  cover  of  the  flask  or  plate  or  disk  which 
constitutes  the  cover.  Through  this  cover  three  perforations 
are  made,  extending  into  the  interior  of  the  flask,  and  a 
Smith  &  Wesson  pistol  cartridge  is  forced  into  each.  It  is 
needless  to  say,  what  is  too  obvious  to  need  any  remark,  that 
the  copper  case  of  the  cartridge,  filled,  as  it  is,  with  a  powder 
to  be  exploded  by  a  fulminate  in  the  rim,  is  a  priming- 
chamber  answering  all  the  purposes  of  that  in  the  Roberts 
patent,  and  a  clear  equivalent  for  it ;  and  the  bullet  which 
confines  the  powder  in  the  copper  case  is  a  plug  answering 
all  the  purposes  of  the  plug  in  the  complainants'  device. 

The  remaining  element  of  the  patentee's  device  is  the 
nipple.  The  function  of  the  nipple  is  twofold — to  hold  the 
cap  in  position  over  the  priming-chamber,  and  to  supply  an 
anvil  upon  which  the  fulminate  in  the  cap  may  be  exploded 
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into  the  chamber  by  the  falling  of  the  weight.  There  is  no 
nipple,  in  form,  in  the  defendant's  apparatus,  but  there  is  a 
clear  equivalent,  performing  the  same  function  and  in  sub- 
stantially the  same  manner.  The  perforation  holds  the  cap 
in  place,  and  the  top  of  the  cover  adjacent  to  the  perforation 
is  made  an  anvil.  The  rim  of  the  cap,  which  contains  the 
fulminate,  rests  on  that  anvil.  Thus  the  shoulder  on  which 
the  rim  rests  becomes  a  nipple  answering  ^11  its  purposes. 
A  patented  mechanical  arrangement  cannot  be  thus  evaded 
without  liability  to  the  charge  of  infringement. 

Only  two  things  have  been  urged  in  support  of  the  defence 
that  Roberts  was  not  the  first  inventor  of  his  apparatus. 
One  of  these  is  the  Crocker  torpedo.  We  have  already  ob- 
served that  the  Roberts  invention  is  a  device  for  the  explod- 
ing, from  the  top,  of  a  shell  placed  vertically  in  an  Artesian 
well.  Crocker's  was  a  device  for  exploding  it  at  the  bottom  or 
lower  end.  The  torpedo  had  a  pistol-cartridge  in  its  bottom 
and  a  rod  beneath  it  varying  in  length.  The  torpedo  was 
lowered  into  the  well,  and  allowed  to  drop  to  the  bottom. 
By  this  means,  when  the  end  of  the  rod  struck  the  bottom  it 
discharged  a  hammer,  which  struck  the  head  of  the  pistol- 
cartridge,  and  caused  the  cap  to  explode.  There  was  no  plug. 
Mr.  Crocker  himself  testifies  that  the  bullet  was  taken  out 
of  the  cartridge  ;  and,  as  the  cartridge  was  placed  in  an 
upright  position,  with  the  mouth  upward,  a  plug  or  bullet 
was  not  needed  to  keep  the  powder  from  falling  out  of  the 
chamber — the  purpose  subserved  in  the  Roberts  combina- 
tion. Besides,  the  device  was  an  experimental  one,  imme- 
diately abandoned,  and  Mr.  Crocker  afterward  employed 
Roberts'  for  torpedoing  his  wells. 

The  other  alleged  anticipation  is  the  Plant  torpedo.  It  is 
described  in  the  Plant  patent,  dated  November  18th,  1862. 
It  is  a  submarine  torpedo,  intended  for  a  purpose  entirely 
different  from  what  is  sought  to  be  secured  by  that  of 
Roberts.  It  is  fired  horizontally  from  a  war  vessel  or  a  fort, 
arranged  so  as  to  explode  when  it  strikes  a  hard  opposing 
object,  such  as  the  hull  of  a  ship,  and  it  is  protected  by  a 
spring  in  front  against  the  resistance  of  the  water  through 
which  it  passes  in  its  rapid  flight.     This  spring  is  an  element 
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not  found  in  the  Roberts  device.  If  used  in  that  device,  it 
would  impede  the  operation,  if  not  prevent  it  entirely.  It 
would  offer  resistance  to  the  drop-weight,  and  tend  to  prevent 
its  driving  the  bolt  upon  the  cap.  The  purpose  was  to 
secure  an  easy  and  certain  explosion.  That  of  Plant  was  to 
guard  against  an  explosion  from  any  less  cause  than  violent 
concussion  with  a  hard  and  unyielding  object  Roberts 
sought  to  overcome  the  difficulty  arising  from  the  settling  of 
the  powder  in  the  flask  from  its  top.  In  Plant's  torpedo  no 
such  difficulty  existed,  since  its  motion  was  horizontal. 
Moreover,  Plant's  device  has  five  elements  instead  of  four. 
Roberts,  with  four  elements,  accomplishes  a  different  result 
from  that  which  Plant  only  reaches  by  five.  For  these 
reasons  we  cannot  think  they  are  the  same  combinations, 
either  in  principle  or  results. 

It  follows  from  what  we  have  said,  first,  that  the  reissued 
process  patent,  No.  6,258,  belonging  to  the  complainants, 
is  valid,  and  that  the  defendant  has  been  guilty  of  infringing 
it  ;  second,  that  the  patent  for  an  improvement  in  exploding 
torpedoes  in  Artesian  wells.  No.  47,458,  is  also  valid,  and 
that  the  first  claim  thereof  has  been  infringed  by  the  de- 
fendant. 

A  decree  wili,  therefore,  be  entered  for  an  injunction  and 
an  account. 

Let  a  decree  be  prepared  accordingly. 

George  Harding  and  DJ  F.  Patterson^  for  the  complainants. 
Henry  Baldwin  and  J.  C.  Boyce^  for  the  defendant. 
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Bennett  B.  Schneider 

vs. 
Francis  Thill.    In  Equity.* 

After  a  suit  in  equity  for  the  infringement  of  a  patent  had  been  argued  on 
pleadings  and  proofs,  the  defendant  applied  for  leave  to  take  further 
proofs  and  to  re-argue  the  case,  the  application  being  made  not  because 
of  the  defendant's  interest  in  the  result,  but  because  of  the  supposed 
effect  upon  the  interests  of  a  third  party  in  certain,  other  patents,  of  a 
determination  of  the  suit  in  favor  of  the  plaintifif :  J/e/d,  that  the  motion 
must  be  denied. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  June,  1880.) 

Benedict,  J. 

This  action  was  brought  to  establish  the  validity  of  a  patent 
reissued  to  the  plaintiff  as  the  assignee  of  Carl  Volti,  and  num- 
bered reissue  No.  7,511,  and  also  of  a  patent  issued  to  the 
plaintiff  as  assignee  of  Homer  Brooke,  on  the  29th  of  May, 
1877,  and  numbered  191,224.  The  cause  proceeded  regularly 
to  a  hearing  upon  pleadings  and  proofs,  and,  having  been 
argued  in  behalf  of  the  respective  parties,  is  now  before  the 
court  for  its  decision  upon  the  merits.  In  this  stage  of  the 
case,  the  defendant  applies  for  permission  to  take  further 
proofs  and  to  reargue  the  case.  While,  technicall}'^  and 
legally,  the  application  is  made  by  the  defendant,  and  the 
defendant,  to  some  extent,  at  least,  has  a  substantial  interest 
in  the  determination  of  the  cause,  it  is  plain  to  be  seen  that 
the  reason  why  this  application  is  made  is  not  because  of  the 
defendant's  interest  in  the  result,  but  because  of  the  effect 
upon  the  interests  of  a  third  party  in  certain  other  patents, 
which  such  party  has  come  to  believe  may  be  produced  by  a 
determination  of  this  cause  in  favor  of  the  plaintiff.  This 
circumstance  would  be  no  reason  for  refusing  the  defendant's 

♦  18  Blatchf.  C.  C.  R.,  241. 
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application  if  it  were  a  matter  of  right,  but  this  is  an  applica- 
tion for  a  favor,  and  is  strongly  opposed   by  the  plaintiff. 

I  confess  that  it  is  not  easy  to  see  how  the  plaintiff  can 
desire  the  decision  in  this  case  to  be  made  upon  a  part  of 
the  evidence  material  to  the  issue,  inasmuch  as  the  very  fact 
that  evidence  affecting  the  issue  was  not  before  the  court 
must  deprive  the  decision  of  any  value  which  it  might  other- 
wise have  as  a  ground  upon  which  to  apply  for  preliminary 
injunctions  in  other  suits.  Nor  is  it  easy  to  see  how  any 
serious  results  to  any  person  not  a  party  to  this  suit  can 
arise  from  a  decision  in  this  case,  if  the  testimony  now 
claimed  to  have  been  omitted  is  calculated  to  affect  the 
decision.  It  is  possible,  therefore,  that  the  parties,  in  press- 
ing and  opposing  this  application,  are  impelled  by  some 
motive  not  fully  disclosed  ;  but,  however  this  may  be,  and 
undesirable  as  it  is  to  be  called  on  to  decide  a  case  of  this 
character  upon  an  imperfect  exhibit  of  the  facts,  I  do  not  think 
it  can  be  proper  to  grant  an  application  like  the  present, 
addressed  to  the  favor  of  the  court  and  strongly  opposed, 
when  the  result  will  be  to  compel  the  plaintiff,  after  he  has 
brought  his  case  to  a  final  hearing,  and  it  has  been  submitted 
by  both  sides  for  decision,  again  to  renew  the  contest  upon 
additional  testimony,  and,  in  substance,  with  another  party, 
in  order  that  detriment  to  the  interests  of  such  third  party, 
which  it  is  anticipated  may  follow  a  decision  in  favor  of  the 
plaintiff,  may  be  avoided. 

The  motion  is,  th6refore,  denied. 

C  II.  Watson  and  George  Gifford^  for  the  complainant. 
Edwin  H,  Brown  and  John  J,  Allen^  for  the  defendant- 
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Leman  W.  Tyler 
vs. 

William  L.  Welch.    In  Equity.* 

The  reissued  letters  patent  granted  to  William  Sternbergh,  August  5th,  1879, 
for  an  **  improvement  in  cheese  hoops/'  the  original  patent  having  been 
granted  to  him  March  21st,  1871,  are  valid. 

The  invention  explained. 

The  reissue  compared  with  the  original. 

If  the  suit  had  been  founded  on  the  original  the  plaintiff  could  have  succeeded. 

The  office  of  a  reissue  defined. 

The  first  claim  of  the  reissue,  though  capable  of  a  broader  construction,  must 
be  confined  to  the  real  invention. 

(Before  Wallace,  J.,  Northern  District  of  New  York,  June,  1880.) 

Wallace,  J. 

The  complainant  is  the  assignee  of  the  letters  patent 
granted  to  Willam  Sternbergh,  March  21st,  1871,  and  reissued 
August  5th,  1879,  for  an  **  improvement  in  cheese  hoops." 
The  bill  is  filed  to  restrain  the  manufacture  and  sale  by  the 
defendant  of  cheese  hoops  known  as  the  "  Frazer  hoop," 
which  are  manufactured  by  the  defendant  under  the  patent 
granted  to  Milton  B.  Frazer,  January  9th,  1872. 

According  to  the  theory  of  the  complainant  it  had  been 
usual,  in  the  process  of  cheese-making,  prior  to  Sternbergh's 
invention,  to  press  the  curd  in  a  sack  or  press-cloth,  and, 
when  firm  enough  to  handle,  the  cheese  was  removed  from 
the  hoop,  the  press-cloth  taken  off  and  a  bandage  put  on,  and 
the  cheese  again  placed  in  the  hoop  and  subjected  to  press- 
ure. The  object  of  Sternbergh 's  invention  was  to  complete 
the  process  in  one  operation  and  obviate  the  necessity  of  first 
using  the  press-cloth.  To  effect  this  it  was  necessary  that  a 
hoop  should  be  constructed  in  which  a  bandage  could  be 
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securely  fastened  at  the  upper  part  of  the  hoop,  because, 
otherwise,  the  bandage  would  become  wrinkled  during  the 
process  of  pressing  and  leave  indentations  in  the  cheese, 
which  would  soon  be  occupied  by  skippers,  and  it  was  de- 
sirable that  the  bandage  should  be  fastened  in  such  manner 
as  not  to  interfere  with  the  follower.  In  the  original  patent 
Sternbergh's  invention  is  described  as  consisting  in  the  em- 
ployment of  an  adjustable  ring  or  band  for  holding  the  upper 
end  of  the  bandage  inside  the  hoop,  and  made  to  occupy  a 
groove  in  the  hoop,  so  as  not  to  interfere  with  the  follower. 
The  ring  is  provided  with  a  contrivance  for  locking  it  in  its 
place  within  the  groove. 

In  using  the  Sternbergh  hoop  the  cheese  bandage  is  placed 
in  the  hoop,  and  its  upper  edge  is  held  between  the  ring  or 
band,  by  expanding  the  band  into  the  groove  and  locking  it 
in  its  place.  The  bandage  is  then  smoothed  by  letting  down 
what  constitutes  the  bottom  of  the  hoop.  The  curd  is 
then  inserted  and  the  pressing  operation  begins,  during  which 
the  bandage  is  held  firmly  in  place,  while  the  band,  being 
within  the  groove,  does  not  obstruct  the  free  passage  of  the 
follower. 

So  far  as  appears  from  the  proofs  Sternbergh  was  the  first 
to  employ  an  adjustable  band  located  within  a  recess  inside 
the  cheese  hoop,  which  would  hold  the  bandage  firmly  and 
yet  not  interfere  with  the  follower.  Neither  the  Bent  nor 
the  Wilson  cheese  hoop  are  anticipations.  They  were  de- 
signed to  effect  the  same  object  which  Sternbergh  sought  to 
attain — the  dispensing  with  pressing  che  curd  in  a  sack  before 
pressing  it  in  a  bandage — and  did  effect  this,  but  not  by  the 
same  means.  There  is  nothing  in  either  of  these  cheese  hoops 
which  would  suggest  Sternbergh's  invention. 

The  defendant's  hoop  contains  an  adjustable  band  located 
partly  within  the  hoop  and  partly  above  it.  It  occupies  a 
recess  within  the  hoop,  is  locked,  and  holds  the  bandage 
substantially  in  place  as  Sternbergh's  does.  I  cannot  doubt 
that  it  is  an  appropriation  of  Sternbergh's  invention,  and,  if 
the  real  invention  had  been  more  carefully  described  in  the 
original  patent,  the  case  would  be  entirely  clear.  Some 
doubt,  however,  is  suggested  because  the  language  of  the  de- 
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scription  and  claim  in  the  reissue  departs  from  that  employed 
in  the  original  for  describing  the  recess  which  holds  the  band 
or  ring  ;  and  it  is  urged,  that  the  reissue  is  void,  as  enlarging 
the  scope  of  the  invention  disclosed  in  the  original.  The 
original  describes  a  ring  or  band  *'  made  to  occupy  a  groove 
in  the  hoop,  so  as  not  to  interfere  with  the  follower."  The 
reissue  describes  a  hoop  **  with  an  annular  groove  or  depres- 
sion** and  a  ring  or  band  made  to  occupy  it.  By  the  aid  of 
the  drawings  there  is  no  difficulty  in  ascertaining  what  the 
patentee  meant,  in  his  original  specification,  by  the  term 
**  groove."  Without  the  drawings,  reading  the  entire  de- 
scription of  the  several  parts  and  ascertaining  their  functions 
when  used  in  the  process  of  pressing  cheese,  as  detailed,  it 
would  be  the  natural  and  necessary  inference  that  such  at 
channel  was  contemplated  as  would  be  appropriate  for  the 
insertion  and  location  of  the  expansible  band.  The  draw- 
ings show  an  annular  recess  near  the  upper  part  of  the  hoop.. 
The  function  of  this  recess  is  to  hold  the  band  durin^g  the- 
downward  pressure  of  the  follower,  so  that  the  exterior  sur- 
face of  the  band  shall  be  the  same  as  that  of  the  interior  ol 
the  hoop.  Any  change  in  the  form,  or  even  in  the  location,, 
of  this  recess,  which  does  not  involve  a  change  of  function,, 
would  be  immaterial,  and  would  be  permissible  under  the 
original  patent.  I  am  of  opinion,  that,  if  this  action  hadi 
been  founded  on  the  original  patent,  the  connplainant  could, 
have  succeeded. 

It  is  the  office  of  a  reissue  to  correct  errors  in  the  spccifica* 
tion  and  in  the  claim  of  the  original  patent.  When  alterations . 
are  made  which  enlarge  the  scope  of  the  patent  and  secure- 
to  the  patentee  improvements  made  by  others  subsequent  to» 
the  original  patent,  they  should  be  carefully  scrutinized,  in 
order  to  see  that  nothing  is  grafted  which  was  not  fairly 
disclosed  originally.     In   this  case,.  I  doubt  whether  there 
is  any  essential  change  in  the  specification,  but,  certainly, 
there  is  none  which  is  fairly  open  to  criticism.     While  the 
first  claim  in  the  reissue  is  capable  of  a  broader  construction 
than  is  warranted  by  coafining   it  to  the    real  invention  of 
Sternbergh,  yet  such  a  construction  should  not  be  given  to 
it,  according  to  the  rultes  wJiich.  prevail.     The  second  claim 
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is  a  more  exact  statement  of   the  invention  to  which  the 
complainant  has  the  exclusive  right. 

A  decree  is  ordered  for  the  complainant,  enjoining  the 
defendant,  and  for  an  accounting,  according  to  the  prayer 
of  the  bill,  with  costs. 

Duell  6^  Heyy  for  the  complainant. 

TF.  H.  Hubbard^  for  the  defendant. 


The  Locomotive  Engine  Safety  Truck  Company 

vs. 
The  Pennsylvania  Railroad  Company.     In  Equity. 

The  rule  laid  down  in  Mowry  v.  Whitney^  14  Wall.»  620,  as  to  the  com- 
putation of  profits  derived  by  an  infringer  from  the  use  of  a  patented 
device,  above  what  he  could  have  made  from  the  use  of  any  other  de- 
vice open  to  him,  in  doing  the  same  work,  stated  and  applied. 

It  appearing,  in  this  case,  after  comparison  of  the  patented  invention  with 
other  devices  which  were  in  use  both  before  and  since  the  invention  was 
made,  and  which  were  open  to  the  use  of  the  public,  that  the  defend- 
ant had  received  no  "gains,  profits,  or  advantages  by  reason  of  their 
infringement :"  Fields  that  profits  were  not  recoverable  by  the  complain- 
ant, but  that  it  could  recover  only  damages. 

The  damages  recoverable  by  the  complainant  held  to  be  limited  to  the 
amount  of  a  license  fee  established  by  it. 

The  license  fee  or  royalty  having  been  fixed  when  defendants  began  to  use 
the  invention,  such  royalty  was  considered  as  liquidated  damages,  and 
interest  was  allowed  from  a  time  piior  to  the  final  decree. 

(Before  Strong,  J.,  Eastern  District  of  Pennsylvania,  June,  1880.) 

Strong,  J. 

After  a  careful  examination  of  the  evidence  submitted  to 
the  master,  including  both  the  testimony  and  the  exhibits,  I 
have  come  to  the  conclusion  that  none  of  the  exceptions 
filed  to  his  report  by  the  complainants,  or  by  the  defendants, 
ought  to  be  sustained.  The  report  is  an  intelligent  and  dis- 
criminating deduction  from  the  evidence,  and  the  conclusions 


JUNE,    1880.  515 


Locomotive  Engine  Safety  Truck  Co.  v.  Pennsylvania  Railroad  Co. 

which  the  master  has  reached  are  strongly  fortified  by  his 
reasoning ;  I  can  add  little  to  what  he  has  said  beyond  an 
expression  of  my  concurrence. 

In  the  endeavor  to  ascertain  the  profits,  if  any,  which  the 
defendants  derived  from  the  use  of  the  patented  invention, 
both  parties  agreed  during  the  argument  that  the  rule  stated 
in  Mawry  v.  Whitney^  14  Wall.,  620,  and  repeated  in  sub- 
sequent cases,  is  to  be  followed.  That  rule  is  that  the 
measure  of  profits,  as  distinguished  from  damages,  for  which 
an  infringer  is  responsible,  is  the  aggregate  of  gains  or 
savings  which  he  has  made  from  the  use  of  the  patented 
invention,  above  what  he  could  have  made  in  doing  the 
same  work  from  the  use  of  any  other  device  or  process 
existing  at  the  time,  capable  of  accomplishing  the  same  pur- 
pose or  attaining  the  same  result,  and  free  or  open  to  public 
use.  This  rule  is  founded  upon  the  soundest  reason.  It  is 
only  that  which  was  previously  not  known,  or  in  other 
words,  it  is  only  the  addition  to  human  knowledge  and  con- 
venience which  a  patentee  has  made  that  he  can  be  said  to 
own.  The  patent  laws  give  him  an  exclusive  right  to  the 
addition,  and  to  the  advantage  resulting  from  it,  and  to 
nothing  more.  Undoubtedly,  it  may  be  a  benefit  to  the 
community  to  have  two  modes  of  doing  certain  work  instead 
of  one,  both  equally  economical  and  convenient,  accomplish- 
ing the  same  result,  and  each  still  patentable.  But,  as  was 
well  remarked  by  the  master,  *'  unless  a  patentee  can  show 
such  an  absolute  advantage  in  the  use  of  his  patent  over 
results  which  could  be  reached  by  other  processes  in  common 
and  unrestricted  use,  there  has  been  nothing  really  gained, 
no  advance  made  by  his  invention.  In  such  a  case,  though 
he  may  maintain  a  monopoly  o.ver  his  patented  machine, 
process,  or  combination,  and  exact  such  damages  as  he  may 
be  able  to  show  he  has  suffered  from  an  infringer,  he  cannot 
claim  any  portion  of  what  has  been  realized  as  profits  in  any 
sense  owing  or  due  to  him,  for  the  reason  that  the  infringer 
could  just  as  well  have  obtained  such  product  or  result  with- 
out his  aid,  or  the  benefit  of  his  work  or  ideas." 

The  rule  stated  in  Mowry  v.  Whitney  was  applied  by  the 
master  to  the  facts  as  they  appeared  in    the  case.     But  he 
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found,  after  comparison  of  the  patented  invention  with  other 
devices  in  use  before  the  invention  was  made,  and  ever  since 
in  use — devices  open  to  the  public  and  free  to  be  used  by 
anybody — that  the  defendants  had  received  no  gains,. profits, 
or  advantages  by  reason  of  their  infringement  of  the  com- 
plainant's letters  patent,  and  that  no  such  gains,  profits,  or 
advantages  had  accrued  to  them  by  reason  thereof.     In  this 

I 

finding  I  concur.  The  evidence  certainly  established  that 
a  locomotive  with  plain  forward  driving  wheels,  that  is, 
with  its  forward  driving  wheels  without  flanges,  and  with  a 
rigid  truck,  is  in  all  respects  quite  as  convenient  and  eco- 
nomical as  is  a  locomotive  with  such  a  truck  as  the  patent 
describes.  There  is  no  gain,  profit  or  advantage  in  the  use  of 
one  over  the  use  of  the  other.  The  former  was  in  common  use 
when  the  complainants*  patent  was  granted.  It  was  free  to 
be  used  by  the  defendants.  But  the  complainants  argue 
that  because  it  was  not  employed  by  the  defendants  when 
they  began  to  use  the  combination  of  the  swinging  truck 
with  a  locomotive,  the  comparison  of  advantages  should  be 
made  with  an  engine  having  flanged  forward  driving  wheels 
and  a  rigid  truck.  I  do  not  assent  to  this  view.  The  com- 
bination protected  by  the  patent  is  not  that  of  a  swinging 
truck  with  a  particular  kind  of  engine,  such  as  one  having 
flanged  forward  driving  wheels.  It  is  a  combination  of  such 
a  truck  with  any  locomotive  for  railroad  uses.  It  is  the 
advantage  of  such  a  combination  to  which  the  patentee  is 
entitled.  Certainly,  if  the  defendants  had  never  used  any 
locomotive  when  they  began  to  employ  the  complainants* 
invention,  they  would,  according  to  the  rule  in  Mowry  v. 
Whitney,  be  liable  only  for  the  advantage  they  had  in  that 
use  over  what  they  would  have  had  in  case  they  had  used 
a  combination  of  an  engine  with  forward  driving  wheels 
without  flanges,  and  with  a  rigid  truck.  I  cannot  see  that 
what  they  had  in  use  in  1866  had  any  bearing  upon  their 
liability  to  account  for  profits  made  in  1867  or  1868,  when  they 
resorted  to  the  complainants*  invention.  If  a  man  making 
boards  by  hewing  them  from  logs  by  an  adze,  changes  his 
mode  of  manufacture  to  the  unlicensed  use  of  a  patented 
rotating  saw,  it  would  be  a  strange  doctrine  to  hold  that  he 
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is  responsible  for  all  the  increased  advantages  of  one  mode 
of  manufacture  over  the  other.  Neither  Mowry  v.  Whitney 
nor  any  other  decision  with  which  I  am  acquainted  justifies 
any  such  accounting.  Mowry  was  held  liable  to  account 
only  for  the  advantage  his  use  of  Whitney's  process  gave 
him  over  other  known  modes  of  making  car  wheels  equally 
valuable  and  saleable  in  the  market,  though  it  did  not  appear 
those  other  modes  had  ever  been  used  by  the  infringer.  In 
accounting  for  profits  as  such,  for  which  an  infringer  is 
liable,  the  state  of  the  art  when  the  invention  was  made  is 
always  to  be  considered.  But,  were  it  conceded  that  the  de- 
fendant in  this  case  did  secure  some  advantage  from  the  use 
of  the  complainants*  patented  device,  instead  of  other  devices 
they  were  at  liberty  to  use  (which  I  am  unable  to  perceive)  I 
think  there  is  not  sufficient  in  the  evidence  to  enable  me  to 
make  any  reliable  estimate  of  the  value  of  that  advantage. 

The  defendants  are  not  to  be  held  for  the  profits  in  any 
amount  unless  there  is  some  satisfactory  evidence  that  profits 
to  that  amount  were  made,  though  they  may  be  answerable 
in  damages  for  their  invasion  of  the  complainants'  right. 
Some  witnesses,  it  is  true,  have  given  their  estimates  of  the 
saving  of  wear  by  the  use  of  the  swinging  truck.  But  an 
examination  of  their  testimony  convinces  me  that  their 
estimates  are  mere  guesses  without  any  reliable  basis. 
There  are  no  facts  in  evidence  to  justify  them.  Beside, 
the  comparisons  upon  which  they  rest  their  conjectures  are 
inadmissible  in  view  of  what  I  have  said.  They  rest  upon 
the  supposed  wear  of  tiers  or  flanges  under  different  condi- 
tions from  those  existing  when  plain  forward  drivers  are 
used.  In  regard  to  the  alleged  additional  safety  attendant 
upon  the  use  of  the  swing  truck,  there  is  the  same  difficulty. 
I  am  not  convinced  that  there  is  any  increased  safety  in  run- 
ning locomotives  with  it.  But  if  there  is,  there  is  no  meter 
by  which  the  value  of  that  advantage  as  a  profit  can  be 
measured,  and  during  the  argument  the  complainants  dis- 
avowed any  claim  for  profits  on  that  account. 

The  case,  therefore,  is  one  for  damages  only.  The  evidence 
shows  to  my  satisfaction  that  the  complainants  had  a  fixed 
royalty  of  one  hundred  dollars  for  each  locomotive  to  which 
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the  invention  was  applied.  The  master  adopted  that  as  a 
proper  standard  for  estimating  the  damages.  In  this  I  think 
he  was  justified  by  the  case  of  Birdsall  v.  Coolidge^  3  Otto,  64. 
That,  it  is  true,  was  an  action  at  law.  But  there  is  no  con- 
ceivable reason  why  the  damages  sustained  by  a  patentee 
from  the  infringement  of  his  patent  are  not  the  same, 
whether  he  proceeds  at  law  or  in  equity.  Applying  this 
standard,  and  adding  interest  to  the  royalties,  the  master  has 
reported  the  damages  to  be  $89,644,  the  invention  having 
been  used  by  these  defendants  in  six  hundred  and  fourteen 
engines.  That  sum  will  certainly  cover  all  damages  the 
complainants  have  sustained,  and  all  possible  profits  the 
defendants  have  made,  if  they  made  any. 

A  doubt  arose  in  my  mtnd  at  first,  whether  inteiest  should 
have  been  added  by  the  master  to  the  aggregate  of  the 
royalties,  but  further  reflection  has  removed  the  doubt.  As 
I  have  noticed,  the  ro5'aUies  were  allowed  as  the  measure  of 
damages.  It  is  doubtless  the  general  rule  that  interest  prior 
to  the  final  decree  is  not  to  be  allowed  upon  profits  or 
damages,  because,  until  the  decree,  they  are  unliquidated. 
Mautry  v.  Whitney^  14  Wall.,  653.  But  the  rule  is  not  with- 
out exceptions.  We  said  in  that  case  **  we  will  not  say  that 
in  no  possible  case  can  interest  be  allowed."  The  present 
seems  to  be  one  not  within  the  reason  of  the  rule,  and,  there- 
fore, proper  for  an  exception.  The  damages  cannot  be  said  to 
have  been  unliquidated  from  the  first.  The  amount  of  the 
royalty  was  fixed  when  the  defendants  began  to  use  the 
invention.  To  that  amount  the  complainants  were  entitled 
at  that  time,  and  interest,  therefore,  is  only  compensation  for 
the  delay  of  payment  of  a  liquidated  sum.  Besides,  no  ex- 
ception has  been  specifically  filed  to  the  allowance  of  interest 
by  the  master. 

This  is  all  I  need  say  of  the  case,  all  the  exceptions  filed  to 
the  masters  report  are  overruled,  and  his  report  is  confirmed. 

Let  a  final  decree  accordingly  be  prepared. 

S.  S,  Hollings^vorth  and  Chas,  F,  Blake,  for  the  complainants. 
Chapman  BiddUy  for  the  defendants. 
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The  Yale  Lock  Manufacturing  Company 
The  Scovill  Manufacturing  Company.    In  Equity.* 

The  reissued  letters  patent  No.  8,783,  granted  to  the  Yale  Lock  Manufactur- 
ing Company,  July  ist,  1879,  for  an  improvement  in  post  office  boxes, 
the  original  patent  having  been  granted  to  Silas  N.  Brooks,  administra- 
tor of  Linus  Yale,  Jr.,  September  19th,  1871,  are  valid  as  to  the  first 
three  claims,  the  other  two  claims  being  void. 

The  actual  invention  was  broader  than  the  claims  of  the  original  patent. 
The  reissue  makes  the  invention  to  consist  of  two  features,  and  de- 
scribes the  invention  which  the  history  of  the  art  and  the  patent  show 
should  have  been  applied  for,  and  the  same  invention  which  it  can  be 
seen  formed  the  subject  of  the  original  specification.  The  original  pre- 
sented the  in\rention  as  consisting  of  the  said  two  features  in  combina- 
tion, and  imperfectly  described  the  invention  really  made,  although  it 
correctly  described  the  invention  embraced  in  its  claim  :  Held,  that  the 
matter  in  the  reissue  was  not  '*  new  matter,"  within  the  statute. 

The  decision  in  Powder  Co,  v.  Powder  Works^  q8  U.  S.,  126,  construed  and 
applied.  * 

Claims  4  and  5  of  the  reissue  being  held  void,  and  the  first  three  claims 
being  held  valid,  and  claims  i  and  2  having  been  infringed,  the  plaintiff 
was  allowed  to  disclaim  claims  4  and  <),  and  to  recover  on  claims  i  and 
2,  but  without  costs. 

(Before  Shipman,  J.,  District  of  Connecticut,  June,  1880.) 

Shipman,  J. 

This  is  a  bill  in  equity,  based  upon  the  alleged  infringe- 
ment of  reissued  letters  patent  No.  8,783,  dated  July  ist, 
1879,  which  were  issued  to  the  plaintiff,  as  assignee  of  Silas 
N.  Brooks,  administrator  of  Linus  Yale,  Jr.,  for  an  improve- 
ment in  post  office  boxes.  The  original  patent  was  issued  to 
said  Brooks,  as  administrator,  on  September  19th,  1871,  and 
has  been  reissued  three  times. 

*  18  Blatchf.  C.  C.  R.,  248. 
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The  post  office  boxes  which  were  in  use  before  the  date  of 
the  invention  were  either  a  series  of  wooden  pigeon  holes, 
each  box  having  a  permanent  glass  front,  or  a  series  of  wooden 
pigeon  holes,  each  box  having  a  wooden  door  in  front,  fur- 
nished with  a  lock  and  key.  The  contents  of  the  first  named 
kind  were  inaccessible  to  the  lessee  of  the  box  until  he  was 
waited  upon  by  a  clerk.  The  latter  kind  was  not  economical 
of  space,  and  was  not  considered  safe.  In  May,  1867,  General 
William  L.  Burt,  then  postmaster  of  Boston,  conceived  the  idea 
of  a  number  of  wooden  boxes  furnished  with  metallic  doors  and 
frames  for  each  box,  with  the  rest  of  the  wooden  front 
covered  or  veneered  with  a  continuous  metal  casting.  He 
caused  a  plan  to  be  prepared  of  a  box,  in  the  Boston  post 
office,  which  plan  clearly  showed  his  idea.  A  casting  of  the 
metallic  front  was  made  from  this  plan  and  was  delivered  to 
General  Burt,  and  was  sent  to  the  plaintiff  to  be  fitted  with 
doors  and  locks.  This  continuous  metallic  frame  or  front 
was  discarded  on  account  of  its  actual  or  supposed  impractica- 
bility, and,  in  its  stead,  Mr.  Yale  invented  the  improved 
box  front  for  a  series  of  boxes,  which  was  subsequently 
patented  by  his  administrator,  and  with  which  the  Boston 
post  office  was  supplied.  So  far  as  is  disclosed  by  the  evi- 
dence, the  Burt  box  frame  was  never  used  in  a  post  office, 
and  was  merely  experimental.  It  originated  the  invention, 
but  there  is  no  evidence  which  can  justify  a  finding  that  Burt 
was  the  inventor.  The  invention  is  thus  described  in  the 
original  patent  :  "  This  invention  relates  to  an  improve- 
ment in  the  construction  of  the  fronts  of  post  office  boxes, 
and  consists  in  making  said  fronts,  including  the  doors  and 
box-frames,  of  metal,  and  in  securing  the  frames  to  the 
wooden  pigeon  holes  by  rivets,  connecting  the  frames  with 
each  other  at  top,  bottom  and  sides.  The  body  of  these 
boxes  is  to  be  made  of  wood,  in  the  usual  manner,  namely,  a 
series  of  pigeon  holes  ;  but  the  front  of  the  box  and  the  door 
frame  are  made  of  iron  or  other  suitable  metal.  Each  door 
frame  or  box  front  is  so  made  that  it  aids  in  covering  the 
edge  of  the  wooden  partitions  or  pigeon  holes,  and  is  con- 
nected with  the  other  frames  above,  below,  and  on  each  side 
of  it,   in  such   manner  that  the  frames  make  a  continuous 
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frontage,  no  part  of  which  can  be  removed  (from  the  outside) 
without  pulling  down  other  parts  and  breaking  the  wood 
work,  so  that  a  surreptitious  removal  of  the  front  of  any  box, 
in  order  to  get  possession  of  its  contents,  is  practically  im- 
possible. Each  frame,  made,  as  before  stated,  of  metal,  has 
all  around  it  a  flange,  a  a,  which  protects  the  outside  of  the 
wood  work.  The  sides  of  the  frame,  d  b^  enter  and  fit  closely 
against  the  wood  forming  the  pigeon  holes,  and  may  be 
continuous  or  notched  out  at  intervals  ;  and  each  frame  has 
attached  to  it  one  leaf  of  two  or  more  hinges,  c  c.  The  door 
is  of  iron,  solid  at  top,  where  the  lock  d  is  attached,  and 
having  an  opening,  ^,  below,  in  which  a  plate  of  glass  is 
secured.  I  prefer  to  locate  rods  /  /  behind  the  plate,  to 
prevent  the  introduction  of  a  hand  if  the  glass  be  broken, 
and  so  to  form  the  door  that,  when  shut,  it  enters  within  the 
frame,  (see  ^  g^)  so  that  it  cannot  be  lifted  from  its  hinges. 
When  the  frames  are  all  in  place,  each  frame  is  riveted 
through  the  wood  work  to  its  four  neighbors,  (see  //  //,  Fig.  2,) 
and  thus  a  continuous  iron  frontage  is  formed.  Each  door 
has  a  small  spring  bolt,  /,  and  a  lock,  d^  attached  to  it,  the 
two  operating  together  and  forming,  in  the  hands  of  the 
postmaster,  a  perfect  safeguard  against  all  entrance  to  the  box 
except  by  means  of  the  key,  as  is  more  particularly  set  forth 
in  my  application  for  a  patent  therefor,  made  equal  date  with 
this."  The  claims  of  Aie  original  patent  were  as  follows  : 
**  I.  The  combination  of  several  box  frames  with  each  other 
and  with  pigeon  holes,  as  described,  by  means  of  rivets 
passing  through  the  frames,  and  the  wood  work  entering 
between  the  said  frames,  the  combination  being  substantially 
as  described.  2.  The  above,  in  combination  with  the 
flanges  making  part  of  the  frames,  and  protecting  and 
inclosing  the  exterior  of  the  wood  work,  substantially  as  set 
forth/' 

From  the  history  of  the  art  and  the  language  of  the  speci- 
fication, it  appears  that  the  invention  consisted  in  a  tier  or 
series  of  metallic  doors  and  metallic  door  frames,  in  com- 
bination with  a  series  of  wooden  pigeon  holes,  for  post  office 
boxes,  said  series  of  door  frames  being  so  constructed  with 
relation  to  the  wood  work,  and  so  connected  with  each  other, 
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that  the  frames    make    a   continuous   frontage,    no   part   of 
which   can   be    removed    on    the   outside    without    pulling" 
down   other  parts  and  breaking  the  wood  work.     The   de- 
scribed method  by  which  the  frames  were  fastened  to  the 
wood  work   and    were   connected   with   each  other,  was  by- 
fitting  the  sides  of  the  frames,  provided  with  ears  or  lugs, 
closely  against  the  inside  of  the  pigeon  holes,  and  by  riveting 
each  frame   through  the  ears  within  the  pigeon  holes,  to  the 
wood  work  and  to  the  four  neighboring  frames.     The  claims 
follow  the  specification,  in  making  this,  method  of  construc- 
tion a  necessary  part  of  the  invention. 

The  history  of  the  art  shows  that  the  actual  invention  was 
broader  than  the  patent.  The  invention  was  not  simply  an 
improvement  upon  metallic  fronts,  but  Yale  was  the  first 
inventor  of  a  practicable  metallic  front.  By  the  patent,  his 
invention  was  limited  to  a  particular  method  of  construction  I 

or  its  equivalent,  viz.,  the  frames  must  be  riveted  to  each 
other  through  the  wood  work,  so  that,  if  a  rivet  simply 
riveted  or  fastened  the  frames  to  the  wood  work,  without 
fastening  them  to  each  other,  (the  flanges  of  the  frames  being 
sufficiently  wide  to  cover  the  wood  work  and  in  sufficiently 
close  juxtaposition  to  repel  entrance  to  the  box  from 
outside,)  the  principle  of  the  invention  would  be  preserved 
and  its  substantial  advantages  would  be  retained,  by  a  very 
simple  modification  of  the  patented  device.  Instead  of  a 
single  rivet,  uniting  the  adjoining  frames  to  each  other,  one 
or  two  rivets  could  be  used,  which  should  fasten  frame  to 
wood  work,  either  from  inside  or  outside  of  the  frames,  and, 
although  the  structure  could  be  more  easily  broken,  yet, 
practically,  the  frames  would  be  so  connected  to  each  other 
by  close  juxtaposition  and  tightly  fitting  joints,  that  the 
substantial  advantages  of  the  invention  would  be  retained. 
A  reissue  was,  therefore,  desirable,  and  it  was  important  to  so 
enlarge  the  specification,  by  amendment,  as  to  describe  an  in- 
vention of  broader  scope  than  that  specified  in  the  original 
patent,  if  such  amendment  could  be  made  without  invalidating 
the  reissue  by  the  introduction  of  new  matter.  In  the  last  re- 
issue, the  invention  is  described  as  follows  :  **  This  invention 
consists  in  an  improvement  in  the  construction  of  post  office 
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boxes  ;  and  its  chief  feature  is  the  combination  of  a  tier  of 
pigeon  holes,  made  of  wood,  with  a  continuous  frontage  of 
metal,  such  frontage  consisting  of  doors  and  their  frames, 
which  latter  cover  the    ends  of  the  boards  which  form  the 
pigeon  holes.     A  series  of  wooden  pigeon  holes,  open  at  the 
rear,  and  covered  at  the  front,  or  on  the  outside,  by  a  per- 
manent glass  front,  is  very  old,  and  such  a  series  was  used 
for  post  office  boxes,  and  in  hotels,  as  a  receptacle  for  keys, 
cards,  letters,  &c.      There  has  also   been  in  use  a  series  of 
wooden  pigeon  holes,  each  provided  at  one  end  with  a  door, 
as  described  in  the  patent  granted  to  Jacob  H.  Beidler,  May 
28th,    1866  ;  but,   in   this    patent,   the    door  is   described  as 
hinged  to  the  wood,  and  the  construction  is,  consequently, 
insecure,  as  an  ordinary  pocket  knife  or  small  chisel   will, 
even  in  inexperienced  hands,  suffice  to  cut  away  the  wood  or 
pry  off  the  door,  so  that  the  boxes  may  be  entered.     Pigeon 
holes  made  of   iron  or  other  metal  are  difficult  to  construct 
and  very  costly  ;  but,  such  pigeon  holes,  each  provided  with 
an  ordinary  metal  door,  would  be  sufficiently  secure.     Such 
a  degree  of  security,  at  comparatively  a  low  cost,  is  attained 
by  covering  the  front  of  a  series  of  wooden  pigeon  holes  with 
a    continuous   metallic  frontage,   that  is,   a  frontage  which 
presents  a  continuous  surface  of  metal,  or,  in  other  words,  a 
surface  which  covers  the  ends  of  the  wooden  pigeon  holes  in 
such  manner  that  those  portions  of  the  wood  to  which  the 
metallic  frames  are  attached  cannot  be  attacked  when  the 
doors  making  part  of  the  frontage  are  closed.     In  construct- 
ing Yale's  invention,  the  body  of  the  boxes,  or  the  series  of 
pigeon  holes,  is  to  be  made  of  wood  in  any  usual  manner, 
and  the  fronts  thereof,  viz.,  the  doors  and  their  frames,  are 
to  be  made  of  iron  or  other  suitable  metal.     Each  door  frame 
is  of  such  size  that  it  aids  in  covering  the  ends  of  the  wooden 
partitions  that  form  the  pigeon  holes  to  which  it  is  applied, 
and  these  frames  (see  Fig.  i)are  of  such  size  and  shape,  that, 
where  a  series  of  them  are  combined  with  a  series  of  pigeon 
holes,  they  cover  the  whole  of  the  ends  of  the  wood.     Each 
door  frame  is  a  plate  of  metal,  a  a,  which,  when  in  place, 
overlaps  a  part  of  the  ends  of  the  wood  work  surrounding  the 
pigeon  hole,    the  outside   of  the  frame   inclosing  a  greater 
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area  than  the  orifice  of  the  pigeon  hole,  and  each  frame  has 
an  ear,  b  by  which  enters  the  pigeon  hole  ;  but  this  ear  may 
be  either  continuous  or  notched  out  at  intervals.  The  door 
is  .of  iron  or  other  metal,  solid  at  top,  and  having  an  opening, 
^,  below,  in  which  a  plate  of  glass  is  secured,  and  is  hinged 
to  the  frame,  as  at  r  r .  It  is  preferable  to  locate  rods,  //, 
behind  the  plate,  so  as  to  prevent  the  introduction  of  a  hand 
if  the  glass  be  broken,  and  so  to  form  and  hinge  the  door, 
that,  when  shut,  it  enters  within  the  frame,  so  that  it  cannot 
be  lifted  from  its  hinges,  when  shut.  When  the  frames  are 
all  in  place,  each  frame  is  riveted  or  bolted  to  the  wood 
work,  to  fasten  it  thereto,  and  is  also  riveted  or  bolted  to  its 
four  neighbors,  to  secure  the  frames  to  each  other.  (See  h  //, 
Fig.  2).  Thus,  each  frame  is  secured  to  the  wood  work,  so 
that  it  cannot  be  removed  till  the  rivet  or  the  wood  work  is 
cut  away  or  broken.  When  all  the  frames  are  in  place,  a 
continuous  metallic  frontage,  protecting  the  wood  work,  is 
presented  upon  the  outside  of  the  series  of  boxes,  that  is,  the 
side  where  the  public  can  approach  the  boxes.  Each  door 
has  a  lock  attached  to  it,  the  bolt  of  which  is  actuated 
through  the  intervention  of  an  arm,  k^  in  the  manner  and  for 
the  purposes  set  forth  in  a  patent  granted  for  the  invention 
of  Linus  Yale,  Jr.,  on  the  24th  day  of  October,  1871,  No. 
120,177.  An  iron  door  in  an  iron  frame  is  not  claimed  as  of 
Yale's  invention,  as  such  doors  have  been  used  in  safe- vaults 
and  for  furnaces.**  It  will  be  seen,  that  the  specification  of 
the  reissue  makes  the  invention  to  consist  of  two  parts,  ist,  a 
metallic  frontage  of  doors  and  their  frames,  the  latter  cover- 
ing the  ends  of  the  boards  which  form  the  pigeon  holes  ; 
and,  2d,  the  riveting  or  bolting  of  each  frame  to  its  four 
neighbors,  to  secure  the  frames  to  each  other. 

The  important  question  in  the  case  is,  whether  this  specifi- 
cation enlarges  the  invention,  by  the  introduction  of  new 
matter,  *and  the  reissue  is,  therefore,  rendered  void.  The 
reissue  describes  the  invention  in  broader  terms  than  were 
used  in  the  original  specification  or  in  the  original  claims, 
and,  therefore,  putting  a  narrow  construction  upon  the  words 
**  applied  for,**  the  reissue  describes  a  broader  invention  than 
was  originally  applied  for,  because  the  claims  and  specifica- 


JUNE,    1880.  525 


Yale  Lock  Manufacturing  Co.  v,  Scovill  Manufacturing  Co. 

tion  were  harmonious  ;  but  it  describes  the  invention  which 
the  history  of  the  art  and  the  patent  show  should  have  been 
applied  for,  and  the  same  invention  which,  aided  by  the  light 
which  is  thrown  upon  the  original  patent  by  the  knowledge 
of  the  state  of  the  art,  we  can  see  formed  the  subject  of  the 
original  specification,  but  was  there  cramped  within  too  nar- 
row bounds.  There  is  more-  matter  in  the  reissue  than  was 
contained  in  the  original,  and  it  is  matter  which  presents  the 
invention  as  consisting  of  two  separate  and  independent 
features  ;  whereas,  by  the  original  it  was  presented  as  con- 
sisting of  these  two  features  in  combination,  but  the  original 
imperfectly  described  the  invention  which  was  really  made, 
though  it  correctly  described  the  invention  which  was  em- 
braced in  the  claim.  Is  such  matter  new  matter,  within  the 
meaning  of  the  statute  ? 

The  principles  by  which  this  question  is  to  be  decided  have 
been  laid  down  in  a  recent  decision  of  the  Supreme  Court, 
Powder  Co.  v.  Powder  Works,  98  U.  S.,  126,  as  follows  : 
**  These  reissues  being  granted  in  1872,  were,  subject  to  the 
law  as  it  then  stood,  being  the  act  of  July  8,  1870,  the  fifty- 
third  section  of  which  (reproduced  in  sect.  4,916  of  the  Re- 
vised Statutes)  relates  to  the  matter  in  question.  It  seems  to 
us  impossible  to  read  this  section  carefully  without  coming 
to  the  conclusion  that  a  reissue  can  only  be  granted  for  the 
same  invention  which  formed  the  subject  of  the  original 
patent  of  which  it  is  a  reissue.  The  express  words  of  the 
Act  are,  .*  a  new  patent  for  the  same  invention  ;'  and  these 
words  are  copied  from  the  act  of  1836,  which  in  this  re- 
spect was  substantially  the  same  as  the  act  of  1870.  The 
specification  may  be  amended  so  as  to  make  it  more  clear 
and  distinct  ;  the  claim  may  be  modified  so  as  to  make  it 
more  comformable  to  the  exact  rights  of  the  patentee  ;  but 
the  invention  must  be  the  same.  So  particular  is  the  law 
on  this  subject,  that  it  is  declared  that  *  no  new  matter  shall 
be  introduced  into  the  specification.'  This  prohibition  is 
general,  relating  to  all  patents;  and  by  *  new  matter'  we 
suppose  to  be  meant  new  substantive  matter,  such  as  would 
have  the  effect  of  changing  the  invention,  or  of  introducing 
what   might   be    the   subject   of  another   application    for  a 
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patent.     The  danger  to  be  provided  against  was  the  tempta- 
tion to  amend  a  patent  so  as  to  cover  improvements  which 
might  have  come  into  use,  or  might  have  been  invented  by 
others,  after  its  issue.     The  legislature  was  willing  to  con- 
cede to  the  patentee  the  right  to  amend  his  specification  so 
as  fully  to  describe  and  claim  the  very  invention  attempted 
to  be  secured  by  his  original  patent,  and  which  was  not  fully- 
secured  thereby,  in  consequence  of  inadvertence,  accident,  or 
mistake  ;  but  was  not  willing  to  give  him  the  right  to  patch 
up  his  patent  by  the  addition  of  other  inventions,  which, 
though  they  might  be  his,  had  not  been  applied  for  by  him. 
or,    if  applied   for,    had    been    abandoned    or  waived.     For 
such  inventions,  he  is  required  to  make  a  new  application, 
subject  to  such  rights  as  the  public  and  other  inventors  may 
have  acquired  in  the  mean  time."    The  court  also  quote  with 
apparent  approbation  the  remarks  of  Mr.  Justice  Grier,  in 
Goodyear  v.    Vay,    partially    reported    in    2    Wall.,   Jr.,    283. 
Goodyear's  patent  of  1844  claimed  only  the  process  of  vul- 
canizing india  rubber,  and  inadvertently  omitted  to  claim  the 
exclusive  use  of  the  product.     In   1849  it  was  surrendered, 
and  two  new  patents  were  issued,  ojie  for  the  process  and  the 
other  for  the  composition.     The  validity  of   these    reissues 
came  before  Judge  Grier.    He  decided  that  both  patents  were 
for  the  same  invention,  and,  in  reply  to  the  objection  that 
the  latter  patent  claimed  more  than  the  original,  he  said  : 
**  If  the  latter  patent  is  for  precisely  the  same  invention,  art, 
or  discovery  as  that  described  in  the  first,  the  objection  that 
it  claims  more  is  a  mistake  of  fact.     If  the  last  patent  differs 
from  the  first  only  in  stating  more  clearly  and  definitely  the 
real  principles  of  the  invention,  so  that  those  who  wish  to 
pirate   it   may    not   he    allowed    to    escape   with   impunity, 
through  the  imperfection  of  the  language  used  in  the  first, 
there  has  arisen  one  of  the  cases  for  which  it  was  the  inten- 
tion of  the  act  of  Congress  to  provide,  and  the  objection  is 
worthless  in  point  of  law.*'     I  understand  that  the  Supreme 
Court,  in  the  case  cited  and  in  other  cases,  intend  to  declare, 
that,  in   a  reissue,  the  same,  and  only  the  same,  invention 
which  was  attempted  to  be  secured  in  the  original  patent,  but 
which  was  there  imperfectly  stated,  and  was  not  fully  secured 
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through  inadvertence,  accident  or  mistake,  can  be  restated, 
so  that  the  principles  or  details  of  the  invention  may  be  pre- 
sented clearly  and  accurately,  but  that  other  inventions  of 
the  patentee,  or  modifications  of  the  patented  invention 
which  had  not  been  attempted  to  be  secured,  or  had  not  been 
applied  for,  cannot  be  embraced  in  a  reissue,  but  must  be 
the  subject  of  a  new  application,  and  that  **  courts  should 
regard  with  jealousy  and  disfavor  any  attempt  to  enlarge  the 
scope  of  an  application  once  filed,  or  of  a  patent  once 
granted,  the  effect  of  which  would  be  to  enable  the  patentee 
to  appropriate  other  inventions  made  prior  to  such  altera- 
tion." Railway  Co.  v.  Sayies,  97  U.  S.,  554.  But,  if  the 
patentee  has  made  a  palpable  mistake,  and  has  limited  his 
real  invention,  by  a  misstatement  of  its  principles,  so  that  he 
is  about  to  lose  the  fruit  of  his  labor,  he  should  be  permitted 
to  restate,  and,  if  need  be,  enlarge,  his  specification,  so  as  to 
include  the  same  Invention  which  was  plainly  the  subject  of, 
but  was  not  fully  secured  by,  the  original  patent,  although, 
literally,  the  enlarged  invention  is  one  which  he  did  not 
apply  for  in  his  original  specification,  because  that  specifica- 
tion, by  a  misstatement  of  his  actual  invention,  applied  for  a 
narrower  patent  than  he  was  entitled  to  have.  As  thus  ex- 
plained, there  is  no  substantive  new  matter  in  the  reissued 
specification.  The  claims  of  the  reissued  patent  are  as  fol- 
lows :  **  r.  The  combination,  substantially  as  specified,  of  a 
series  of  metallic  door  frames  and  doors  with  a  series  of 
wooden  pigeon  holes,  whereby  a  series  of  post  office  boxes 
with  a  continuous  metallic  frontage  is  formed.  2.  The  com- 
bination, substantially  as  described,  of  a  series  of  wooden 
pigeon  holes  with  a  series  of  metallic  door  frames  and  doors, 
and  with  rivets  or  bolts  which  attach  the  frames  to  the  wood 
work,  whereby  a  continuous  metallic  frontage,  secured  to  the 
wood  work  of  pigeon  holes,  is  obtained.  3.  The  combina- 
tion, substantially  as  described,  of  a  series  of  wooden  pigeon 
holes  with  a  series  of  metallic  door  frames  and  doors,  and 
with  rivets  or  bolts  which  attach  the  frames  both  to  the  wood 
work  and  to  each  other,  the  combination  being  substantially 
such  as  described.  4.  The  combination  of  a  metallic  door 
with  a  glass  panel,  and  with  a  frame  to  which  the  door  is 
VOL.  V — 34 


528  DISTRICT  OF  CONNECTICUT. 


Yale  Lock  Manufacturing  Co.  v.  Scovill  Manufacturing  Co. 

hinged,  said  frame  being  so  constructed  as  to  cover  a  part  of 
the  ends  of  the  wooden  partitions  forming  pigeon  holes,  and 
being  applied  thereto,  the  combination  being  substantially 
as  specified.  5.  The  combination  of  a  post  office  box  or 
pigeon  hole  open  at  the  rear,  with  a  metallic  frame  and  door 
to  protect  the  front  end  of  it."  The  fourth  and  fifth  claims 
are  admitted  to  be  for  a  single  box  and  not  to  be  for  a  series 
of  the  elements.  They  are,  in  my  opinion,  void.  The  invention 
was  not  in  fact  for  a  post  ofhce  box  with  a  metallic  door  and 
frames.  It  was  for  a  series  of  metallic  doors  and  door  frames 
with  a  series  of  wooden  pigeon  holes,  said  frames  forming  a 
continuous  metallic  front.  The  sco|>e  and  object  of  the 
invention  was  to  provide  a  safe  and  economical  set  of  boxes, 
and,  although  it  is  necessary  to  make  one  box  before  a  series 
can  be  made,  such  box  was  described  and  was  made  solely 
with  relation  to  a  tier  or  series  of  boxes  ;  and,  if  a  single  box 
was  Yale's  invention,  it  would  be  in  violation  of  the  princi- 
ples which  have  been  quoted,  to  include  it  in  the  reissue. 
The  first  claim  is  for  a  series  of  metallic  doors  and  metallic 
door  frames  with  a  series  of  wooden  pigeon  holes,  forming  a 
continuous  metallic  frontage,  substantially  as  described, 
frames  and  wood  work  being  fastened  together  in  some 
suitable  manner.  The  second  claim  contains  the  limitation, 
that  the  means  of  securing  frames  to  wood  work  is  by  rivets  or 
bolts.  The  third  claim  contains  the  limitation  of  the  first  claim 
of  the  original  patent  and  is  not  alleged  to  have  been  infringed. 
As  thus  construed,  there  is  no  question  in  regard  to  the 
infringement  of  the  first  and  second  claims.  The  defend- 
ant's boxes  are  a  series  of  separate  and  complete  wooden 
boxes  with  metallic  door  frames,  the  flanges  of  the  door 
frames  being  so  wide  that  a  continuous  metallic  frontage  is 
formed,  and  the  frames  being  closely  fastened  to  the  front  and 
sides  of  the  wood  work.  When  arrayed  in  a  series,  the  boxes 
are  secured  to  each  other  in  this  way.  Each  box  is  provided, 
on  both  sides,  with  vertical  grooves,  and  on  the  top  and  bot- 
tom with  transverse  grooves.  When  the  boxes  are  placed 
in  position,  /.  ^.,  side  by  side  and  one  above  another,  wooden 
pins  are  placed  in  these  grooves,  and  thus  the  boxes  are 
keyed  or  fastened  together. 
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The  unlawful  claims  introduced  into  the  reissue  it  is 
proper  to  disclaim.  O'Reilly  v.  Morse^  15  How.,  62  ;  Schil- 
lingers,  Gunther^  17  Blatchf.  C.  C.  R.,  66. 

Let  there  be  an  interlocutory  decree  for  an  injunction  and 
for  an  account  of  profits  and  damages,  as  respects  the  first 
and  second  claims  of  the  patent,  but  without  costs. 

Frederic  H,  Beits  and  Causten  Browne^  for  the  complainant. 

Charles  R,  Ingersoll^  for  the  defendant. 


The  American  Carpet  Lining  Company 

vs, 
Joseph  H.  Beale  et  al. 


Same  vs.  Same.     In  Equity. 

It  being  denied  by  the  defendant  that  the  patentee  of.  the  patent  sued  upon 
in  the  first  suit  was  the  true  inventor^  a  motion  for  a  preliminary  in- 
junction in  that  suit  was  denied. 

(Before  Lowell,  J.,  District  of  Massachusetts,  July,.  i88a) 

I.OWELL,  J. 

In  the  former  of  these  suits,  which  is  brought  on  the  Fales 
patent,  there  seems  to  be  a  fair  question  whether  Fales  was 
truly  the  inventor  of  the  improvement,  or  whether  it  was 
made  by  Canfield. 

In  the  second,  which  is  brought  on  the  Canffeld  patent,  there 
is  no  such  defence,  nor  any  defence  except  that  the  patent  is 
void  on  its  face  for  not  clearly  distinguishing  between  what 
is  new  and  what  is  old.  The  point  here  taken  is,  that,  if  Fales 
invented  what  is  described  in  his  patent,  the  specification  of 
Canfield  should  have  disclaimed  it  in  terms..    But  the  only 
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objection  taken  to  Fales'  patent  is  that  Canfield  was  the  in- 
ventor. If  so,  the  Fales  patent  is  void,  and  Canfield  truly 
says  that  he  invented  the  whole  improvement,  if  he  does  say 
so.  If  Canfield  did  not  make  the  invention,  the  Fales  patent 
is  valid,  and  an  injunction  should  issue  on  that. 

As  matter  of  combination  I  think  the  Canfield  patent  can  be 
sustained,  even  if  Fales  did  invent  a  part  of  the  new  mode  of 
operation,  because  what  Canfield  claims  is  one  entire  com- 
bination. Judge  Blatchford  has  granted  an  injunction  in  a 
suit  on  this  patent.  There  is  no  denial  of  infringment  of  the 
Canfield  patent,  except  in  argument,  and  a  general  denial 
in  the  answer.  The  evidence,  on  both  sides,  describes  a 
machine  which  infringes  Canfield.  My  conclusion  is,  that  a 
preliminary  injunction  should  not  be  grant'ed  in  the  first- 
named  suit  and  that  one  should  be  granted  in  the  second,  and 
it  is  so  ordered. 


J.  E.  Maynadier  for  the  complainant. 
W.  M,  Parker  for  the  defendants. 


Frederick  Habeman  et  al. 

vs. 
Samuel  Whitman.     In  Equity. 

The  complainants'  patent,  which  claimed  a  method  of  arranging  old  pans  to 
produce  a  new  and  useful  result :  Heldy  not  to  be  infringed  by  the  de- 
fendant's different  arrangement  of  such  parts,  whereby  he  accomplished 
a  different  and  better  result. 

(Before  Benkdict,  J.,  Eastern  District  of  New  York,  July,  1880.) 

Benedict,  J. 

This  action  is  brought  to  recover  damages  for  the  infringe- 
ment by  the  defendant  of  a  reissued  patent  granted  to  the 
plaintiffs  on  the  i8th  of  May,  1869,  for  an  improvement  in  coal 
scuttles.     Only  the  first  claim  of  the  patent  is  alleged  to  have 
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been  infringed.  The  claim  in  question  is  as  follows  :  **  The 
combination  of  a  body  and  base-rim  with  a  bottom  so  con- 
structed as  to  have  a  flange  which  can  be  sprung  into  the 
recess  formed  upon  the  body,  and  thereby  bring  together 
three  thicknesses  of  sheet-metal  just  above  the  bottom  of  the 
scuttle  or  other  utensil,  substantially  as  and  for  the  purpose 
herein  described."  This  claim  is  for  a  combination  having 
three  elements,  namely,  the  body,  the  base-rim,  and  the 
bottom  of  a  coal  scuttle  or  other  utensil.  In  the  specification, 
the  invention  cited  by  this  claim  is  stated  to  consist  '*  in  a 
novel  method  of  uniting  the  bottom,  the  body,  and  the  base- 
rim  of  the  scuttle,  whereby  the  scuttle  has  three  thicknesses 
of  metal  near  the  bottom  of  the  body,  and  at  the  place  where 
the  ordinary  scuttle  first  begins  to  wear  out.'* 

The  advantages  claimed  for  this  arrangement  are  greater 
stiffness  and  strength  in  the  base  bottom  and  lower  part  of 
the  body,  a  reduction  of  the  liability  of  wet  or  moisture  from 
the  interior  of  the  body  to  reach  the  point  of  contact  of  the 
body,  base,  and  bottom,  and  the  consequent  rusting  of  the 
parts.  The  invention  that  forms  the  subject  of  the  first  claim, 
therefore,  consists  in  the  method  devised  for  combining  the 
body,  base-rim,  and  bottom  of  the  scuttle.  No  novelty  is 
claimed  for  the  particular  form  of  body,  base-rim,  or  bottom 
employed  by  the  plaintiffs.  The  novelty  consists  simply  in  the 
manner  of  putting  these  parts  together.  What  that  manner  is, 
the  specification  goes  on  to  state.  The  bottom  is  placed  inside 
the  body,  and  the  flange  of  the  bottom  sprung  into  a  recess 
formed  in  the  body.  The  base-rim  is  then  inserted  between 
the  bottom  and  the  body,  running  completely  up  to  the  flange 
of  the  bottom.  All  are  then  riveted  together.  This  arrange- 
ment gives  three  thicknesses  of  metal  from  the  bottom  to  the 
recess  in  the  body  where  it  is  most  needed. 

In  the  defendant's  scuttle,  the  arrangement  of  these  parts 
differs  from  that  of  the  plaintiffs  in  that  the  bottom  is  placed 
outside  the  body,  the  base-rim  is  then  placed  outside  the  bot- 
tom, and  all  these  riveted. 

In  regard  to  these  two  methods  the  plaintiffs  contend  that 
the  defendant's  method  is  substantially  the  same  thing  as  the 
plaintiffs'  method,  done  in  substantially  the  same  way,  and  for 
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substantially  the  same  purpose,  and  that  their  patent  cannot  be 
evaded  by  a  formal  change  in  the  location  of  the  parts,  when 
the  claim  is  not  limited  to  a  certain  location  of  parts.     But 
the  claim  is  limited  to  the  location  of  the  parts.     The  claim  is 
for  the  method  of  putting  together  the  base,  bottom,  and  body 
of  the  scuttle,  or  other  utensil  described  in  the  specification. 
The  virtue  of  the  invention  lies  in  the  location  of  these  parts — 
as  that  location  is  described  in  the  specification.     In  form  the 
parts  described  are  old,  the  method  of  fastening  them  together  is 
old,  the  method  of  arranging  them  is  what  is  claimed  to  be  new. 
That  the  defendant's  method  of  arrangement  is  not  identical 
with  that  of  the  plaintiifs  is  obvious.    Whether  the  simple  fact 
of  a  difference  in  the  relative  locality  of  the  elements  of  the 
combination,  without  any  change  of  result,  would  evade  such 
a  patent  as  this,  need  not  be  considered,  for  the  proofs  show 
that  in  this  case,  the  change  in  the  relative  locality  of  the 
parts,  made  by  the  defendant,  accomplishes  a  different  and  a 
better  result  than  is  produced  by  the  plaintiffs*  method  of  ar- 
ranging those  parts.     In  the  plaintiffs'  scuttle,  because  of  the 
flare^that  is  a  necessary  feature  of  the  body  and  base  of  uten- 
sils of  this  character,  the  circumference  of  the  upper  edge  of 
the  base,  when  fitted  in  its  location  between  the  bottom  and 
the  body,  must  be  larger  than  the  circumference  of  the  lower 
edge   of    the    body.      Hence,   in   order  to    insert    the    base 
between  the  bottom  and  the  body,  as  described  in  the  patent, 
the  upper  edge  of  the  base  must  be  notched  or  slit,  and  after 
its  insertion  it  is  fitted  to  the  body  by  hammering.   The  neces- 
sary consequence  is  that  when  the  parts  are  fitted  the  base  is 
diminished  in  strength  by  reason  of  having  been  slit,  and  at 
the  points  where  the  notches  or  slits  have  been  made,  there 
are  but  two  thicknesses  of  metal  instead  of  three.     The  de- 
fendant's method  of  arranging  these  parts  avoids  this  diffi- 
culty.   In  the  defendant's  arrangement  the  base  is  not  required 
to  be  slit  in  order  to  be  fitted  to  its  place,  and,  consequently, 
three  thicknesses  of  metal  are  given  at  all  points  around  the 
scuttle  near  the  bottom. 

From  this  difference  results  a  manifest  advantage.  The 
parts  are  stronger  than  in  the  plaintiffs*  scuttle,  and  there  is 
less  opportunity  for  access  of  moisture  to  the  joints.     The 
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change  of  arrangement  made  by  the  defendant  must,  there- 
fore, be  held  to  be  substantial,  and  not  merely  colorable.  The 
defendant's  combination  is  accordingly  a  different  combina- 
tion from  that  employed  by  the  plaintiffs,  and  he  cannot  be 
held  to  have  infringed  on  the  right  claimed  by  the  plaintiffs  by 
virtue  of  the  patent  sued  on. 
The  bill  is  dismissed,  with  costs. 


A.  y.  Toddy  for  the  complainants. 
Robert  Payne,  for  the  defendant. 


Anson  Atwood 

vs. 

The  Portland  Company.     In  Equity. 

Authorities  upon  the  question  whether  the  Circuit  Court  has  jurisdiction  in 
a  patent  suit  brought  after  the  patent  has  expired,  reviewed  and  dis- 
cussed. 

Upon  the  surrender  of  the  complainant's  patent,  three;  new  patents  were 
issued  by  the  commissioner :  Held,  that,  even  if  such  issue  were  ultra 
vires ^  the  reissue  in  suit,  being  the  first  of  the  three,  would  be  valid,  and 
could  not  be  affected  by  any  irregularity  with  regard  to  the  other  two. 

Reissued  letters  patent.  No.  468,  granted  to  Anson  Atwood,  June  9th,  1857. 
for  an  improvement  in  cast-iron  car  wheels  held  vdWd,  and  infringed  by 
the  defendants. 

(Before  Lowell,  J.,  District  of  Maine,  July,  i88o.) 

Lowell,  J. 

Anson  Atwood  brings  this  bill  upon  the  reissued  patent 
granted  him  in  1857,  No.  468,  for  a  cast-iron  car  wheel.  The 
original  patent  was  granted  in  1847  ;  there  was  an  extension  of 
the  reissued  patent  in  1861  ;  and  this  suit  was  brought  nearly 
six  years  after  the  end  of  the  extended  term  ;  but  the  statute 
of  limitations  is  not  relied  on  at  this  stage  of  the  case. 

The  defendants    contend  that    a  suit  in  equity  cannot  be 
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maintained,  because  no  injunction  can  now  be  issued,  and 
they  consider  the  account  to  be  a  mere  incident  to  the  injunc- 
tion. In  my  opinion,  the  account  is  no  more  incident  to  the 
injunction  than  the  reverse.  In  Eureka  Co.  v.  Baiky  Co,^  ii 
Wall.,  488,  which  was  an  appeal  from  my  decision,  a  bill  was 
sustained  for  an  account  of  royalties  due  by  a  contract  con- 
cerning a  patent ;  but  the  suit  was  not  a  patent  suit,  and  an 
injunction  against  the  use  of  the  plaintiff's  invention  was 
asked  and  issued  as  incident  to  the  accounting — that  is  to 
say,  until  the  defendants  should  pay  the  royalties.  A  similar 
case  is  Magic  Ruffle  Co,  v.  Ehn  City  Co,^  13  Blatchf.  C.  C.  R., 
J 5 1,  where  the  bill  was  sustained  for  an  account  under  a  con- 
tract relating  to  a  patent,  but  without  injunction,  the  patent 
having  expired.  Bills  have  been  upheld  and  decrees  ren- 
dered for  an  account,  when  the  patent  had  expired  during  the 
progress  of  the  cause,  in  Jordan  v.  Dobson^  2  Abbott,  U.  S.  R., 
398;  Sickles  v.  Gloucester  Mfg  Co.^  i  Fish.  Pat.  Cas.,  222, 
Blank  V.  M'fg  Co.,  3  Wall.  Jr.,  196,  4  Blatchf.  C.  C.  R.,  229, 
note  ;  Imlay  v.  Nor,  6^  Wor.  R.  R,  Co.,  4  Blatchf.  C.  C.  R., 
227  ;  Neilsonv,  Beits,  L.  R.,  5  H.  of  L.,  i  ;  Seymour  v.  Alarsh, 
6  Fisher,  115,  affirmed,  97  U,  S.,  348.  In  this  last  case  the 
point  was  not  taken,  but  the  fact  was  an  obvious  one,  and  the 
point  was  undoubtedly  considered  untenable.  So,  where  the 
patent  had  expired  before  suit  was  brought,  or  the  defendant 
had  died  before  or  during  suit,  and  there  were  no  circum- 
stances which  authorized  an  injunction  against  his  executor. 
Ho7ves  v.  Nutc,  4  Fisher,  263  ;  American  Wood  Paper  Co,  v. 
Glen's  Falls  Paper  Co.,  8  Blatchf.  C.  C.  R.,  513  ;  McComb  v. 
Beard,  10  Blatchf.  C.  C.  R.,  350  ;  Smith  v.  Baker's  Admrs,  5  Off. 
Gaz.,  496  ;  Atterbury  v.  Gill,  13  Off.  Gaz.,  276. 

In  Draper  v.  Hudson,  i  Holmes,  208,  Judge  Shepley  refused 
an  account  because  an  injunction  could  not  be  granted,  but 
he  cited  none  of  the  foregoing  cases,  and  evidently  over- 
looked the  decision  of  Mr.  Justice  Clifford  and  myself  in 
Howes  V.  Nute,  At  Fisher,  463.  As  an  authority  in  this  court, 
therefore,  his  decision  is  not  binding.  It  was  made  upon 
the  supposed  authority  of  Stevens  v.  Gladding,  17  How.,  455, 
which,  when  carefully  examined,  is  found  not  to  decide  this 
point.     An  injunction  having  been  ordered  in  that  case,  an 
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account  was  given  as  incident  thereto  ;  but  it  was  not,  and, 
under  the  facts,  could  not  be  decided,  that  an  account  could 
never  be  ordered  excepting  as  incident  to  an  injunction. 

The  question  has  lately  been  revived,  and  two  judges  have 
refused  to  sustain  a  bill  after  the  expiration  of  the  patent. 
Vaughan  v.  Cent,  Fac.  F.  F,  Co,^  4  Sawyer,  28c  ;  Sayles  v. 
Richmond^  etc.^  E*  R,  Co,y  11  Chicago  Leg.  News,  281.  Two 
other  judges,  one  of  whom  has  had  very  great  experience  in 
patent  causes,  have  upheld  the  equitable  jurisdiction.  Vaugh- 
an V.  East  Tenn.,  etc,  R.  R,  Co,^  9  Chicago  Leg.  News,  255, 
II  Off.  Gaz.,  789  ;  Gordon  v.  Anthony^  before  Blatchford,  J., 
April,  1879,  an  extract  from  whose  judgment  has  been 
handed  me.  In  the  absence  of  a  decision  by  the  Supreme 
Court,  I  follow  what  I  consider  the  preponderance  of  author- 
it}''  in  the  Circuit  Courts.* 

The  Statute  of  February  15th,  1819,  3  U..S.  Stat,  at  Large, 
481,  gave  to  the  Circuit  Courts  of  the  United  States  **  origi- 
nal cognizance,  as  well  in  equity  as  at  law,  of  all  actions, 
suits,  controversies  and  cases,  arising"  under  the  patent  laws. 
To  this  broad  grant  is  added  an  express  power  to  grant  in- 
junctions according  to  the  course  of  Courts  of  Equity.  This 
law  was  re-enacted  in  the  two  general  acts  revising  and  re- 
modelling the  patent  law.  Stat,  of  July  4th,  1836,  §  17,  5 
U.  S.  Stat,  at  Large,  124  ;  and  July  8th,  1870,  §  55,  16  U.  S. 
Stat,  at  Large,  206.  This  case  arises  under  the  law  of  1870, 
and  I  have,  therefore,  no  occasion  to  consider  the  effect  of 
the  provisions  of  the  Revised  Statutes  upon  this  subject, 
though  I  should  be  surprised  to  find  that  they  had  changed 
the  law.  1  do  not  see  how  it  is  possible  to  contend  that  this 
comprehensive  grant  of  power  can  be  construed  to  depend 
upon  the  added  power  to  grant  injunctions.  In  the  following 
cases,  very  able  and  learned  judges  have  said  that  the  juris- 
diction is  statutory,  and  not  dependent  upon  the  general 
rules  which  govern  what  we  may  call  customary  equity,  or 
have  simply  said  that  the  plaintiff  might  elect  his  remedy. 
Nevins  v.  Johnson]'  ^  Blatchf.  C.  C.  R.,  80  ;  Blank  v.  M'fg  Co,y 


*  Since  the  rendering  of  this  decision  the  Supreme   Court  have  passed 
upon  this  question.     Root  v.  Railxuay  Co.y  15  Otto,  189. 
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3  Wall.  Jr.,  196  ;  Imlay  v.  Nor,  dr*  Wor,  R.  R,  Co,,  4  Blatchf. 
C.  C.  R.,  227  ;  Howes  v.  Nute,  4  Fisher,  263  ;  Hoffheins  v. 
Brandt,  3  Fisher,  218  ;  Marsh  v.  Seymour,  97  U.  S.,  348,  349  ; 
Perry  v.  Corning,  7  Blatchf.  C.  C.  R.,  195  ;  Cowing  v.  Rumsey^ 
8  Blatchf.  C.  C.  R.,  36,  38.  Add  to  these  the  several  de- 
cisions before  cited,  and  the  point  seems  to  be  established  ; 
for  those  decisions  can  hardly  rest  upon  a  narrower  founda- 
tion. Mr.  Justice  Grier,  one  of  the  first  judges  to  lay  down 
this  broad  rule,  afterwards  qualified  its  generality  in  certain 
dicia  ;  but  he  was  careful  not  to  decide  against  the  jurisdic- 
tion in  equity.  See  Livingston  v.  Jones,  3  Wall.  Jr.,  330,  344  ; 
Sanders  v.  Logan,  2  Fisher,  167  ;  and  see  Judge  McKennan's 
explanation  of  these  cases  in  M'Millan  v.  Barclay,  5  Fisher, 
189,  194. 

A  constitutional  objection  might,  perhaps,  be  raised  to  the 
denial  of  a  jury  trial  in  the  case  of  a  hill  for  the  mere  recov- 
ery of  a  definite  sum  of  money,  if  the  plaintiff  clearly  re- 
quired no  equitable  remedy  or  assistance  whatsoever.  That 
point  has  not  been  argued  in  this  or  any  other  case  that  I 
know  of,  and  may  be  left  for  decision  when  it  shall  arise. 
Such. cases  must  be  rare,  because  the  accounting  in  equity  is 
a  peculiar  remedy,  to  which  an  action  at  law  for  damages  can 
very  rarely  be  adequate,  unless  the  plaintiff  chooses  to  con- 
sider it  so.  He  may  call  for  an  account  in  equity,  and,  if 
that  proves  unsatisfactory,  may  add  damages  in  the  same 
suit.     This  case  might  rest  upon  that  basis. 

In  relation  to  the  validity  of  the  reissue,  the  facts  are  as 
follows  :  In  his  original  patent,  Atwood  described  a  car 
wheel  cast  in  one  piece,  with  a  solid  hub  ;  next  the  rim  was 
a  plate  (called  by  him  a  ring)  made  in  a  succession  of  radial 
waves,  or  corrugations  like  radii  ;  and  this  plate  was  con- 
nected with  the  hub  by  means  of  a  dished  **  flanch  or  flan- 
ches,"  which  would  yield  to  the  contraction  of  the  metal  in 
the  direction  of  the  radii.  The  patentee  supposed  that  the 
contraction  of  the  wheel  in  cooling  was  principally  in  a  cir- 
cumferential direction,  or  across  the  radii,  and  the  radial 
waves  would  yield  in  this  direction.  His  claim  was  limited 
to  that  form  of  plate  and  a  flanch  or  flanches.  It  was  discov- 
ered afterward,  that  the  contraction  is  principally  in  the  line 
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of  the  radii.  What  the  patentee  called  dished  flanches,  when 
put  together,  made  an  arch  ;  and  a  wheel  cast  with  an  arch 
next  the  hub  yields  readily  in  the  direction  of  the  radii,  and 
a  wheel  with  such  an  arch  for  about  half  the  width  of  the 
wheel,  and  a  single  plate  from  the  arch  to  the  rim,  proved  to 
be  a  better  article  than  any  before  discovered,  and  it  has  not 
been  much  improved  upon  since.  Washburn  appears  to  have 
discovered  the  merit  of  a  wheel  of  this  kind,  and  in  1850  he 
patented  one,  which  he  described  thus  ;  from  each  end  of  the 
hub  two  arch-shaped  plates  project  radially  outward  all 
around,  and  join  at  a  point  half  the  semi-diameter  of  the 
wheel  from  the  centre,  or  a  little  beyond  it.  *  *  *  from 
the  front  junction  of  the  two  plates  there  is  an  extension  of  a 
single  plate,  curved  in  its  radial  section,  and  forming  an 
ogee  with  the  front  plate  ;  on  the  concave  face  of  this  exten- 
sion curved  arms  or  brackets  are  affixed,  perpendicular  to 
the  face  of  the  plate,  and  gradually  tapering  from  the  rim  to 
the  junction  above  named  of  the  plates,  etc.  The  claim  is 
for  the  combination  of  the  arch  at  the  centre  with  the 
curved  plate  and  arms,  connecting  the  hub  and  the  rim  in 
the  manner  and  for  the  purpose  set  forth. 

This  Washburn  wheel  went  into  the  general  use  which  it 
continues  to  hold,  in  a  few  years  after  1850,  certainly  as  early 
as  1857.  Atwood  considered  the  Washburn  wheel  to  be  sub- 
stantially like  his,  and  reissued  his  patent  in  order  to  obtain 
what  he  thought  to  be  the  full  monopoly  of  his  discovery. 
His  claim  is  for  connecting  the  wheel  with  the  hub,  by  two 
curved  plates  extending  from  the  hub  and  forming  a  ring  or 
arch^  and  joining  this  ring  with  the  rim  by  a  single  plate. 
Upon  the  evidence  of  the  drawings  in  Atwood*s  original  pat- 
ent, I  find  that  his  **  dished  flanches"  made  an  arch  between 
the  hub  and  the  plate,  to'all  intents  like  Washburn's  arch,  and 
his  single  plate  in  radial  waves  is  the  equivalent  of  a  single 
plate  like  Washburn's.  One  of  the  drawings  in  Atwood's 
original  patent  shows  the  flanches  united  and  forming  an 
arch.  The  question  then  is,  whether  Atwood  has  changed 
his  description,  either  by  inclusion  or  exclusion,  so  as  to  em- 
brace something  which  he  had  not  invented  or  had  not  de- 
scribed or  indicated  in  his  drawings?     The  cases  of  Gi/Iv, 
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Wells^  22  Wall.,  I,  and  Russell  v.  Dodge^  93  U.  S.,  460,  decide 
that  a  patentee  reissuing  his  patent  has  no  right  to  omit 
something  which  he  had  before  described  as  essential.  I  do 
not  think  the  converse  is  true,  that  he  may  not  claim  some- 
thing which  he  had  described  as  one  mode  of  majcing  his 
machine  or  article.  For  the  thing  which  he  actually  made 
and  exhibited  he  is  to  have  a  patent,  though  he  may  have 
said  that  an  alternative  form  was  equally  good.  See  Battin 
v.  Taggerty  17  How.,  74  ;  Goodyear  v.  Providence  Rubber  Co.^  2 
Cliff.,  351,  9  Wall.,  788;  Robertson  v.  Secombe  M^fg  Co.,  10 
Blatchf.  C.  C.  R.,  481  ;  Putnam  v,  Yerrington^  9  Off.  Gaz.,  689  ; 
Stevens  v.  Pritchard^  10  Off.  Gaz.,  505  ;  Corn  Planter  Patent, 
23  Wall.,  181  ;  Herring  v.  Nelson y  14  Blatchf.  C.  C.  R.,  293. 
Atwood  had  shown  the  arch  and  described  its  uses,  and  may 
afterwards  claim  it  when  he  is  informed  of  its  importance. 
It  appears  that  the  office  issued  three  new  patents  upon  the 
surrender  of  the  plaintiff's  original  patent.  Two  of  them 
were  of  a  later  date  than  that  now  in  issue,  and  are  not  in 
evidence.  The  defendant  objects  that  this  was  ultra  vires ; 
that  the  commissioner  could  only  reissue  one  or  more  patents 
immediately  upon  the  surrender.  To  this  the  plaintiff's  an- 
swer is  satisfactory,  that  this  reissue,  which  w^as  the  first,  can- 
not be  affected  by  subsequent  void  acts  of  the  commissioner, 
supposing  them  to  have  been  void,  which  he  does  not  admit, 
but  must  stand  or  fall  upon  its  own  merits.  It  is  a  little  like 
the  old  case  of  insurance.  A  policy  was  to  be  void  if  the  as- 
sured obtained  further  insurance  without  permission  ;  he  did 
this,  but  the  policy  he  obtained  was  to  be  void  if  there  were 
prior  insurance.  The  latter  policy  being  avoided  by  the  earlier 
one,  that  earlier  one  stood  valid.  Reported  cases  inform  us 
that  the  Patent  Office  often  reissues  patents  in  the  mode  now 
objected  to  ;  and  I  do  not  now  decide  that  it  has  exceeded  its 
authority  in  doing  so. 

A  very  difficult  question  of  fact  is  raised  by  the  record. 
Positive  testimony  is  given  that  a  v/lieel  like  Atwood's  was 
made  by  Mr.  Baldwin,  a  well-known  worker  in  iron,  at  Phil- 
adelphia, about  thirty  years  before  the  testimony  was  given. 
The  foreman  and  a  pattern  maker  of  Baldwin's  shop,  are 
asked  whether  they  made  a  wheel  which  is  described  in  the 
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question  in  the  words  of  the  plaintiff's  claim,  and  they  say 
they  did.  This  evidence  is  not,  and  cannot  be  directly  met, 
but  the  plaintiff's  evidence  tends  to  throw  a  good  deal  of 
doubt  upon  it  indirectly.  The  turning  point  in  my  mind  is 
this  :  Several  suits  were  brought  by  Atwood  against  makers 
of  the  Washburn  wheel  in  1858  ;  Mr.  Waterman,  a  witness  in 
this  case,  was  employed  for  the  defence  in  one  or  more  of 
those  cases,  and  then  discovered  the  old  Baldwin  patterns, 
and  cast  wheels  from  them  ;  he  says  that  he  considered  them 
a  complete  answer  to  the  patent,  but  that  Atwood  withdrew 
his  actions,  as  the  witness  was  informed,  and  so  the  matter 
passed  out  of  his  mind  for  many  years  until  this  case  revived 
it.  It  appears  that  the  defence  had  very  able  and  diligent 
counsel,  and  no  doubt  the  plaintiff  was  well  advised.  If  the 
suits  were  voluntarily  withdrawn  by  the  plaintiff  twenty 
years  ago,  it  must  probably  be  that  the  Baldwin  wheel  was 
thought  by  both  sides  to  be  fatal  to  the  Atwood  patent.  But 
it  seems,  from  the  undisputed  testimony  of  the  patentee  him- 
self, that  all  the  defendants  in  ever}'  action  which  he  brought 
took  licenses  from  him,  and  that  the  same  persons,  or  most 
of  them,  vainly  opposed  the  extension  of  his  patent.  Water- 
man, then,  was  mistaken,  if  he  used  the  word  **  withdrawn" 
in  the  sense  of  abandoned.  It  was  the  defendants  who 
withdrew.  This  makes  it  almost  res  judicata^  so  far  as  those 
parties  are  concerned,  that  the  Baldwin  wheel  was  not  an 
anticipation  of  Atwood's,  and,  in  the  uncertainty  of  the  evi- 
dence which  arises  from  the  great  lapse  of  time,  has  had  a 
controlling  influence  on  my  decision,  I  cannot  hold  that  the 
parties  at  the  time,  and  the  Patent  Office  afterwards,  with  all 
the  facts  before  them,  were  mistaken.  It  is  more  probable 
that  there  is  some  mistake  in  the  evidence  now. 

The  Kinsley  wheel  appears  to  have  had  two  arches  instead 
of  an  arch  and  a  plate,  that  is,  there  was  a  hollow  under  the 
tread  of  the  wheels  as  well  as  near  the  hub,  and,  upon  the 
evidence,  there  are  objections  to  this  form.  Atwood  having 
been  the  first  to  make  the  combination  of  hub,  arch,  and 
plate,  has  a  right  to  ask  for  a  somewhat  liberal  construction 
of  his  claim  ;  and  may  include  in  it  the  wheel  made  by  the 
defendants. 
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Decree  for  an  account. 

Charles  F,  Blake  and  Thomas B.  Reed^  for  the  complainant. 

Butler  &*  Siiffyy  for  the  defendant. 


The  Ballou  Shoe  Machine  Company 

vs. 
M.  C.  DiZER  et  al.     In  Equity. 

It  appearing  that  the  complainants  had  known  of  the  manufacture,  by  the 
defendants,  of  the  machines  alleged  to  infringe,  for  several  years,  and 
had  not  warned  them  nor  taken  any  proceedings  against  them  or  any 
one  else,  and  it  also  appearing  that  there  was  some  doul^t  as  to  the  in- 
fringement, a  motion  for  a  preliminary  injunction  was  denied. 

(Before  Lowell,  J.,  District  of  Massachusetts,  July,  iS8o.) 

Lowell,  J. 

This  is  one  of  those  cases  in  which  the  complainants  should 
be  required  to  take  the  testimony  in  the  regular  way  before 
an  injunction.  The  machine  which  they  proceed  against, 
was  made  by  the  Goodyear  and  McKay  Sewing  Machine 
Company,  and  is  by  them  leased  to  the  defendants.  The 
complainants  have  known  for  several  years  that  the  above- 
named  company  were  making  these  machines,  and  have  not 
warned  them  nor  proceeded  against  them  nor  against  any 
one.  The  only  reason  given  for  the  delay  is  that  it  would  be 
more  convenient  to  proceed  in  Massachusetts  where  the 
plaintiff  company  have  their  usual  place  of  business,  but  this 
does  not  appear  to  be  a  sufficient  excuse.  Add  to  this,  that 
there  is  a  fair  doubt  in  my  mind  whether  the  defendants' 
machine  is  an  infringement  of  the  twice  reissued  patent  of 
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the  plaintiffs,  and  I  find  that  the  motion  for  a  preliminary 
injunction  should  be  denied. 
Motion  denied. 


T.   W,  Clarke^  for  the  complainants. 
E,  P.  Howe^  for  the  defendants. 


George  D.  Burton 

vs. 

The  Town  of  Greenville.    In  Equity. 

The  complainant's  design  of  a  street  lamp,  for  which  he  obtained  a  patent, 
dated  February  19th,  1878,  and  numbered  10,497,  held  to  have  been  antic- 
ipated. 

Whether  an  inventor  is  to  be  presumed  to  abandon  his  design  when  be  ex- 
hibits it  in  the  drawings  of  a  mechanical  patent  granted  to  him,  and 
whether  such  abandonment  is  effected  before  such  design  has  been  in 
use  for  two  years,  quart, 

(Before  Lowell,  J.,  District  of  New  Hampshire,  July,  1880.) 

Lowell,  J. 

The  complainant  has  taken  out  and  now  owns  tv/o  patents 
for  designs  of  a  street-lamp,  No.  9,488,  September  5th,  1876 
and  No.  10,497,  February  19th,  1878.  The  former  describes, 
and  shows  by  a  drawing,  a  lamp-post  with  an  enlarged  base 
and  a  smaller  shaft  surmounted  by  a  cap.  From  the  cap 
projects  an  overhanging  curved  arm,  from  the  lower  and  free 
end  of  which  depends  a  chain  made  fast  to  the  outer  corner 
of  a  bracket  in  which  the  lamp  or  lantern  is  set.  This 
bracket  has  projections  loosely  fitting  the  post,  so  that  the 
lantern  can  be  moved  up  and  down.  The  lamp  is  suspended 
under  the  centre  of  the  arch  or  arm.  The  patentee  claims  : 
'*  A  design  for  street  and  park  lamps,  composed  of  the  up- 
right post  with  enlarged  base,  the  arched  arm,  the  chain,  the 
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bracket,  and  a  lamp  placed  below  the  arch,  all  substantiaHy 
as  shown  and  described." 

The  second  patent  describes  and  shows  a  design  which 
differs  from  the  first  in  certain  particulars.  It  has  two  lan- 
terns, one  on  each  side  of  the  post.  The  bracket  which 
holds  the  lantern  is  more  complete,  having  lower  edges  and 
sides,  so  as  to  form  a  carriage  or  cage  rather  than  a  bracket  ; 
and  this  is  upheld  by  a  bail  or  handle  which  is  attached  to 
the  middle  instead  of  one  corner  of  the  carriage,  and  thus 
brings  the  lantern  directly  under  the  free  end  of  the  arm 
instead  of  under  its  curved  part  or  arch.  The  claim  is  for 
the  design  for  a  lamp-post  consisting  of  the  post,  carriage, 
bails,  lamps,  chains,  and  arches,  all  substantially  as  shown 
and  described.  Between  the  arches  there  is  an  ornament  in 
the  form  of  an  acorn,  w^hich  is  mentioned  in  the  specification 
but  not  in  the  claim.  The  application  for  this  patent  was 
filed  January  [8th,  1878. 

It  is  considered  by  both  parties  to  the  suit  that  the  two 
lanterns  of  the  drawing  are  duplicates,  and  that,  if  the  patent 
is  valid,  it  is  infringed  by  the  use  of  a  lamp-post  like  the  pat- 
ent. No.  10,497,  in  all  respects,  except  that  it  has  but  one  lan- 
tern. The  posts  charged  as  infringements  have  but  one  lantern, 
but,  in  other  respects,  are  almost  exactly  like  the  patented 
design.  The  plaintiff  had  obtained  a  mechanical  patent, 
June  13th,  1876,  No.  178,508,  for  an  improvement  in  street- 
lamps,  and  his  drawings  represent  a  lamp-post  of  similar 
design  with  No.  9,488,  except  that  it  has  four  lanterns  on  one 
post.  A  question  is  made  by  the  defendants  whether  an  in- 
ventor is  not  to  be  presumed  to  abandon  his  design  when  he 
exhibits  it  in  the  drawings  of  a  mechanical  patent.  I  do  not 
see  why  this  consequence  should  follow  until  the  design  has 
been  in  use  for  two  years  ;  but  I  do  not  decide  this  point, 
because  the  plaintiff's  second  patent  shows  a  much  improved 
design,  and  he  relied  entirely  upon  that  patent  in  his  brief 
and  his  argument.  I  agree  with  him  that  the  mechanical 
patent  and  its  duplicate  design  do  not  anticipate  the  more 
pleasing  and  finished  design  of  No.  10,497. 

The  defendants  in  their  answer  rely  on  two  mechanical 
patents  to  John   M.  Bruce  for  lamp-posts  with  chains  and 
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weights,  the  first  of  which  is  earlier  than  the  earliest  of  Bur- 
ton's, and  has  a  more  extensive  claim.  This  patent  was  ap- 
plied for  November   14th,   1874,  and   issued  December  22d, 

1874,  and,  thereafter,  Bruce  appears  to  have  dealt  somewhat 
extensively  in  lamp-posts  having  these  mechanical  contri- 
vances. But  his  patents  do  not  show  posts  like  the  plain - 
tiff*s.  The  first  has  two  posts,  between  which  the  lantern  is 
hung,  and  the  second  has  brackets  tp  set  up  the  lantern 
against  the  wall.  As  designs,  therefore,  they  cannot  be  held 
to  anticipate  Burton. 

The  amended  answer  avers  that  on  the  8th  of  November, 

1875,  Bruce  caused  a  design  to  be  drawn  and  publicly  exhib- 
ited which  is  identical  with  that  of  the  plaintiff.  Bruce 
testifies  that  he  did  in  fact  make  and  sell  lamps  substantially 
like  the  plaintiff's  design  long  before  the  latter  obtained  his 
patent.  Those  complained  of  as  infringements  were  set  up 
in  the  defendant  town  twenty  months  before  the  application 
for  patent  No.  10,497  was  made.  They  resemble  so  closely 
the  model  C,  which  the  plaintiff  produces  as  representing  his 
patented  design,  that  it  is  almost  impossible  to  believe  that 
one  was  not  copied  from  the  other.  But  Bruce  had  no  op- 
portunity to  copy  anything  from  the  plaintiff,  because  the 
plaintiff  made  nothing,  unless  it  were  a  model  to  which 
Bruce  had  no  access,  until  October,  1876,  while  these  lamps 
were  put  up  in  May,  1876,  within  two  miles  and  a  half  of  the 
plaintiff's  house.  In  August,  1876,  the  plaintiff  applied  for, 
and  in  September  obtained,  his  patent  No.  9,488  for  a  much 
inferior  design  ;  yet  he  now  thinks  that  he  invented  the 
better  form  about  September,  1875. 

Bruce  exhibited  publicly  to  a  committee  and  certain  in- 
habitants of  the  town  of  Peterborough,  New  Hampshire,  on 
November  8th,  1875,  a  drawing  of  a  lamp-post  which  he  was 
ready  to  sell  them,  and  which  is  like  the  patented  and  the  in- 
fringing design.  He  testifies  that  he  had  made  others  like 
it,  excepting  the  ornament  on  the  top  which  forms  no  part 
of  the  plaintiff's  claim,  as  early  as  November,  1874. 

I  am  much  inclined  to  believe,  upon  the  evidence,  that 
Bruce  invented  this  design,  and  that  Burton,  when  he  took 
out  his  patent  No.  10,497,  knowing  this,  intended  to  claim 
VOL.  v— 35 
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only  the  post  with  two  lanterns.  However  this  may  be,  I  am 
of  opinion  that  Bruce  had  put  this  design  into  public  use,  and 
had  offered  it  for  sale  as  early  as  November  8th,  1875,  which 
was  more  than  two  years  before  the  plaintiff's  application, 
and,  therefore,  avoids  his  patent. 
Bill  dismissed,  with  costs. 

George  E.  Beiioriy  for  the  complainant. 

Stearns  &*  Butler^  for  the  defendant. 


William  A.  Brickill  et  al. 

vs. 

The  Mayor,  etc.,  of  the  City  of  New  York.* 

The  letters  patent,  No.  81,132,  granted  to  William  A  .Brickill,  August  iSth, 
1 868,  for  an  improvement  in  feed-water  heaters  for  steam  fire-engines, 
are  valid. 

The  claim  of  the  patent,  namely,  **  The  combination  with  a  steam  fire-engine, 
of  a  heating  apparatus,  constructed  substantially  as  described,  for  the 
purposes  fully  set  forth,"  is  not  a  claim  to  the  combination  of  a  heating 
apparatus  generally  with  a  steam  fire-engine,  but  is  a  claim  to  the  com- 
bination of  one  constructed  substantially  as  described,  and  the  construc- 
tion described  is  of  what  was  new  with  Brickill. 

The  patented  apparatus  having  been  attached  by  Brickill  to  engines  belong- 
ing to  the  Fire  Department  of  the  defendant,  before  the  patent  was 
applied  for,  the  defendant  did  not  thereby,  under  §  7  of  the  Act  of 
March  3d,  1839,  (5  U.S.  Stat,  at  Large,  353,)  acquire  the  right  to  prac- 
tise the  invention  without  liability,  but  acquired  only  the  right  to  use 
the  particular  apparatus  so  constructed. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  July,  1880.) 

Wheeler,  J. 

This  suit  involves  the  construction  and  validity  of  letters 
patent  No.  81,132,  dated  August  i8th,  1868,  granted  to  Will- 
iam A.  Brickill,  for  an  improvement  in    feed-water   heaters 

*  18  Blatchf.  C.  C.  R.,  273. 
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for  Steam  fire-engines.  The  novelty  and  patentability  of  the 
invention,  and  infringement  of  the  patent  by  the  defendant, 
are  denied,  and  a  license  by  operation  of  law,  to  practise  the 
invention,  is  claimed. 

The  specification  describes  a  heating  apparatus,  for  heating 
water  circulating  through  coils  of  pipe,  to  be  connected,  by 
two  readily  detachable  tubes,  with  the  boiler  of  a  steam  fire- 
engine,  and  also  with  a  tank,  so  that,  when  the  engine  is  not 
on  duty,  the  hot  water  will  circulate  through  the  boiler  and 
keep  the  engine  ready  for  immediate  use,  and  through  the 
tank,  keeping  the  heating  apparatus  in  order,  when  the  engine 
is  away.  The  claim  is  for  **  the  combination  with  a  steam 
fire-engine,  of  a  heating  apparatus,  constructed  substantially 
as  described,  for  the  purposes  fully  set  forth."  There  were, 
before  Brickill's  invention,  contrivances  for  heating  water  in 
coils  of  pipe  connected  by  tubes  with  the  boiler  of  a  steam 
fire-engine,  so  the  water  would  circulate  through  the  boiler 
and  aid  in  preparing  the  engine  for  immediate  use,  some- 
times detachable  when  the  engine  was  wanted,  and  some- 
times going  with  the  engine  ;  but  none  of  them  were  very 
effective.  Those  not  detachable  could  not  be  effectively 
heated  at  all  ;  and,  if  those  which  were  detachable  were 
heated  sufficiently  to  keep  the  water  in  the  boiler  hot  when 
the  engine  was  there,  the  heat,  not  having  water  to  counter- 
act it,  would  injure  the  apparatus  when  the  engine  was  gone. 
Brickill  overcame  these  difficulties  and,  upon  the  evidence, 
he  appears  to  have  been  the  first  to  do  this. 

It  is  argued,  for  the  defendants,  that  the  patent  is-  for  the 
combination  of  a  heating  apparatus,  generally,  with  a  steam 
fire-engine,  and  that  these  prior  devices  show  the  combina- 
tion for  which  the  patent  was  granted,  whatever  Brickill  may 
have  invented,  and  that  the  invention  described  in  the  patent 
was  anticipated.  The  claim  is  for  the  combination  of  ar  heat- 
ing apparatus  constructed  substantially  as  described,  and 
the  construction  described  is  of  what  was  new  with  Brickill,  so 
that  this  view  cannot  prevail. 

He  made  the  invention  while  in  the  employ  of  the  Fire 
Department  of  the  city  of  New  York,  and  attached  the  ap- 
paratus to  two  engines,  which  were  those  numbered  12  and 
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26,  himself,  and  it  appears  to  have  gone  into  extensive  use  in 
that  Fire  Department  and  to  have  been  of  great  utility  in  ob- 
taining speedy  control  of  fires.  To  make  it  required  more 
than  mere  mechanical  skill  or  workmanship  applied  to  what 
was  in  existence  or  known  before.  The  principles  of  it  were 
to  be  wrought  out,  and  devices  to  be  constructed  and  applied 
to  meet  the  necessary  requirements.  The  accomplishment  of 
the  result  involved  the  exercise  of  inventive  faculties  to  a 
considerable  degree,  which,  concurring  with  the  utility, 
clearly  makes  the  invention  patentable. 

The  patent  was  granted  under  the  Acts  of  July  4th,  1836,  5 
U.  S.  Stat,  at  Large,  117,  and  March  3d,  1839,  Id.,  353,  and  the 
constructions  attached  to  engines  Nos.  12  and  26  were  made 
and  attached  before  the  application  for  a  patent.  It  is  strenu- 
ously argued,  that,  under  section  7  of  the  latter  Act,  which 
provides  that  every  person  and  corporation  may  use,  and 
vend  to  others  to  be  used,  any  specific  machine,  manufact- 
ure or  composition  of  matter  which  they  have  purchased  or 
constructed  prior  to  the  application  for  a  patent,  as  construed 
in  McClurg  v.  Kingsland^  i  How.,  202,  the  defendant  has  not 
only  the  right  to  use  those  constructions,  but  also  the  full 
right  to  practise  the  invention  without  liability.  The  patent 
in  that  case  was  for  a  method  of  casting  iron  rollers,  so  as  to 
throw  the  dross  into  the  centre,  instead  of  leaving  it  on  the 
surface,  and  the  real  question  before  the  court  was,  whether 
that  statute,  using  the  words  *'  specific  machine,  manufact- 
ure, or  composition  of  matter"  only,  should  be  applied  to  a 
patent  for  that  process.  In  some  parts  of  the  reasoning  lan- 
guage broad  enough  to  cover  all  patents  was  used,  in  coming 
to  the  conclusion  that  the  statute  should  not  be  limited,  in  its 
application,  to  those  patents  only  which  were  for  some 
specific  thing,  and  that  it  should  apply  to  the  invention  itself 
where  there  was  no  such  thing.  It  has  been  said,  that,  in  order 
to  understand  this  language,  it  must  be  considered  with  refer- 
ence to  the  very  case  before  the  court.  Pierson  v.  Eagle  Screw 
Co. ,  3  Story,  408.  The  right  to  use  the  thing  patented  is  secured 
against  an  extension  of  the  patent,  to  assignees  and  grantees, 
by  section  j8  of  the  Act  of  July  4th,  1836,  5  U.  S.  Stat,  at 
Large,   124.     This  language  is  quite  as  broad  as  that  of  the 
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Act  of  1839,  and  still,  since  the  decision  va  McClurg  v.  Kings- 
landy  it  has  been  held  to  cover  particular  constructions,  and 
not  the  right  to  practise  the  invention.  The  language  of  the 
Act  of  1839  does  not  seem  capable  of  being  extended  beyond 
the  use  of  particular  things  bought  or  made,  in  cases  of  pat- 
ents for  substantive  things  ;  and  it  is  not  probable  that 
McClurg  V.  Kingsland  would  be  followed  beyond  cases  of  its 
class,  upon  the  same  statute.  Wilson  w  Rousseau^  4  How.,  646. 
But  in  the  Act  of  July  8th,  1870,  16  U.  S.  Stat,  at  Large, 
203»  §  37  ;  Rev.  Stat.,  U.  S.,  §  4,899,  the  right  of  a  person 
constructing  a  patentable  article,  or  purchasing  it,  before  the 
application  for  a  patent,  is  limited  to  the  right  to  use,  or 
vend  for  use,  the  specific  thing.  This  may  be  considered  as 
a  legislative  construction  of  the  former  Acts  ;  but,  if  not. 
Congress  has  full  power  over  the  subject  of  patents,  unless  it 
be  as  to  the  right  to  take  away  property  secured  by  existing 
patents,  and  this  Act  of  1870  may  properly  govern  the  right 
of  recovery  in  actions  brought  since  its  passage.  This  was 
expressly  held  as  to  the  Act  of  1836,  in  McClurg  v.  Kingsland. 
So,  in  any  view  which  can  be  taken  of  this  case,  it  does  not 
seem  that  the  defendant  has  the  right  to  this  invention  any 
further  than  to  the  extent  of  machines  constructed  prior  to 
the  application  for  the  patent. 

It  is  urged  that  an  infringement  by  the  Fire  Department  of 
the  city  is  not  an  infringement  by  the  defendant,  because 
that  Department  was,  under  the  law,  a  corporation  of  itself, 
over  which  the  officers  of  the  city  had  no  control.  It  is  un- 
derstood, however,  as  was  said  in  Allen  v.  The  Mayor ^  17 
Blatchf.  C.  C.  R.,  350,  that  the  Fire  Department  was  a  mere 
agency  of  the  city,  having  no  funds  of  its  own,  and  making 
no  profit  for  itself,  apart  from  those  of  the  city.  If  there  are 
any  gains  and  profits  in  the  hands  of  any  party  to  be  ac- 
counted for,  under  these  circumstances,  on  account  of  an  in- 
fringement, they  must  be  in  the  general  treasury  of  the  city, 
and  the  city  itself  must  be  liable  to  account  for  them. 

It  is  further  argued,  that  the  case  does  not  show  any  in- 
fringement by  the  Fire  Department,  even  by  using  the  pat- 
ented invention.  The  answer  does  not  really  deny,  but 
rather  admits,  what  would  amount  to  an  infringement.     If 
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that  were  not  so,  the  proofs  fairly  show  infringement  to  some 
extent  ;  to  what  extent,  if  to  any,  before  the  bringing  of  the 
bill,  is  not  now  material.  The  extent  is  a  matter  to  be  set- 
tled in  the  accounting. 

Let  there  be  the  usual  decree  for  an   injunction  and  an 
account,  with  costs. 

James  A.  Hudson^  for  the  complainants. 

Frederic  H,  BettSy  for  the  defendants. 


The  Collins  Company 

vs. 
LoRiNG  Coes  et  al.      In  Equity. 

Reissued  letters  patent,  No.  5,294,  dated  February  25th,  1873,  (the  original 
patent  having  been  granted  to  Lucius  Jordan  and  Leander  E.  Smith  on 
Oct.  10,  1865,  and  numbered  50,364,  for  improvement  in  wrenches  ;  the 
same  having  been  before  reissued,)  construed,  and  ihe  defendants  held 
to  have  infringed  the  first  claim  thereof. 

(Before  Lowell,  J.,  District  of  Massachusetts,  July,  18S0.) 

Lowell,  J. 

This  suit  is  brought  upon  the  second  reissue,  No.  5,294, 
February  25th,  1873,  of  a  patent  issued  to  Lucius  Jordan  and 
Leander  E.  Smith,  in  1865,  No.  50,364.  The  first  reissue  is 
not  in  evidence,  and  the  propriety  and  regularity  of  the  sec- 
ond is  not  attacked.  The  invention  relates  to  wrenches  hav- 
ing a  movable  jaw,  commonly  called  monkey  wrenches. 
Loring  Coes,  one  of  the  defendants,  made  and  patented  the 
great  improvement  in  these  tools  more  than  forty  years  ago, 
and  his  wrenches  have  superseded  the  older  forms,  and  are 
familiar  to  all  machinists.  He  arranged  a  rod  parallel  to  the 
main  bar,  and,  upon  this  rod,  worked  the  movable  jaw  by 
means  of  a  rosette  which  did  not  move  up  and  down,  but  re- 
mained constantly  in  a  convenient  position,  close  to  the  thumb 
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of  the  operator.  Coes  made  a  plate  of  iron  called  the  step 
plate,  which  fitted  over  the  main  bar  and  projected  on  one  side 
to  receive  the  rod  which  was  pivoted  into  it;  on  tht  side 
towards  the  hand  this  step  plate  had  a  recess  operating  as  a 
ferrule  to  receive  the  wooden  handle  or  sleeve  which  was 
shipped!  over  the  iron  bar  and  secured  by  a  nut  at  the  end. 
The  handle  and  its  nut  kept  the  step  bar  in  place. 

The  improvement  set  forth  in  the  reissued  patent  of  the 
plaintiffs  may  be  said  to  consist  in  cutting  the  step  plate  in 
two,  lengthwise,  and  putting  a  screw  thread  upon  the  part 
nearest  the  hand,  which  thus  becomes  a  nut,  having  a  recess 
for  the  wooden  handle.  The  utility  of  this  change  is  said  to 
be:  I.  That  the  step  plate  is  secured  by  the  upper  nut,  inde- 
pendently of  the  nut  at  the  end  of  the  handle,  and  thus,  if  the 
handle  becomes  loose,  the  smooth  and  regular  working  of  the 
rod  on  the  step  plate  is  not  affected  ;  2.  That,  by  securing 
the  step  plate  to  the  main  bar,  or  iron  body  of  the  wrench,  by 
this  independent  nut,  much  of  the  strain  which  in  Coes* 
wrench  is  brought  upon  the  wooden  handle,  which  is  the 
weakest  part  of  the  tool,  is  transferred  to  the  solid  iron  bar 
The  evidence  bears  out  this  claim  of  utility.  The  same  resuU 
of  transferring  the  strain  to  the  bar  has  since  been  reached  by 
G.  C.  Taft,  in  a  patent  now  owned  by  the  defendants,  but  in 
a  wholly  different  way.  It  is  ably  argued  for  the  defendants 
that  the  mere  addition  of  a  nut  to  the  Coes  wrench  has  not 
invention  enough  to  be  patentable.  Considering,  however, 
that  the  change,  simple  as  it  seems,  was  not  made  for  some 
twenty-five  years  after  Coes*  wrench  was  patented  and  came 
into  common  use,  and  that  there  appears  to  be  a  value  in  it 
which  others  have  obtained  in  a  different  way,  it  seems  to  me 
that  the  combination  is  new  and  useful  in  the  sense  of  the  pat- 
ent law. 

There  is  a  disputed  question  of  fact,  whether  the  "  Dixie" 
wrench  had  a  nut  which  resembled  the  plaintiffs'.  That  was 
not  a  patented  tool,  but  was  made  and  sold  to  a  considerable 
extent  before  the  Coes  wrench  became  known.  It  seems  to 
me  to  be  proved  that  this  wrench  was  sometimes  made  with  a 
nut,  into  which  the  handle  of  the  wrench  was  inserted ;  but  it 
was  not  always  made  so,  and  the  specimen  in  court  does  not 


550  DISTRICT  OF   MASSACHUSETTS. 

Collins  Co.  V.  Coes. 

have  that  construction.  The  Dixie  wrench  defeats  the  second 
claim  of  the  reissued  patent  in  suit,  which  is  broadly  for  a  nut 
combmed  with  the  wrench  bar,  and  recessed  to  receive  the 
handle.  But  there  is  no  reason  to  suppose  that  the  assignors 
of  the  plaintiffs  knew  of  this  form  of  wrench,  which  had  been 
superseded  by  the  Coes  tool  long  before  their  original  patent 
was  granted.  Nor  does  it  appear  that  the  Dixie  w^rench  with 
a  recessed  nut  was  well  known  to  all  competent  mechanics. 
This  was  not  a  Coes  wrench.  It  had  no  rod  parallel  to  the 
bar;  but  the  movable  jaw  was  worked  upon  the  bar  itself,  a 
form  of  tool  which  no  one  has  been  willing  to  use  since 
Coes'  invention  was  made  public.  Therefore,  the  plaintiffs* 
wrench  is  not,  or  was  not,  when  made,  such  a  mere  obvious 
appropriation  of  the  Dixie  nut  for  the  use  of  the  Coes  wrench, 
as  to  be  an  alternative  fairly  within  the  knowledge  of  a  con- 
structor. 

The  first  claim  of  the  plaintiffs'  patent  is  :  "The  step,  com- 
bined with  the  wrench-bar  and  supported  by  the  nut,  F,  or  its 
equivalent,  at  the  place  where  the  step  is  connected  with  the 
bar,  in  such  manner  that  the  step  can  be  removed  from  the 
bar  without  cutting  or  abrasion  of  parts.*'  The  last  clause  of 
this  claim  refers  to  a  statement  in  the  specification,  that  steps 
(that  is,  step  plates)  have  before  been  made  solid  with  the  bar, 
and  that  others  had  been  riveted  to  reach  a  similar  result. 
This  narrative  of  what  was  old  appears  to  have  been  inserted 
by  order  of  the  Patent  Office ;  and  it  is  doubtful  whether  such 
solid  or  riveted  step  plates  had,  in  fact,  been  used,  though 
they  had  been  described  in  rejected  applications  for  patents. 
The  courts  have  no  right  to  disregard  such  a  disclaimer,  with- 
out which  the  patent  might  never  have  been  granted ;  and  the 
fact  that  some  such  wrenches  had  been  made  is  taken  for 
granted  by  me ;  but  I  still  think  the  movable  nut  a  patentable 
improvement. 

The  defendants  have  used  the  old  Coes  recessed  step  plate, 
with  the  addition  of  a  small  nut  inserted  in  the  recess.  This 
is  plainly  an  infringement  of  the  first  claim,  because  the  nut 
performs  the  usual  office  of  a  nut,  and  the  recess  in  the  step 
plate,  though  old,  was  not  before  combined  with  a  nut  at  this 
point ;  and  it  makes  no  difference  in  the  combination  of  the 
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Step  plate  and  nut  whether  you  put  the  recess  into  the  one  or 
the  other.  The  old  nut  at  the  end  of  the  handle  is  not  the 
equivalent  of  this  nut,  because  it  does  not  do  all  the  work  ;  it 
is  present  in  both  wrenches,  and  its  addition  in  the  plaintiffs' 
wrench  is  the  improvement. 

The  third  claim  is  very  like  the  first ;  but  seems  to  be 
intended  to  claim  the  combination  when  a  nut  exactly  like 
that  described  in  the  patent  is  used.  This  claim  is  not  in- 
fringed. 

Interlocutory  decree  for  the  complainants. 

B,  F.  Thurston  and  W.  E.  Simonds,  for  the  complainants. 
G,  Z.  Roberts^  for  the  defendants. 


W.  Maynard 


vs. 


H.  Pawling  et  al.     In  Equity. 

Where,  prior  to  the  commencement  of  the  suit,  a  part  only  of  the  complain- 
ant's patented  device  had  been  made  and  sold  by  one  of  the  defendants, 
and  the  other  part  of  said  device  was,  by  the  vendee,  also  a  defendant, 
added  after  the  suit  was  brought :  Hdd^  that,  no  proof  having  been 
given  that  the  defendants  intended,  prior  to  the  suit,  to  use  the  part 
afterwards  added,  and  that  the  part  first  sold  could  be  used  without  it, 
infringement  was  not  proved. 

(Before  Blatchford,  J.,  Northern  District  of  New  York,  July,  1880.) 

Blatchford,  J. 

I  cannot  hold  that  the  plaintiff  has  established  that  any  in- 
fringement of  his  patent  by  the  defendants,  or  any  of  them, 
took  place  before  this  suit  was  commenced.  The  radiating 
case  or  condenser  made  and  delivered  by  Jones  and  Pawling 
to  the  Waterford  mill  after  the  plaintiff's  patent  was  grant- 
ed, and  before  this  suit  was  commenced,  had,  at  that  time, 
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no  arrangement  for  water-sealing;  nor  does  it  appear,  nor 
can  it  be  inferred,  that  they  then  intended  that  it  should  after- 
wards have  applied  to  it  any  arrangement  for  water-sealing. 
The  plaintiff's  patent  was  issued  January  30th,  1877.  This  bill 
was  filed  February  21st,  1877.  Only  one  of  the  two  patents 
granted  to  the  defendant  Jones  w^as  applied  for  before  the 
plaintiff's  patent  was  issued,  or  before  this  suit  was  brought. 
That  patent,  No.  185,640,  was  applied  for  December  14th,  1876. 
That  patent  showed  a  water-sealing  device.  Jones'  second 
patent.  No.  188,801,  was  applied  for  March  i3th,  1877.  As 
issued,  it  shows  a  water-sealing  device  ;  but  such  device  was 
not  invented  by  Jones  until  after  this  suit  was  brought. 
There  is  no  evidence  that  it  was  intended,  when  the  apparatus 
was  sent  to  the  Waterford  mill,  that  it  should  have  the  water- 
sealing  device  shown  in  patent  No.  185,640,  or  any  water- 
sealing  device.  Of  course  it  could  not  then  have  been 
intended  that  it  should  have  the  yet  uninvented  water-sealing 
device  of  patent  No.  188,801.  The  water-sealing  device  after- 
wards put  upon  the  apparatus  was  not  the  water-sealing  device 
of  either  No.  185,640  or  No.  188,801.  A  waler-sealing  device 
is  an  essential  part  of  the  plaintiff's  first  claim,  which  is  the 
only  claim  alleged  to  have  been  infringed.  It  is  shown  that 
nothing  was  done  towards  putting  any  water-sealing  device 
into  the  apparatus  before  this  suit  was  brought ;  that  there 
was  no  prior  agreement  or  understanding  that  the  machine 
should  be  put  up  with  a  water-sealed  communication,  or  with 
the  particular  construction  of  discharge-pipes  which  was  after- 
wards applied  to  the  macTiine,  and  that  it  was  not  absolutely 
necessary  that  the  discharge- pipe  should  be  so  constructed  as 
to  be  water-sealed.  I  do  not  think  the  case  is  brought  within 
the  class  of  cases  where  the  seller  of  parts  of  a  patented  com- 
bination is  liable  for  infringement  if  there  be  a  concert  of 
action  proved  or  legally  inferable  between  him  and  others 
who  supply  other  p!irts  necessary  to  the  complete  combina- 
tion. It  is  not  shown  that  the  defendants  intended  to  water- 
seal  the  apparatus,  or  that  it  should  be  water-sealed.  This 
might  have  been  shown  as  a  fact,  but  it  was  not  shown.  It 
appears  that  the  apparatus  after  being  water-sealed,  after  this 
suit  was  brought,  was  subsequently  altered  so  as  to  be  used 
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without  a  water-seal ;  hence,  the  use  of  a  water-seal  was  not  a 
necessary  incident  to  the  apparatus,  so  as  to  lead  to  the  con- 
clusion that  the  construction  and  sale  of  the  machine  neces- 
sarily involved  the  use  of  a  water-seal.  This  case,  there- 
fore, does  not  fall  within  the  principle  of  Wallace  v.  HolmeSy 
9  Blatchf.  C.  C.  R ,  65  and  Turrellw  Spaeth,  8  Off.  Gaz.,  986. 
The  result  is  that  the  bill  must  be  dismissed. 

Joseph  E,  Fraley,  for  the  complainant. 

Edward  S.  Jenney  and  J.  G,  Crocker,  for  the  defendants. 


Oliver  Pearl  et  al. 
vs. 
The  Appleton  Company  et  al. 


Same 


vs. 


The    Hamilton   Manufacturing  Company  et  al 

In  Equity. 

Reissued  letters  patent,  dated  September  ist,  1874,  No.  6,036,  the  original 
having  been  granted  to  Oliver  Pearl,  May  3d,  1870,  No.  102,587,  for 
an  improvement  in  bobbins  and  spindles  for  spinning  machines,  are 
not  infringed  by  the  use  of  the  invention  for  which  letters  patent  No. 
113.575  were  granted  to  Jacob  H.  Sawyer,  April  nth,  1871  ;  the  two 
structures  are  distinct,  and  occupy  independent  positions  in  the  art. 

The  defendants,  however,  having,  in  their  use  of  spindles  and  bobbins,  added 
the  combination  described  in  the  second  claim  of  Pearl's  patent  to  the 
Sawyer  combination,  an  interlocutory  decree  was  granted. 

The  case  of  Pearly.  Ocean  Mills,  2  Bann  and  Ard.,  469,  cited  and  approved. 
(Before  Lowell,  J.,  District  of  Massachusetts,  July,  18.S0.) 
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Lowell,  J. 

The  length  of  this  record  of  more  than  three  thousand 
printed  pages,  besides  the  labor  involved  in  its  examination, 
makes  it  not  improbable  that  I  may  have  overlooked  or 
forgotten  some  evidence  which  one  party  or  the  other  may 
consider  important.  I  have  studied  it  to  the  best  of  my 
ability. 

The  contest  is  mainly  between  the  Pearl  and  the  Sawyer 
spindles  with  their  bobbins,  as  patented  and  used  in  ring  spin- 
ning. The  former,  patented  in  reissue  No.  6,036,  September 
I  St,  1874,  was  sustained  by  Judge  Shepley  in  Pearl  v.  Ocean 
Mills,  II  Oflf.  Gaz.,  2.  The  same  learned  judge  afterwards 
granted  an  injunction  in  Pearl  v.  Coi^entry  Company^  in  Rhode 
Island,  and  a  copy  of  the  arguments,  with  the  judge's  full 
running  commentary,  has  been  furnished  me.  From  these 
sources  we  can  discover  what  a  judge  of  great  experience  in 
patent  cases,  as  well  as  of  great  natural  aptitude  for  such  in- 
vestigations, thought  of  the  validity  and  construction  of  the 
plaintiflfs'  patent.  The  issue  of  infringement  is  wholly  differ- 
ent from  any  with  which  he  was  concerned. 

Pearl's  original  patent,  No.  102,587,  May  3d,  1S70,  was  en- 
titled an  Improvement  in  Bobbins  for  Spinning,  which  is  shown 
by  the  specification  to  be  ring  spinning,  and  it  describes  the  old 
form  of  bobbin  as  being  made  with  a  single  chamber,  or  bore, 
extending  through  the  bobbin,  with  bearings  to  grasp  the 
spindle,  called  in  the  record  "adhesive  "  bearings,  at  either  end. 
Pearl  inserted  a  bearing  in  the  middle  of  the  bobbin,  which  en- 
abled him,  as  he  said,  to  make  a  bobbin  both  light  and  strong,  and 
one  which  could  be  employed  with  a  short  spindle,  because  the 
spindle  might  be  cutoff  at  this  central  bearing,  **  thus  dispens- 
ing with  much  of  the  spindle  which  tends  to  cause  vibration 
while  it  may  be  in  revolution."  If  Pearl  retained  the  old 
upper  and  lower  bearing,  or  bushing,  of  the  bobbin,  his  bob- 
bin would  have  two  chambers;  but  when  his  spindle  was  cut 
off  and  came  to  an  end  in  the  middle  bearing,  the  upper  bear- 
ing became  a  mere  plug  to  strengthen  the  bobbin,  and  had  no 
necessary  connection  with  the  spindle,  or  with  any  combina- 
tion of  which  the  spindle  was  a  part. 

The  state  of  the  art,  and  the  acts  of  the  rival  inventors,  have 
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been  gone  into  at  very  great  length.  A  ring  spindle,  though 
made  of  one  piece  of  steel,  is  properly  enough  described  as 
consisting  of  two  parts,  because  it  has  a  bearing  in  the  middle. 
The  lower  bearing  or  step,  supports  the  spindle  at  its  lower 
end,  while  it  is  revolved  in  an  upright  position  with  great 
rapidity  by  the  pull  of  the  band  which  is  passed  round  the 
"  whirl  '*  or  double  ring,  which  forms  part  of  the  "  but  "  of  the 
spindle.  The  upper  bearing  is  in  the  "  bolster,"  and  tends 
to  keep  the  spindle  firm  and  steady  in  its  rotation.  The  part 
above  the  upper  bearing  is  called  in  the  record  the  tip  or 
blade,  and  that  below,  the  but.  The  object  of  both  the  inven- 
tions in  controversy  here  is  to  obtain  a  spindle  and  bobbin 
which  can  be  run  at  a  maximum  of  speed  by  a  minimum  of 
power. 

Not  long  after  Pearl's  patent  had  been  obtained.  Sawyer 
applied  for  and  received  one,  No.  113,575,  April  nth,  iSyijfor 
improvements  in  ring-spinning  machines.  He  says  that  the 
objects  of  his  invention  are,  ''^ firsts  to  reduce  the  weight  of, 
and  consequently  the  power  required  to  drive,  the  spindles; 
second^  to  secure  greater  steadiness  of  rotation  for  the  spindle, 
thus  enabling  it  to  run  at  a  higher  speed  than  is  customary,  or 
to  run  more  satisfactorily  at  any  speed ;  and,  thirds  to  reduce 
the  cost  of  constructing  the  machines.'*  He  then  says :  '*  The 
upper  bearings  of  spindles,  as  now  generally  constructed,  ex- 
tend but  a  short  distance  above  the  bolster  rails  in  which  they 
are  fixed.  Now,  as  this  rail  must  be  placed  far  enough  below 
the  lowest  point  at  which  the  yarn  is  wound  upon  the  bobbin, 
to  allow  the  ring-rail  to  pass  below  that  point,  a  large  part  of 
the  spindle  must  necessarily  extend  upward  beyond  its  upper 
bearing,  and  is,  consequently,  even  when  made  of  large  size, 
subject  to  considerable  vibration  when  running.  It  is  also 
necessary  in  the  ordinary  construction,  in  order  to  secure  a 
proper  distance  between  the  two  bearings  of  the  spindles,  to 
extend  the  spindle  downwards  for  a  considerable  distance  be- 
low wher^  it  might  otherwise  terminate;  and  this  increase  in 
length  requires  a  coresponding  increase  in  diameter  beyond 
what  would  be  required  were  a  shorter  spindle  used.  My 
improvement  consists  in  certain  details  of  construction  and 
arrangement,  whereby  I  am  enabled  to  remove  most  of  that 
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part  of  the  spindle  which  ordinarily  extends  below  the  whirl, 
and  to  leave  only  a  small  part  of  the  spindle  exposed  abov^e  its 
upper  bearings,  so  that  it  is  rendered  possible  to  reduce  its  di- 
ameter, and,  consequently,  its  weight,  and  at  the  same  time  to 
insure  for  it  greater  steadiness  of  rotation.*'  He  then  describes 
his  spindle ;  the  governing  principle  of  which  is,  that,  in  place 
of  the  short  bolster  below  the  bobbin,  he  makes  a  ti/bular 
bolster  which  is  carried  up  into  the  bobbin,  which  is  enlarged 
or  chambered  at  its  lower  part  so  as  to  revolve  freely  about 
the  tube.  Only  enough  of  the  spindle  remains  above  the  top 
of  the  bolster  to  hold  the  bobbin  firmly  in  its  revolution  with 
the  spindle.  In  consequence  of  this  change,  as  he  says,  he 
may  make  his  spindle  with  a  short  **but,"  and  very  light 
throughout. 

Sawyer's  spindle  was  brought  to  the  notice  of  manufactur- 
ers, and  was  tried  in  continuous  operation  at  a  mill,  some  time 
before  he  obtained  his  patent.  Soon  afterwards.  Pearl  adopted 
the  short  but  for  his  spindle,  and  has  always  made  and  sold  it 
in  that  form.  He  reissued  his  patent  with  claims  intended, 
perhaps,  to  cover  Sawyer's  spindle.  The  defendants  contend 
that  Pearl  derived  his  short  but  directly  or  indirectly  from 
Sawyer;  and  the  plaintiffs  contend  that  the  idea  of  lightening 
the  spindle  was  borrowed  by  Sawyer  from  Pearl. 

The  evidence  tends  to  show  that  spindles  of  various  sizes 
and  weights  and  lengths  have  been  made  and  used  before  either 
Pearl  or  Sawyer  made  theirs  ;  that  Sawyer  was  the  first  to 
bring  the  short  but  into  general  use;  that  he  was  the  first  to 
introduce  the  raised  or  tubular  bolster  in  ring  spinning, 
though  one  had  been  used  in  a  throstle  or  flyer  frame;  that 
both  Pearl  and  Sawyer  have  made  and  sold  spindles  in  large 
quantities,  which  have  been  found  valuable.  It  is  further 
proved,  to  my  satisfaction,  that  Pearl  believed  from  the  first, 
that  by  lightening  the  tip,  or  upper  part,  of  his  spindle,  he 
could  lighten  the  lower  part,  though  he  unfortunately  neg- 
lected to  mention  it  in  his  original  specification.  His  spindle 
filed  as  a  model  was  somewhat  lightened  by  diminishing  its  di- 
ameter ;  this,  however,  was  not  obvious  on  inspection,  and  is 
not  shown  in  his  drawings.  When  he  had  learned  that  the 
best  way  of  lightening  the  lower  part  of  the  spindle  was  by 
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shortening  it  (whether  he  learned  this  from  Sawyer  or  not, 
I  do  not  need  to  inquire),  he  was  of  opinion  that  he  might 
properly  and  within  the  scope  of  his  original  plan  lighten  his 
**  but "  by  shortening  it  as  well  as  by  diminishing  its  diameter, 
and  he  obtained  the  reissue  in  suit,  in  which  he  says:  "  By  thus 
dispensing  with  the  length  and  weight  at  the  top  of  the  spindle 
above  the  bolster,  while  the  length  of  bobbin  and  traverse 
of  the  frame  remain  as  before,  I  am  enabled  to  lighten  the 
lower  part  of  the  spindle  and  whirl  below  the  bolster,  D, 
many  times  the  weight  taken  from  its  blade  above,  without 
destroying  the  proper  balance  of  the  spindle  and  its  conse- 
quent steadiness  of  rotation,  and  by  these  means  I  accomplish 
the  ultimate  effect,  which  is  the  purpose  of  this  improvement, 
of  enabling  the  spindle  to  be  run  steadily  at  high  speed  with 
much  less  power  than  heretofore,  thus  diminishing  the  expense 
and  increasing  the  power  at  the  same  time."  This  statement 
was  not  in  the  original  patent.  In  the  drawings  of  that  patent, 
the  length  of  the  but  is  not  given,  and  its  diminution  in  diam- 
eter is  not  shown  or  referred  to.  In  the  new  drawings,  he  re- 
duced the  length  of  the  but ;  and  this  is  insisted  upon  by  the 
defendants  as  a  fraud,  which  renders  the  reissue  void.  The 
statute  declares  that  in  a  machine  patent,  the  model  or  drawings 
shall  not  be  amended,  except  each  by  the  other  (U.  S.  Rev.  Stat. 
§  4,916) ;  and  it  is  true  that  these  drawings  are  not  amended  by 
the  model,  but  vary  from  it  in  this  very  important  particular. 
When  this  fact  was  called  to  the  attention  of  Judge  Shepley,  in 
the  Rhode  Island  case,  he  said  that  it  was  not  illegal  to  change 
the  drawings  in  a  matter  which  did  not  affect  the  claims.  I 
see  no  reason  to  change  the  ruling  of  the  court  upon  this  point. 
The  modification  of  the  drawings  undoubtedly  tends  to  show 
that  the  importance  of  the  short  but  was  discovered  by  the 
patentee  after  1870,  and  it  was,  perhaps,  morally  speaking, 
objectionable,  because  the  value  of  his  spindle  depends  very 
much  upon  the  short  but;  but,  as  that  feature  was  not  claimed 
in  the  reissue,  the  change  was  held  to  be,  technically  speaking, 
immaterial.  As  a  question  of  intent,  it  is  mitigated  by  the 
consideration  that  Pearl  truly  believed  that  the  value  of  the 
short  but,  by  whomsoever  introduced,  was  much  increased  by 
if,  indeed,  it  was  not  wholly  due  to,  a  shortening  and  lightening 
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of  the  upper  parts  of  the  spindle.  Upon  this  point,  the 
opinion  in  the  Ocean  Mills  case  appears  to  agree  with  that  of 
the  patentee.  **  Without  a  knowledge  of  the  results  accom- 
plished by  these  changes*'  says  Judge  Shepley,*  referring  to 
the  cutting  off  of  a  piece  of  the  blade  of  the  spindle,  and  plac- 
ing the  upper  adhesive  bearing  at  the  middle  instead  of  the 
top  of  the  bobbin,  '*  they  might,  at  first  glance,  appear  to  be 
merely  structural  changes,"  but  he  adds  that  the  improved  re- 
sults attained  by  the  invention  prove  it  to  have  a  higher  char- 
acter. His  meaning  is  that  the  proof  of  invention  is  found  in 
the  improved  working  of  Pearl's  spindle,  as  actually  made  and 
sold,  shortened  below  as  well  as  above,  and  that  the  short- 
ening below,  though  not  described  or  claimed,  was  rendered 
possible  by  the  shortening  above.  It  is  proved  in  this  case 
that  Pearl  was  not  the  first  person  to  make  a  ring  spindle  with 
a  short  tip.  Such  an  instrument  w^as  made  and  used  for  years 
before  his  time  at  Middlebury.  So  far,  therefore,  as  the  pos- 
sibility of  lightening  the  lower  part  of  a  spindle  depends 
upon  cutting  off  a  piece  of  the  upper  part,  it  does  not  flow  from 
any  invention  of  Pearl's.  When  this  fact  was  shown  to  Judge 
Shepley,  in  the  Coventry  Mills  case,  he  was  still  of  opinion 
that  Pearl  had  a  combination  of  sufficient  utility  to  support  a 
patent,  and  he  granted  an  injunction  to  restrain  the  use  of  a 
spindle  and  bobbin  which  clearly  contained  the  invention. 
This  combination,  as  I  understand  it,  is  of  a  spindle  with  a 
shortened  tip,  and  a  bobbin  with  a  central  adhesive  bearing ; 
the  Middlebury  bobbin  having  such  a  bearing  only  at  its  lower 
end.  From  the  remarks  of  the  judge  when  the  Ashton  spindle, 
which  is  somewhat  shorter  than  its  bobbin,  was  produced  in 
court,  I  should  understand  that  the  bobbin  of  Pearl  must  have 
two  chambers,  that  is  to  say,  it  must  be  reamed  out  above  as 
well  as  below,  so  as  to  make  a  bobbin  at  once  light  and  strong. 
If  it  has  no  upper  chamber,  it  would  seem  to  be  anticipated  by 
the  Ashton. 

I  do  not  venture  to  reverse  the  decision  of  Judge  Shepley 
in  upholding  the  patent  of  Pearl,  as  thus  understood ;  a 
decision  which  he  assures  us  was  arrived  at  after  very  careful 
consideration. 
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The  spindle  and  bobbin  of  Sawyer  do  not  infringe  this  com- 
bination. The  theory  of  Sawyer's  improvement  was  that  a 
saving  of  power  would  be  best  obtained  by  a  change  in  the 
bearings  of  the  old  spindle.  The  disturbing  forces,  according 
to  his  view,  are  the  pull  of  the  belt  on  the  whirl,  the  pull  of 
the  yarn  on  the  bobbin,  and  the  centrifugal  force  of  the 
whirling  structure,  which  includes  the  spindle,  the  bobbin, 
and  the  yarn  on  the  bobbin.  Sawyer's  opinion  is  that  the 
obstructing  force  of  the  pull  of  the  belt  is  diminished  by 
shortening  the  but;  that  the  other  two  forces  are  diminished 
by  shortening  the  bobbin  and  spindle  together,  and  very 
slightly,  if  at  all,  by  shortening  the  spindle  within  the  bobbin ; 
that  the  shortening  below  is  made  practicable  by  a  change  in 
the  bearing  or  bearings  above  ;  that  the  true  relation  between 
these  parts,  above  and  below,  is  one  of  length  between  bear- 
ings, and  not  of  weights.  This  theory  I  believe  to  be  true 
in  the  main.  The  evidence  seems  to  me  to  prove  that  there 
is  not  such  a  close  relation  between  the  weight  of  the  spindle  , 
above  the  bolster,  and  its  weight  below,  as  the  patent  of  Pearl 
assumes,  though  there  may  be  a  little ;  and  that  there  is,  sub- 
stantially, such  a  relation  between  the  length  of  the  bearings 
as  Sawyer  assumes.  While,  therefore,  I  am  not  prepai*ed  to 
say  that  there  is  no  value  in  Pearl's  combination,  and  am  sure 
that  the  Pearl  spindle  as  made  and  sold,  and  the  Sawyer 
spindle  as  made  and  sold,  are  both  valuable,  I  have  no  occasion 
to  ascertain  their  relative  value,  because  I  find  them  to  be 
distinct  structures,  and  to  occupy  independent  positions  in 
the  art. 

The  first  of  Pearl's  claims  is :  **  The  described  ring  spindle, 
having  its  blade  from  the  bolster,  D,  upward,  shorter  than 
the  bobbin,  and  combined  with  the  bobbin,  constructed  sub- 
stantially as  described,  by  means  of  the  adhesive  bearings,  as 
and  for  the  purpose  set  forth."  This  claim  is  not  infringed, 
among  other  reasons,  because  the  Sawyer  bobbin  has  not  the 
two  adhesive  bearings  described  in  the  Pearl  patent.  The 
Commissioner  of  Patents,  in  dissolving  the  interference  be- 
tween Pearl  and  Sawyer,  said:  "How  the  invention  of  a 
bobbin  with  an  intermediate  bearing  and  an  upper  bushing, 
can  be  held  to  include  a  bobbin  having  intermediate  and 
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upper  bearings,  is  a  problem  I  am  unable  to  solve."  I  find  a 
similar  difficulty,  because  the  upper  bushing  of  Pearl  is  merely 
a  plug,  and  has  no  true  part  in  the  combination,  and  his  lower 
bearing  is  not  the  equivalent  of  Sawyer's  upper  bearing. 

The  principal  argument  has  been  addressed  to  the  second 
claim:  **The  combination  of  the  bobbin,  the  intermediate 
adhesive  bearing,  /,  and  the  blade  of  the  spindle  made  shorter 
than  the  bobbin  from  the  bolster,  D,  upward,  substantially 
as  described."  The  Sawyer  contrivance  may  infringe  this 
claim  in  words,  but  it  does  not  in  fact.  The  combinations  of 
bobbin,  bolster  and  spindle  are  essentially  different  in  the 
two.  The  true  meaning  of  the  claim,  construed  by  what  Pearl 
did,  is  that  the  bobbin  projects  beyond  the  tip  of  the  spindle. 
With  a  bobbin  thus  projecting,  no  advantage  is  gained  in 
resisting  the  pull  of  the  yarn,  because  that  pull  is  against  the 
outside  of  the  bobbin,  which  is  as  high  as  ever ;  and  the  gain 
in  diminished  vibration  is  very  small,  if  any.  Sawyer's  spindle 
goes  to  the  top  of  his  bobbin,  and  his  advantage  is  gained  by 
elevating  the  bearing  of  his  bolster,  which  affects  both  the 
outside  and  the  inside  of  the  bobbin,  and  whatever  advantage 
Pearl  had  was  a  different  one  and  was  made  on  a  different 
theory — that  of  lightening  the  spindle  within  the  bobbin.  The 
blade  of  the  Sawyer  spindle  is  not  shortened,  except  upon  the 
assumption  that  carrying  up  the  bolster  is  the  same  thing  as 
cutting  off  a  piece  of  the  spindle — which,  perhaps,  it  might  be 
if  Pearl  had  cut  off  his  bobbin,  too — as  Judge  Shepley  said  to 
the  defendants  in  the  Coventry  case,  "  cut  off  your  bobbin, 
and  you  will  not  infringe,'*  or  to  that  effect.  But  the  or- 
ganization of  Pearl  would  not  admit  of  this  change. 

The  plaintiffs  argue,  and,  indeed,  rest  their  case  upon  the 
argument  that  the  tubular  bolster  of  Sawyer  was  well  known 
in  1870,  and  may,  therefore,  be  substituted  in  Pearl's  com- 
bination, by  mere  construction,  leaving  it  the  same  as  before. 
There  is  no  doubt  that  such  a  form  of  bolster  and  bobbin 
was  known  before,  in  some  other  kinds  of  spinning,  but  it  is 
not  proved  that  it  had  ever  been  used  in  a  ring-frame ;  that  it 
could  be  so  used  without  invention  ;  that  any  such  bobbin  had 
been  made  with  adhesive  bearings;  or  that  it  was  so  well 
known  that  it  had  become  a  mere  question  of  construction 
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which  form  should  be  adopted.  Indeed,  the  contrary  of  all 
this  may  be  fairly  inferred  from  the  evidence.  Therefore, 
when  the  plaintiflfs*  invention  has  been  reduced  to  the  narrow 
combination  which  is  all  that  the  evidence  now  permits,  they 
cannot  fairly  claim  to  embrace,  as  a  known  substitute,  a  bolster 
and  bobbin  so  different  from  their  own.  I  am  much  inclined 
to  consider  this  combination  a  different  one,  mechanically 
speaking,  however  well  known  the  Sawyer  bolster  and  bobbin 
may  have  been  ;  but  this  need  not  be  decided. 

While  I  am  thus  of  opinion  with  the  defendants  in  the 
most  important  part  of  their  cases,  it  seems  to  me  that  they 
have  added  the  Pearl  combination  to  that  of  Sawyer  in  the 
use  of  certain  spindles  and  bobbins  which  the  evidence  de- 
clares them  to  have  used  to  a  greater  or  less  exient.  The 
bobbins,  in  the  instances  referred  to,  have  a  chamber  of  some 
substantial  length  above  the  upper  end  of  the  spindle,  so  that 
the  combination  of  Pearl's  second  claim — of  the  bobbin  with 
two  chambers,  the  intermediate  adhesive  bearing,  and  the  blade 
of  the  spindle  made  shorter  than  the  bobbin — appears  to  be 
present.  These  bobbins  are  represented  by  the  Exhibits  H, 
I,  J,  and  M ;  and  are  said  to  have  been  used  with  a  spindle 
substantially  like  Exhibit  G. 

Upon  the  best  consideration  I  have  been  able  to  give  to  the 
contradictory  evidence  in  respect  to  the  Wauregan  bobbin,  I 
am  of  opinion  that  Atwood  did  ream  out  the  top  of  his 
bobbins  before  the  date  of  Pearl's  invention.  I  agree  with 
the  plaintiffs'  counsel  that  this  fact  only  affects  the  third 
claim,  and  does  not  prevent  a  recovery  for  infringing  the 
second.  It  may  eventually  have  a  bearing  on  the  taxation  of 
costs. 

Interlocutory  decree  for  the  complainants. 

B.  F,  Thurston  and  D,  Hall  Rice^  for  the  complainants. 
Chauncey  Smith  and  J,  L,  S.  Roberts^  for  the  defendants. 
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Robert  Onderdonk 
John  Fanning  et  al.     In  Equity. 

It  appearing  that  the  alleged  infringing  machine  had  been  patented  to  the 
defendant  since  a  former  suit  in  which  a  preliminary  injunction  had  been 
granted  against  him,  but  that  the  machine  now  made  by  him  was  not 
identical  with  the  machine  alleged  to  infringe  in  the  former  suit ;  and  it 
further  appearing  that  the  complainant's  patent  had  never  been  upheld 
on  final  hearing,  a  motion  for  a  preliminary  injunction  was  denied. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  July,  1880.) 

Benedict,  J. 

This  application  for  a  preliminary  injunction  presents  a 
different  state  of  facts  from  that  shown  upon  the  similar 
motion  made  by  the  plaintiff  in  a  former  suit  against  this  de- 
fendant.* The  machine  here  complained  of  is  not  identical 
with  that  involved  in  the  former  suit,  and  for  the  machine  in 
question  here  the  defendant  has  been  granted  a  patent  since 
the  motion  in  the  former  suit.  Under  these  circumstances, 
and  in  view  of  the  fact  that  the  validity  of  the  plaintiff's 
patent  has  never  been  upheld  at  final  hearing,  I  do  not  con- 
sider the  case  to  be  one  calling  for  the  issue  of  a  preliminary 
injunction. 

Motion  denied. 

Foster^  Wentworih  and  F,.sUr^  for  the  complainant. 
Edwin  ZT.  Brown^  for  the  defendants. 


^Onderdonk  v.  Fanning,  dntty  p.  85, 


JULY,    1880.  563 


Plimpton  V.  Winslow. 


James  L.  Plimpton 


vs. 


Samuel  Winslow.     In  Equity. 

Letters  patent  No.  55,901,  granted  to  the  complainant,  June  26,  1866,  for  im- 
provement in  skates,  construed,  and  a  preliminary  injunction  granted 
against  ike  defendant. 

(Before  Lowell,  J.,  District  of  Massachusetts,  July,  1S80.) 

Lowell,  J. 

The  complainant,  James  L.  Plimpton,  obtained,  in  1863,  ^ 
patent  for  parlor  skates,  or  skates  on  rollers,  which  is  admit- 
ted to  be  the  first  in  time,  and  to  have  embodied  a  principle 
which  is  necessary  to  the  successful  operation  of  all  such 
skates.  •  That  patent  has  expired.  The  same  inventor  ob- 
tained, in  1866,  the  patent  No.  55,901,  now  in  suit,  which, 
while  it  has  the  underlying  principle  of  the  patent  of  1863,  is 
maintained  by  the  complainant  to  be  a  very  great  improvement 
upon  the  original  structure,  so  great  as  to  have  been  neces- 
sary to  the  successful  practical  use  of  the  invention.  This 
patent  has  been  once  sustained  in  this  country,  though  not 
on  a  final  hearing.  The  complainant  caused  a  patent  to  be 
taken  out  in  England,  which  described  his  skate  of  1866  as  the 
best  form  of  embodying  his  invention,  and  which  made  a 
broad  claim  to  the  invention  of  skates  with  rollers  which 
cramped  or  turned  so  as  to  enable  the  skater  to  make  curved 
lines  without  raising  the  rollers  from  the  floor.  This  patent 
was  repeatedly  sustained  in  England,  by  verdict  and  decree, 
against  various  forms  of  skates.  The  skates  were  used  in 
this  country  to  a  considerable  extent,  and  not  infringed. 

The  patentee  can  no  longer  claim  the  broad  principle  of  his 
invention  of  1863  ;  and  the  defendant  insists  that  the  judg- 
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ments  and  decrees  in  England,  and  the  acquiescence  in  this 
country,  excepting  in  the  single  case  above  mentioned,  must 
be  understood  to  relate  to  the  patent  of  1863  ;  and  when 
that  has  expired,  the  particular  structure  shown  by  the  pat- 
ent of  1866  stands  like  a  new  invention,  not  acquiesced  in, 
and  not  litigated.  To  some  extent  this  argument  is  sound  ; 
but,  it  being  shown  by  decrees  and  by  acquiescence  that 
Plimpton  was  the  first  inventor  of  the  broad  principle  and 
mode  of  operation,  there  is  not  the  slightest  evidence  to 
prove  that  he  was  not  the  first  to  make  the  patticular  appli- 
cation of  1866.  Any,  defence  which  theremight  have  been  to  the 
latter,  would  probably  have  extended  to  the  former  ;  and 
there  is  testimony  that  Plimpton  was  the  pioneer  in  both. 

The  defendant,  Winslow,  was  employed  by  the  complainant 
to  make  the  skates  to  a  large  extent,  and  was  familiar  with 
their  construction.  In  January,  1880,  he  obtained  a  patent,  in 
which  he  refers  to  the  complainant's  patent  as  valid,  and  dis- 
claims all  competition  with  it,  and  claims  a  combination 
which,  of  course,  is  subordinate  to  the  plaintifl's,  and  may, 
or  may  not,  infringe  it ;  though  it  \s  prima  facie  a  patentable 
improvement  upon  it.  He  seems  to  have  copied  the  plain- 
tiff's skate  of  1866,  in  most  particulars.  The  difference, 
which  he  emphasizes,  is  in  the  india  rubber  spring,  which  he 
puts  in  a  different  place,  where  it  acts  as  a  cushion  between 
the  foot  and  the  working  parts  of  the  skate.  In  this  respect 
he  goes  back  to  the  oiiginal  form  of  1863,  and  perhaps  he  is 
wise  in  doing  so. 

It  seems  to  me  clear  :  i.  That  the  complainant's  patent  of 
1866  is  not  rendered  void  by  his  patent  of  1863  ;  the  differ- 
ences in  construction  appear,  on  inspection  and  on  evidence 
as  to  the  state  of  the  art,  to  be  patentable  improvements. 
2.  The  defendant  has  borrowed  most  of  the  improvements  of 
the  patent  of  1866,  and  infringes  the  first  claim  of  that  patent 
beyond  any  doubt.  3.  He  infringed  intentionally,  hoping  to 
receive  a  part  of  the  profits  of  this  business,  trusting  to  his 
patent,  and  getting  up  his  patent  for  the  purpose,  and  is  not 
entitled  to  any  particular  indulgence  ;  and  no  reason  is 
shown,  arising  out  of  any  peculiarities  of  his  situation,  why  a 
preliminary  injunction  should  not  be  granted  against  him  ; 
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and  it  is  shown  that  the  remedy  is  an  important  one  to  the 
plaintiff. 

Injunction  to  issue. 


7*.  W,  Clarke^  for  the  complainant. 
J.  Z.  S,  Roberts^  for  the  defendant. 


Bennett  B.  Schneider 
Francis  Thill.    In  Equity. 

The  claim  of  the  patent  being  :  '*  In  a  lamp  having  a  burner,  the  combina- 
tion of  a  shade-holder  made  of  material  that  will  admit  of  the  passage  of 
light,  and  a  shade  or  globe,  arranged  and  constructed  substantially  as 
described,  whereby  the  burner  performs  the  required  functions  without 
the  use  of  a  chimney,  as  set  forth  ;  *'  and  no  description  whatever  of 
the  shade  to  be  used  being  given,  either  in  the  claim  or  the  specifica- 
tion ;  and  it  appearing  that  one  well-known  form  of  lamp  shade 
would  not,  if  used  in  the  combination,  produce  the  result  claimed,  and 
that  the  state  of  the  art  limited  the  complainant's  patent  to  the  method 
shown  by  him  of  combining  certain  forms  of  shade,  shade-holder  and 
burner,  in  such  a  manner  as  to  enable  the  chimney  to  be  dispensed  with  : 
Hdd^  that  the  patent  did  not  describe  the  invention  in  the  full,  clear  and 
exact  terms  required  by  the  statute,  and  was,  therefore,  void. 

Eight  years  before  applying  for  a  patent,  the  inventor  voluntarily  and  for  a 
consideration,  made  and  sold,  without  reserve,  a  device  embodying  his 
invention  to  a  third  party,  intending  the  same  to  be  publicly  used  by 
him,  and  it  was  so  used  :  Held^  that  these  facts  show  a  public  use  which 
invalidates  the  patent. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  July,  1880.) 

Benedict,  J. 

This  action  is  brought  to  recover  damages  for  the  infringe- 
ment of  four  several  patents  owned  by  the  plaintiff.  One  of 
these  patents  is  reissue  No.  7,511,  granted  February  13th, 
1877,  to  the  plaintiff,  as  assignee  of    Carl  Volti,  for  an  im- 
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provement  in  shade-holders  in  lamps.  The  invention  sought 
to  be  secured  by  this  patent  is  described  by  the  plaintiff's  ex- 
pert to  be  **  a  novel  arrangement  of  shade  and  shade-holder, 
which,  combined  as  shown  in  the  drawing,  operate  to  pro- 
duce, when  placed  upon  a  burner,  the  draft  necessary  to  sup- 
ply air  to  the  flame  issuing  from  the  burner."  The  first 
claim  of  the  patent,  which  is  the  only  claim  here  involved,  is 
as  follows  :  **  In  a  lamp  having  a  burner,  the  combination  of 
a  shade-holder  made  of  material  that  will  admit  of  the  pas- 
sage of  light,  and  a  shade  or  globe,  arranged  and  constructed 
substantially  as  described,  whereby  the  burner  performs  the 
required  functions  without  the  use  of  a  chimney,  as  set 
forth.**  This  claim  is  for  a  combination  composed  of  three 
elements,  a  lamp-burner,  a  shade-holder  and  a  shade.  The 
claim  contains  a  partial  description  of  the  shade-holder,  but, 
by  the  words  **  arranged  and  constructed  substantially  as 
described,"  refers  to  the  specification  and  drawing  for  the 
form  of  the  other  elements  and  a  complete  description  of  the 
form  of  the  shade-holder,  as  well  as  for  the  method  in  which 
the  shade,  shade-holder  and  lamp-burner  are  to  be  arranged 
to  produce  the  desired  result.  In  the  specification,  the  lamp 
burner  is  described  as  **  an  ordinary  lamp-burner,  provided 
with  a  circumferential  flange  for  the  support  of  the  cone,  and 
which  ordinarily  also  serves  to  support  the  chimney  or  cylin- 
der. This  flange  is  provided  with  suitable  perforations, 
through  which  air  is  admitted  both  inside  and  outside  the 
cone."  The  lamp-burner  thus  described  is  not  claimed  to  be 
new.  The  soecificalion  also  describes  the  shade-holder  as 
made  of  glass  or  other  suitable  transparent  material,  or  ma- 
terial that  will  allow  of  the  passage  of  light,  and  which  is  pro- 
vided with  a  tubular  extension  or  socket,  which  fits  over  the 
cone,  leaving  an  air  space  between  its  inner  surface  and  the 
outer  surface  of  the  cone.  From  said  socket  extends  a 
broad  disk-shaped  flange,  which  is  provided  with  a  rim, 
which  serves  to  support  and  retain  the  shade.  The  flange  is 
perfectly  closed,  so  that  no  air  will  pass  to  the  flame  except 
what  is  admitted  through  the  perforations  in  the  burner 
flange.  No  description  whatever  of  the  shade  is  given,  either 
in  the  claim  or  in  the  specification. 
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It  is  not  pretended  that  Volti  was  the  first  to  employ  a 
lamp-shade  or  a  lamp-burner  ;  and  the  evidence  shows  that 
shade-holders  constructed  as  described  were  not  original  with 
him.  Indeed,  the  testimony  of  the  plaintiff's  expert  is  to  the 
effect  that  novelty  in  the  form  of  the  shade-holder  used  forms 
no  part  of  the  invention  secured  by  the  patent  ;  and  that  the 
patent  is  for  the  combination  described,  and  not  for  any  of 
the  elements  that  go  to  form  that  combination.  The  patent- 
able feature  of  this  invention  must,  therefore,  be  in  the 
method  of  arranging  the  lamp-burner,  shade-holder,  and 
shade.  The  only  arrangement  of  these  parts  that  can  be 
gathered  from  the  claim,  specification  and  drawing  is,  that 
the  shade-holder  is  to  be  placed  on  the  flange  of  the  burner, 
which  ordinarily  serves  to  support  the  chimney  or  cylinder, 
and  the  shade  upon  the  broad  disk-shaped  flange  of  the 
shade-holder.  In  this  mode  of  arranging  a  shade,  shade- 
holder  and  lamp-burner,  it  certainly  is  not  easy  to  discover 
any  novelty  of  invention  sufficient  to  support  a  patent. 
Such  an  arrangement  of  the  parts  of  a  lamp  referred  to  would 
seem  to  be  nothing  more  thdn  the  ordinary  and  well-known 
method  of  arranging  those  parts  of  a  lamp. 

But,  it  is  said,  before  Volti,  these  parts  of  a  lamp  were 
always  used  in  connection  with  a  tall  cylinder  surrounding 
the  frame,  ordinarily  termed,  when  speaking  of  lamps,  the 
chimney.  Volti  was  the  first  to  discover  and  announce  that 
the  chimney  could  be  omitted,  and,  still,  sufficient  air  fur- 
nished to  the  flame  issuing  from  the  burner  to  produce  the 
required  light,  and,  having  put  this  discovery  to  a  practical 
test,  he  became  entitled  to  the  exclusive  right  to  the  combi- 
nation employed  by  him  to  accomplish  the  result  indicated. 
Assuming  the  correctness  of  this  contention,  as  to  which  no 
opinion  need  be  expressed  at  this  time,  it  is  evident,  that,  if 
Volti  discovered  anything  of  value,  -it  was  the  method  of 
combining  certain  forms  of  shade,  shade-holder  and  burner, 
in  such  a  manner  as  to  enable  the  chimney  to  be  dispensed 
with.  Volti  did  not  discover  that  a  shade,  shade-holder  and 
burner  could  be  combined  in  a  lamp.  That  was  known 
before  him.  Nor  did  he  discover  that  a  lamp-burner  such  as 
he  describes,  combined  with  a  shade-holder  such  as  he  de- 
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scribes,  and  a  shade  of  any  form  or  description,  could  be  so 
arranged  as  to  dispense  with  the  use  of  the  chimney  ;  for 
such  is  not  the  fact.  Lamp-shades  vary  in  form  and  in  de- 
scription. A  not  uncommon  form  has  perpendicular  sides, 
and  is  wholly  uncovered  at  the  top.  Such  a  shade,  combin- 
ed with  the  shade-holder  and  lamp-burner  described  in  the 
Volti  patent  in  the  manner  the  redescribed,  will  not  produce 
the  draft  necessary  to  supply  sufficient  air  to  the  flame  issu- 
ing from  the  burner.  Such  a  combination  would,  in  all  re- 
spects, comply  with  the  description  given  in  the  Volti  patent, 
and,  yet,  would  utterly  fail  to  accomplish  the  result  claimed 
for  the  Volti  invention.  The  statement  of  the  patent,  that 
**  it  will  be  seen,  that,  with  the  shade  and  shade-holder  ar- 
ranged as  shown  and  described,  the  ordinary  burner  will  per- 
form  the  required  functions  without  the  use  of  a  chimney," 
is,  therefore,  incorrect.  That  result  will  not  be  seen  unless  a 
shade  having  certain  peculiarities  of  form  be  used.  What 
those  peculiarities  are  the  patent  omits  to  disclose,  and  the 
omission  is  fatal  to  its  validity.  If  it  were  the  fact  that  the 
result  claimed  to  have  been  first  attained  by  Volti  could  be 
secured  by  using  any  form  of  shade  in  combination  with  the 
burner  and  shade-holder  that  he  describes,  the  difficulty  in- 
dicated would  not  exist.  But,  as  is  obvious,  in  order  to  pro- 
duce the  desired  result,  it  is  necessary  to  know  the  form  of  the 
shade  ;  and  yet  the  patent,  instead  of  stating  that  the  form 
of  the  shade  is  important,  and  giving  information  as  to  the 
form  and  description  of  the  shade  that  is  to  be  used,  states 
nothing  in  regard  to  the  shade,  and  leaves  it  to  be  inferred 
that  a  shade  of  any  form  or  description  may  be  employed. 
It  is  impossible  to  say  of  such  a  patent  for  such  an  invention, 
that  it  contains  a  description  of  the  invention  in  such  full, 
clear  and  exact  terms  as  to  enable  any  person  skilled  in  the 
art  to  which  it  appertains  to  make  and  use  the  same.  It 
would,  doubtless,  occur  to  any  one  skilled  in  the  art  of  con- 
structing lamps  who  should  undertake  to  employ  the  combi- 
nation described  in  the  Volti  patent,  that  the  burner  would 
not  perform  the  required  functions  unless  some  attention  was 
paid  to  the  character  of  the  shade,  the  location  and  size  of  its 
aperture,  and  the  relation  in  size  between  the  aperture  in  the 
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shade  and  the  aperture  below  the  flame  ;  but,  in  all  these 
particulars,  experiment,  not  to  say  invention,  would  be 
necessary  before  he  could  arrange  a  shade,  shade-holder  and 
lamp-burner  that  would  enable  the  burner  to  perform  its 
functions  without  the  use  of  a  chimney. 

If  it  be  said  that  the  claim,  and  also  the  specification,  use  the 
words  **  shade  or  globe,**  and  thereby  indicate  that  the  shade 
must  be  globular  in  form,  the  answer  is,  that,  when  the  pat- 
ent says  that  a  **  shade  or  globe"  may  be  used,  the  natural 
meaning  is  that  a  globe  or  any  other  form  of  shade  may  be 
used.  Nor  will  it  do  to  say  that  fhe  word  **  globe,"  as  used 
in  this  reissue,  has  the  effect  to  limit  the  word  **  shade"  to 
shades  of  a  globular  form,  because,  in  the  original  patent, 
the  word  globe  nowhere  appears,  and  there  is  no  language 
therein  that  can  serve  to  indicate  the  form  of  shade  necessary 
to  be  employed  in  order  to  accomplish  the  desired  result,  or 
to  suggest  that  the  form  of  the  shade  is  of  any  importance  ; 
so  that,  if  thie  word  **  globe,"  inserted  in  the  reissue,  were  to 
be  considered  as  limiting  the  word  **  shade"  to  shades  of  a 
globular  form,  the  reissue  would  become  subject  to  the  objec- 
tion that  it  covers  a  combination  not  described  or  attempted 
to  be  described  in  the  original  patent,  and  consequently  is 
void.  I  conclude,  therefore,  that  the  Volti  patent  is  invalid, 
because  it  does  not  contain  that  full,  clear  and  exact  descrip- 
tion of  the  invention  which  the  law  requires. 

This  view  of  the  Volti  patent  renders  it  unnecessary  to 
consider  the  various  objections  to  the  plaintiff's  claim  based 
on  that  patent,  that  have  been  pressed  upon  my  attention  by 
the  defendant,  and  I  pass  to  consider  that  part  of  the  plain- 
tiff's  claim  which  is  based  upon  the  patents  No.  191,102,  No. 
19I1I03  and  No.  191,224.  These  patents  were  granted  to  the 
plaintiff  as  assignee  of  Homer  Brooke.  Patent  No.  191,102 
is  for  a  compound  mould  for  the  manufacture  of  lamp-shades. 
Patent  No.  191,103  is  for  a  compound  mould  for  the  manu- 
facture of  lamp-shades.  Patent  No.  191,224  is  for  an  im- 
provement in  the  process  of  manufacturing  shades.  The 
first  two  of  these  patents  are  for  machines  intended  to  be 
used  when  employing  the  process  described  in  the  last  men- 
tioned patent. 
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To  these  patents  the  defence  has  been  interposed,  that  the 
inventions  described  tlierein  were  in  public  use  and  on  sale 
for  two  years  and  more  prior  to  the  application  of  Brooke  for 
a  patent.     This  defence  I  find  sustained  by  the  testimony. 
It  appears  in  evidence  that,  in  the  fall  of  1869,  Brooke,  the 
inventor,  made  a  mould  which,  he  says,  embodies  the  inven- 
tion described  in  his  mould  patents  No.  191,102  and  191,103, 
and  was  intended  to  be  used  in  making  shades,  according  to 
the  process    described  in    patent  No.   191,224.     This  mould 
Brooke,   the  inventor,   made  for  a  Mr.   T.  T.    NicTiols,    the 
agent   of   the    Boston    and    Sandwich    Glass    Co.     Nichols 
ordered  the  machine  of  Brooke,  paid  Brooke  for  it  when  de- 
livered, and  now  owns  the  same.     This  mould  was  sent  by- 
Brooke    to   Nichols,   at    Sandwich,   Mass.  and  it  was  there 
publicly  used  in  a  well-known  factory,  in  the  summer  of  1869, 
in  manufacturing  shades  according  to  the  process  described 
in  the  patetit  No.  191,224.     There  is  no  evidence  tending  to 
show  that  any  limit  was  put  upon  the  use  of  this  machine  by- 
Brooke,  when  he  sold  it,  or  thereafter.     He  gave  Nichols  a 
bill   of  sale  which   contained    nothing  to    indicate  that  the 
transaction  was  not  what  it  appeared  upon  its  face  to  have 
been,  viz.,  an  absolute  sale  of  the  machine,  without  any  res- 
ervation whatever,  with  the  intention  that  it  should  be  used 
by  the  buyer.    So  far  as  appears,  Brooke  paid  no  further  at- 
tention to  the  mould  or  the  process  referred  to,  until  the  fall 
of  1876,  when  he  made  a  similar  mould  for  B.  B.  Schneider, 
the  plaintiff  in  this  suit,  and,  in  January,  1877,  made  appli- 
cation  for  a    patent.     Brooke    now  says  that    he   sent   the 
machine  to  Sandwich  for  trial  ;  but  he  is  not  confirmed  in 
this  statement  by  Nichols,  who  ordered  the  machine,  nor  are 
any  facts  attending  the  sale  or  the  use  of  the  machine  proved 
that  correspond  with  his  present  statement.     Upon  the  evi- 
dence as  it  stands,  it  is  impossible  to  say  that  Brooke   was 
simply  testing  his   invention    during   the    long  period   that 
elapsed  between  the  time  of  the  alleged  invention  in   1869 
and  the  application  for  a  patent  in  1877.    On  the  contrary,  it 
must  be  held,  that,  nearly  eight  years  before  applying  for  a 
patent,   the  inventor,  voluntarily,  and    for  a  consideration, 
made  a  mould  embodying  the  inventions  described  in  patents 
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Nos.  191,102  and  191,103,  intending  the  same  to  be  publicly 
used  in  making  shades  according  to  the  process  described  in 
patent  No.  191,224,  and  that  he  sold  the  same,  without  reserve, 
to  a  third  party,  who  bought  it  for  use,  and  actually  made 
public  use  of  it  according  to  the  process  described  in  patent  No. 
191,224,  some  eight  years  before  any  application  for  a  patent 
was  made.  My  conclusion,  therefore,  must  be  that  the 
plaintiff's  action,  so  far  as  based  on  the  patents  No.  191,102, 
No.  191,103  and  No.  191,224,  has  failed,  because  the  inven- 
tions described  in  those  patents  were  in  public  use  and  on 
sale  more  than  two  years  prior  to  the  applications  for  pat- 
ents therefor,  and  the  patents  are  for  this  reason  void. 
The  bill  is  accordingly  dismissed,  with  costs. 

George  Gifford  ssid  C,  H.  Watson^  for  the  complainant.      , 

Edwin  H.  Broivn,  for  the  defendant. 


Julian  White 
vs. 

The    S.    Harris  &    Sons  Manufacturing   Company, 

In  Equity. 

I 

The  complainant's  patent  being  recent,  and  not  having  been  litigated,  and 
its  validity  being  seriously  disputed,  a  preliminary  injunction  should  be 
refused.  The  defendants  took  a  license  from  the  complainant  to  sell 
certain  goods  which  they  had  in  hand  when  the  complainant's  patent 
was  granted  :  Heid,  that  the  defendants  were  not  thereby  estopped  from 
denying  the  validity  of  the  patent. 

(Before  Lowell,  J.,  District  of  Massachusetts,  July,  1880.) 

Lowell,  J. 

The  complainant's  patent  No.  220,126,  is  recent  and  has 
not  been  litigated,  and  the  affidavits  give  us  to  understand 
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that   its    validity   is     seriously    contested.     This    is   reason 
enough  for  not  granting  a  preliminary  injunction. 

It  is  said  that  the  defendants  are  estopped  by  having  ac- 
cepted a  license  from  the  complainant.  But  the  only  license 
asked  for  or  taken  was  to  sell  certain  goods  which  the  de- 
fendants had  in  hand  when  the  patent  was  obtained,  which 
seems  to  be  rather  in  the  nature  of  a  compromise  to  save 
trouble  than  a  deliberate  acknowledgment  of  the  validity  of 
the  patent.  But  if  the  defendants  are  estopped  to  dispute  the 
patent,  there  is  a  serious  doubt  of  the  infringement.  The 
articles  complained  of  are  made  under  patent  No.  221,721, 
which  Judge  Blatchford  has  lately  said,  in  refusing  a  similar 
motion,  do  not  at  first  sight  appear  to  infringe  the  patent  of 
the  complainant. 

Preliminary  injunction  refused. 

Mjers  &*  Warner^  for  the  complainant. 
Thomas  H,  Dodge ^  for  the  defendants. 


Hugh  White  et  al. 

vs. 

Charles  M.  Lee.    In  Equity. 

In  the  absence  of  any  agreement  to  that  effect  between  the  parties,  a  breach 
of  a  covenant  in  a  license  dues  not  of  itself  work  a  forfeiture  ;  the  cases 
of  Brooks  V.  StolUy  and  Hartell  v.  Tiighman,  cited. 

(Before  Lowell,  J.,  District  of  Massachusetts,  July,  1880.) 

Lowell,  J. 

The  complainants,  citizens  of  Illinois,  are  the  owners  of 
two  patents  for  an  improvement  in  boots  and  shoes,  and  they 
bring  this  bill  against  the  defendant,  a  citizen  of  Massachu- 
setts, for  an  injunction  and  an  account  of  profits  and  dam- 
ages, alleging  an  infringement  of  one  of  the  patents.     The 
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bill  alleges  that  the  defendant  took  a  license  from  the  plain- 
tiffs, a  copy  of  which  is  annexed  to  the  bill,  to  use  said  inven- 
tions during  the  continuance  of  the  patents,  and  any  exten- 
sion or  renewal  thereof,  on  condition  of  keeping  the  agree- 
ments on  his  part,  which  were,  to  render  accounts,  pay  royal- 
ties, and  permit  an  inspection  of  his  books  ;  and,  if  he  made 
default,  the  licensors  might,  at  their  option,  cancel  the 
license  as  thereafter  provided.  The  mode  of  cancellation 
provided  by  the  agreement,  is  :  '*  Upon  a  failure  by  the 
licensee  to  make  returns,  or  to  make  payment  of  royalties, 
as  herein  provided,  or  to  comply  with  any  of  his  covenants  or 
agreements  herein,  the  licensors  may  terminate  this  license 
by  serving  a  written  notice  upon  the  licensee,  or  by  leaving 
such  notice  at  the  usual  place  of  business  of  the  licensee. 
But  the  licensee  shall  not  thereby  be  discharged  from  any 
liability  to  the  licensors,  then  accrued,  whether  due  or  not 
due."  The  bill  does  not  rely  upon  a  written  notice  to 
terminate  the  license,  and  it  is  admitted  that  none  has  been 
given  ;  it  merely  avers  that  the  defendant  has  refused  to  pay 
for  the  invention,  and  has,  *'  in  all  other  respects,**  failed 
and  refused  to  perform  his  part  of  the  agreement.  This  last 
allegation  is  of  too  vague  and  general  a  nature  to  have  much 
legal  significance. 

The  defendant  demurs  to  the  relief,  and  I  find  his  demur- 
rer well  taken.  The  theory  of  the  bill  is  that  any  failure  by 
the  licensee  to  pay  the  royalties,  or  to  render  an  account, 
avoids  the  license  immediately  at  the  election  of  the 
licensor.  A  license  is  often  compared  to  a  lease  of 
land,  and  many  decisions  follow  this  analogy.  Now,  so  far  is 
equity  from  decreeing  the  forfeiture  of  a  lease  for  a  breach  of 
covenant  that  it  often  interferes  to  prevent  a  forfeiture  which 
would  exist  at  law.  I  know  of  no  case  in  which  a  mere  fail- 
ure to  pay  money,  or  keep  some  engagement  of  that  nature, 
has  been  held  a  good  cause  for  asking  a  court  of  equity  either 
to  declare  a  forfeiture,  or  to  proceed  as  if  one  had  been  in- 
curred. In  some  few  patent  cases,  beginning  with  Brooks  v. 
Stoiiey,  3  McLean,  523,  it  has  been  held  that  a  patentee  en- 
joyed the  unusual  privilege  of  treating  a  breach  of  covenant 
as  if  it,  of  itself,  worked  a  forfeiture.     No  doubt  the  parties 
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may  agree  that  such  an  effect  shall  follow  ;  and  this  will  ac- 
count for  some  of  the  decisions.  The  others  of  this  sort  are 
overruled  by  If  a  r /ell  v.  Tilghman   99  U.  S.,  547. 

The  hardship  of  the  doctrine  contended  for  is  manifest. 
The  controversy  in  many  of  these  cases,  and  I  understand 
this  to  be  one  of  them,  is,  whether  a  certain  machine  or  de- 
vice is  within  or  without  the  license  ;  and  what  the  plaintiff 
calls  a  neglect  and  refusal  to  keep  the  agreement,  is  an 
honest  difference  of  opinion  as  to  its  true  scope.  The  agree- 
ment in  this  case  gives  the  plaintiffs  the  great  advantage  of 
terminating  the  agreement  in  case  of  -default,  if  they  please  ; 
but  only  when  they  shall  have  served  a  certain  written  notice. 
Until  after  that  has  been  done,  they  are  not  entitled  to  profits 
and  damages,  but  to  royalties  ;  the  account  and  injunction 
which  they  might  have  are  both  different  from  those  which 
they  ask  for.  I  see  no  propriety  or  legality  in  adding  a  for- 
feiture by  implication  to  that  which  the  parties  have  provided 
by  their  contract.  It  is  true,  as  the  plaintiffs  contend,  that 
if  a  licensee  has  renounced  the  license,  he  may,  on  the  one 
hand,  defend  against  the  agree.ment  and  set  up  the  invalidity 
of  the  patent  ;  and,  on  the  other,  may  be  treated  as  an  in- 
fringer :  Moody  v.  Taber^  i  Holmes,  325  ;  Cohn  v.  National 
Rubber  Co,y  15  Off.  Gaz.,  829.  The  mistake  is  in  supposing 
that  anything  less  than  an  unequivocal  renunciation  will 
work  this  effect.  **  No  renunciation  of  the  permission,  warn- 
ing the  plaintiff  that  the  defendants  meant  to  claim  to  use 
the  invention  in  their  own  right,  is  averred  :".  Laurs  v. 
Fursery.6  E.  &  B.,  930,-  934'.  That  was  a  case  in  which  the 
patentee  was  insisting  on  the  contract  ;  but  no  court  of 
equity  will  say  that  a  plaintifif,  even  if  he  have  an  election  to 
put  an  end  to  a  contract  in  a  certain  way,  shall  assume  it  to 
be  ended  without  following  that  method,  and  proceed  ac- 
cordingly. This  contract  still  exists  until  one  party  or  the 
other,  or  both,  bring  it  to  an  end.  It  cannot  be  treated  as 
ended,  as  a  legal  consequence  of  a  failure  to  pay  the  royal- 
ties. To  this  effect  are  the  authorities,  even-  be/ore  the  late 
and  controlling  case  of  Hartell  v.  Tilghman^  99  U.  S.,  547.  See 
Wilson  v.  Sandfordy  10  How.,  99  ;  Hartshorn  v.  Da}\  19  How., 
211;  Goodyear  v.    Union  India  Rubber  Co,^  4  Blatchf.  C.  C.  R., 
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63  ;  Blanchard  v.  Spragne^  i  Cliff.,  288  ;  Merseroh  v.  Union 
Paper  Collar  Co,^  6  Blatchf.  C.  C.  R.,  356.  If,  then,  there  were 
no  clause  in  the  agreement  providing  for  the  mode  of  putting 
an  end  to  it  by  notice,  and  that  the  royalties  should  be 
the  measure  of  damages  until  notice  was  given,  the  plain- 
tiffs could  not  treat  it  as  ended  upon  the  facts  alleged,  and, 
a  fortiori y  when,  the  deed  itself  provides  the  method. 

The  court  has  jurisdiction  of  the  parties  as  well  as  of  the 
subject  matter,  and,  if  the  complainants  merely  wish  to  try 
the  real  question  whether  certain  devices  belong  to  them,  it 
can  as  well  be  done  by  a  bill  for  an  account  under  the  agree- 
ment as  in  any  other  mode  ;  but  the  frame  of  the  bill,  at 
present,  will  not  raise  this  issue. 

Demurrer  sustained. 


y.  E.  Maynadiery  for  the  complainants. 
G,  L.  Roberts  6^  Bros,^  for  the  defendant. 


Edmund  S.  Whitman 
vs. 

John  D.   James.    In  Equity. 

In  this  case  a  preliminary  injunction  was  granted,  restraining  the  infringe- 
ment of  the  complainant's  patent  by  the  defendant. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  July,  1880.) 

This  was  a  motion  for  a  preliminary  injunction  to  restrain 
the  infringement  of  letters  patent,  No,  199,948,  granted  to 
James  G.  Wilson,  February  5th,  1878,  for  an  improvement  in 
connecting  blind  slats,  consisting  of  a  peculiarly  shaped  dis- 
tance-piece in  combination  with  the  suspending  wires  and 
diamond-shaped  slats.  A  defence  of  want  of  novelty  was 
set  up  on  the  ground  that  one  Niernsee  had  suggested  tak- 
voL.  V — 37 
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ing  mortised  pieces  of  wood  similar  to  the  blind,  and  using 
them  to  cover  up  the  steel  band  where  it  showed  between 
the  slats  ;  and  also  by  reason  of  the  English  patent  to 
Alexander  Clark,  No.  1,803,  of  1863. 

The  title  of  the  complainant  was  also  disputed,  on  the 
ground  of  certain  partnership  arrangements  between  Wilson, 
the  patentee,  and  the  defendant. 

Blatchford,  J. 

That  the  defendant  has  infringed  the  claims  of  No.  199,948 
is  plain  and  is  not  denied. 

The  English  Patent  No.  1,803  fails  to  show  the  characteristic 
of  No.  199,948,  which  is  that  the  distance-pieces  are  to  be 
cut  to  exactly  equal  lengths,  and  the  cut  ends  are  to  be 
parallel  to  each'  other,  and  are  to  come  in  contact  with  the 
upper  and  lower  surfaces  of  the  slats,  and  are  to  be  parallel  to 
such  surfaces,  and  that  at  the  same  time  such  surfaces  are 
placed  at  an  angle  with  the  vertical  supporting  wires,  and 
the  upper  edge  of  each  slat  is  above  the  lower  edge  of  the 
slat  above  it,  the  blind  being  an  open  blind  and  not  a  close 
blind. 

The  suggestion  of  Niernsee  did  not  go  to  the  extent  of  the 
invention. 

Whatever  right  the  defendant  had  to  use  the  patent  ex- 
pired when  the  last  partnership"  was  dissolved.  The  title  of 
the  plaintiff  is  clear. 

There  has  been  sufficient  acquiescence  and  possession. 

The  injunction  is  granted  as  to  No.  199,948. 

Francis  Forbes^  for  the  complainant. 

Samuel  Keeler  and  W.  C,  Donn^  for  the  defendant. 
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Charles  M.  Theberath  et  al. 

vs. 
The  Celluloid  Manufacturing  Company.  At  Law. 

The  difference  between  an  assignment  ol  an  interest  in  a  patent  and  a 
license  to  make  and  use  the  patented  invention,  considered. 

The  defendant  granted  to  five  persons,  of  whom  the  complainants  were  two, 
a  license  to  use  its  patented  inventions  in  the  manufacture  of  harness 
trimmings  ;  the  contract  did  not  show  whether  the  license  was  given  to 
the  licensees  jointly  or  severally  ;  the  defendant  afterward  took  re- 
leases from  all  of  the  licensees  except  the  complainants,  who  subse- 
quently demanded  a  compliance  by  the  defendant  with  the  terms  of 
the  license  :  Ildd^  that  the  defendant  was  estopped  from  alleging  that  the 
licensees,  whom  it  had  released,  were  necessary  parties  to  this  suit  for 
a  breach  of  the  covenants  of  the  license  ;  and  that  a  demurrer  interposed 
upon  that  ground  must  be  overruled. 

(Before  Nixon,  J.,  District  of  New  Jersey,  July,  1880.) 

Nixon,  J. 

This  is  an  action  for  breach  of  covenant,  brought  originally 
in  the  Circuit  Court  of  the  county  of  Essex,  New  Jersey,  and 
removed  by  the  plaintiffs  into  this  court  under  the  provisions 
of  the  act  of  Congress  regulating  the  removal  of  causes,  ap- 
proved March  3d,  1875.  There  was  a  general  demurrer  to  the 
declaration  filed  in  the  court  below,  which  the  court,  after 
argument,  sustained,  and  leave  was  granted  to  the  plaintiffs 
to  amend.  An  amended  declaration  was  thereupon  filed,  to 
which  the  defendant,  after  craving  oyer  of  the  writing  or 
agreement  mentioned  in  the  declaration,  again  put  in  a  de- 
murrer, and  the  question  to  be  determined  depends  upon  the 
nature  and  character  of  the  contract  on  which  the  suit  is 
brought. 

The  declaration  in  substance  alleges  that  the  defendant 
corporation  was  the  owner  of  two  several  patents,  one  for 
an  improvement  in  treating  and  moulding  pyroxyline,  and 
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the  other  for  making  a  certain  valuable  substance  or  com- 
pound known  as  celluloid  ;  and,  being  such  owner,  on  the 
tenth  day  of  March,  1872,  by  a  certain  indenture  between  the 
defendant  corporation  of  the  one  part  and  Charles  M.  The- 
berath, Jacob  H.  Theberath,  George  M.  Drake,  Samuel  J. 
Coursen,  Jr.,  and  Martin  M.  Drake,  of  the  other  part,  sealed 
with  the  seals  of  the  respective  parties,  granted,  conveyed, 
and  made  over  to  the  plaintiffs  as  well  as  to  the  said  George 
M.  Drake,  Samuel  J.  Coursen,  Jr.  and  Martin  M.  Drake,  and 
to  each  of  them,  the  full  and  exclusive  right  to  use  the  said 
material  within  the  United  States  for  the  purpose  of  its  ap- 
plication to  harness,  carriage  and  trunk  trimmings,  and  for 
no  other  use  or  purpose  whatever,  as  a  license  under  the 
above-named  letters  patent,  or  any  other  United  States 
letters  patent,  or  parts  of  the  same,  or  privileges  that  might 
then  or  thereafter  be  in  the  possession  of  the  defendant  cor- 
poration ;  that  the  said  defendant  therein  and  thereby  prom- 
ised and  agreed  to  prosecute,  at  its  own  cost  and  expense, 
every  party  unlawfully  infringing  said  letters  patent,  or  any 
one  or  parts  of  the  same,  in  so  far  as  said  letters  patent  per- 
tained to  carriage,  harness  and  trunk  trimmings,  and  to 
afford  ample  protection  to  the  plaintiffs,  as  well  as  to  said 
Coursen  and  the  Drakes,  and  to  each  of  them,  their  licensees  ; 
that  the  parties  of  the  second  part  to  the  said  agreement,  in 
consideration  for  said  license,  agreed  to  give  to  the  defend- 
ant corporation  the  sum  of  liooo  in  cash,  and,  as  payment 
for  the  material  specified  in  the  writing,  they  and  each  of 
them  agreed  10  give  to  the  defendant  ^2.75  for  each  and  every 
pound  delivered  to  the  party  of  the  second  part  ordering  the 
same,  to  be  delivered  at  Albany,  N.  Y.,  and  to  be  paid  for 
within  10  days  after  the  delivery  ;  that  the  said  parties,  and 
each  of  them,  agreed  faithfully  to  use  their  best  endeavors  to 
introduce  the  application  of  the  said  material  to  harness, 
trunk  and  carriage  trimmings  throughout  the  United  States, 
and  to  make  such  application  and  use  a  profitable  branch  of 
business.  It  further  alleges  that  it  was  provided  by  the  said 
agreement  that  if,  from  any  cause,  the  said  defendant  corpora- 
tion should  fail  to  furnish  100  pounds  of  celluloid  per  day,  if 
requested  so  to  do,  on  10  days'  previous  written  notice,  or  any 
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Other  amount,  up  to  500  pounds  per  day,  on  60  days*  notice 
in  writing,  then  the  said  parties  of  the  second  part,  or  either 
of  them,  should  be  at  liberty  to  prepare  the  material  for  the 
purpose  set  forth  in  the  agreement,  and  should  keep  books 
of  account  showing  the  amount  by  weight  of  said  material  so 
made  and  used  by  them,  or  either  of  them,  and  should  make 
returns  under  oath,  on  the  first  days  of  January,  April,  July 
and  October,  of  each  year,  during  the  continuance  of  the 
said  manufacture,  of  all  the  material  thus  made,  and,  within 
10  days  after  each  date  of  return,  should  pay  to  the  de- 
fendant corporation  the  sum  of  one  dollar  as  royalty  for 
every  pound  of  the  material  specified  in  the  said  agreement. 
The  declaration  then  alleges  that,  although  the  plaintiffs 
have  always  kept  and  performed  all  things  in  the  license  con- 
tained on  their  part  to  be  kept  and  performed,  and,  although 
the  defendant  corporation  was  bound  to  furnish  to  the  plain- 
tiffs celluloid  in  such  colors  and  quantities  as  they  desired, 
not  to  exceed  100  pounds  per  day,  upon  10  days'  notice,  nor 
500  pounds  per  day,  on  60  days*  notice,  yet  the  defendant, 
disregarding  the  rights  of  the  plaintiffs,  refuse  to  deliver  to 
the  plaintiffs  any  celluloid,  though  often  requested  so  to  do, 
according  to  the  terms  of  the  said  license,  and  in  quantities 
less  than  100  pounds  per  day,  and  have  revoked,  or  pretended 
to  revoke,  said  license,  and  have  granted  another  license  for 
the  same  thing,  covering  the  same  territory  as  the  license 
herein  described  and  set  forth,  to  other  persons,  who  have  es- 
tablished a  large  and  profitable  business  thereunder,  and 
have  deprived  the  plaintiffs  of  the  use  of  the  said  license  for 
a  long  time,  to  wit,  from  the  time  of  granting  the  same  to  the 
end  and  term  of  the  patents  under  which  the  same  was 
granted  ;  that,  previous  to  the  refusal  of  the  defendant  cor- 
poration to  furnish  to  the  plaintiffs  celluloid  as  therein  set 
forth,  the  said  George  M.  Drake,  Samuel  Coursen,  Jr.,  and 
Martin  M.  Drake  surrendered  all  their  right,  title  and  inter- 
est to  and  in  the  said  license  to  the  defendant  ;  that  the  de- 
fendant accepted  the  surrender  whereby  the  plaintiffs  became 
the  sole  owners  thereof  ;  and  that  Jacob  H.  Theberath  has, 
before  the  commencement  of  this  suit,  transferred  and  as- 
signed all  his  right  and  interest  to  and  in  the  same  to  the 
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said  Charles  M.  Theberath,    whereby   the  said  Charles    has 
become  and  now  is  the  sole  owner  thereof. 

The  issue  raised  by  the  demurrer  turns  upon  the  question 
whether  the  contract  on  which  the  suit  is  brought  is  joint  or 
several.  The  counsel  for  the  demurrant  insists  that  it  is  a 
license,  authorizing  the  licensees  jointly  to  use  the  patented 
article  in  the  manner  and  upon  the  terms  specified  in  the 
agreement,  and  that  no  action  is  maintainable  thereon  by  any 
number  of  the  licensees  less  than  the  whole  number.  The 
counsel  for  the  plaintiffs,  on  the  other  hand,  contends  that 
the  contract  is,  in  fact,  an  assigment  of  a  portion  of^  the 
patent  to  grantees  ;  that  the  several  owners  of  a  patent  are 
not  partners,  but  tenants  in  common,  and  that  each  part 
owner  has  the  right  to  order  and  use  the  patented  article 
without  the  consent  of  the  other,  and  hence  that  the  grantor 
is  severally  liable  to  each  one  of  the  grantees  for  the  breach 
of  covenants  of  the  agreement. 

I.  I  think  it  is  quite  clear,  from  the  terms  of  the  contract, 
that  it  must  be  construed  as  a  mere  license  to  use  celluloid, 
rather  than  an  assignment  of  a  patent-right.  The  difference 
between  a  license  and  an  assignment  was  determined  by  the 
Supreme  Court  in  Gaylerv,  Wilder^  lo  How.,  477,  where  it  was 
held  that  any  assignment  of  a  patent,  short  of  the  entire  and 
unqualified  monopoly,  is  a  mere  license.  Curtis,  in  his  work 
on  patents,  says  that,  while  an  assignment  vests  in  the  grantee 
the  exclusive  right,  either  for  the  whole  country  or  for  a  par- 
ticular district,  of  making  and  using  the  thing  patented,  and 
of  granting  that  right  to  others,  a  license  is  an  authority  to 
exercise  some  of  the  privileges  secured  by  the  patent,  but 
which  still  leaves  an  interest  in  the  monopoly  in  the  pat- 
entee.    §  212,  213. 

In  the  present  case,  the  instrument  executed  by  the  parties 
to  transfer  a  right  to  use  or  manufacture  the  patented  article 
is  called  by  them  a  license,  and  not  an  assignment.  This  is 
not  conclusive,  but  suggestive  of  their  intention  ;  and  all 
pretence  of  an  assignment  is  negatived  by  the  clause  in  which 
the  grantor  covenants  to  prosecute,  at  its  own  expense,  every 
party  or  parties  that  unlawfully  infringe  the  letters  patent, 
or  any  one  or  parts  of  the  same,  remaining  in  its  possession. 
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SO  far  as  they  pertain  to  carriage,  harness  and  trunk  trim- 
mings. 

Not  only  did  the  grantor  retain  the  patents,  but  it  also  re- 
tained the  use  and  control  of  the  invention,  except  so  far  as 
the  same  could  be  applied  to  a  particular  branch  of  industry 
or  manufacture,  to  wit,  harness,  carriage  and  trunk  trim- 
mings. It  promises  and  agrees  for  a  stipulated  price,  to 
promptly  fill  all  orders  of  the  licensees  for  the  material  re- 
quired by  them  in  said  manufacture,  and,  in  the  event  of  its 
failure  to  fill  them  with  reasonable  promptitude — to  wit,  orders 
for  less  than  100  pounds  per  day  on  demand,  orders  for  100 
pounds  upon  10  days'  notice,  and  orders  for  any  other 
amount  up  to  500  pounds  upon  60  days*  notice — the  licensees 
are  at  liberty  to  prepare  the  said  material,  for  the  purpose 
and  use  aforesaid,  to  any  extent  needed  in  their  business,  by 
rendering  quarterly  statements  under  oath  of  the  amount  of 
their  manufacture,  and  by  paying  therefor  the  royalty  of  one 
dollar  per  pound  for  every  pound  manufactured  by  them. 
A  contract  with  such  provisions  falls  fairly  within  the  defini- 
tion of  a  license. 

2.  Whether  it  is  a  joint  contract  with  all  the  licensees,  or 
several  with  each,  is  a  more  difficult  question  to  answer. 
The  difficulty  arises  from  two  sources  :  Firsts  from  the  loose 
and  careless  use  of  words  in  the  agreement  itself  ;  and,  second^ 
from  the  fact  that  the  law  determines  whether  a  covenant  is 
joint  or  several  much  more  from  the  subject-matter  of  the 
contract  than  from  the  words  employed.  Williams  on  Per- 
sonal Property,  304. 

The  contract,  on  its  face,  is  said  to  be  between  the  defend- 
ant, party  of  the  first  part,  and  George  M.  Drake,  Samuel  J. 
Coursen,  Jr.,  Charles  M.  Theberath,  Jacob  H.  Theberath, 
and  Martin  M.  Drake,  party  of  the  second  part,  **  for  them- 
selves, their.heirs,  executors,  administrators  and  assigns,  re- 
spectivel3\**  The  obvious  and  most  usual  meaning  of  the 
word  ** respectively"  is  *' as  relating  to  each."  It  is  noteasy  to 
say  what  the  parties  meant  by  its  use  in  the  foregoing  con- 
nection. If  it  has  reference  to  the  persons  composing  the 
party  of  the  second  part,  as  well  as  their  heirs,  executors,  ad- 
ministrators and  assigns,  do  not  each  of  the  individuals  have 
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a  separate  and  distinct  interest  in  the  license,  and  is  not  each 
one  entitled  to  the  use  of  the  invention  in  the  manner  and 
upon  the  conditions  expressed  in  the  contract  ?  And  why 
should  there  be  a  covenant  with  the  assigns  respectively  of 
the  licensees,  if  each  one  had  not  the  right  to  individually  use 
or  individually  assign  his  interest  without  the  concurrence  of 
his  co-licensees  ?  But  it  may  be  admitted  that  the  words 
used  prima  facie  import  a  joint  covenant  ;  yet,  if  the  cove- 
nantees have  a  separate  interest  in  the  subject-matter,  each 
may  have  a  separate  cause  of  action,  and  to  this  effect  are 
all  the  authorities.  Windhanis  Case^  5  Coke,  7  ;  Slingsby*s 
Case^  Id.,  18  ;  Eccleston  v.  Clipsham^  i  Saund.  R.,  154  note  (i); 
James  v.  Emery ^  8  Taunt,  245  ;   Thomas  v.  Pyke^  4  Bibb,  418. 

Does  the  agreement  convey  to  these  licensees  a  separate 
interest  in  the  subject-matter  of  the  grant  ?  It  licenses  them 
all  as  individuals  to  use  the  patented  article.  It  does  not  say, 
in  express  terms,  whether  they  are  to  act  jointly  or  severally. 
They  are  to  have  the  full  and  exclusive  right  of  using  the 
material  within  the  United  States  and  their  territories  in  its 
application  to  harness,  carriage  and  trunk  trimmings,  and 
for  no  other  use  or  purpose  whatever.  It  was  the  interest 
and  design  of  the  patentee  to  have  the  material  applied  as 
largely  as  possible  to  such  purpose.  To  this  end,  the  de- 
fendant corporation  required  the  licensees  to  covenant  and 
agree  to  use  their  best  endeavors  to  make  such  application 
and  use  a  profitable  and  extensive  branch  of  the  business.  In 
view  of  this  fact,  it  would  seem  that  the  licensor  ought  not  to 
complain  of  any  construction  which  would  most  extensively 
introduce  the  patented  article  into  general  use,  by  its  appli- 
cation to  harness,  carriage  and  trunk  trimmings. 

But,  without  expressing  any  opinion  on  this  point,  I  think 
there  is  another  fact  appearing  in  the  case  that  did  not  ap- 
pear in  the  court  below,  and  which  estops  the  defendant  from 
objecting  to  the  non-joinder  of  the  other  licensees  as  plain  tiff. s 
in  the  suit.  The  declaration  alleges  that,  previous  to  the  de- 
fendant's refusal  to  furnish  celluloid  to  the  plaintiffs,  the  said 
George  M.  Drake,  Samuel  Coursen,  Jr.,  and  Martin  M.  Drake 
surrendered  all  their  right,  title,  and  interest  to  and  in  the  said 
license  to  the  defendant,  and  the  defendant  accepted  said  sur- 
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render,  whereby  the  plaintiffs  became  the  sole  owners 
'  thereof. 

The  demurrer  admits  the  fact  alleged,  and  we  have  thus 
presented  this  interesting  question,  where  five  persons  are 
licensed  to  use  a  patented  article,  and  the  licensor  afterward 
agrees  that  three  may  surrender  their  interest,  whether  the 
remaining  two  may  still  exercise  the  rights  and  privileges 
conferred  by  the  license.  I  can  perceive  no  reason  why  they 
should  not  be  allowed  to  do  so,  nor  why  the  defendant,  after 
agreeing  to  such  severance  of  interest,  should  not  be  estopped 
from  setting  up  that  the  released  licensees  did  not  join  in 
the  suit  upon  a  contract  in  which,  by  their  voluntary  act,  and 
with  the  assent  of  the  defendant,  they  had  no  further  concern. 

It  was  urged  by  the  learned  counsel  of  the  defendant,  on 
the  argument,  that  if  the  surrender  and  release  took  place, 
as  alleged,  such  act  rendered  the  whole  contract  void,  and  the 
plaintiffs  were  out  of  court  ;  and,  in  support  of  this  view,  the 
well-recognized  principle  of  law  was  quoted,  that  where 
there  are  mutual  covenants  and  joint  covenantees,  a  release 
of  one  is  a  release  of  all.  It  is  true  that,  if  several  covenantees 
enter  into  joint  covenants,  and  the  covenantor  afterward  re- 
lease one  or  more,  he  will  not  be  permitted  to  maintain  a 
suit  on  the  covenants  against  the  remaining  covenantees, 
because  such  a  release  destroyed  his  right  of  action  against 
the  survivors ;  but  that  is  not  this  case,  and  the  principle  does 
not  apply.  Here,  five  men  acquire  certain  rights  and  privi- 
leges in  a  patented  article  ;  they  pay  $1000  in  cash  for  the 
license,  and  agree  to  pay  a  stipulated  royalty,  beside,  for  all 
that  they  can  use  in  a  designated  business.  The  patentee 
subsequently  agrees  with  three  of  the  licensees  that  they  shall 
be  released  from  the  contract,  and  this  is  done  without  any 
consultation  with  the  remaining  two.  These  two,  faithfully 
performing  all  their  covenants  and  agreements,  insist  that 
the  licensor  shall  continue  to  perform  his,  as  to  them,  and, 
upon  failure,  institute  their  suit  for  its  breach  of  covenants. 
Why  should  the  defendant  be  allowed  to  claim  that  those 
whom  it  has  released,  and  who  have  no  interest,  should  be 
parties,  and  to  defeat  the  recovery  because  they  are  not 
joined  ?     Nothing    but  the  most  absolute    necessity   would 
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justify  the  court  in  permitting  the  defendant  corporation  thus 
to  plead  and  take  advantage  of  its  own  act  to  escape  respon- 
sibility. I  do  not  perceive  such  necessity,  and  am  constrained 
to  overrule  the  demurrer,  with  costs. 

Philip  IV.  Cross,  for  the  plaintiffs. 

Thomas  Kays  and  Joseph  Coult,  for  the  defendant. 


Charles  M.  Theberath 

vs. 

The    Rubber  and  Celluloid    Harness    Trimming 

Company.    In  Equity. 

a  replication  to  a  plea  is  an  admission  of  the  sufficiency  of  the  plea  as  a 
defence. 

The  defendant's  plea  denied  that  no  one  of  the  articles  made  by  it  infringed 
the  three  patents  on  which  the  suit  was  brought,  and,  the  complainant  hav- 
ing replied  to  the  plea,  and  the  court  holding  that  the  allegations  of  the 
plea  were  not  true,  judgment  was  rendered  for  the  complainant. 

(Before  Nixon,  J.,  District  of  New  Jersey,  July,  1880.) 

Nixon,  J. 

This  case  has  been  heard  on  bill,  plea,  replication  and 
proofs. 

The  bill  alleges  that  the  complainant  is  the  original  and 
first  inventor  of  three  several  patents,  to  wit,  one  for  the 
improvement  in  the  covering  of  harness  trimmings  dated 
January  i8th,  1870,  and  numbered  99,032;  one  for  a  new 
and  useful  design  for  harness  trimmings,  dated  June  13th,  1871, 
and  numbered  5,006;  and  one  for  "improvement  in  harness 
mountings"  dated  August  24th,  1875,  and  numbered  167,040; 
and  charges  that  the  defendant  corporation  has  made,   used 
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and  vended  to  others  to  be  used,  a  large  number  and  quantity 
of  an  article  of  harness  mountings,  which  infringes  the  three 
several  patents.  The  plea  denies  that  the  three  alleged  in- 
ventions are,  in  point  of  fact,  connected  together  in  use  or 
operation,  and  conjointly  embodied  in  any  of  the  harness 
trimmings  and  other  articles  manufactured,  used  or  sold  by 
the  defendant,  on  which  denial  the  complainant  has  taken 
issue  by  replying. 

The  complainant's  replication  is  an  admission  by  him  of  the 
sufficiency  of  the  plea  as  a  defence,  if  the  facts  which  it  alleges 
are  established  by  the  evidence.  Myersv,  Dorry  13  Blatchf. 
C.  C.  R.,  22  ;  Story's  Eq.  PI.  §  697. 

The  issue,  then,  is  as  to  the  truth  of  the  allegations  of  the 
plea,  that  no  one  article  manufactured  and  sold  by  the  de- 
fendant infringes  the  three  patents  on  which  the  suit  is 
founded.  The  patents  occupy  very  narrow  ground.  They 
refer  to  new  methods  of  covering  harness  trimmings  and  to 
new  designs  in  the  formation  of  rings  and  terrets.  The  tes- 
timony is  brief,  but  I  think  its  weight  is  with  the  complainant. 
Both  Kuhn  and  Davy  seem  to  be  intelligent  witnesses  and 
give  satisfactory  reasons,  why  certain  articles,  which  are  ac- 
knowledged to  be  the  product  of  the  defendant's  manufactory, 
infringe  the  complainant's  patents.  The  last  named  witness, 
taking  Exhibit  E.  which  is  a  bolt  hook  and  two  terrets  made 
and  sold  by  the  defendant  corporation,  said  that  they  infringed 
the  three  claims  of  the  three  patents  **  in  having  a  raised  or 
oval  centre,  with  a  depressed  seam  or  groove  on  each  edge 
and  a  turned-up  solid  metallic  edge;  are  of  precisely  the 
same  design  and,  undoubtedly,  v/ere  made  to  imitate  goods 
manufactured  under  the  complainant's  several  patents."  This 
testimony  is  confirmed  by  the  eyesight.  The  articles  made 
and  sold  by  the  defendant  appear,  on  inspection,  to  be  the 
same  as  those  made  and  sold  by  the  complainant  under  his 
patents,  except  in  the  one  case  they  are  covered  with  vulcan- 
ized rubber,  and  in  the  other,  with  leather. 

The  only  contradiction  to  it,  is  the  evidence  of  Mr.  Al- 
bright, the  president  of  the  defendant  company,  and  his  denial 
of  the  infringement  seems  to  be  based  upon  the  idea,  that  the 
patents  of  the  complainant  cannot  be  infringed  without  the 
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use  of  leather,  needles  and  stitches.  The  defendant  adopts 
the  methods  and  designs  of  the  patents,  but  covers  the  article 
with  rubber  rather  than  leather,  and  this  is  done  in  the  face  of 
the  statement  of  the  patentee,  in  his  specifications,  "that  the 
covering  may  be  made  of  any  material,  whether  elastic  or  non- 
elastic,  and  may  be  applied  to  any  and  every  kind  of  harness 
trimmings  in  precisely  the  same  manner.  Rubber  maybe  used 
for  such  trimmings." 

Under  the  proofs,  there  must  be  judgment  on  the  plea,  in 
favor  of  the  complainant,  with  costs. 

Philip  IV.  Cross f  for  the  complainant 

/,  C.  Clayton^  for  the  defendant. 


The  Steam  Stone  Cutter  Company 

The  Windsor  Manufacturing  Company  et  al. 

In  Equity.* 

The  plaintiff,  after  obtaining  an  interlocutory  decree  against  M.  and  L.,  for  an 
account  of  profits  of  infringement  of  a  patent,  applied  to  the  court  by 
petition,  setting  forth  that  the  defendants  were  about  to  dispose  of  their 
property,  and  that,  unless  he  could,  *'  by  writ  of  sequestration,  fix  a  lien 
thereon,"  the  litigation  would  be  fruitless,  and  praying  for  a  writ  of 
sequestration  "  for  the  purpose  aforesaid."  The  writ  was. issued,  com- 
manding the  marshal  to  take,  attach  and  sequester  the  goods,  chattels 
and  estate  of  the  defendants  to  the  value  of  $40,000,  and  detain  and 
keep  the  same  under  sequestration,  according  to  law,  to  respond  to  the 
final  decree  in  the  cause.  The  marshal  served  the  writ  by  attaching 
real  estate  and  machinery  in  the  manner  prescribed  by  the  laws  of  Ver- 
mont, by  lodging  copies  in  the  office  of  the  town  clerk.  He  took  no 
other  possession  of  the  property.  A  final  decree  was  rendered  for  a 
large  amount,  and  a  special  execution  was  issued.  The  personal  prop- 
erty could  not  be  found,  and  the  real  estate  had  been  conveyed  and 
levied  upon,  and  it  was  alleged  that  the  individuals  proceeded  against 

*  18  Blatchf.  C.  C.  R.,  291. 
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herein  were  concerned  in  selling  the  personal  property  and  in  levying 
on  the  real  estate.  A  motion  for  an  attachment  for  contempt  was  made 
against  them  :  I/eiJ^  that  the  motion  must  be  denied,  but  without  preju- 
dice to  any  suit. 

The  proceedings  were  intended  merely  to  create  a  lien  on  the  property,  and 
any  lien  created  by  what  the  marshal  did  was  merely  constructive,  and 
it  was  no  criminal  offence  to  take  the  property. 

There  was  no  contempt,  within  the  provisions  of  g  725  of  the  Revised  Statutes. 
(Before  Wheeler,  J.,  District  of  Vermont,  July,  1880.) 

Wheeler,  J. 

This  is  a  motiqn  for  an  attachment  for  contempt.  The 
plaintiflF,  at  the  October  term,  1870,  obtained  a  decree  against 
the  Windsor  Manufacturing  Company,  of  which  Ebenezer  G. 
Lamson  is  president  and  Eastman  E.  Lamson  is  clerk  and 
treasurer,  and  against  Ebenezer  G.  Lamson,  for  an  account  of 
profits  of  infringement  of  a  patent,  and  immediately  afterward 
applied  to  the  court  by  petition,  setting  forth,  in  substance, 
that  the  defendants  were  about  to  dispose  of  their  property, 
**and  that,  unless  they  can,  by  writ  of  sequestration,  fix  a  lien 
thereon,  said  litigation  will  be  wholly  fruitless,"  and  prayed  for 
a  writ  of  sequestration,  "for  the^purpose  aforesaid,"  where- 
upon a  writ  was  ordered  to  issue,  and  did  issue,  directed  to  the 
marshal,  commanding  him  to  take,  attach  and  sequester  the 
goods,  chattels  and  estate  of  the  defendant,  to  the  value  of 
$40,000,  and  detain  and  keep  the  same  under  sequestration,  ac- 
cording to  law,  to  respond  to  the  final  decree  which  might  be 
made  in  the  cause;  which  the  marshal  served,  as  appears  by 
his  return,  by  attaching  real  estate  and  machinery,  which,  by 
the  laws  of  Vermont,  may  be  attached  by  lodging  copies 
in  the  town  clerk's  office,  and  lodged  copies  in  the  town 
clerk's  office  of  the  town  of  Windsor,  where  the  property 
was  situated,  according  to  the  laws  of  Vermont.  It  does  not 
appear  that  the  marshal  took  any  other  possession  of  the 
property.  Final  decree  has  been  rendered  for  the  recovery 
of  profits  to  a  large  amount  and  special  execution  issued 
thereupon,  and  the  personal  property  is  not  to  be  found,  and 
the  real  estate  fias  been  conveyed  and  levied  upon,  and,  it  is 
alleged  that  the  personal  property  has  been  sold  by  the  peti- 
tionee Lovell,  and  the  real  estate  levied  upon,  as  an  officer. 
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upon  execution,  instigated  by  the  Lamsons.      This  meddling- 
with  the  property  is  the  contempt  charged. 

It  is  obvious  that  these  proceedings  were  intended  to  merely 
create  a  lien  upon  the  property.  A  sequestration,  as  known  to 
courts  of  equity  by  the  common  law  of  their  jurisdiction  and  pro- 
cedure, was  had  for  the  purpose  of  compelling  obedience  to  the 
orders  and  decrees  of  the  court,  and  not  for  the  purpose  of  satis- 
fying the  judgments  of  the  court.  The  property  was  taken  and 
held,  as  the  body  might  be  taken  and  held,  until  performance 
of  the  order,  and  then  the  property  or  the  avails  of  it  went 
back  to  the  owner.  The  avails  might  be  appropriated  to  mak- 
ing good  the  wrong  to  the  party  done  by  the  disobedience,  as 
a  mode  of  punishment,  but  then  only  by  the  special  order  of 
the  court,  not  by  levy  and  sale  as  an  execution  is  levied  upon 
property.  Here  was  no  order  or  decree  binding  the  defend- 
ants at  that  time  to  do  anything.  There  was  to  be  a  decree 
but  none  was  perfected.  Neither  the  body  or  property  could 
be  taken  to  compel  obedience,  for,  there  was  nothing  to 
be  obeyed.  The  most  that  could  be  had  was  a  lien  for  security 
merely,  like  an  attachment  on  mesne  process,  such  as  is  in  use 
in  Vermont  and  other  New  England  States.  So,  the  writ  ran 
to  attach  the  property,  and  the  marshal  returned  that  he  at- 
tached it,  and  he  did  not  say  that  he  did  any  more  than  to  at- 
tach it ;  that  is,  he  created  a  lien  upon  it,  such  as  an  attachment 
such  as  he  made  would  create,  if  made  upon  well  founded  proc- 
ess. The  language  of  the  writ  was  broad  enough  to  cover  an 
actual  seizure  and  detention  of  the  property  by  him,  and,  had 
it  been  served  in  that  manner,  he  and  after  him  those  who  re- 
ceived possession  of  his  property  from  him  would  have  it  now 
ready  to  be  dealt  with,  or,  if  he  or  they  had  been  disturbed  in 
such  actual  possession  of  the  property,  a  different  question,  on 
a  motion  like  this,  would  have  been  presented.  The  lien  he 
attempted  to  create,  and  which  he  did  create,  if  any,  was 
merely  constructive,  arising  by  force  of  law  out  of  the  fact  of 
the  lodgment  of  the  copies  in  the  town  clerk's  office,  and  not 
out  of  his  personal  presence  as  an  officer  of  the  law  where  the 
property  was,  exercising  control  over  it.  His  right  to  the 
property  depended  upon  the  strength  of  the  lien,  whatever  it 
was,  and  not  upon  his  physical  control  of  it  in  his  official  ca- 
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pacity.  When  the  property  was  removed  the  right  to  it  by 
virtue  of  the  lien,  if  there  was  any,  was  violated,  but  not  the 
official  authority  of  the  marshal.  He  was  not  disobeyed  nor 
disturbed.  It  is  a  criminal  offence  to  resist  an  officer,  but  tak- 
ing property  on  which  he  has  a  mere  constructive  lien  is  not 
understood  to  constitute  such  an  offence.  He  not  only  had  not 
excluded  the  parties,  from  possession,  but  must  have  under- 
stood and  expected  that  they  and  not  he  were  to  have  the  ac- 
tual possession  of  the  property.  The  express  order  of  the 
court  ran  to  the  marshal  and  not  to  the  parties.  He  was  com- 
manded to  take,  attach  and  sequester,  but  they  were  not  re- 
strained further  than  the  actual  execution  by  him  of  his  order 
would  restrain  them.  That  would  carry  an  order  to  them  not 
to  interfere  with  him  so  far  as  he  went,  but  would  carry  no 
further  order  than  that.  This  proceeding  is  criminal  in  its  na- 
ture, and  answering  the  question  whether  here  is  a  valid  lien 
or  not  would  not  show  whether  these  respondents  are  liable  in 
this  proceeding.  They  must  not  only  have  violated  a  right, 
but  so  have  done  it  as  to  constitute  a  contempt,  in  order  to  be 
holden. 

The  power  of  the  Federal  Courts  to  punish  for  contempt 
is  somewhat  restricted  by  §  725  of  the  Revised  Statutes,  which 
provides,  that  the  power  of  the  courts  to  punish  contempts 
*'  shall  not  be  construed  to  extend  to  any  cases  except  the 
misbehavior  of  any  person  in  their  presence,  or  so  near  there- 
to as  to  obstruct  the  administration  of  justice,  the  misbe- 
havior of  any  of  the  officers  of  said  courts  in  their  official 
transactions,  and  the  disobedience  or  resistance  by  any  such 
officer,  or  by  any  party,  juror,  witness,  or  other  person,  to 
any  lawful  writ,  process,  order,  rule,  decree,  or  command  of  the 
said  courts."  Here,  nothing  has  been  done  in  the  presence  of 
the  court,  or  even  of  any  its  officers;  what  has  been  done  can 
only  be  claimed  to  come  within  that  part  of  this  provision  re- 
lating to  disobedience  or  resistance  to  a  writ.  The  intention  of 
the  clause  seems  to  be  to  prevent  proceedings  against  persons 
in  this  summary  way  in  all  cases  except  where  the  course  of 
judicial  proceedings  would  be  actually  obstructed.  This  is  not 
such  a  case.  If  anything,  a  civil  right  only  has  been  invaded, 
and  that  right  can  be  tried  according  to  the  usual  course.     It 


S90  DISTRICT  OF  NEW   HAMPSHIRE. 

-,  .  ■      -  ^  _     —  — 

Goodyear  Dental  Vulcanite  Co.  v.  Folsom. 

is  doubtful  whether  such  a  meddling  with  property  only  con- 
structively attached  would  be  such  a  contempt  that  any  court 
would  be  warranted  in  proceeding  against  it  as  such.  Such 
attachments  and  disputes  concerning  them  are  very  common 
under  the  laws  of  the  State,  yet  no  case  is  known  where  any 
person  has  been  proceeded  against  as  for  a  contempt,  or  other- 
wise criminally  for  violating  such  an  attachment.  In  any  view 
which  can  be  taken  of  it  the  motion  must  be  denied,  but  with- 
out prejudice  to  any  suit. 

Prout  (5r»  Walker^  for  the  complainant. 

Edward  J,  Phelps  and  Jesse  B,  Phelps^  for  ihe  defendants. 


The  Goodyear  Dental  Vulcanite  Company 

vs. 

James  M.  Folsom. 


Same 

vs. 

Alphonso  Severance.     In  Equity. 

a  district  judge  sitting  as  circuit  judge,  has  power  to  grant  a  writ  or  ex- 
ercise other  powers  of  the  Circuit  Court,  even  though  the  circuit  judge 
can  be  found. 

The  qualification  of  the  powers  of  a  district  judge  acting  as  circuit  judge, 
contained  in  §  719  of  the  U.  S.  Revised  Statutes  has  reference  merely 
to  writs  issued  in  vacation. 

The  district  judge,  not  acting  through  the  court,  but  signing  the  writ  of 
injunction  himself  in  vacation,  should  not  do  so  when  the  Circuit  Court 
\^  sitting  or  can  be  applied  to  ;  and  should  limit  its  operation  to  the  next 
ensuing  term.  Such  is  the  meaning  of  §  609,  U.  S.  Revised  Statutes 
and  of  Rule  55  of  the  Supreme  Court. 

(Before  Lowell,  J.,  District  of  New  Hampshire,  July,  18S0.) 
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The  following  petition  entitled  in  this  suit  was  presented 
to  Lowell,  J.,  at  Boston,  as  circuit  judge.  **  Respectfully  rep- 
resents unto  your  Honor  the  said  Goodyear  Dental  Vulcan- 
ite Company,  that  on  the  17th  day  of  July,  1880,  your  peti- 
tioner filed  its  bills  of  complaint  in  said  court  against  the 
said  defendants  charging  them  with  infringement  of  certain 
letters  patent  of  the  United  States  owned  by  your  petitioner, 
and  supported  by  due  affidavits  showing  such  infringement, 
and  afterwards  applied  to  the  Hon.  Daniel  Clark,  district 
judge  of  said  district,  then  holding  said  Circuit  Court,  for  a 
summons  to  show  cause  why  interlocutory  injunctions  re- 
straining such  infringements  should  not  issue  ;  that  your 
petitioner  is  informed  by  the  clerk  of  said  court  that  the  said 
judge  entertains  doubts  of  his  authority  under  the  law  to 
issue  said  summonses  or  grant  said  injunctions  unless  appli- 
cation therefor  is  first  made  to  your  Honor.  Wherefore  your 
petitioner  prays  that  your  Honor  will  forthwith  proceed  to 
said  district  of  New  Hampshire,  and  then  and  there,  as  the 
Circuit  Court  of  the  United  States  for  said  district,  hear  and 
act  upon  your  petitioner's  said  applications,  or  that  your 
Honor  will  now  so  hear  and  act  upon  said  applications,  as  to 
your  Honor  may  seem  meet. 


»» 


Lowell,  J. 

I  have  been  applied  to,  at  Boston,  for  an  order  preceding 
an  injunction  in  these  cases,  which  are  pending  in  New 
Hampshire,  though  the  Circuit  Court  will  be  sitting  there  in 
a  few  days,  on  the  ground  that  the  district  judge  of  New 
Hampshire  cannot  issue  the  writ,  sitting  as  the  Circuit  Court, 
when  a  circuit  judge  can  be  found.  This  point  of  law  I  do  not 
agree  to.  Section  719  of  the  Revised  Statutes  contains  certain 
qualifications  of  the  powers  of  district  judges,  which  had 
become  of  little  use  long  before  the  statutes  were  revised, 
and  were  supposed  by  many  persons  to  have  been  repealed. 
That  section  authorizes  writs  of  injunction  to  be  granted  by 
any  justice  of  the  Supreme  Court,  and  by  any  judge  of  the 
Circuit  Court,  in  cases  where  they  might  be  granted  by  the 
courts  themselves,  respectively,  with  certain  limitations  as  to 
the  place  where  the  justice  of  the  Supreme  Court  shall  hear 
VOL.  v — 38 
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the  application.  Then  follows  the  part  referred  to  by  the  pe- 
titioner :  **  And  an  injunction  shall  not  be  issued  by  a  dis- 
trict judge,  as  one  of  the  judges  of  a  Circuit  Court,  in  any 
case  where  a  party  has  had  a  reasonable  time  to  apply  to  the 
Circuit  Court  for  the  writ ;  nor  shall  any  injunction  so  is- 
sued by  a  district  judge  continue  longer  than  to  the  Circuit 
Court  next  ensuing,  unless  so  ordered  by  the  Circuit  Court." 

At  the  present  time,  the  district  judge  has  full  and  unre- 
stricted power  to  hold  the  Circuit  Court  (U.  S.  Rev.  Stat.  §  609), 
and  it  is  not  easy  to  find  a  reason  for  restricting  his  powers 
as  a  judge  of  the  court  in  any  particular.  I  am  satisfied  that 
this  section  does  not  mean  that  the  Circuit  Court  cannot 
issue  the  writ  when  held  by  the  district  judge,  as  fully  and 
freely  in  all  respects  as  when  held  by  the  circuit  justice  or 
judge,  or  by  two  justices.  It  refers  to  writs  issued  in  vaca- 
tion ;  and  **  the  Circuit  Court  next  ensuing*'  shows  this 
quite  distinctly. 

This  part  of  §719  is  taken  from  the  Act  of  13th  February, 
1807,  2  U.  S.  Stat,  at  Large,  418.  In  1842,  a  statute  gave 
plenary  power  to  the  Supreme  Court  to  make  rules  in  equity, 
and  by  Rule  55,  which  is  still  in  force,  that  court  recognizes 
the  equal  power  of  both  justices  of  the  Circuit  Court  in  this 
particular.  Judge  Conkling,  in  his  Treatise  (3d  ed.  p.  240, 
5th  ed.  p.  219),  points  out  that  the  rule  recognizes  this 
equality,  and  is  of  opinion  that  it  repeals  the  statute.  He 
has  no  doubt  that,  under  the  power  given  the  Supreme  Court 
to  make  rules,  by  the  act  above  cited,  they  might  repeal  such 
a  statute.  It  is  to  be  observed  that  the  law  of  1842  did  not 
contain  the  limitation  which  we  find  in  U.  S.  Rev.  Stat.  §  719, 
that  the  rules  are  to  be  **  not  inconsistent  with  any  law  of  the 
United  States."  Still,  it  is  probable  that  this  was  implied. 
Instead,  therefore,  of  saying  that  the  Supreme  Court  re- 
pealed the  law,  we  may  say  that  they  construed  it  as  not  im- 
pairing the  equality  of  the  two  judges  when  acting  in  the 
Circuit  Court,  but  as  applying  merely  to  writs  issued  in 
vacation. 

It  was  originally  the  law  that  a  quorum  of  the  Circuit 
Court  consisted  of  two  judges,  i  U.  S.  Stat,  at  Large, 
74,  1789,  §  4.     In  1793,  power  was  given  to  one  justice  of  the 
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Supreme  Court  to  hold  the  Circuit  Court  when  the  district 
judge  should  be  absent  or  interested, .  etc.  i  U.  S.  Stat,  at 
Large,  ^^^,  In  1802,  any  judge  of  the  Circuit  Court  being 
the  only  one  in  attendance,  was  given  power  to  hold  the 
court  2  U.  S.  Stat,  at  Large,  156.  From  this  statute  has 
grown  up  the  practice,  which  had  become  entirely  settled  in 
1842,  and  is  now  fully  recognized  by  statute  (U.  S.  Rev.  Stat. 
§  609,)  that  the  district  judge  has  as  full  power  to  hold  the  Cir- 
cuit Court  as  is  possessed  by  any  other  judge  of  that  court. 
But,  in  1807,  the  theory  of  Congress  probably  was  that  the 
regular  terms  of  the  Circuit  Court  would  be  held  by  two 
justices,  as,  in  practice,  they  were  at  that  time.  The  mean- 
ing, then,  of  the  statute  was,  that  a  plaintiff  should  not  ap- 
ply to  the  district  judge,  as  such,  that  is,  to  a  judge  as  dis- 
tinguished from  the  court,  if  the  court  was  sitting,  or  was 
about  to  sit,  in  term,  so  that  he  had  opportunity  to  apply  to 
what  was  supposed  to  be  a  full  bench.  Rule  55,  in  like 
manner,  provides  that  the  writ  may  be  granted  by  the  Cir- 
cuit Court  in  term,  or  by  either  judge  thereof  in  vacation,  to 
last  until  the  next  term. 

It  must  be  taken  to  be  the  law  still,  that  the  district  judge 
not  acting  through  the  court,  but  signing  the  writ  himself  in 
vacation,  should  not  do  so  when  the  Circuit  Court  is  sitting 
or  can  be  applied  to  ;  and  should  limit  its  operation  to  the 
next  ensuing  term.  But  the  district  judge  has  full  power  to 
hold  the  Circuit  Court  for  all  purposes,  including  this.  Such 
is  the  plain  meaning  of  §  609,  and  of  Rule  55  of  the  Supreme 
Court ;  and  such  has  been  the  practice  for  forty  years. 
When,  therefore,  the  Circuit  Court  is  held  by  the  district 
judge,  there  is  an  opportunity  to  apply  to  that  court,  and  it 
has  full  power  in  the  premises.  The  reports  are  full  of  such 
cases  ;  for  instance,  Howe  v.  Underwood^  1  Fisher,  160,  in 
which  case  nothing  in  the  record  or  the  orders  shows  that 
Judge  Sprague  held  the  court,  and  the  writ  was  in  the  usual 
form.  "While  sitting  as  circuit  judge,  his"  (the  district 
judge's)  "authority  was  co-extensive  with  that  of  any  other 
judge  sitting  in  the  same  court.**  Sawyer,  J.,  3  Sawyer, 
134,  140.  The  Circuit  Court  is  the  Circuit  Court,  and  no 
law  requires  that  the  record  should  show  who  holds  it,  and 
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our  records,  for  a  great  many  years,  did  not  show  it.  A 
writ  issued  by  that  court  is  not  issued  by  the  district  judge. 
Power  is  given  by  this  same  §  719  to  the  circuit  judge  to 
issue  the  writ,  but  it  is  much  more  doubtful  whether  he  can 
issue  it  as  judge,  acting  at  a  distance  from  the  clerk's  office, 
when  the  Circuit  Court  is  sitting,  than  it  is  whether  the 
Circuit  Court  held  by  the  district  judge  can  do  so.  Rule  55 
gives  the  power  to  a  judge  only  in  vacation  ;  and  the  power  of 
the  Supreme  Court  to  limit  and  qualify  the  statute  in  that 
respect  I  do  not  doubt.  It,  in  fact,  puts  all  the  judges 
under  similar  restrictions  to  those  which  the  statute  imposes 
on  the  district  judge.  I  have,  therefore,  no  power  to  issue 
the  writ  here,  and  there  is  no  necessity  for  my  going  to  New 
Hampshire.  The  plaintiffs  may  apply  to  the  Circuit  Court 
presently  to  be  held  by  Judge  Clark,  at  Portsmouth,  for  the 
order  to  show  cause. 
Petition  denied. 

Browne^  Holmes  <5r»  Browne,  for  the  petitioner. 

Albert  R,  Hatch,  contra. 


Rafael  Pentlarge 
vs. 


The    New    York    Bung    &   Bushing   Company.    In 

Equity. 

In  this  case  a  motion  for  a  preliminary  injunction  was  denied. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  August,  1880.) 

Blatchford,  J. 

If  the  first  claim  of  the  plaintiff's  reissue  embodies  any- 
thing more  than  a  bung  with  the  hole  and  the  solid  portion 
opposite  to  the  hole,  the  defendant  has  not  infringed  it.  In 
making  a  bung  with  a  hole  in  it  and  a  solid  portion  opposite 
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to  the  hole,  the  defendant  has  made  only  what  is  described 
and  shown  in  the  English  patent  lo  Taylor.  The  defendant 
sells  its  bung  as  it  is.  I  do  not  see  that  the  fact  that  the 
hole  in  the  defendant's  bung  is  cylindrical,  while  that  in  the 
Taylor  is  flaring,  causes  the  defendant's  article  to  be  like  the 
plaintiff's  and  not  like  Taylor's. 

The  second  claim  of  the  plaintiff's  reissue  is  not  involved 
on  this  motion. 

The  motion  for  an  injunction  is  denied. 


P,  Stevenson^  for  the  complainant. 
Wyllys  Hodges^  for  the  defendant. 


Bennett  B.  Schneider 
Francis  Thill.    In  Equity. 

It  appearing  doubtful  whether,  under  the  allegations  of  the  answer,  a  decree 
adverse  to  one  of  the  complainant's  patents  could  properly  be  passed 
upon  the  ground  on  which  the  Court  had  held  the  said  patent  to  be  void, 
a  rehearing  of  the  case  was  ordered,  so  far  as  it  related  to  the  said  pat- 
ent, with  liberty  to  the  defendant  to  apply  for  leave  to  amend  the  answer. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  August,  1880.) 

Benedict,  J. 

My  attention  having  been  directed  by  this  motion  to  the 
averments  of  the  answer,  it  appears  doubtful,  to  say  the 
least,  whether,  in  the  present  state  of  the  pleadings,  a  decree 
adverse  to  the  Volti  patent  could  properly  be  passed  upon 
the  ground  stated  in  the  opinion  filed  herein.* 

It  will  be  advisable,  therefore,  and  perhaps  avoid  the 
necessity  of  an  examination  of  the  other  grounds  of  defence, 

*  Schneider  \,  Thill y  reported  a«/^,  p.  565. 
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to  direct  a  rehearing  of  the  case  so  far  as  it  relates  to  the  Volti 
patent,  with  liberty  to  the  defendant  to  apply  for  leave  to 
amend  the  answer.  I  see  no  reason  for  a  further  hearing  in 
regard  to  the  mould  patents. 

An  order  may,  therefore,  be  entered  directing  a  rehearing  of 
the  cause  upon  the  issues  raised  in  regard  to  the  Volti  patent, 
with  leave  to  the  defendant  to  apply  for  permission  to  amend 
the  answer. 

Gearge  Giffordy  A,  J,  Todd  and  C  H,  Watson^  for  the  com- 
plainant. 

Edwin  H,  BrawUy  John  /,  Alien  and  Robert  Payne^  for  the 
defendant. 


A.  B.  Elfelt  et  .al. 

vs, 

W.  Steinhart  et  al.    In  Equity.* 

Gibbons*  patent  for  improvement  in  pantaloons,  No.  178,287,  dated  June  6th, 
1876,  sustained. 

Gibbons'  patent  for  improvements  in  pockets  of  wearing  apparel,  No.  178,- 
428,  dated  June  6th,  1876,  construed,  and  held  to  be  a  patent  for  a  com- 
bination. 

The  stitched  perpendicular  parallel  lines,  extending  above  and  below  the 
pocket-openings,  are  an  element  in  the  combination  of  said  patent ;  and 
a  p>ocket-opening  made  without  this  element,  or  an  equivalent,  does  not 
infringe  either  claim  of  the  patent. 

The  Pefia  patent  does  not  contain  the  stitched  perpendicular  parallel  lines 
extending  above  and  below  the  pocket-opening,  and,  as  it  does  not  con- 
tain this  element  of  the  combination  in  Gibbons'  patent,  it  is  not  an 
infiingement. 

(Before  Sawyer,  J.,  District  of  California,  August,  1880.) 

This  was  a  bill  in  equity  to  restrain  the  infringement  of 
two  patents,  dated  June  6th,  1876,  issued  to  Rodmond  Gib- 

*  6  Sawyer,  480. 
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bons  for  improvements  in  the  manufacture  of  pantaloons  and 
other  garments,  the  first  No.  178,287,  and  the  other  No.  178,- 
428.  The  following  is  so  much  of  the  specifications  and 
drawings  of  said  several  patents  as  is  necessary  to  illustrate 
the  points  decided. 

Extract  from  specifications  in  No.  178,287  :  "  My  invention 
relates  to  a  fastening  for  the  crotch  in  the  fly  of  pantaloons 
or  similar  garments  ;  and  it  consists  in  bridging  said  crotch 


with  a  check-piece  of  cloth  or  other  inelastic  pliable  material, 
as  hereinaftier  fully  described.  The  object  of  this  invention 
is  to  prevent  that  tension  at  the  crotch  ordinarily  produced 
either  by  continued  use  of  the  garment,  or  by  any  undue 
strain  caused  by  the  assumption  by  the  wearer  of  any  posture 
of  the  body,  or  by  the  removal  of  the  garment,  calculated  to 
produce  such  an  effect.  The  said  improvement  is  applicable 
to  all  descriptions  of  pantaloons  and  garments  of  a  similar 
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character,  its  application  to  the  garment  adding  greatly  to  its 
durability,  by  preventing  the  stretch  of  the  cloth  or  stitching 
at  the  crotch.  To  enable  persons  skilled  in  the  art  of  manu- 
facturing the  garments  to  which  my  invention  is  adaptable,  I 
describe  the  same  as  follows,  referring  to  the  annexed  draw- 
ing. Figure  i  is  a  view  of  the  upper  part  of  a  pair  of  panta- 
loons, the  front  of  the  fly  being  turned  down,  so  as  to  show 
the  application  of  the  improvement.  *  *  *  Figure  4  shows 
a  modification  in  construction.  In  Fig.  i,  *  *  *  the  but- 
tonstrip  of  the  fly  is  represented  by  a^  and  the  buttons  by  b. 

The  button-hole  strip  is  indicated  by 
^,  and  between  the  button-holes  it  is 
stitched  to  the  front  of  the  garment  in 
the  ordinary  way.  The  lower  end  of  the 
button-hole  strip  does  not  extend  down 
and  fasten  into  the  crotch  d^  as  in  the 
common  construction  of  pantaloons,  but 
bridges  over  the  crotch,  being  securely 
stitched  at  e  to  the  button-strip  a.  The 
button-hole  strip  is  also  firmly  secured 
at/  below  the  lower  button-hole.  Fig- 
ure 4  shows,  instead  of  the  preferred 
construction  exhibited  in  the  other  fig- 
ures, a  separate  piece  of  cloth  serving  as 
the  bridge  or  check  piece.  This  construction  I  deem  to  be 
within  the  scope  of  my  invention.  My  improvement,  as  seen 
in  the  manner  preferred  by  me,  adds  nothing  to  the  cost  of 
the  garment,  but  rather  cheapens  its  manufacture,  by  causing 
the  attachment  of  the  lower  end  of  the  button-hole  strip  to  be 
made  at  a  point  more  easily  reached  than  that  at  which  the 
connection  is  ordinarily  made.  Having  described  my  inven- 
tion, what  I  claim  as  new,  and  wish  to  secure  by  letters  pat- 
ent of  the  United  States,  is,  in  combination  with  the  fly  of 
pantaloons  or  similar  garments,  an  inelastic  bridge  or  check- 
piece,  arranged  across  the  crotch  thereof,  substantially  as  de- 
scribed, whereby  the  strain  at  the  crotch,  when  the  fly  is 
opened  and  spread  apart,  is  received  by  said  bridge  or  check- 
piece,  instead  of  at  the  angle  of  the  crotch  itself." 
Drawings  and  specifications  of  Patent  No.  178,428. 
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•*  My  invention  consists  of  making  a  pocket  for  and  in 
wearing  apparel,  the  opening  of  which  pocket  is  without  cor- 
ners, curved  upward  to  the  perpendicular  at  both  sides  there- 
of, and  stitched  longitudinally  in  the  direction  of  the  strain  to 
which  said  pocket  is  subjected  in  common  use.  The  objects 
of  this  invention  are  to  avoid  the  transverse  strain  upon  the 
stitching  which  should  support  a  pocket ;  to  dispense  with 
cross-tacks,  corner- patches,  gussets,  and  metallic  fastenings 
as  pocket-supporters  ;  and  to  secure  strength  and  durability 


in  pockets  by  a  neat,  simple,  and  cheap  device.  The  said  im- 
provement is  applicable  to  and  in  the  pockets  of  all  articles  of 
suitable  wearing-apparel,  and  admits,  without  change  in  the 
nature  of  my  invention,  of  various  shapes  and  fashionings  of 
pocket-openings.  To  enable  persons  skilled  in  the  art  of 
manufacturing  wearing  apparel  to  utilize  the  invention,  I 
describe  the  same  as  follows,  referring  to  the  annexed 
drawing.  Figures  i  to  7  represent  various  forms  of  said 
improvement,  and  the  modes  of  constructing  the  same. 
In    Fig.    I,   a  represents  an   outside   pocket,  and   b  an   in- 
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side  pocket,  particularly  adaptable  to  overalls,  the  dots 
in  said  figure  indicating  stitching.  In  Fig.  2  the  man- 
ner of  forming  the  outside  or  hip  pocket  is  shown.  The 
outside  shape  of  the  piece  forming  said  pocket  is  seen  at 
c  c  c  c  c  c.  By  </  is  represented  a  smaller  piece,  laid  face  to 
face  upon  the  other,  the  form  of  the  pocket- opening  having 
been  marked  upon  it,  as  per  dotted  line.  The  two  pieces  are 
then  stitched  as  per  said  dotted  line,  and  both  thicknesses  of 
stuff  cut  out,  as  per  solid  line  e  e  e^  say,  a  quarter  of  an  inch 
from  the  seam.  The  piece  d  is  then  turned  over  and  inward 
close  upon  said  seam  forming  the  rim  of  the  pocket-opening, 
which  is  then  stitched,  as  show^n  in  Fig.  i.     The  outer  edges 
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c  c  c  c  c  c  are  then  turned  under,  and  the  pocket  is  sewed  upon 
the  garment,  as  also  shown  in  Fig.  i  by  a.  Figure  3  shows  the 
detail  of  front  pocket  b  in  Fig.  i.  ^y  f  f  f  f  *^^  represented  a 
section  of  the  right-side  front  /  of  the  overall  pattern,  as 
shown  in  Fig,  i.  A  piece  of  cloth,  ^^  h  //,  is  laid  face  to  face 
upon  the  other,  as  in  Fig.  2,  except  that  the  top  edges  of  the 
two  pieces  should  be  even,  the  pattern  of  the  pocket,  indi- 
cated by  the  dotted  lines,  having  been  previously  marked 
upon  it,  as  in  the  other  case.  The  sewing  is  then  done  as 
per  said  dotted  line,  the  stuff  cut  out  as  before,  the  piece 
turned  over  and  inward  close  upon  the  seam,  and  the  rim 
stitched,  as  shown  in' Fig.  i.  The  piece  ^^  h  h  is  then  folded 
at  /,  so  that  the  edge  //  //  shall  be  made  to  coincide  with  the 
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edge^jp;^,  the  fold  thus  forming  the  back  face  of  pocket  by  as 
shown  in  Fig.  i.  There  are  two  or  more  thicknesses  of  ma- 
terial brought  together  at  ^^,  and  in  constructing  the  garment 
they  are  caught  in  the  side  seam  kk^  as  far  down  as  /,  from 
about  which  point  the  pocket  is  allowed  to  hang,  as  shown 
by  the  broken  and  dotted  line  marked  m,  A  perpendicular 
line  or  lines  of  stitching  are  made  downward  to  «,  Fig.  i. 


**  Figures  4,  5,  6,  and  7  are  modifications  in  the  shape  of  the 
pockets,  the  construction  being  substantially  the  same  as  that 
hereinbefore  described.  Figures  5  and  6  show  side  pockets 
suited  to  coats,  etc.,  the  solid  lines  in  Fig.  5  showing  the 
cut  in  the  cloth,  and  the  dotted  lines  the  patttern  of  the 
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pocket-opening,  and  the  first  seam  in  the  facing,  as  in  the 
other  cases. 

"  Figured  shows  the  stitching  of  the  finished  pocket-open- 
ing, (shown  incomplete  in  Fig.  5)  which  may  be  made  with  or 
without  lappet.     The  greatest  strain  and  wear  and  tear  upon 
a  pocket-opening  are  upon  that  side  thereof  upon  which  the 
hand  bears  the  hardest  when  entering  the  pocket.     There- 
fore, the  purposes  of  this  invention  may  be  partially  fulfilled 
by  curving  that  side  alone  of  the  pocket-opening,  as  shown 
in  Fig.  7  ;  but  I  prefer  to  curve  both  sides,  as  herein   before 
described.     The  waistband,  as  seen  in   Fig.  i,  overlaps,  and 
the  buttons  are  incidentally  made  additional  supports  to  the 
pockets.  I  am  aware  that  the  so-called  crescent-shaped  pocket, 
in  common  use,  is  often  made  to  curve  upward  at  the  sides  of 
the  opening  ;  but  such  pocket-openings  are  invariably  made 
dependent  for  support  upon  cross-tacks,  patches  or  gussets  ; 
and  there  is  always  a  transverse  strain  upon  the  stitching  that 
supports  said  pocket,  all  of  which  appliances  are  obviated  by 
this  invention.  Having  described  my  invention,  what  I  claim 
as  new,  and  wish  to  secure  /by  letters  patent  of  the  United 
States,  is — 1.  In  combination  with  pantaloons  or  other  articles 
of  wearing  apparel,  a  pocket,  the  sides  of  whose  opening  are 
curved   upward  to   the   perpendicular,   and  stitched   to   the 
pocket  and  garment  in  parallel  perpendicular  lines  extending 
above  and  below  the  mouth  of  the  pocket-opening,  whereby 
the  strain  to  which  both  the  pocket-opening  and  pocket  are 
subjected  in  common  use  is  resisted  by  vertical  stitching,  sub- 
stantially as  herein    described.      2.    In   combination    with  a 
pocket,  the  sidesof  which  curve  to  the  perpendicular,  a  line  or 
lines  of  stitching  coinciding  and  parallel  with  said  sides  of 
the  pocket-pattern,  and  intersecting  the  upper  extremity  of 
the  curve  of  the  pocket-rim,  substantially  as  and  for  the  pur- 
poses herein  specified.     In  testimony  whereof  I  have  hereto 
subscribed  my  name  this  twenty-second  day  of  May,  in  the 
year  of  our  Lord,  1876." 

Drawings  and  specifications  of  the  Pena  patent.  No.  183,- 
863.  **  My  invention  relates  to  improvements  in  clothing  ; 
and  consists,  more  particularly,  first,  in  an  improved  method 
of    constructing  the   pockets    of  pants,    coats,   and    vests  ; 
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secondly,  in  an  improved  waistband  for  pants  and  overalls  ; 
and,  thirdly,  in  the  manner  of  cutting  and  applying  the  fly 
of  the  front  opening  of  pants  and  overalls,  all  of  my  said  im- 
provements being  intended  to  strengthen  the  parts  and  render 
the  articles  of  clothing  . 

more  durable.     Refer-  Ft^.l* 

ring  to  the  accompany- 
ing drawing,  Fig.  I  is  a 
pair  of  overalls.  Figs. 
2  and  3  represent  pieces 
of  cloth  with  pocket- 
openings.  Fig.  4  is  a 
side  view  of  top  of 
pants,showing  the  form 
of  yoke.  Fig.  5  is  a  sec- 
tion from  the  edge  of 
the  pocket.  A  repre- 
sents a  pair  of  pants 
or  overalls.  The  first 
place  at  which  a  pocket 
gives  way  is  the  corner 
or  angle  at  each  end  of 
the  pocket  -  opening, 
because  the  strain  upon 
the  pocket  concentrates 
at  these  two  points, 
and,  as  pockets  are 
usually  made  by  unit- 
ing two  or  more  pieces 
of  cloth,  the  corners 
are  only  held  together 
by  stitches,  or  possibly 
by  some  patent  fasten- 
ing device,  so  that  no 
substantial     resistance 

is  obtained  except  the  limited  portions  of  cloth  held  by  the 
fastening  device  or  stitches.  My  improvement  consists  in 
forming  the  pockets  without  corners  or  angles'  to  concentrate 
and  receive  the  strain,  consequently  avoiding  the  necessity  of 
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using  rivets  or  other  reinforcement  for  securing  the  corners. 
To  do  this  I  cut  or  punch  out  the  pocket-opening  B,  as  repre- 
sented, and  the  ends  CC,  of  this  opening  have  rounding  or 
circular  lines,  thus  providing  an  oval  or  curved  segmental  open- 
ing.   I  then  take  another  piece  of  cloth,  D,  and  cut  an  opening 
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in  it  which  exactly  corresponds  with  the  pocket-opening  B, 
and  place  it  upon  the  outside  of  the  cloth  in  which  the  pocket- 
opening  is  made,  so  that  the  openings  will  register  with  each 
other.  I  then  stitch  the  edges  together  all  around  the  opening, 
after  which  I  turn  the  piece  of  cloth  D  through  and  to  the 
inside  of  the  pocket,  and  again  stitch  it  down  a  short  dis- 


tance from  the  edge  of  the  opening,  thus  providing  four 
thicknesses  of  material.  Any  strain  upon  the  pocket  or  lower 
edge  of  the  opening  will  then  be  received  by  the  strength  of 
four  thicknesses  of  cloth  along  the  entire  rounded  or  circular 
portion  at  each  end  of  the  pocket,  thus  giving  ample  strength 
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of  material  to  resist  any  ordinary  strain  that  may  come  upon 
the  pocket.  Instead  of  an  ordinary  waistband,  as  usually 
employed  in  the  manufacture  of  pants,  I  construct  a  yoke,  E, 
which  extends  from  the  front  around  upon  each  side  of  the 
pants  to  the  back,  where  the  two  yokes  are  united,  each  yoke 
extends  downward  and  backward  and  is  made  in  a  single 
piece  of  goods,  thus  obviating  the  necessity  of  piecing  out  the 
portion  around  the  pockets,  and  as  it  widens  toward  the  back 
it  gives  the  wearer  greater  comfort  and  a  better  fit.  I  thus 
provide  valuable  improvements  in  clothing,  and  at  the  same 
time  simplify  their  manufacture.  Having  thus  described  my 
invention,  what  I  claim,  and  desire  to  secure  by  letters 
patent,  is — i.  A  garment  provided  with  elongated  pocket-open- 
ing, cut  out  of  its  main  body  and  having  rounded  ends,  as 
set  forth.  2.  The  method  of  re-enforcing  pockets,  consisting 
in  laying  on  the  outside  of  the  garment  a  re-enforce,  D,  hav- 
ing an  opening  coinciding  with  the  pocket-opening,  stitching 
the  two  together  around  the  edge  of  the  pocket-opening,  and 
then  turning  the  re-enforce  through  the  pocket-opening  to 
the  inside,  and  stitching  down  with  one  or  more  rows  of 
stitches,  as  set  forth.  3.  The  yoke  waistband  E,  gradually 
widened  from  front  to  rear,  substantially  as  described." 

Sawyer,  J. 

This  is  an  action  for  the  infringement  of  two  United  States 
patents.  The  first  is  patent  No.  178,287,  for  improvement  in 
pantaloons,  dated  June  6th,  1876.  As  to  that  patent,  I  find  the 
plaintiff  entitled  to  the  decree  he  asks  for  establishing  his 
right  to  it.  And,  as  there  was  an  infringement,  if  he  desires 
it  I  will  make  an  order  of  reference  to  take  testimony  as  to 
the  profits,  etc.,  though  T  understand  that  the  parties  on  being 
notified  ceased  to  use  this  patent,  and  I  do  not  know  whether 
or  not  there  is  any  object  in  making  such  a  reference.  With 
respect  to  the  other  patent.  No.  178,428,  i  had  more  diffi- 
culty. There  was  a  great  deal  of  testimony  taken  in  this 
case,  which  I  have  examined  very  carefully,  and  I  have  come 
to  the  conclusion  which  I  indicated  to  counsel  the  other  day 
when  I  called  their  attention  to  the  difficult  point.  Both 
these  patents  relate  to  the  manufacture  of  pantaloons,  over- 
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alls,  and  other  garments  of  like  character  and  description, 
and  this  one  relates  particularly  to  pockets  in  overalls,  etc. 
The  patentee  says  :  **  My  invention  consists  of  makings  a 
pocket  for  and  in  wearing  apparel,  the  opening  of  which 
pocket  is  without  corners,  curved  upward  to  the  perpendicu- 
lar at  both  sides  thereof,  and  stitched  longitudinally  in  the 
direction  of  the  strain  to  which  said  pocket  is  subjected  in 
common  use.  The  objects  of  this  invention  are  to  avoid  the 
transverse  strain  upon  the  stitching  which  should  support  a 
pocket  ;  to  dispense  with  cross-tacks,  comer-patches,  gussets, 
and  metallic  fastenings  as  pocket-supporters  ;  and  to  secure 
strength  and  durability  in  pockets  by  a  neat,  simple,  and 
cheap  device." 

He  goes  on  to  describe  the  mode  of  making  two  kinds  of 
pockets,  one  of  which  has  been  called  the  patch-pocket,  and 
the  other  the  inside,  or  hanging  pocket.  After  describing  the 
mode  of  manufacturing  the  patch-pocket,  he  proceeds  to 
describe  the  manner  of  making  the  other  pocket,  and  winds 
up  by  saying  :  **  A  perpendicular  line  or  linefe  of  stitching 
are  made  downward  to  «,  Fig.  i."  After  giving  the  de- 
scription, he  states  the  claim,  or  rather  the  two  claims,  of  the 
patent.  The  first  is  :  "In  combination  with  pantaloons  or 
other  articles  of  wearing  apparel,  a  pocket,  the  sides  of  whose 
opening  are  curved  upward  to  the  perpendicular,  and  stitched 
to  the  pocket  and  garment  in  parallel  perpendicular  lines  ex- 
tending above  and  below  the  mouth  of  the  pocket-opening, 
whereby  the  strain  to  which  both  the  pocket- opening  and 
pocket  are  subjected  in  common  use  is  resisted  by  vertical 
stitching,  substantially  as  herein  described."  One  of  the 
elements,  and,  apparently,  in  the  mind  of  the  inventor,  an 
important  element,  in  that  combination,  is  the  stitching  of 
the  pocket  **in  parallel  perpendicular  lines  extending  above 
and  below  the  mouth  of  the  pocket-opening."  The  difficulty 
is  in  understanding  what  particular  lines  are  referred  to  in 
that  portion  of  the  claim,  because  those  lines  are  an  element 
of  the  combination  ;  and  it  is  a  combination  patent.  So  that 
a  garment  not  having  that  element  of  the  combination  would 
not  be  an  infringement.  The  second  claim  is  as  follows  : 
"  In  combination  with  a  pocket,  the  sides  of  which  curve  to 
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the  perpendicular,  a  line  or  lines  of  stitching  coinciding  and 
parallel  with  said  sides  of  the  pocket-pattern,  and  intersect- 
ing the  upper  extremity  of  the  curve  of  the  pocket-rim,  sub- 
stantially as  and  for  the  purposes  herein  specified."  The 
patentee  himself,  and  the  experts  who  have  testified  on  that 
side,  insist  that  that  claim  applies  only  to  the  patch-pocket, 
and  the  parallel  lines  of  stitching  are  then  shown  in  Fig.  i, 
pocket  <z,  and  it  is  not  seriously  claimed  that  there  is  any  in- 
fringement of  that  claim.  It  is  insisted,  however,  that  the 
perpendicular  parallel  lines  mentioned  in  the  first  claim  are 
the  lines  stitched  around  the  circular  form  and  rim  of  the 
pocket.  But  there  is  a  difficulty  in  so  construing  that  lan- 
guage and  slill  make  it  conform  with  the  claim  in  the  patent. 
It  must  be  construed  as  the  patent  was  obtained,  when  the 
claim  was  drawn  and  adopted,  and  not  with  reference  to  sub- 
sequent modes  of  manufacture  in  that  particular  ;  and  it 
would  be  necessary  to  strain  the  construction  in  order  to 
adopt  that  view,  I  am  unable  to  see  that  those  lines  corre- 
spond with  the  description.  The  pocket-opening  is  of  a  cir- 
cular form,  curving  up  to  the  perpendicular,  and  those  lines 
follow  around  the  edge  of  the  rim  to  the  opening,  and  are 
not  perpendicular  in  any  part,  while  the  claim  calls  for  **  par- 
allel perpendicular  lines,  extending,  above  and  below  the  mouth 
of  the  pocket-opening."  In  this  patent  there  are  seven  differ- 
ent figures,  some  showing  the  modes  of  making  the  pocket,  and 
others  showing  the  pocket  completed,  with  all  the  side  stitch- 
ing. There  are  six  completed  pockets  shown  here,  and  every 
one  of  them  has  parallel  perpendicular  lines,  which  correspond 
to  the  lines  mentioned  in  the  close  of  the  description  of  the 
mode  of  making  the  inside  hanging  pockets  shown  in  Fig. 
I,  letter  b.  These  lines  are  perpendicular,  extending  above 
and  below  the  mouth  of  the  pocket-opening,  and  they  stitch 
the  pocket  to  the  garment,  and  are  stitched  longitudinally  in 
the  direction  of  the  strain  to  which  the  pocket  is  subjected. 
They  fully  and  accurately  fill  the  description  of  the  parallel 
perpendicular  lines  in  the  first  claim  in  the  patent.  These 
lines  are  found  on  each  side  of  all  the  pockets  that  are  com- 
pleted. The  line  is  perpendicular,  and  extends  above  and 
below  the  mouth  of  the  pocket-opening,  a  double  line  of  stitch- 
voL.  V — 39 
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inja^  affording  resistance  to  the  strain  in  a  vertical  direction 
with  the  line  of  stitching.  That  line  seems  to  have  been 
ignored  by  the  experts  for  some  reason,  but  those  lines  are 
found  in  all  the  finished  pockets,  and,  in  my  judgment,  are 
the  lines  referred  to  in  this  claim.  They  follow  the  descrip- 
tion exactly,  and  perform  the  office  indicated,  and  the  other 
lines  do  not  ;  and  cannot,  without  a  strained  construction, 
be  brought  within  the  description.  There  is  only  a  single 
point  where  they  touch  the  perpendicular,  and  they  do  not 
extend  above  and  below  the  mviuth  of  the  pocket-opening.  I 
think  those  experts  are  also  mistaken  as  to  the  second  claim. 
I  believe  the  same  parallel  lines  are  referred  to  in  both 
claims.  The  Pena  patent  pocket  is  the  pocket  claimed  to  be 
an  infringement  ;  but,  in  that,  those  parallel  lines  are  to  be 
dispensed  with,  and  the  stitching  follows  around  on  a  circle, 
and  goes  entirely  around  the  ellipsis  like  Gibbons*,  without 
the  perpendicular  lines  extending  above  and  below  the  pocket- 
opening,  and  the  strain  is  distributed  by  the  curve.  I  am 
aware  that  the  form  here  described  in  Pena's  patent  is  ellip- 
tical, and  intended  to  resist  a  transverse  strain  by  distribut- 
ing it  around  the  circle,  but  Gibbons  does  not  claim  a  cres- 
cent-shaped pocket  as  new,  nor  in  any  way,  except  as  one 
element  in  his  combination.  But  there  is  another  element — 
the  stitching  in  parallel  perpendicular  lines  above  and  below 
the  pocket-opening,  resisting  the  strain  in  the  line  of  the 
stitching — and  that  element  is  wanting  in  the  garment  shown 
here  in  the  Pena  patent. 

This  subject  has  required  considerable  study.  There  was 
a  great  deal  of  testimony,  which  occupied  nearly  a  week  to 
read  through,  but  I  have  carefully  examined  it,  and  have 
come  to  the  conclusion  that  there  has  been  no  infringement 
of  any  claim  in  the  patent.  If  there  has  been  any  infringe- 
ment at  all  it  was  in  the  use  of  the  Pena  patent,  and  under 
the  first  claim.  It  may  be  that  there  might  have  been  some- 
thing patentable  by  omitting  that  one  element  in  the  com- 
bination, but  if  that  is  dispensed  with  there  is  no  infringement 
under  the  claim  of  the  patent  as  made. 

Let  a  decree  be  entered  for  the  complainant  on  the  first 
patent,  and  for  the  defendant  on  the  second  patent,  No.  178,- 
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428,  and,  as  the  complainant  succeeds  as  to  one  patent,  and  is 
defeated  as  to  the  other,  I  suppose  it  will  be  fair  that  neither 
party  shall  recover  costs. 

Mr.  Wheaton.  Upon  the  question  of  the  infringement  of 
the  first  patent,  does  your  honor  find  that  there  was  any  an- 
ticipation ? 

The  Court.  I  do  not  think  there  was  any  anticipation  of 
that  patent.  The  pocket  claimed  must  confidently  as  an  an- 
ticipation is  the  one  made  under  the  Adams'  patent,  but  the 
garment  put  in  evidence  was  not  made  in  accordance  with  the 
Adams*  patent  at  all,  and  I  api  not  satisfied  that  it  was  made 
before  the  invention  of  Gibbons  was  brought  to  the  defend- 
ants' attention.  I  am  not  satisfied  that  the  extra  stitching 
was  put  on  before  the  discovery  of  Gibbons.  I  put  the  de- 
cision simply  upon  the  ground  that  there  is  no  infringement, 
according  to  my  cpnstruction,  of  the  first  claim  of  Gibbons' 
second  patent.  He  has  put  one  element  in  the  claim  which 
is  not  found  in  the  Pena  patent,  that  is,  the  parallel  perpen- 
dicular lines  of  stitching,  extending  above  and  below  the 
mouth  of  the  pocket-opening,  resisting  the  strain  in  the 
direction  of  the  line  of  stitching. 


Wheaton  df  Scrivemr^  for  the  complainants. 
Estee  6^  Boalt^  for  the  defendants. 


Amos  Broadnax 

vs. 

The   Central   Stock  Yard   and  Transit   Company, 

In  Equity. 

Where  one  mode  of  operating  the  patented  invention  is  described  in  the 
original  patent,  a  reissue  is  not  void  for  stating  that  other  modes  may 
be  employed,  the  invention  being  the  apparatus  or  combination  of  parts 
and  not  any  particular  instrumentality  by  which  it  is  put  into  operation. 
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It   is  not  necessary  that  the  patentee  put  his  invention  into  practical  use 
before  bringing  suit  for  infringement. 

Upon  the  construction  given  to  the  complainant's  patent  the  defendant  held 
not  to  have  infringed. 

(Before  Nixon,  J.,  District  of  New  Jersey,  September,  1880.) 

Nixon,  J. 

The  bill  is  filed  in  this  case  against  the  defendant  corpora- 
tion for  infringing  reissued  letters  patent,  No.  5,925,  dated 
June  23d,  1874,  for  improvement  in  apparatus  for  rendering 
lard  and  tallow  and  other  animal  matter,  and  for  crisping 
and  drying  the  refuse  thereof.  The  original  letters  patent, 
numbered  81,743,  were  granted  to  the  complainant,  Septem- 
ber ist,  1S68. 

The  bill  of  complaint  alleges  that  the  first  claim  of  the  re- 
issue has  been  infringed.  This  claim  is  for  a  stationary  tank 
inclosed  in  a  stationary  heating  chamber,  and  fitted  with  a 
horizontal  rotating  stirrer,  by  which  the  material  under 
treatment  is  thrown  over  and  over  while  it  is  being  rendered 
or  dried. 

The  principal  defences  insisted  upon  at  the  hearing  were : 
I.  That  the  reissued  patent  was  void  {a)  because  the  reissue 
embraced  more  than  the  original  patent  ;  {b)  because  the  al- 
leged invention  was  not  new  ;  and  (c)  because  it  was  useless 
and  inoperative.  2.  That  the  devices  used  by  the  defendant 
did  not  infringe.  If  either  defence  prevail  there  must  be 
a  decree  for  the  defendant. 

What  is  the  complainant's  patent  ?  It  has  reference  to 
mechanism  or  a  combination  of  ingredients  for  the  separation 
of  grease  or  tallow  from  animal  tissue  or  fibre.  Two  modes 
have  long  been  in  use  for  accomplishing  this  result;  one  by 
steam  and  hot  water,  where  the  rough  fat  or  offal  is  put  into 
a  tank  or  kettle,  and  steam  is  injected  in  a  sufficient  quantity 
and  temperature  to  liquefy  the  fat ;  and  the  other  by  the  ap- 
plication of  dry  external  heat  to  the  vessel  containing  the 
tissue  or  fibre,  whereby  the  fat  is  melted  and  then  drawn  off 
in  various  ways.  One  is  known  as  the  wet  and  the  other 
as  the  dry  rendering.  Two  of  the  defendant's  expert  wit- 
nesses, Quimby  and  Reilly,  agree  that  the  former  process  is  so 
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much  more  efficient  than  the  latter,  in  separating  the  fat  from 
the  animal  fibre,  that  the  residuum  obtained  requires  a  differ- 
ent treatment  to  prepare  it  for  use.  The  elimination  of  the 
grease  or  tallow  is  so  much  more  complete,  that  it  is  only  nec- 
essary to  evaporate  the  surplus  water  to  have  the  residual  mass 
fit  for  commercial  purposes  ;  whereas,  by  the  dry  process,  so 
much  of  the  fat  still  adheres  to  the  fibre,  that  loss  would 
ensue,  u'nless  independent  mechanical  treatment  is  resorted 
to,  by  pressure  or  squeezing,  to  remove  the  adhering  fat  be- 
fore the  scraps  or  cracklings  are  prepared  for  fertilizers. 

The  complainant  has  sought  to  remedy  the  practical  in- 
convenience and  expense  resulting  from  the  need  of  these 
separate  processes  for  rendering  and  drying,  by  claiming  in 
his  reissue  such  a  combination  of  a  heating  chamber,  tank  and 
stirrer,  that  the  material  is  rendered  and  the  refuse  dried  in 
one  continuous  process  in  the  same  apparatus. 

In  the  original  letters  patent,  the  patentee,  in  stating  the 
history  of  the  art,  describes  both  methods  and  suggests  the 
principal  objections  to  each.  The  object  of  his  invention  was 
to  remedy  these  defects  by  furnishing  a  combination  of  in- 
strumentalities, all  of  which  were  old,  but  claimed  to  be  new 
in  their  combination  and  results.  He  does  not  pretend  that 
the  combination  has,  in  itself,  any  capacity  to  produce  any 
useful  result,  and  nowhere  therein  does  he  indicate  that  it 
may  be  used,  except  in  connection  with  external  dry  heat. 
But,  in  the  reissue,  he  states  broadly  that  his  invention  ex- 
tends to  whatever  form  the  apparatus,  or  its  various  forms, 
may  take,  or  in  whatever  form  the  heat  may  be  applied,  or 
whatever  the  furnace  which  may  be  combined  with  the 
apparatus. 

The  counsel  for  the  defendant  at  the  hearing  insisted  that 
this  was  an  enlargement  of  the  scope  of  the  patent ;  that  more 
was  claimed  than  was  suggested  in  the  original,  and  that, 
hence,  there  issue  was  void — not  being  for  the  same  invention. 
I  do  not  think  the  reissue  is  open  to  such  a  charge.  In  view 
of  the  state  of  the  art,  an  apparatus  for  rendering  the  fat  and 
drying  the  refuse  of  animal  matter  is  patentable,  apart  from 
any  connection  with  other  instrumentalities  by  which  it  is  to 
be  made  operative  and  efficient.     Because  one  mode  only  is 
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indicated  in  the  original,  the  patentee  is  not  confined  to  the 
one  mode,  in  the  reissue,  as  long  as  it  is  not  of  the  essence  of 
the  invention.  The  law,  indeed,  requiies  him  to  disclose 
some  mode  by  which  it  can  be  rendered  practically  useful, 
but  it  does  not  follow  that  he  is  confined  to  that,  and  may- 
use  no  other.  The  gist  of  the  invention  is  the  apparatus  or 
combination  of  parts,  and  not  any  particular  instrumentality 
by  which  it  is  put  in  operation.  Seymour  v.  Mars/i,  2  Off. 
Gaz.,    675  ;    Wheeler  v.  The  Clipper  Mower  d^'c.  Co.^  Id.,  442. 

It  may  be  proper  also,  in  this  connection,  to  allude  to 
another  ground  of  opposition  to  the  complainant's  patent, 
urged  by  the  defendant  on  the  argument.  The  proof  was 
that  the  complainant  had  never  put  his  alleged  invention  into 
practical  use,  and  it  was  insisted  from  this  fact,  that  the 
inventor  could  not  maintain  a  suit  for  its  infringement. 
But  this  is  not  the  law,  when  the  patentee  is  a  citizen  of  the 
United  States.  In  Wheeler  v.  The  Clipper  Mower  Co,  supra ^ 
Judge  Woodruff,  in  considering  this  objection  to  the  validity 
of  a  patent,  says  :  *'  If  the  invention  be  such  that,  when  the 
thing  invented  shall  be  constructed  according  to  the  model 
and  specifications  filed,  it  will  operate  successfully  as  a  prac- 
tical and  useful  thing,  the  inventor  has  satisfied  the  law  and 
his  patent  is  valid.  He  is  not  bound  by  law  to  construct  it  in 
order  to  preserve  his  patent." 

In  our  investigation  into  the  design  and  aim  of  the  patent, 
we  are  favored  with  the  testimony  of  the  patentee  himself, 
who  is  also  the  complainant  in  the  case,  and  who  ought  to  be  a 
competent  authority  on  the  question  of  what  the  inventor 
intended  to  embrace.  He  says  that  "  the  essential  principle 
of  my  invention  consists  of  a  tank  inclosed  in  a  hot  chamber, 
by  which  the  heat  can  be  kept  on  the  material  without  danger 
of  burning  it,  and  of  an  instrument  introduced  into  the  tank 
by  which  the  material  can  be  continually  stirred  or  agitated 
in  such  manner  as  to  continually  present  new  particles  of 
the  material  under  treatment  to  the  drying  surface  to  the 
tank  and  to  the  free  heat  contained  in  the  tank."  Accepting 
this  as  an  accurate  description  of  the  complainant's  patent, 
the  remaining  questions  are  :  (i)  Does  the  defendant  corpo- 
ration infringe  the  combination  ;  and  (2)  if  it  is  an  infringer, 
is  the  combination  of  the  complainant  new  ? 
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The  defendant  discloses  in  its  answer,  and  by  its  testi- 
mony, the  mechanism  which  it  employs  in  rendering  the 
fat  and  drying  the  refuse.  It  alleges  that  upright  boilers 
are  used  in  one  portion  of  its  factory,  separate  and  apart 
from  the  place  where  the  scraps  or  residuum  are  dried.  *'  In 
these  boilers,*'  it  is  further  stated,  **  the  animal  matter  is 
placed,  and  steam  is  injected  therein  in  the  ordinary  way 
until  the  lard  or  tallow  is  boiled  out.  The  lard  or  tallow  is 
then  drawn  off  from  above  the  water  contained  in  the  boiler, 
through  any  ordinary  stop-cock  in  the  side  of  the  boiler. 
The  water  is  then  drawn  off  and  the  refuse  animal  matter  is 
dumped  into  a  tank  underneath,  from  which  it  is  taken  and 
put  into  an  ordinary  screw-press  for  the  purpose  of  expelling 
the  excess  of  water.  The  scrap  or  residuum  is  then  taken  to 
another  part  of  the  factory  and  placed  in  an  ordinary  hori- 
zontal steam-jacketed  boiler.  In  this  boiler  there  is  a  hori- 
zontal shaft  with  radial  arms.  The  steam  is  then  let  into 
the  jacket  of  the  boiler  and  the  shaft  is  turned.  The  result 
of  the  operation  is  that  the  animal  matter  is  reduced  to  a 
fine,  dry  powder  of  almost  pure  animal  fibre.  The  powder 
is  free  from  odor,  and  is  used  as  an  article  of  commerce,  and 
by  reason  of  the  great  percentage  of  nitrogen  it  contains, 
and  by  reason  of  the  absence  of  oleaginous  matter  from  it,  it 
is  fitted  for  immediate  use  in  the  manufacture  of  fertilizers.*' 
The  witness  Quimby  says,  **  Exactly  what  is  done  by  the  de- 
fendant is  fully  and  correctly  stated  in  its  answer  in  this  suit, 
which  I  have  read.*'  He  further  testifies  that  the  defendant's 
rendering  is  exclusively  by  the  wet  process  in  a  number  of 
upright  boilers,  substantially  like  the  rendering  tank  described 
in  the  patent  reissued  to  Ebenezer  Wilson,  May  7th,  1850  ; 
that  when  the  tallow  is  all  rendered,  the  scrap  is  removed 
from  the  boilers,  and,  after  the  excess  of  water  is  pressed  out 
of  il,  is  carried  to  another  part  of  the  premises,  and  deposited 
in  a  number  of  horizontal  steam-jacketed  stationary  cylin- 
ders, in  which  it  is  dried  by  the  action  of  revolving  arms  ;  that 
the  rendering  and  drying  are  thus  two  distinct  operations, 
and  are  not  conducted  as  parts  of  one  process  in  the  same 
apparatus,  but  are  separately  conducted  in  two  different  kinds 
of  apparatus,  respectively  situated  in  two  different  parts  of 
the  premises. 
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It  is  in  carrying  on  this  second  stage  of  the  process,  to  wit, 
in  drying  the  scrap  after  the  rendering  and  pressure,  that  the 
complainant  considers  his  patent  to  be  infringed.     He   re- 
gards   the    horizontal    steam-jacketed    stationary    cylinder, 
containing  a  horizontal  shaft  with  radial  arms,  as  equiva- 
lents for  the   constituents  of  the  combination    described  in 
the  first  claim  of  his  reissued  patent.     Whether  he  is  correct 
in  this  depends  upon  whether  a  liberal  or  narrow  construction 
is  given   to  his  claim.     Any  construction   broad  enough    to 
constitute  the  defendant  an  infringer,  it  seems  to  me,  would 
render  his  patent  void,  for  lacking  the  essential  qualities  of 
usefulness   and    novelty.     After   a  careful   consideration    of 
what  is  fairly  embraced  in  the  patents  granted,  respectively, 
to  John  C.  Appenzeller  on  the  25th  of  January,  1859,  and  to 
Matthew  Hodkinson  on  the  29th  of  November,  1859,  and  to 
Eston,  Jr.,  and   Thiry   on  the    27th  of   February,  1866,  it   is 
difficult  to  hold  that  what  the  defendant  uses  infringe  the  com- 
plainant's patent,  without  at  the  same  time  reaching  the  con- 
clusion   that  these   several    patents  are  anticipations  of  the 
complainant's  claim.     I  find  in  them  the  stationary  tank,  the 
heating  chamber  and  the  horizontal  rotary  stirrer  in   such 
juxtaposition,  and  bearing  such  relations  to  each  other  that 
it  is  quite  as  easy  to  say  that  the  complainant's  patent  in- 
fringes them,  as  to  affirm  that  the  defendant's  infringe  the 
complainant's. 

Recognizing  the  fact  that  a  limited  construction  may  be 
given  to  the  patent  which  will  allow  it  to  stand,  I  will  not  say 
that  it  is  void  for  want  of  novelty  ;  but  there  must  be  a 
decree  in  favor  of  the  defendant  on  the  ground  that  it  does 
not  infringe. 

Let  a  decree  be  entered,  dismissing  the  complainant's  bill, 
with  costs. 

Amos  Broadnax^  for  the  complainant. 
Leon  Abbett^  for  the  defendant. 
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Frank  E.  Brummitt 
vs, 

Charles  A.  Howard  et  al.    In  Equity. 

Letters  patent  No.  177,466,  dated  May  i6th,  1876,  for  an  improvement  in  the 
method  of  utilizing  the  leather  of  old  card-clothing,  held  invalid  for  want 
of  novelty. 

(Before  Clifford  &  Lowell,  JJ.,  District  of  Massachusetts,  September, 
1880.) 

Lowell,  J. 

The  complainant  has  letters  patent  No.  177,466,  dated  May 
i6th,  1876,  for  an  improvement  in  the  method  of  utilizing 
the  leather  of  old  card-clothing,  from  which  the  teeth  have 
been  removed.  The  invention  is  fully  described  in  the  speci- 
fication, and  again  in  the  claim,  which  is  for  **  The  method 
of  utilizing  the  leather  of  old  card-clothing  by  treating  it  with 
gum  tragacanth,  and  resetting  it  with  teeth  reversely  to  the 
original  teeth,  substantially  as  specified." 

The  machinery  for  setting  teeth  for  cards  was  old  ;  the 
treatment  with  gum  tragacanth  was  old  ;  but  it  is  only  with- 
in a  very  few  years  that  old  card-clothing  has  been  put  to  use 
a  second  time.  The  application  of  gum  tragacanth  does  not 
appear  to  be  important,  and  it  has  been  used  by  the  defend- 
ants to  a  very  slight  extent.  The  actual  discovery  relied 
on  is  that  of  turning  the  leather  so  as  to  present  a  different 
side  to  the  old  tooth-setting  machine,  and  then,  as  the  teeth 
are  always  set  at  an  angle,  the  new  holes  will  run  across  the 
old  holes.  If  set  in  the  same  direction,  it  would  be  impossi- 
ble to  prevent  their  working  into  and  enlarging  the  old 
holes. 

The  plaintiff  made  his  invention  in  March  or  April,  1875. 
Several  witnesses  testify  that  old  leather  was  reset  by  J.  L. 
Woodcock  &  Co.,  of  Leicester,  Massachusetts,  for  Edward 
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Gould,  Superintendent  of  the  Hopeville  Manufacturing  Com- 
pany, of  Worcester,  and  afterwards  of  the  Darling  Mills,  on 
several  occasions  between  November,  1873,  and  the  date  of 
the  plaintiff's  invention.  The  history  of  this  manufacture  is 
traced  ;  books  and  receipts  fix  the  dates  ;  and  what  purports 
to  be  a  piece  of  the  clothing  made  before  March,  1875,  is 
produced.  We  see  no  reason  to  doubt  the  truth  of  this  testi- 
mony. The  plaintiff  argues  that  the  fact  might  have  been 
more  fully  proved.  It  might,  also,  have  been  easily  dis- 
proved if  not  true.  The  whole  matter  is  near  in  both  place 
and  time.  We  think  the  defendants  have  sustained  the  bur- 
den, in  the  absence  of  contradiction,  of  proving  that  card- 
clothing,  like  the  Exhibit  Howard  2,  was  made  before  the 
plaintiff  discovered  the  process. 

The  exhibit  differs  from  the  clothing  made  under  the 
plaintiff's  patent,  in  this,  that  instead  of  turning  the  piece  of 
leather  round,  the  operator  has  turned  it  over,  so  that  the 
teeth  now  come  out  at  the  flesh  side,  instead  of  the  grain 
side  of  the  leather.  In  the  plaintiff's  opinion,  this  mode  of 
manufacture  is  not  so  good  as  his  ;  but  it  seems  to  have 
worked  well,  and  if  we  omit  from  his  claim  the  gum  traga- 
canth,  which  the  defendants  do  not  now  use,  and  which  the 
complainant  insists  is  not  essential  to  his  claim,  this  exhibit 
clearly  anticipates  it,  because  it  utilizes  old  card-clothing  by 
resetting  it  with  teeth  reversely  to  the  original  teeth.  The 
plaintiff  and  one  of  his  witnesses  say  that  the  teeth  in  this 
exhibit  appear  to  be  set  in  the  same  direction  as  before  ;  but 
their  cross-examination,  and  our  eyesight,  have  contradicted 
them  in  this  particular. 

Decree  for  the  detendants. 

F,  A.  Dearborn^  for  the  complainant. 
E,  P,  Howe^  for  the  defendants. 
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Thomas  M.  Maguire 

vs. 

Harvey  A.  Eames.     In  Equity.* 

The  letters  patent  No.  202,660,  granted  to  Thomas  M.  Maguire,  April  23d, 
1878.  for  an  improvement  in  hydraulic  power  accumulators,  are  invalid, 
because  the  invention,  if  any,  was  using  the  weights  below  the  piston  in- 
stead of  above  it,  and  neither  the  claim  nor  the  description  indicates  that 
as  the  invention,  or  distinguishes  the  new  from  the  old,  and  the  claim 
covers  prior  structures. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  September,  1880.) 

Benedict,  J. 

This  action  is  brought  to  recover  damages  for,  and  for  an 
injunction  to  prevent,  infringement  by  the  defendant  of  a 
patent  for  an  improvement  in  hydraulic  power  accumulators, 
granted  to  the  plaintiff  April  23d,  1878,  and  numbered 
202,660.  Hydraulic  accumulators,  composed  of  a  barrel,  a 
piston  loaded  with  weights,  and  pipes  connecting  the  barrel 
with  a  pump  and  the  cylinder  of  a  hydraulic  press,  were  em- 
ployed for  the  purpose  of  facilitating  the -use  of  hydraulic 
power  prior  to  the  plaintiff's  invention.  The  plaintiff  has 
presented  evidence  by  which  he  has  endeavored  to  show  that 
he  is  the  inventor  of  an  improvement  upon  the  existing  ac- 
cumulators, such  improvement  consisting  in  a  change  in  the 
location  of  the  weights  from  above  the  piston  to  below  it,  so 
that  the  piston  is  pulled  down  by  weights  attached  below, 
instead  of  being  pushed  down  by  weights  placed  above.  It 
is  not  pretended  that  the  plaintiff  was  the  first  to  devise  and 
employ  accumulators  in  connection  with  hydraulic  power. 
His  invention,  according  to  his  own  testimony,  consists  in 
introducing  into  the  accumulators  then  in  use  a  new  feature, 

*  18  Blatchf.  C.  C.  R.,  321. 
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namely,    applying  power  to  the  piston  of    the  accumulator 
from  below  instead  of  from  above. 

If  it  be  assumed  that  this  modification  of  the  machine  was 
original  with  the  plaintiff,  and  if  it  be  also  assumed  that  the 
change  in  the  location  of  the  weights  from  above  the  piston 
to  below  it  was  more  than  a  mere  mechanical  change,  still 
the  plaintiff  cannot  recover  in  this  action,  because  it  is  im- 
possible to  uphold  the  patent  upon  which  he  sues.  The  only 
exclusive  right  that  the  plaintiff  was  entitled  to  secure  by 
patent  was  the  right  to  his  improvement.  But,  his  patent  is 
not  so  limited.  There  is  no  language  in  the  patent  capable 
of  conveying  the  idea  that  the  invention  consists  of  an  im- 
provement upon  an  existing  machine  and  is  limited  to  the 
use  of  the  weights  of  such  a  machine  in  a  particular  way. 
Thus,  the  claim  is  as  follows  :  *'  I  claim,  as  my  invention, 
the  power  accumulator  and  regulator  herein  described,  com- 
posed of  the  barrel  C,  piston  D,  rod  a,  weight  r,  and  pipes 
^/, /,  for  connecting  the  barrel  with  a  pump  and  hydraulic 
cylinder,  the  whole  combined  and  arranged  for  the  purpose, 
and  substantially  as,  herein  set  forth."  Here  is  nothing  to 
indicate  that  the  plaintiff's  invention  is  confined  to  the 
method  of  using  the  weights,  and  there  is  no  attempt  what- 
ever to  distinguish  the  new  part  from  the  old.  He  claims 
the  entire  machine.  The  specification  conforms  to  the  claim. 
After  pointing  out  a  difficulty  found  to  exist  in  employing  a 
hydraulic  press  for  pressing  hats,  the  specification  states  that 
the  object  of  the  invention  is  to  obviate  this  difficulty  and 
consists  of  a  novel  mechanism  to  be  interposed  between  the 
pump  and  the  hydraulic  cylinder.  A  drawing  is  then  refer- 
red to  as  *'  a  drawing  of  the  mechanism  embraced  in  my  in- 
vention *'  and  a  description  of  it  is  given  in  the  specification. 
This  drawing  and  description  is  a  drawing  and  description 
of  the  existing  accumulators  employed  to  obviate  a  difficulty 
similar  in  all  respects  to  the  difficulty  pointed  out  in  the  early 
part  of  the  specification.  It  is  true,  that,  in  the  drawing  and 
the  description,  the  weights  are  placed  below  instead  of 
above  the. piston,  but  nothing  is  said  to  indicate  that  any 
part  of  the  machine  is  old,  or  that  the  invention  of  the  pat- 
entee relates  to  the  locality  of  the  weights.     There  is  an  en- 
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tire  absence  of  language,  in  the  claim  and  specification,  and 
nothing  in  the  drawing,  from  which  it  can  be  gathered  that 
the  invention  sought  to  be  secured  relates  to  any  particular 
part  of  the  machine  described.  The  patent,  therefore,  if 
valid  at  all,  would  secure  the  whole  mechanism  in  it,  and 
would  exclude  the  public  from  the  right  to  use  a  form  of  ac- 
cumulator admitted  to  have  been  in  common  use  prior  to  the 
date  of  the  alleged  invention.  Such  a  patent  cannot  be  up- 
held. 

The   bill  is,  therefore,  dismissed,  with  costs. 


James  Ridgwayy  for  the  complainant. 
W,  H.  McDougall^  for  the  defendant. 


James  J.  Rogers 
D.  Herbert  Beecher  et  al. 

The  presumption  of  priority  of  invention  afforded  by  a  patent  can  be  over- 
come only  by  clear  and  satisfactory  proof  to  the  contrary. 

(Before  Wallace,  J.,  Northern  District  of  New  York,  September,  1880.) 

Wallace,  J. 

The  bill  must  be  dismissed  because  infringement  is  not 
satisfactorily  established.  It  is  proper,  however,  that  the 
complainant  should  have  the  benefit  of  my  conclusions  in  re- 
gard to  the  defences  which  have  been  interposed  attacking 
the  validity  of  his  patents.  It  has  been  contended  that  the 
complainant  was  not  the  first  discoverer  of  the  process  of 
making  birch-beer  according  to  the  formula  described  in  his 
specifications,  and  an  attempt  has  been  made  to  show  that 
several  persons  had  used  substantially  the  same  formula 
before  the  complainant's  application  for  his  patent. 

A  patentee  is  entitled  to  the  presumption  of  priority  which 
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his  patent  affords,  and  this  presumption  is  only  overcome  by 
clear  and  satisfactory  proof  to  the  contrary.  Some  of  the 
cases  hold  that  the  defence  that  the  patentee  was  not  the  orig- 
inal and  first  inventor  of  the  patented  subject  can  only  pre- 
vail when  shown  beyond  any  reasonable  doubt.  Crouch  v. 
Speer^  6  Off.  Gaz.,  187  ;  Hawes  v.  Antisdel^  8  Off.  Gaz.,  685. 

These  defences,  in   this  case,  wholly  fail,  when  tested  by 
the  rules  applicable  to  them.     The  strongest  case  is  made  in 
reference  to  the  prior  use  of  the  formula  by  D.  B.  Smith  and 
those  in  his  employ.     The  proofs  show  that  Mr.  Buchanan 
was  the  first  person  to  introduce  the  article  of  birch-beer  to 
the  trade  at  Binghampton,  and  did  so  in  the  spring  of  1871. 
His  beer  was  favorably  received,  and  his  competitors  in  the 
same  line  of  business  were  stimulated  to  attempt  the  produc- 
tion of  a  similar  article.     Among  these  competitors  was  D.  B. 
Smith.     He  had  previously  been  carrving  on  business  with 
Mr.  Vincent,  but  they  had  dissolved,  and  each  was  engaged 
in  the  business  of  making  and  selling  summer  beverages  sep- 
arately.    These  defendants  were  in  the  employ  of  Smith,  and 
continued  in  his  employ  until   1875,  when  Smith  sold  out  his 
business  to  them.     Smith  commenced  making  birch-beer  in 
the  summer  or  fall  of  1871.     Sometimes    he  made  it  with 
birch-bark,  and  sometimes  he  used  oil  of  winter-green.     He 
experimented,  also,  with  oil  of  birch.     But  it  is  apparent  he 
never  discovered  the  complainant's  formula,  because  he  was 
never  able  to  make  an  article  which  was  entirely  satisfactory, 
as  would  have  been  the  case  if  he  had  used  the  complainant's 
formula.      If  he  had  discovered  the  complainant's  process, 
he  would  have  used  the  oil  of  winter-green  in  decided  pref- 
erence to  the  birch-bark  ;    but  it  is  shown   that,  as  late  as 

1876,  the  defendants,  who  knew  all  about  Smith's  process, 
and  who  at  that  time  had  succeeded  to  his  business,  were  ex- 
perimenting with  birch-bark,  and  it  was  not  until  after  that 
time  that  they  finally  discarded  its  use.  During  all  these 
years,  also,  Smith  and  the  defendants  had  been  experiment- 
ing with  other  ingredients,  and,  as  is  now  claimed  by  the  de- 
fendants,  in    1873  and   1874  they  used  sapinduSy   and,   since 

1877,  cochineal  also.  It  would  seem  that  the  defendants  had 
not  found  a  process  which  was  entirely  satisfactory  to  them 
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until  1877.  The  complainant's  priority  of  discovery  cannot 
be  overthrown  by  any  such  evidence  of  anticipation  as  is 
disclosed  here. 

The  complainant  has  made  2l  prima  facie  case  on  the  issue  of 
infringement  by  proving  a  substantial  similarity  between 
the  product  of  his  process  and  the  defendants*  beer  in  taste, 
appearance  and  general  characteristics  ;  and  he  has  supple- 
mented this  evidence  by  the  testimony  of  a  former  employ^ 
of  the  defendants,  who  professes  to  give  the  formula  used 
by  the  defendants  in  making  their  beer.  This  witness  does 
not  claim  that  defendants  used  the  formula  described  in 
complainant's  second  patent.  I  do  not  credit  the  testimony 
of  this  witness  as  to  the  formula  used  by  the  defendants. 
He  was  in  the  defendants'  employ  but  a  short  time,  and  then 
was  not  employed  in  manufacturing,  but  in  outside  work, 
and  was  discharged  by  them,  and  is  now  in  their  debt.  It  was 
well  known,  at  the  time,  that  the  complainant  claimed  the 
defendants  were  infringing  his  patent,  and  notices  and  circu- 
lars to  the  trade  had  already  been  circulated  on  the  subject 
by  both  parties.  It  is  altogether  probable  that  the  defendants, 
if  they  were  seeking  to  avail  themselves  of  the  complainant's 
process,  would,  under  the  circumstances,  have  adopted  some 
colorable  departure  from  it.  But  it  is  quite  improbable  that 
they  would  thus  have  put  themselves  in  the  power  of  an  em- 
ploye. The  case  then  resolves  itself  into  the  single  question 
whether  the  proof  of  similarity  in  the  manufactured  article 
is  sufficient  to  overcome  the  direct  testimony  of  the  defend- 
ants. The  defendants  seem  to  be  men  of  character,  and  there 
is  nothing  in  their  testimony  to  discredit  their  veracity.  It 
appears  that  they  had  been  able  to  make  a  satisfactory  article 
of  birch-beer  before  the  complainant  obtained  his  first  patent, 
and  the  evidence  to  show  a  difference  between  that  article 
and  their  present  product  is  quite  vague.  It  would  seem 
that  an  analysis  might  have  been  made  and  the  fact  ascer- 
tained whether  or  not  the  defendants'  product  contains  the 
various  ingredients  of  the  complainant's  formula  in  substan- 
tially the  same  proportions,  and  whether  or  not  the  foreign 
ingredients  used  by  the  defendants  are  of  any  importance. 

While  I  am  by  no  means  satisfied  that  the  defendants  are 
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not  using  the  complainant's  formula  in  substance,  I  do  not 
think  it  would  be  safe,  upon  the  evidence  offered,  to  find 
.  affirmatively  that  they  are  using  it,  and  have  falsified  as  wit- 
nesses. 

The  bill  is  dismissed,  with  costs. 

R.  H.  Dueil^  for  the  complainant. 

Neri  Pine,  for  the  defendants. 


The  United  States  and  Foreign  Salamander  Felt- 
ing Company 

vs. 

The  Asbestos  Felting  Company.    In  Equity.* 

In  a  suit  in  equity  for  the  infringement  of  a  patent,  it  appeared  that  a  prior 
suit  at  law  on  the  patent  had  been  tried  in  Massachusetts  against  a  de- 
fendant to  whom  the  defendant  in  this  suit  had  supplied  the  infringing 
article  used  by  him  ;  and  that  the  defendant  in  this  suit  had  employed 
and  paid  the  counsel  who  defended  the  other  suit.  Held^  that  the  record 
of  the  other  suit  was  competent  evidence  for  the  plaintiff  in  this  suit ; 
and  that  the  defendant  in  this  suit  was  concluded  as  to  patents  and 
evidence  shown  by  said  record  to  have^  been  set  up  as  a  defence  in  that 
suit  on  the  question  of  novelty. 

(Before  Blatchford.  J.,  Southern  District  of  New  York,  September,  1880.) 

Blatchford,  J. 

This  suit  is  brought  for  the  infringement  of  patent  No. 
114,711,  granted  to  the  plaintiff  on  the  invention  of  John 
Riley,  May  9th,  187 1.  The  bill  sets  up  that  the  plaintiff 
brought  a  suit  at  law  for  the  infringement  of  that  patent,  in 
the  Massachusetts  District,  against  the  Merrimack  Manufact- 
uring Company  ;    that  the  material  used  by  the  defendant 
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in  that  suit  was  supplied  and  put  in  by  the  agent  of  the  de- 
fendant in  this  suit  and  is  the  same  as  that  made  and  used  by 
the  defendant  in  this  suit  ;  that  the  defendant  in  this  suit  de- 
fended that  suit,  its  president  being  personally  present  at  the 
trial  and  giving  directions  with  regard  to  the  same  ;  that  the 
answer  in  that  suit  set  up,  as  a  defence,  a  patent  granted  to 
one  Baumann,  No.  100,354,  March  ist,  1870  ;  that  the  judg- 
ment of  the  court  was  in  favor  of  the  plaintiff ;  and  that  the 
defendant  is    bound    by  said  decision.     The  answer  in  this 
suit  does  not  deny  that  the  defendant  in  this  suit  defended 
the  Massachusetts  suit,  but  avers  that  the  Baumann  patent 
was  not  introduced   in  evidence  in  the  Massachusetts  suit. 
The  plaintiff  put  in  evidence  in  this  suit  the  record  in  the 
Massachusetts  suit,  under  an  objection  by  the  defendant  that 
it  was  incompetent.     It  appears,  by  the  proofs  in  this  suit, 
that   the   defendant  supplied    the  covering  for   boilers   and 
pipes  used  by  the. defendant  in  the  Massachusetts  suit  ;  that 
the  president  of  the  defendant  employed  the  counsel  who  de- 
fended that  suit ;  and  that  the  defendant  paid  for  the  services 
of  said  counsel.     The  record  in  the  Massachusetts  suit  shows 
that  that  suit  was  brought  on  said  patent  No.  114,711,  with 
other  patents  ;  that  the  answer  in  that  suit  sets  forth  that  the 
things  claimed  in  the  Riley  patent   were,  before  Riley  in- 
vented them,  described  in  the  patent  No.  100,354,  granted  to 
Baumann  March  ist,  1870,  and  known  to  and  used  by  said 
Baumann  ;   and  thai  the  finding  of   the  court  was  that  the 
defendant  had  infringed  the  first  and  second  claims  of  the 
patent  No.  114,711.     On  the  foregoing  facts  it  must  be  held 
that  the  record  in  the  Massachusetts  suit  is  proper  evidence 
in  this  suit,  and  that  the  judgment  in  that  suit  concludes  the 
defendant  as  to  the  Baumann  patent  and  as  to  the  alleged 
prior    knowledge    and    use    by    Baumann.     For    the    same 
reasons  that  judgment  concludes  the  defendant  as  to  the 
patent  No.  76,773,  granted  April  14th,   1868,  to  Henry  W. 
Johns,  and  as  to  any  alleged  prior  knowledge  And  use  by 
Johns.     The  Riley  patent  is  not  invalidated   by  the   Hardy 
and  Lay  patent,  No.  94,739,  or  che  Selden  and  Kid  patent, 
No.  83,414,  or  the  French  patent.  No.  94,882,  or  any  of  the 
other  patents  or  matters  put  in  evidence  by  the  defendant. 
VOL.  V — 40 
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The  proof  is  satisfactory  that  the  defendant  has  infringed 
the  first  and  second  claims  of  the  plaintiff's  patent,  and 
there  must  be  a  decree  for  the  plaintiff  for  a  perpetual  in- 
junction and  an  account  of  profits  and  damages,  with  costs. 

George  E,  Betton^  for  the  complainant. 

Jonathan  Marshall^  for  the  defendant. 


The  United  States  and  Foreign  Salamander  Felt- 
ing Company 

The  Asbestos  Felting  Company.    In  Equity.* 

In  a  suit  brought  by  the  owner  of  a  patent  granted  to  R.,  to  have  cancelled 
a  prior  interfering  patent  granted  to  B.,  on  the  ground  that  R.  was  the 
prior  inventor,  it  appeared  that  the  plaintiff  had  obtained  a  judgment 
in  a  suit  at  law  brought  by  him  in  Massachusetts  on  ihe  patent  to  R., 
against  a  party  to  whom  the  defendant  in  this  suit  had  supplied  the  in- 
fringing article  used  by  said  party,  and  that  the  defendant  in  this  suit 
had  employed  and  paid  the  counsel  who  defended  the  other  suit.  The 
record  in  the  other  suit  showed  that  the  issue  in  the  other  suit,  as  be- 
tween B.  and  R.,  was,  on  the  pleadings  therein,  the  same  as  in  this  suit : 
Heldy  that  said  record  was  competent  evidence  for  the  plaintiff  in  this 
suit ;  and  that  the  judgment  in  the  other  suit  concluded  the  defendant 
on  the  question  of  priority  of  invention  as  between  B.  and  R. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  September,  1880.) 

Blatchford,  J. 

The  plaintiff,  as  the  owner  of  patent  No.  114,711,  granted 
May  9th,  187 1,  to  it,  on  the  invention  of  John  Riley,  brings 
this  bill  to  have  cancelled  and  annulled  a  patent  No.  100,354, 
granted  March  ist,  1870,  to  one  Baumann.  The  bill  avers 
that,  on  the  application  of  Riley  for  his  patent,  his  applica- 
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tion  was  put  in  interference  with  the  patent  to  Baumann  ; 
that  priority  of  invention  was  decided  in  favor  of  Riley,  by 
the  Patent  Office,  April  20th,  1871  ;  that  the  defendant 
owns  the  Baumann  patent  ;  that  the  plaintiff  commenced 
suits  at  law,  in  the  Massachusetts  District,  against  two  cor- 
porations, for  infringing  said  patent  by  the  use  of  certain 
material  put  on  their  boilers  and  pipes  by  the  agent  of  the 
defendant  in  this  suit  ;  that  said  suits  were  defended  by  the 
defendant  in  this  suit ;  that  it  set  up,  among  other  defences 
therein,  that  the  said  invention  of  Riley  was  not  new,  by 
reason  of  said  Baumann  patent  and  invention  ;  that  the 
Court,  on  a  trial,  sustained  the  Riley  patent,  by  its  decision, 
and  tiie  defendant  is  concluded  therebv  ;  and  that  the  two 
patents  are  conflicting  and  interfering  patents.  The  bill  al- 
leges that  Riley  was  the  first  inventor.  The  answer  alleges 
that  Baumann  was  the  first  inventor.  It  does  not  deny  that 
the  suits  in  Massachusetts  were  defended  by.it,  or  that  it  set 
up,  among  other  defences  therein,  that  said  invention  of 
Riley  was  not  new,  by  reason  of  said  Baumann  patent  and 
invention.  It  denies  that  the  Baumann  patent  formed  any 
part  of  the  issues  on  which  the  Massachusetts  suit  was  tried  ; 
and  that  the  defendant  is  not  to  be  prejudiced  by  reason  of 
said  suit,  because  it  was  not  a  party  to  it,  and  because  no 
party  having  any  interest  in  the  Baumann  patent  was  a  party 
to  said  suit,  and  because  the  defendant  had  at  that  time  no 
interest  in  the  Baumann  patent.  The  plaintiff  put  in  evi- 
dence, in  this  suit,  the  record  in  one  of  the  Massachusetts 
suits,  that  against  the  Merrimack  Manufacturing  Company, 
under  an  objection  by  the  defendant  that  it  was  incompetent. 
It  appears,  by  the  proofs  in  this  suit,  that  the  defendant  sup- 
plied the  covering  for  boilers  and  pipes  used  by  the  defendant 
in  the  Massachusetts  suit  ;  that  the  president  of  the  defend- 
ant employed  the  coi:nsel  who  defended  that  suit  ;  and  that 
the  defendant  paid  for  the  services  of  said  counsel.  The 
record  in  the  Massachusetts  suit  shows  that  that  suit  was 
brought  on  said  patent  No.  114,711,  with  other  patents  ; 
that  the  answer  in  that  suit  sets  forth  that  the  things  claimed 
in  the  Riley  patent  were,  before  Riley  invented  them,  de- 
scribed in  the  said  patent  granted  to  Baumann,  and  known 
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to  and  used  by  said  Baumann  ;  and  that  the  finding  of  the 
Court  was  that  the  defendant  had  infringed  the  first  and 
second  claims  of  the  Riley  patent. 

It  is  plain  that  the  first  claim  of  the  Baumann  patent  in- 
terferes with  the  three  claims  of  the  Riley  patent.     The  re- 
lief to  be  given  by  the  Court,  under  §  4,918  of  the  Revised 
Statutes,  in   the  case  of  interfering  patents,   is  relief  to  be 
given  on  a  determination  of  the  question  as  to  which  one  of 
the  two  patentees  was  the  first  inventor  of  the  interfering 
matters.     A  reference  to  §  4,904  shows  that  interference  means 
a  dispute  on  the  question  of  priority  of  invention.     That  is  the 
dispute  in  this  suit  as  between  Baum.ann  and  Riley.     That 
was  the  dispute  in  the  Massachusetts  suit,  as  between  Bau- 
mann and  Riley,  the  defendant  in  this  suit  having  defended 
that  suit  and  set  up,  in  the  answer  therein,  that  Riley  was 
not,  and  that  Baumann  was,  the  inventor  of  what  is  claimed 
in  the  Riley  patent.     The  issues  were  the  same,  in  the  two 
suits.     On   the  foregoing  facts,   it   must   be   held,   that  the 
record  in  the  Massachusetts  suit  is  proper  evidence  in  this 
suit,  and  that  the  judgment  in  that  suit  concludes  the  de- 
fendant on  the  question  of  priority  of  invention  as  between 
Baumann  and  Riley. 

There  must  be  a  decree  declaring  the  Baumann  patent  in- 
valid, as  to  its  first  claim,  i-n  the  whole  of  the  United  States, 
as  respects  the  defendant  and  all  persons  who  shall  derive 
title  under  it  to  or  in  said  patent  subsequentl)'  to  the  entry 
of  such  decree,  with  costs. 

George  E,  Betton^  for  the  complainant. 
Jonathan  Marshall^  for  the  defendant. 
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Tobias  New 
Frederick  W.  Lawrence.    In  Equity. 

The  complainant's  reissued  patent  No.  7,920,  dated  October  23d,  1877,  for 
an  improvement  in  constructing  water-proof  cellars,  etc.,  Md  void  for 
want  of  novelty. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  September,  1880.) 

Benedict,  J. 

This  action  is  brought  for  an  injunction  and  to  recover 
damages  for  the  infringement  by  the  defendant  of  a  patent 
for  an  improvement  in  constructing  water-proof  cellars,  cis- 
terns etc.,  reissued  to  the  plaintiff  October  23d  1877  and  num- 
bered 7,920. 

Among  other  defences  is  that  of  want  of  novelty,  and  one 
of  the  questions  'presented  under  this  defence  is  whether  the 
plaintiff's  patent  is  anticipated  by  a  certain  cistern  made  by 
W.  H.  Rankin  at  VVilkesbarre,  Penn.,  in  1865,  some  five  or 
six  years  before  the  date  of  the  plaintiff's  patent. 

On  the  part  of  the  plaintiff,  the  contention  is  that  the 
cistern  built  by  Rankin  does  not  anticipate  the  patent  sued 
on,  because,  as  it  is  said  :  *'  It  was  not  a  cellar,  it  was  a  cis- 
tern— it  was  a  contrivance  not  to  keep  water  out,  but  to 
hold  water  in."  As  my  conclusion  upon  this  question  is  de- 
cisive of  the  case,  I  confine  my  observations  to  this  feature  of 
the  case  and  proceed  to  call  attention  to  the  language  of  the 
patent  sued  on,  for  the  purpose  of  showing  its  scope. 

The  specification  of  the  patent  first  states  that  '*  the  inven- 
tion relates  to  a  new  and  useful  improvement  in  the  construc- 
tion of  sanitary  and  water-proof  cellars,  cisterns,  vaults,  res- 
ervoirs and  all  under-ground  apartments  for  whatever  pur- 
pose, whereby  the  bottom  and  walls  of  such  cellars  and  other 
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places  above  mentioned  are  kept  in  a  sanitary  condition  and 
are  made  perfectly  impervious  to  water."  This  statement  of 
the  subject  matter  of  the  patent  it  will  be  at  once  observed, 
referring  as  it  does  to  cisterns  and  reservoirs  by  name,  covers 
not  only  structures  intended  to  keep  water  out  of  under- 
ground apartments,  but  also  structures  intended  to  contain 
water.  The  specification  next  describes  the  invention  as  fol- 
lows :  "  The  invention  consists  in  the  use  of  successive  layers 
of  roofing-felt  and  asphaltic  or  roofing-cement,  associated 
with  a  layer  of  concrete  or  hydraulic  cement,  combined 
with  gravel  or  other  layers  of  equivalent  material,  applied  as 
hereinafter  more  fully  described."  This  description  would 
seem  intended  to  convey  the  idea  that  a  layer  of  concrete  or 
hydraulic  cement  combined  with  gravel  was  one  essential 
feature  of  the  invention.  But  this  idea  is  dispelled  by  a  sub- 
sequent statement  that  the  employment  of  a  layer  of  con- 
crete is  in  all  cases  optional.  It  would  seem  too,  from  this 
description,  that  the  protecting  wall  or  bulwark  of  mason 
work,  or  other  material  suitable  to  aid  in  resisting  water 
pressure,  which  is  subsequent!}'  mentioned, was  no  part  of  the 
invention.  But  the  subsequent  portions  of  the  specifications 
clearly  point  to  such  protecting  wall  as  an  essential  feature 
of  the  invention,  and  these  portions  of  the  specification  may 
be  considered  as  referred  to  by  the  words,  **  applied  as  here- 
inafter more  fully  described,' V  used  in  the  description  of  the 
'  invention,  and  so  intended  to  form  part  of  that  description. 
The  specification,  after  having  thus  described  the  invention, 
refers  to  an  accompanying  drawing  of  a  cellar  and  gives  a 
detailed  description  of  the  method  of  constructing  first  the 
bottom,  and  then  the  walls  of  a  cellar  according  to  the  plain- 
tiff's process  ;  but  pains  is  taken  to  have  it  understood  that 
the  scope  of  the  patent  is  not  limited  to  the  construction  of 
cellars,  for  the  description  of  a  cellar  which  is  given  by  way 
of  illustration  is  prefaced  by  the  statement,  '*  my  invention 
is  not  limited  to  the  particular  combination  of  the  materials 
heretofore  mentioned,  and  used  as  hereinafter  set  forth,"  and 
is  followed  by  the  statement,  "  as  already  stated  I  do  not 
limit  myself  to  the  particular  combination,  and  the  applica- 
tion of  such  materials  as  herein  described.     The  especial  and 
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most  useful  feature  in  my  invention  is  the  use  of  the  layers 
of  roofing-felt  and  the  layers  of  asphaliic  or  roofing-cement.*' 

The  claim  is  in  the  following  language,  **  In  sanitary 
water-proof  cellars,  cisterns,  vaults,  reservoirs,  and  similar 
underground  receptacles  formed  with  a  solid  or  suitable 
foundation,  the  combination  of  layers  of  roofing-felt  and  of 
asphaltic  or  roofing-cement  substantially  as  I  have  above  de- 
scribed, with  a  layer  of  concrete  cement,  stone,  or  other  suita- 
ble material  for  the  protection  of  the  roofing-felt  and  asphaltic 
or  roofing-cement  and  to  aid  in  resisting  water  pressure,  or 
noxious  gases  where  the  same  exists  substantially  as  for  the 
purpose  above  set  forth.** 

This  claim  also,  plainly  enough,  is  not  confined  to  structures 
intended  to  resist  water  pressure  from  without,  but  is  suffi- 
ciently broad  to  cover  a  cistern  intended  simply  to  contain 
water,  whose  bottom  and  sides  are  constructed  in  the  manner 
described  in  the  patent.  In  the  absence  of  any  language 
pointing  to  a  different  conclusion,  these  provisions  of  the 
patent  itself  compel  the  conclusion  that  the  patent  cannot  be 
understood  to  be  confined  to  structures  intended  to  resist 
water  pressure  from  without,  but  that,  on  the  contrary,  it  was 
framed  with  care  so  as  to  cover  and  secure  to  the  patentee  the 
exclusive  right  to  construct  both  cisterns  and  cellars  by  mak- 
ing the  bottom  and  sides  of  layers  of  roofing-felt  protected 
by  a  layer  of  masonry  or  other  material  sufficient  to  with- 
stand water  pressure  from  within  or  without  as  the  case  may 
be.  This  understanding  of  the  patent  is  borne  out  by  lan- 
guage in  the  original  patent  omitted  in  the  reissue  when  it 
is  said  :  "  By  this  mode  of  construction,  cellars,  etc.,  beneath 
tide-water,  as  well  as  in  other  localities,  may  be  made  water- 
tight, as  well  as  cisterns  and  reservoirs." 

The  construction  I  have  thus  given  to  the  plaintiff's  patent 
is  fatal  to  the  present  action,  for  it  is  proved  and  not  denied 
that  the  cistern  made  by  Rankin  in  VVilkesbarre,  long  prior 
to  the  plaintiff's  patent,  had  bottom  and  sides  formed  of 
layers  of  roofing-felt  and  roofing-cement,  protected  on  the 
inside  by  a  lining  of  brickwork.  As  to  the  method  of  con- 
structing this  VVilkesbarre  cistern  there  is  no  dispute  ;  and 
the  only  answer  that  has  been  made  to  the  fact  is  that  Rankin 
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made  a  cistern  intended  to  hold  water  in,  not  a  cellar  in- 
tended to  keep  water  out.  Bat,  if  I  am  right  in  my  con- 
struction of  the  patent,  this  is  no  answer.  Such  a  cistern,  if 
made  since  the  patent,  would  have,  been  a  clear  infringement 
on  the  patent  as  I  have  construed  it.  Having  been  made 
prior  to  the  plaintiff's  invention,  it  must  of  course  be  held  to 
have  anticipated  it,  and  compels  a  decision  that  the  patent  is 
void  for  want  of  novelty. 

This  view  of  the  case  renders  it  unnecessary  to  consider 
any  other  of  the  various  questions  presented. 

The  bill  is  dismissed,  with  costs. 

Erastus  New^  for  the  complainant. 
Edwin  H,  Brown  for  the  defendant. 


Christopher  C.  Campbell,  Assignee, 
Thomas  L.  James  et  al.     In  Equity.* 

Whether,  in  equity,  the  right  to  recover  gains  and  profits  by  the  assignee  in 
his  own  name  before  the  dectee  allowing  them,  can  pass  by  assignment 
without  the  right  to  the  patent  itself,  quare, 

A  share  of  the  gains  and  profits  assigned  after  the  decree  allowing  them  can 
be  recovered  by  the  assignee  in  his  own  name. 

The  statute  does  not  authorize  an  *'  increase  "  of  gains  and  profits  by  the 
Court. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  September,  1880.) 

Wheeler,  J. 

This  cause  has  been  further  heard,  upon  the  motion  of  the 
defendant  James  for  a  rehearing  in  chief  upon  the  question 
of  prior  knowledge  and  use  at  the  Philadelphia  post-office, 
and  upon  the  exceptions  to  the  master's  report ;  upon  the 
motion  of  the  defendants  Clexton  and  Caswell  for  a  rehear- 
ing upon  the  question  as  to  the  passing  of  the  title  of  Eddy 
to  the  patent  by  his  assignment  for  the  benefit  of  his  credi- 

*  See  James  v.  Campbell,  14  Otto,  356. 
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tors  ;  upon  the  motion  of  the  plaintiff  for  a  rehearing  upon 
the  question  as  to  the  passing  of  Eddy's  right  to  recover 
gains  and  profits  already  accrued  by  the  same  assignment  ; 
and  upon  the  motion  of  the  plaintiff  for  an  increase  of 
damages  to  be  recovered.  The  motion  for  a  rehearing  in 
chief  is  based  upon  some  inaccuracies  in  the  statement  of 
the  age  of  a  witness  in  the  former  opinion,  and  upon  the  sup- 
position that,  because  some  of  the  testimony,  and  of  the 
reasons  leading  to  the  finding,  are  stated,  the  other  evidence 
was  overlooked,  and  no  other  reasons  were  considered.  This 
supposition  is  not  well  founded.  There  was  no  attempt  to 
review  all  the  evidence  or  to  state  all  the  reasons  bearing 
upon  that  question  of  fact,  in  the  opinion.  Nothing  material, 
not  before  considered,  has  been  suggested  as  ready  to  be  of- 
fered in  respect  to  the  exceptions  to  the  master's  report,  nor 
in  respect  to  the  passing  of  Eddy's  title  to  the  patent  by  his 
assignment. 

It  is  urged  that  the  right  to  recover -gains  and  profits 
would  not  pass  without  the  right  to  the  patent  itself.  This  is 
probably  true  at  law,  but,  perhaps,  not  so  in  equity.  The 
right  to  recover  them  by  the  assignee,  in  the  name  of  the 
assignor,  has  not  been  denied  in  any  case  cited  in  argu- 
ment or  that  has  been  seen.  In  this  case,  as  it  stands,  the 
form  of  the  recovery  in  one  name  or  another  is  not  at  all  in 
question.  The  right  to  the  gains  and  profits,  as  between  the 
defendants,  other  than  James,  themselves,  when  recovered, 
only  is  in  controversy.  The  right  of  the  plaintiff  to  the  share 
of  Eddy  has  been  acquired  since  the  decree,  as  a  part  of  a 
sum  already  recovered,  and  not  as  a  right  of  recovery  ac- 
quired before  recovery  had.  There  appears  to  be  no  obsta- 
cle in  the  way  of  acquiring  such  a  right. 

No  damages  have  been  found  in  this  case,  and  there  are 
none,  as  such,  to  be  increased.  The  statute  authorizes  an 
increase  of  damages,  not  an  increase  of  gains  and  profits,  to 
be  recovered.     U.  S.  Rev.  Stat.  §4,919  and  §4,921. 

If  damages  existed  to  be  increased,  the  circumstances  of 
this  case  would  not  warrant  any  increase.  There  has  been 
no  wanton  invasion  of  the  rights  of  the  owners  of  the  patent 
by  the  defendants.     The  use  of  the  invention  in  such  manner 
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as  to  be  accountable  for  the  profits  has  been  rather  desired 
than  otherwise.     This  is  shown  by  the  evidence,  as  well  as 
by  the  fact  that  no  injunction  has  been  asked  for. 
The  motions  are  denied. 

Marcus  P,  Norton^  for  the  complainant. 

Steivart  L,   Woodford y  E.  D,  Bettens^  and  H.  J,  Avert//,  for 
the  defendants. 


David  A.  Secombe,  Administrator, 

vs, 
Christopher  C.  Campbell  et  al.     In  Equity. 

The  defendant,  Campbell,  had  in  a  prior  suit  recovered  a  decree  against  the 
defendant  James  for  profits  accrued  b)'  reason  of  the  infringement  of  ? 
patent.  In  the  present  suit  the  complainant  alleged  that  he,  and  not 
Campbell,  was  the  owner  of  the  said  patent,  and  prayed  that  an  assign- 
ment to  the  said  Campbell,  which  had  not  been  intended  to  convey  the 
said  patent,  be  reformed,  if  it  had  by  mistake  conveyed  it,  and  that  the 
defendant  James  be  restrained  from  paying  to  the  said  Campbell  the 
amount  which  had  been  decreed  to  be  paid  to  him  in  the  prior  suit. 
There  were  no  allegations  of  infringement  by  the  defendant  James  in 
the  present  suit.  The  defendant  James  demurred  to  the  bill,  and  the 
court  sustained  the  demurrer. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  September.  i38o.) 

Wheeler,  J. 

This  cause  has  been  heard  upon  the  demurrer  of  the  de- 
fendant James  to  the  bill  of  complaint.  The  substance 
of  the  case  made  by  the  bill  is  that  the  plaintiff's  intestate 
held  the  title  to  a  patent  ;  that  an  assignment  of  patents  was 
made  by  him  as  president  of  a  corporation,  which  was  not 
intended  to  convey  that  patent,  and  did  not,  in  fact,  to  the 
defendant  Ingalls  ;  that  she  made  an  assignment  of  it  to  the 
defendant  Campbell,  who  has  brought  suit  against  the  de- 
fendant, James,  for  an  infringement,  to  which  the  defendant, 
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Eddy,  has  become  a  party,  because  he  claims  an  interest  in 
the  patent,  and  in  which  suit  Campbell  has  obtained  a  de- 
cree in  his  favor,  upholding  his  title,  on  the  ground  that  the 
assignment  did  convey  the  patent.  The  prayer  is  that,  if  the 
assignment  did  convey  the  patent,  it  may  be  reformed  to 
conform  to  the  intentions  of  the  parties,  and  that  they,  or,  if 
the  patent  was  not  conveyed,  the  defendant  James,  be  re- 
strained from  paying  the  amount  decreed  to  Campbell,  and 
be  decreed  to  pay  it  to  the  plaintiff,  and  for  general  relief. 

There  is  no  allegation  of  any  infringement,  in  fact,  by  the 
defendant  James.  The  only  allegation  upon  that  subject  is 
that  Campbell  has  brought  the  bill  against  him  for  an  in- 
fringement, and  has  succeeded  in  establishing  it  by  decree. 
This  bill  is  not  brought  against  James  for  an  infringement 
upon  the  rights  of  the  plaintiff's  intestate,  but  rests  upon  the 
right  of  the  plaintiff  to  what  has  been  decreed  from  James 
to  Campbell  in  the  suit  oetween  them.  Neither  is  this  in  any 
sense  a  creditors*  bill  to  reach  the  property  of  Campbell  m 
the  hands  of  James  for  the  satisfaction  of  any  debt  due  from 
Campbell  to  the  plaintiff  in  the  right  of  the  intestate.  The 
substance  of  it  is  that  the  plaintiff's  intestate  was  either  the 
legal  or  the  equitable  owner  of  the  patent  ;  that  Campbell 
has  obtained  a  decree  against  James  for  infringement  of  the 
patent  ;  and  that  the  plaintiff  has  the  right  to  the  recovery 
which  Campbell  has  shown  himself  entitled  to.  This  claim 
cannot  rest  upon  any  privity  between  the  plaintiff,  or  his  in- 
testate, and  Campbell,  entitling  the  plaintiff  to  stand  upon 
the  decree  in  favor  of  Campbell  as  conclusively  establishing 
the  infringement  by  James, 

That  suit  was  brought  for  an  infringement  upon  Camp- 
bell's rights,  and  the  decree  is  conclusive  between  the  par- 
ties and  their  privies  upon  all  questions  as  to  that  infringe- 
ment while  it  stands.  This  suit  is  not  brought  for  any 
infringement,  in  fact,  but  is  brought  to  reach  the  avails 
of  the  infringement  established  by  that  decree  upon  the 
rights  of  Campbell.  If  the  rights  infringed  upon  are  Camp- 
bell's, they  are  not  the  plaintiff's,  and  were  not  his  intestate's, 
and  the  plaintiff  has  no  right  to  the  fruits  of  the  infringe- 
ment ;  if  they  are  the  plaintiff's,  this  suit  is  not  adapted  to 
reach  them. 
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If  the  plaintiff  stood  upon  the  fact  that  Campbell  holds 
under  his  intestate,  he  might,  with  plausibility,  claim  that 
an  adjudication  in  favor  of  Campbell  was  conclusive  in  his 
favor  on  account  of  the  privity  ;  but  he  does  not  so  stand. 
The  whole  foundation  of  his  case  is  that  Campbell  acquired 
no  rights  from  the  intestate,  and  that  they  have  all  remained 
to  him.  There  can  be  no  privity  of  estate  or  title  when  no 
estate  or  title  passes. 

If  Campbell  did  acquire  the  right  to  the  patent,  the 
plaintiff  has  no  right  to  it,  and  no  case  ;  if  he  did  not,  there 
is  no  privity  between  them  through  which  the  conclusive- 
ness of  the  decree  can  reach  him.  The  ability  of  the  plain- 
tiff to  maintain  a  suit£igainst  James  depends  upon  his  having 
such  a  title  to  the  patent  as  will,  under  the  statutes  of  the 
United  States  relating  to  patents,  give  the  right  to  sue  for  an 
infringement.  Gibson  v.  Cook^  2  Blatchf.  C.  C.  R.,  144  ;  Gor^ 
don  \ .  Anthony,  16  Blatchf.  C.  C.  R.,  234.  The  plaintiff's  bill 
sets  up  such  a  title,  but  not  any  infringement  of  the  right. 
It  shows  a  recovery  by  Campbell,  but  fails  to  show  anything 
entitling  the  plaintiff  to  Campbell's  recovery. 

The  demurrer  is  sustained,  the  bill  is  adjudged  insuffi- 
cient, and  a  decree  ordered  dismissing  the  bill  as  to  James, 
with  costs. 

David  A.  Secombe^  complainant, /r^  j^. 

Marcus  P,  Norton,  Steivart  L.  Woodford^  E.  D.  Bettens^  and 
U,  /.  Avcrill,  for  the  defendants. 


Charles  H.  Dunks 

vs. 

Truman  N.  Grey.     In  Equity. 

Tfic  defendant  and  his  minor  son  were  in  the  employ  of  a  third  party,  living 
in  Boston,  in  the  management  of  a  business  carried  on  in  Philadelphia. 
This  suit  was  brought  against  the  defendant  alone  for  the  infringement 
of  the  complainant's  patent  by  selling  fnfringing  articles  in  the  said  busi* 
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ness,  and  an  injunction  was  issued  restraining  him  from  further  infringe- 
ment. The  minor  son  of  the  defendant,  thereafter,  committed  further 
acts  of  infringement.  Upon  a  motion  for  an  attachment  against  the  de- 
fendant, based  upon  the  acts  of  his  minor  son  :  Held^  under  the  circum- 
stances of  the  case,  that  the  attachment  should  issue  unless  the  defendant 
obtained  from  his  son  an  agreement  to  abstain  from  further  infringement 
of  the  patent. 

(Before  Butler,  J.,  Eastern  District  of  Pennsylvania,  September,  1880.) 

The  facts  in  this  case,  which  arose  upon  a  motion  to  attach 
the  defendant  for  the  breach  of  an  injunction,  are  as  fol- 
lows : 

The  complainant,  Charles  H  Dunks,  was  a  manufacturer 
of  bed-bottoms  under  letters  patent,*  No.  99,765,  February 
15th,  1870;  No.  142,377,  September  2d,  1873,  and  reissued 
letters  patent  No.  6,338,  March  i6th,  1875  (original  No. 
53,706  April  3d,  1866).  The  complainant  had,  previously  to 
commencing  this  suit,  brought  other  suits  upon  his  patents, 
and  obtained  decrees  in  his  favor.  At  the  time  of  commenc- 
ing this  suit,  another  suit  was  pending  against  Hermon  W. 
Ladd,  in  the  Circuit  Court  for  the  Southern  District  of  New 
York  ;  said  Ladd  having  his  principal  place  of  business  in 
Boston,  with  branch  houses  in  New  York,  Philadelphia,  and 
Chicago.  The  defendant,  Truman  N.  Grey,  and  his  minor 
son,  Elmer  H.  Grey,  were  both  in  the  employ  of  Ladd  at  his 
Philadelphia  house.  On  February  7th,  1880,  the  complain- 
ant filed  his  bill  in  this  court  against  Truman  N.  Grey  for 
infringement  of  his  patents  by  selling  bed-bottoms.  By  in- 
terlocutory decree  the  court  enjoined  the  defendant  from 
continuing  the  manufacture,  use  or  sale  of  the  infringing 
articles.  Bed-bottoms  infringing  the  complainant's  patents 
having  subsequently  been  sold  at  Ladd's  place  of  business 
in  Philadelphia,  a  rule  was  applied  for,  and  granted,  that  the 
defendant  show  cause  why  an  attachment  should  not  be  is- 
sued against  him  for  the  violation  of  the  injunction.  On  the 
return  of  the  rule,  the  sale  of  the  infringing  articles  was  ad- 
mitted, but  the  defendant  upon  affidavits  of  himself  and  his 
son  alleged  that  he  was  a  travelling  salesman  in  the  employ 
of  Ladd  ;  that  he  had  not  personally  sold  any  of  the  infring- 
ing bed-bottoms  ;  that  his  minor  son,  Elmer  H.  Grey,  was  the 
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manager  of  the  business  ;  and  that  the  latter,  notbeing^  named 
in  the  injunction,  had  continued  the  business  as  usual.  The 
court,  thereupon,  by  agreement  of  counsel  on  both  sides,  re- 
ferred the  matter  to  the  master  to  take  testimony  and  report 
the  facts,  together  with  his  opinion  respecting  the  propriety 
of  granting  the  attachment  applied  for. 

The  master  reported,  recommending  that  the  attachment 
issue.  The  matter  then  came  before  the  court  upon  excep- 
tions to  the  master's  report. 

Butler,  J. 

The  court  is  of  opinion  that  the  exceptions  should  be  dis- 
missed and  the  master's  report  confirmed,  but  will  not  issue 
the  attachment  if  the  respondent  will  obtain  from  his  son, 
and  file  in  court  an  agreement  to  refrain  from  hereafter 
manufacturing  or  selling  the  articles  which  infringe  the 
complainant's  patents. 

George  W.  Dyer  and  Thomas  J,  Grier^  for  the  complainant. 

J,  E,  ShaiVy  for  the  defendant. 


Lemuel  W.  Bignall 

vs. 

Horace  J.  Harvey  et  al.     In  Equity.* 

The  reissued  letters  patent  granted  to  John  Deuchfield,  January  i6tb.  1872, 
for  an  **  improvement  in  cooling  and  drying  meal,"  on  the  surrender  of 
an  original  patent  granted  to  John  Denchfield,  April  20th,  1858,  are  valid. 

A  prior  French  patent  held  not  to  invalidate  the  Deuch field  patent,  because 
its  description  and  drawings  did  not  furnish  such  clear  and  definite  in- 
formation as  to  enable  a  skilled  person,  beyond  any  reasonable  doubt, 
by  following  them,  without  aid  from  anything  not  known  when  Ihey 
were  made,  to  construct  an  apparatus  like  the  plaintiff's. 

Although  the  original  patent  surrendered  was  one  granted  to  John  Defrch- 
field,  and  the  reissue  was  to  John  Dewchfield,  yet,  it  appearing  the  real 

*  18  Blatchf.  C.  C.  R.,  353. 
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name  of  the  inventor  was  De/icbfield,  and  that  the  mistake  in  the  reissued 
patent  was  a  clerical  one,  made  in  the  Patent  Office,  and  that  no  question 
as  to  the  identity  of  the  person  had  been  raised  in  the  proofs,  and  that 
the  reissue  was  in  fact  granted  to  the  same  person  to  whom  the  original 
was  granted,  it  was  held  that  the  mistake  was  of  no  importance. 

(Before  Blatchford,  J.,  Northern  District  of  New  York,  October,  1880.) 

Blatchford,  J. 

This  suit  is  brought  on  reissued  letters  patent  granted  to 
John  Deuchfield,  January  i6th,  1872,  for  fourteen  years 
from  April  20th,  1858,  for  an  'improvement  in  cooling  and 
drying  meal.**  It  is  the  same  patent  which  was  the  subject 
of  the  suit  in  Herring  v.  Nelson^  14  Blatchf.  C.  C.  R.,  293.  In 
that  case,  after  full  consideration,  the  reissued  patent  was 
sustained  against  the  objections,  that  it  was  not  for  the  same 
invention  as  the  original  patent ;  that  new  matter  had  been 
introduced  into  the  specification  of  the  reissue,  contrary  to 
the  statute  ;  and  that  the  patentee  was  not  the  first  inventor 
of  what  is  claimed  in  the  first  claim  of  the  reissued  patent. 

The  defendants  in  the  present  case  do  not  ask  for  a  review 
or  reconsideration  of  any  of  the  specific  questions  disposed  of 
in  the  former  case.  But  two  new  matters  are  brought  up  on 
the  question  of  novelty.  One  is  a  patent  granted  in  Eng- 
land, December  8th,  1853,  to  Joseph  Robinson.  The  other 
is  an  addition  granted  July  31st,  1840,  to  a  French  patent 
granted  April  21st,  1837,  to  one  Cartier. 

The  Robinson  patent  cannot  be  held  to  be  an  anticipa- 
tion. It  is  clear,  from  the  drawings  of  the  plaintiff's  patent, 
that  the  curbs  of  the  mills  are  open  curbs,  as  distinguished 
from  close  curbs,  that  is,  are  the  open  curbs  which  were  in 
general  use  in  American  mills  at  the  time.  Open  curbs  are 
curbs  or  covers  over  the  upper  mill-stone,  provided  with  a 
circular  opening  over  the  eye  of  the  upper  stone.  This  en- 
ables the  air  in  the  plaintiff's  arrangement  to  pass  over  the 
top  of  the  upper  stone,  and  through  the  annular  space  be- 
tween the  outer  edges  of  the  stones  and  the  inside  of 
the  curb,  and  thence,  with  the  meal,  through  the  closed 
meal  spouts  into  and  through  the  closed  meal  chest.  In 
the  Robinson  patent,  the  small  orifice  in  the  centre  of 
the  top  of  the  curb  is  tightly  stopped  up  by  a  tube  which 
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extends  downward  into  the  eye  of  the  upper  stone,  the 
outside  of  the  tube  fitting  the  interior  of  the  eye.  The 
object  must  have  been,  as  the  necessary  operation  was,  to 
prevent  the  passage  of  air  over  the  top  of  the  upper  stone,  in- 
side of  the  curb,  and  to  force  it  to  go  down  into  the  e5"e  and 
between  the  grinding  faces  of  the  stones.  Thus,  the  opera- 
tion is  the  reverse  of  that  in  the  plaintiff's  patent.  Moreover, 
Robinson  has  no  current  of  air  traversing  the  length  of  the 
meal  chest  and  carrying  off  the  moisture  which  rises  from 
the  meal  as  the  screw  conveyer  operates  upon  it.  The  ele- 
ments combined  in  Robinson's  are  not  there  combined  in  the 
same  way  as  in  the  plaintiff's  patent,  to  produce  the  same 
result,  by  the  same  mode  of  operation. 

As  to  the  Cartier  arrangement,  which  is  the  one  most  ear- 
nestly pressed,  I  have  examined  with  care  all  the  evidence  in 
regard  to  it.  It  would  be  unprofitable  to  discuss  such  evi- 
dence minutely.  It  is  sufficient  to  say,  that  the  description 
and  drawings  of  Cartier  do  not  furnish  such  clear  and  defi- 
nite information  as  to  enable  a  skilled  person,  beyond  any 
reasonable  doubt,  by  following  them,  without  aid  from  any- 
thing not  known  when  they  were  made,  to  construct  an  ap- 
paratus like  the  plaintiff's.  They  do  not  meet  the  require- 
ment of  law  in  regard  to  what  is  necessary,  in  a  prior  de- 
scription and  drawings,  to  defeat  a  subsequent  patent. 
They  are  neither  full,  nor  clear  nor  exact. 

The  only  other  point  urged  in  defence  is,  that  the  original 
patent  was  granted  to  John  De^jchfield  and  that  the  reissue 
is  to  John  Dei/chfield  and  is,  therefore,  void.  The  reissued 
patent  states  that  the  original  was  issued  to  **  him,"  that  is, 
John  De^/chfield,  that  it  has  been  surrendered  and  cancelled, 
and  that  a  new  patent  has  been  ordered  to  issue  to  '*  him." 
The  plaintiff  has  put  in  evidence  a  certificate  of  extension, 
which  states,  that,  on  the  petition  of  John  Dea/chfield  for  the 
extension  of  the  patent  granted  to  him  April  20th,  1858,  and 
reissued  January  i6th,  1872,  it  is  extended  for  seven  years 
from  April  20th,  1872.  A/i  original  patent  is  in  evidence 
which  was  granted  to  John  Dewchfield  April  20th,  1858,  for 
fourteen  years  from  that  day,  and  there  is  no  dispute  that 
that  is  the  patent  which  was  surrendered  when  the  reissued 
patent  to  John  Dez/ch field  was  granted,  and  that  no  original 
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patent  was  granted  to  John  De//chfield  unless  the  one  so 
granted  to  John  De^chfield  was  one.  The  real  name  of  the 
man  was  De/zchfield.  The  mistake  was,  clearly,  one  made  in 
the  Patent  Office,  a  clerical  and  accidental  mistake,  in  tak- 
ing the  letter  n  to  be  the  letter  u. 

The  defendants  did  not,  at  any  stage  of  the  taking  of  the 
proofs  in  the  cause,  raise  any  question  as  to  the  identity  of 
the  person  to  whom  the  reissue  was  granted  with  the  original 
patentee,  either  when  the  documentary  proofs  were  being 
put  in,  or  when  the  oral  testimony  was  being  taken.  In  the 
defendants'  proofs,  the  questions  to  their  witnesses  and  the 
answers  thereto  refer  to  the  reissue  as  having  been  granted 
to  John  De«chfield,  and  as  having  been  granted  to  the  same 
person  to  whom  the  patent  of  April  20th,  1858,  was  granted. 
If  the  point  had  then  been  suggested,  doubtless  the  plaintiff 
would  have  proved,  in  fact,  the  identity  of  John  Dewchfield 
with  John  De/zchheld.  Such  identity  seems  to  have  been 
shown  in  Herring  v.  NeUon^  the  evidence  in  which  case  is 
made  part  of  this  case  by  stipulation  and  notice.  The  ques- 
tion is  one  of  identity  merely.  Janes  v.  Whitbread^  11  C.  B., 
406  ;  Jackson  v.  Boneham^  15  Johns,  226  ;  Jackson  v.  Codyy  9 
Cowen,  140.  The  defendants  gave  no  evidence  to  show  that 
there  was  any  such  person  as  John  De//chfield  or  that  the  re- 
issue was  not  intended  to  be  issued,  or  was  not  in  fact  issued, 
to  the  same  person  to  whom  the  original  patent  was  granted. 
Indeed,  there  is  sufficient  in  the  proofs,  in  the  evidence  given 
by  the  plaintiff,  as  a  witness,  to  show  that  the  person  to 
whom  the  original  patent  was  granted,  and  whose  name  was 
John  De/zch field,  was  the  person  to  whom  the  reissue  was 
granted.  Such  proof  is  always  competent  in  a  case  like  this. 
Jackson  v.  Stanley^  10  Johns.,  133.  See  Northwestern  Fire 
Extinguisher  Co,  v.  Philadelphia  Fire  Extinguisher  Co,y  6  Off. 
Gaz.  of  Pat.  Office,  34. 

Infringement  of  the  first  claim  of  the  reissue  is  proved,  and 
not  contested.     As  the  patent  has  expired,  there  can  be  no 
injunction,  but  the  plaintiff  is  entitled  to  the  usual  decree  in 
other  respects,  in  regard  to  said  first  claim. 
VOL.  V— 41 
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Benjamin  F,  Thurston  and  Edward  S,  Jenney^  for  the    com- 
plainant. 

George  Harding  and  George  B.  Seldeny  for  the  defendants. 
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ABANDONED    EXPERIMENTS. 

See  Anticipation,  3. 

ABANDONMENT, 

1.  Sales  in  the  usaal  course  of  business,  whether  absolute  or  con- 
ditional, if  they  are  sales  of  the  patented  article,  work  a  forfeiture. 
A  single  sale  has  this  effect,  as  w«ll  as  a  larger  number.     Henry 

V.  Francestown  Soap-stone  Stove  Company.  108 

2.  On  February  25th,  1^64,  the  inventor  placed  his  application  in  the 
hands  of  his  solicitors,  to  be  by  them  presented  to  the  Patent 
Office.  The  application,  however,  for  some  unexplained  reason, 
was  not,  in  fact,  filed  tbere  until  December  2d,  1865.  It  contained 
five  claims,  the  first  of  which  embraced  the  invention  now  in  con- 
troversy. On  December  30lh,  1865,  the  first  three  claims  were  re- 
jected, an  offer  being  made  at  the  time  to  allow  the  other  two 
claims.  This  offer  was  not  accepted,  and  on  March  24th,  1866,  an 
amended  claim  was  filed  in  place  of  the  first  rejected  claim.  This 
referred  to  the  invention  now  in  controversy.  On  April  4th,  1866, 
this  claim  was  rejected.  On  February  nth,  1867,  the  first  applica- 
tion being  still  pending,  with  the  action  of  the  Patent  Office  as 
stated,  a  second  application  was  filed  containing,  among  others, 
the  two  claims  now  in  suit.  In  June,  1867,  the  claim  which  em- 
braced the  invention  now  in  controversy  was  withdrawn  from  the 
first  application,  and  on  July  23d,  1867,  a  patent  was  issued  on  said 
first  application.  As  issued,  that  patent  did  not  include  the  inven- 
tion now  in  suit.  On  February  nth,  1868,  a  patent  for  the  inven- 
tion now  in  controversy  was  issued  on  the  second  application,  a 
description  of  which  was  contained  in  the  original  specifications 
and  drawings  which  accompanied  the  first  application.  Held^  that 
the  period  of  two  years  within  which  the  patentee  was  required  by 
law  to  apply  for  a  patent  for  the  invention  in  controversy,  which 
was  patented  by  the  second  patent,  must  be  reckoned  back  from 
the  date  of   the  first   application,  viz.  December  2d,  1865  ;   and 
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that,  for  the  purpose  of  determining  when  this  period  of  two 
years  commenced  to  run,  the  second  application  must,  under  the 
circumstances  of  this  case,  be  treated  as  a  continuation  of  the  first, 
and  both  part  of  one  proceeding.  Jleld^  also,  that,  under  the  above 
circumstances,  the  patentee  had  a  right  to  apply  for  and  obtain  the 
second  patent  for  the  invention  in  controversy.  Graham  v.  Mc- 
Connie  k.  244 

See  Dedication,  i,  2 ;  Design   Patent,  i,  3 ;  Evidence,  5  ; 
Experiment,  1,5  ;  Prior  Use,  i  ;  Public  Use,  3  ;  Valii>- 

ITY,  I. 

ACCOUNTING. 

See  Jurisdiction,  i. 

ACQUIESCENCE. 

1.  The  letters  patent  prima  facie  establish  that  the  complainant's  im- 
provement is  a  patentable  invention,  and  strongly  confirmatory  of 
this  view  is  evidence  showing  the  favorable  acceptance  by  the  pub- 
lic of  the  improvement,  and  its  recognition  and  adoption  by  the 
trade  as  something  new  and  meritorious.  Strobridgc  v.  Lim/say^ 
Stern tt  &*  Co,  411 

See  Injunction,  14. 

ACTION   AT   LAW. 

See  Res  Adjudicata,  2,  3. 

ACTION    OF   PATENT  OFFICE. 

See  Abandonment,  2 ;  Attorney,  i  ;  Date  of  Application, 
I ;  Particular  Patents,  69. 

AGENT. 

See  Infringement,  i. 

AGGREGATION. 

I.  A  mere  aggregation  of  parts,  iti  which  each  device  performs  its  sep- 
arate function,  without  producing  anything  new  in  operation  or 
result  by  the  combination,  is  not  patentable.  Double  Pointed  Tack 
Co,  V.  Mann,  4C,5 

See  Particular  Patents,  29. 
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AMENDMENT. 

See  Attorney,  i  ;  Practice,  2,  4  ;  Term  of  Patent,  i. 

ANSWER. 

I.  A  suit  for  the  infringement  of  a  patent,  in  usinp;  school  furniture 
in  the  schools  of  the  city  of  New  York,  was  brought  against  the 
city  and  the  Board  of  Education,  the  latter  being  a  corporation 
within  that  of  the  city,  and  in  charge  of  its  schools.  Answers  were 
put  in  and  proofs  taken.  During  the  pendency  of  the  suit,  two 
successive  successors  to  the  Board  of  Education  were  created,  the 
last  one  being  also  called  by  the  same  name.  It  was  summoned  to 
appear  as  a  defendant,  but  did  not.  The  bill  was  not  taken  pro 
confesso  against  it.  The  case  was  heard  and  decided  without  ob- 
jection. After  a  decree  for  the  plaintiff,  the  new  Board  of  Educa- 
tion filed  an  answer.  The  plaintiff  moved  to  take  it  from  the  file  : 
//«•/</,  that  the  motion  must  be  granted.  Alien  \.  Mayor^  etc.^of 
New  York.  461 

See  A'lTORNEV.  i;  Evidence,  i,  2,  8  ;    Practice,  2;   Term  of 
Patent,  i. 

ANTICIPATION. 

1.  Features  of  construction,  indispensable  to  the  operation  of  a 
machine  for  the  purpose  for  which  it  is  intended,  cannot  be  disre- 
garded in  determining  whether  such  machine  anticipates  a  subse- 
quent patent.     Gottfried  v,  Phillip  Best  Brewing  Co.  4 

2.  Old  instruments  placed  in  new  and  diflerent  organizations,  produc- 
ing in  such  situation  different  results,  or  the  same  results  by  a  new 
and  different  mode  of  operation,  do  not  prevent  such  newly  organ- 
ized mechanism  from'  being  patentable.     Id,  4 

3.  To  justify  a  court  in  overthrowing  a  patent  granted  for  what  ap- 
pears to  be  a  new  and  useful  invention  or  improvement,  on  the 
ground  that  the  device  has  been  anticipated  by  another  and  earlier 
invention,  the  court  should  be  well  satisfied  by  clear  and  credible 
testimony,  that  the  alleged  earlier  invention  actually  existed  ;  that 
it  was  a  perfected  device,  capable  of  practical  use,  and  that  it  was 
embodied  in  distinct  form,  and  carried  into  operation  as  a  complete 
thing,  and  was  not  merely  an  unperfected  or  abandoned  experi- 
ment.    Id.  4 

4.  Evidence  of  the  construction  of  prior  similar  devices,  merely  of  an 
experimental  character,  will  not  defeat  a  subsequent  patent.  Al- 
though what  others  had  previously  done  may  have  suggested  to  the 
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patentee  the  device  which  he  finally  adopted,  such  fact  will  not  in- 
validate his  patent,  if  he  was  the  first  to  produce  a  practical  device. 
IVhitlUsey  v.  Ames,  96 

5.  An  anticipating  device  which  was  complete  in  its  construction  and 
which  was  used  sufficiently  to  demonstrate  its  practicability  held  to 
defeat  a  patent  for  the  invention,  although  the  use  of  the  anticipat- 
ing device  had  been  discontinued.     McNish  v.  Everson.  4S4 

See  Attorney,  i  ;  Date  of  Invention,  i  ;  Estoppel,  2,  3,  4  ; 
Evidence,  4 ;  Expfriment,  i  :  Particular  Patents,  12, 
1^1  37 J  94  ;  Prior  Patents,  i,  4,  5. 

APPLICATION. 

See  Abandonment,  2  ;  Attorn ey»  i ;  Date  of  Application, 
I ;  Date  of  Invention,  i  ;  Joint  Invention,  i. 

ARTICLE  OF  MANUFACTURE. 

See  Particular  Patents,  125. 

ASSIGNEE. 

1.  An  assignee  of  a  patent,  who  buys  for  a  valuable  consideration, 
without  notice  of  an  outstanding  equitable  claim  to  the  patent,  not 
recorded  in  the  Patent  Ofiice,  is  not  affected  by  such  claim.  Camp- 
bell V.  James.  354 

2.  Whether,  in  equity,  the  i>ght  to  recover  gains  and  profits  by  the  as- 
signee in  his  own  name,  before  the  decree  allowing  them,  can  pass 
by  assignment,,  without  the  right  to  the  patent  itself,  quart.  Camp^ 
bell  V.  jfames.  624 

3.  A  share  of  the  gains  and  profits  assigned  after  the  decree  allowing 
them  can  be  recovered  by  the  assignee  in  bis  own  name.     Id.  C24 

See  Assignment,  6. 

ASSIGNMENT. 

I.  Where  L.,  the  transferee  of  a  right  under  letters  patent,  transferred 
to  another  only  his  right,  title  and  interest,  K.,  who  subsequently 
acquired  such  interest,  is  chargeable  with  notice  of  what  he  might 
have  learned  as  to  the  true  extent  of  such  interest,  by  inquiring  of 
11.,  named  in  the  transfer  from  L.  as  the  grantor  to  L.,  although 
the  transfer  from  L.  stated  the  interest  in  L.  as  being  greater  than 
it  really  was,  H.  not  being  a  parly  to  such  transfer.  Hamilton  v. 
Kingsbury,  157 
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2.  On  November  25lh,  1865,  the  inventor  made  a  contract  with  W.  and 
Y.  that  they  should  have  the  exclusive  right  to  manufacture  and  sell 
the  improvement  in  the  machine,  and  that  that  right  should  con- 
tinue until  the  patent,  about  to  be  applied  for,  expired  ;  and  the  in- 
ventor agreed  that  before  the  letters  patent  should  issue  for  the  in- 
vention, he  would  make  such  necessary  assignment  that  the  patent 
might  issue  to  all  the  parlies  jointly,  each  to  have  an  undivided 
one-third  interest  therein.  The  inventor,  thereupon,  and  on  the 
same  day,  executed  an  instrument  which,  after  reciting  that  where- 
as he  and  W.  and  Y.  had  agreed  to  purchase  from  him  all  the  right, 
title  and  interest  which  he  had  in  the  invention,  through  the  grant 
of  letters  patent  therefor,  therefore,  he,  the  inventor,  assigned  to 
himself  and  W.  and  Y.  the  full  and  exclusive  right  to  said  inven- 
tion of  all  the  improvements  made  by  him,  as  fully  set  forth  and 
described  in  specification  which  he  had  prepared  for  the  purpose  of 
obtaining  a  patent.     On  July  23d,   1867,  the  letters  patent  were 

•  issued,  upon  the  first  application,  to  the  inventor  and  W.  and  Y.  ; 
and,  on  February  nth,  1868,  the  letters  patent  were  issued  upon 
the  second  application  to  the  inventor  alone,  who  assigned  them  to 
the  complainant.  These  last-mentioned  letters  patent  included 
the  two  claims  in  controversy  here.  Held^  that  whatever  equitable 
claim  of  title  W.  and  Y.  might  have  in  the  last-mentioned  letters 
patent,  the  complainant  held  the  legal  title  thereto,  and  could  main- 
tain this  suit  thereon  in  his  own  name.     Graham  v.  McCormick.       244 

3.  The  patentee  having,  by  an  instrument  not  recorded,  assigned  the 
right  to  make  and  sell  the  patented  articles  within  a  specified  terri- 
tory, comprising  two  counties  in  the  State  of  Illinois,  and  having, 
afterward,  by  a  conveyance  duly  recorded,  conveyed  **  all  his  right, 
title  and  interest  in  and  to*'  the  letters  patent  for  a  territory  com- 
prising the  whole  of  said  State  :  Held^  that  the  latter  conveyance 
only  operated  to  transfer  such  rights  as  remained  in  the  grantor 
after  the  assignment  of  the  right  to  make  and  sell  first  referred  to, 
and  was  subject  thereto.      Turnbull  v.   Weir  Plough  Co.  28S 

4.  The  decision  in  Turnbull  \.  Weir  Plough  Co.^  i  Bann.  &  Ard.,  544, 
reviewed  upon  the  final  hearing  of  the  case,  and  followed.     Id,  2S8 

5.  A  conveyance  of  a  right  to  make  and  sell  a  patented  article  includes 
the  right  to  use  it.     Id.  283 

6.  In  this  suit,  the  plaintiff,  as  assignee  of  letters  patent,  was  held  to 
be  entitled  to  recover  for  infringement  before  the  assignment  to  him 

as  well  as  for  that  after.     Campbell  v.  James.  354 

7.  There  must  be  some  operative  words  expressing,  at  least,  an  inten- 
tion to  assign,  in  order  to  constitute  an  assignment  of  a  patent. 

^<^'  354 
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8.  An  assignment  of  a  claim  for  the  use  of  a  patented  invention  is  not 
an  assignment  of  the  patent.     Jd,  354 

See  Assignment  for  the  Benefit  of  Creditors,  1 ;  Estop- 
pel, I ;  License.  2,  5  ;  Parties,  3. 

ASSIGNMENT   FOR  THE  BENEFIT  OF 

CREDITORS. 

I.  A  general  assignment  to  a  trustee  for  the  benefit  of  creditors,  ex- 
cepting ^11  the  property  exempt  by  law  from  levy  and  sale  on  ex- 
ecution, does  nut  carry  an  interest  in  letters  patent  Campbell  v. 
James,  354 

ATTACHMENT. 

I.  A  preliminary  injunction  restraining  the  use  of  a  machine,  de- 
scribed with  particularity  and  detail  the  machine  to  which  it  was  in- 
tended to  apply,  and  the  defendant,  after  the  injunction,  made  and 
sold  a  machine  somewhat  different,  and  for  which  a  patent  was  is- 
sued to  him  :  HeU^  that  the  question  raised  by  the  manufacture  and 
sale  of  the  new  machine  could  not  properly  be  presented  by  a 
motion  for  an  attachment  for  contempt.  Onderdottk  v.  Fan- 
ning. 431 

See  Contempt,  i,  4. 

ATTORNEY. 

I.  The  original  application  for  a  patent  for  springs  protected  by  japan 
and  tempered  by  the  heat  used  in  baking  on  the  japan,  filed  in 
July,  i863,  said  nothing  about  tempering  or  heat,  and  was  confined 
to  japanning,  to  protect  from  corrosion.  Eagleton,  the  applicant, 
authorized  his  attorneys  to  amend  the  application.  It  was  rejected 
in  July,  1868.  Eagleton  died  in  February,  1870.  The  attorneys 
renewed  the  application  as  in  his  name,  in  December,  1870,  the 
specification  was  afterward  twice  amended  by  them  in  his  name, 
and  the  patent  was  then  granted,  neither  Eagleton  nor  his  personal 
representative  having  made  oath  to  the  amendments.  Springs 
tempered  by  the  process  described  in  the  patent  existed  before  its 
date  :  Held,  that  the  application,  as  made,  did  not  take  the  inven- 
tion patented  back  to  its  date,  and  that  the  proof  did  not  carry  the 
invention  by  Eagleton  of  the  patented  spring  back  of  the  date  of 
springs  made  by  others  like  the  patented  spring.  Heid^  also,  that 
^  the  death  of  Eagleton  revoked  the  attorneyship,  and  the  amend- 
ments to  the  specification  were  unauthorized,  being  for  a  different 
invention  ;  and  that  the  last  named  objection,  though  not  specially 
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taken  in  the  answer,  is  available  under  a  denial  of  infringement 
and  the  assertion  of  a  right  to  make  the  tempered  springs. 
Eaghton  MJg.  Co,  v.  West,  Bradley  <Sr»  Gary  Mfg.  Co,  475 

See  Evidence,  6 ;  Parties,  2. 

BILL  IN  EQUITY. 

See  Practice,  8. 

CAVEAT   EMPTOR. 

See  License,  2,  3. 

CIRCUIT   COURT. 

1.  A  district  judge  sitting  as  circuit  judge,  has  power  to  grant  a  writT 
or  exercise  other  powers  of  the  Circuit  Court,  even  though  the  cir- 
cuit judge  can  be  found.     Goodyear  Dental  Vulcanite  Co,  v.  Folsom,    590 

2.  The  qualification  of  the  powers  of  a  district  judge  acting  as  circuit 
judge,  contained  in  §  719  of  the  United  States  Revised  Statutes  has 
reference  merely  to  writs  issued  in  vacation.     Jd,  590 

3.  The  district  judge,  not  acting  through  the  court,  but  signing  the 
writ  of  injunction  himself  in  vacation,  should  not  do  so  when  the  ' 
Circuit  Court  is  sitting  or  can  be  applied  to  ;  and  should  limit  its 
operation  to  the  next  ensuing  term.     Such  is  the  meaning  of  §  609, 

U.  S.  Revised  Statutes  and  of  Rule  55  of  the  Supreme  Court.     Id,    590 

CLAIMS. 

1.  Claims  containing  words  referring  back  to  the  specification,  must 
be  construed  in  the  light  of  the  explanations  contained  in  the  spec- 
ification.    Gottfried  V.  Phillip  Best  BreiL'ing  Co,  4 

2.  The  combination  being  shown  in  the  drawings,  and  described  in  the 
specification,  as  to  its  principles  of  construction  and  mode  of  opera- 
tion, the  claim  is  valid,  although,  in  stating  the  invention,  in  the 
body  of  the  specification,  one  element  of  the  combination  was 
omitted.     Hoe  v.  Cottrell,  256 

3.  Whether  two  patents  cover  the  same  invention,  must  be  determined 
by  the  tenor  and  scope  of  their  claims,  not  by  the  description  in  the 
specifications.     M*Millin  v.  Hees.  269 

See  Construction  op   Patents,  i,  2,  3  ;   Drawings,  i  ;  In-  , 
fringement,  5,  6 ;  Particular  Patents,  10,  52 ;  Scope 
OF  Patent,  i,  4,  5,  6. 
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COMBINATION. 

1.  The  several  parts  of  a  combination  need  not  act  simuUaneously.  If 
they  are  so  arranged  that  the  successive  action  of  each  contributes  to 
produce  the  result,  which,  when  obtained,  is  the  product  of  all  the 
parts,  viewed  as  a  whole,  a  valid  claim  for  the  combination  may  be 
sustained.     Hoffmann  v.   Young.  316 

2.  Two  things  are  necessary  to  a  patentable  combination  :  first,  a 
novel  assemblage  of  parts  exhibiting  invention  ;  and,  second,  the 
cooperation  of  the  parts  in  producing  a  result.     Id.  316 

3.  The  action  of  the  several  parts  of  a  patentable  combination  need 
not  be  simultaneous,  but  may  be  successive,  provided  the  action  of 
each  part  contributes  to  produce  the  result,     /i/.  31^ 

4.  It  cannot  be  successfully  urged  against  the  validity  of  a  patent,  that 
some  of  the  devices  entering  into  a  patented  combination,  when 
taken  separately  and  in  detail,  are  old.  Strobridge  v.  Lindsay^  Ster- 
ritt  ^  Co.  4^1 

See  Aggregation,  1  ;  Infringement,  3,  4,  10,  13 ;  Particu- 
lar Patents,  i,  10,  31,  56,  57,  89, 102  ;  Patentability, 
4,  5  ;  Reissue,  4,  7  ;  Scope  of  Patent,  5,  6. 

COMITY. 

See  Consent  Orders  and  Decrees,  i,  2  ;  Injunction,  2. 

COMMISSIONER. 

See  Date  of  Application,  i  ;  Evidence,  6 ;  Reissue,  6. 

COMPOSITION. 

See  Particular  Patents,  62,  104. 

COMPOUND. 

See  Particular  Patents,  62. 

CONSENT   ORDERS  AND    DECREES. 

1.  Consent  or  collusive  decrees  sustaining  a  patent  are  of  no  force 
upon  a  court,  in  a  motion  for  a  preliminary  injunction  in  another 
suit.     A'irby  Bung  Mfg.  Co.  v.  White,  ^^^ 
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2.  Decrees  sustaining  the  validity  of  the  patents  having  been  entered 
in  certain  suits,  by  consent  of  the  parties,  which  fact,  however,  was 
not  incorporated  in  the  decrees,  a  motion,  made  by  a  stranger  to  the 
suits  for  leave  to  intervene  therein  for  the  purpose  of  procuring  the 
vacation  of  said  decrees,  or  their  modification  so  as  to  express  the 
true  circumstances  under  which  they  were  obtained, — the  moving 
papers  alleging  that  the  decrees  were  being  used  to  a  certain  extent 
in  applications  for  injunctions  against  himself  or  his  agents  in 
other  Circuit  Courts — was  denied.     In  re  loioa  Barb  Steel  Wire  Co.  279 


CONSTRUCTION   OF   CONTRACTS. 

See  Assignment,  2,  3  ;  License,  2. 

CONSTRUCTION   OF   PATENTS. 

1.  In  order  to  properly  construe  the  claim  of  a  patent,  the  description 
of  the  subject-matter  of  the  claim,  given  in  the  specification,  must 

be  taken  and  applied  to  such  claim.     Evans  v.  Kelly.  71 

2.  If  a  patent  is  intended  to  claim  parts  only  of  that  which  is  described 
in  the  specification  as  a  whole,  it  should  so  state,  otherwise  the  claim 
must  be  assumed  to  be  co-extensive  with  the  description  contained 
in  the  specification.  While  a  patent  may  be  sustainable  by  con- 
struing it  to  be  for  the  whole  invention  as  described  in  the  specifica- 
tion and  as  claimed,  yet  it  may  not  be  valid,  if  construed  to  be  for 
the  several  parts  of  the  invention.     Id.  71 

3.  Where  there  is  nothing  to  impeach  the  prima  facie  effect  of  the  com- 
plainant's patent  it  must  be  treated  as  valid,  and  construed  in  the 
light  of  uncontradicted  testimony  as  to  prior  existing  devices,  for 
the  purpose  of  ascertaining  its  scope  and  whether  the  defendants 
have  infringed  it.  The  whole  description  in  the  patent,  as  well  as 
the  name  given  to  the  subject  of  the  invention,  must  be  looked  at, 
in  order  to  give  effect  to  every  part,  and  ascertain  from  the  whole 
what  is  meant.     Day  v.  Combination  Rubber  Co.  3S5 

See  Assignment,  i  ;  Double  Use,  i  ;  Drawings,  i,  2  ;  In- 
fringement, 3  ;  Particular  Patents,  23,  44,  46,  47,  68, 
71.  72,  73,  74»  79.  80,  93,  113  ;  Scope  of  Pati-nt  ;  Speci- 
fication, 3. 

CONSTRUCTIVE   NOTICE. 

See  Assignment,  i  ;  Contempt,  2. 
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CONTEMPT. 

1.  The  plaintiff,  after  obtaining  an  interlocutory  decree  against  M.  and 
L.,  for  an  account  of  profits  of  infringement  of  a  patent,  applied  to 
the  court  by  petition,  setting  forth  that  the  defendants  were  about 
to  dispose  of  their  property,  and  that,  unless  he  could,  "  by  writ  of 
sequestration,  fix  a  lien  thereon,"  the  litigation  would  be  fruitless, 
and  praying  for  a  writ  of  sequestration  "  for  the  purpose  afore- 
said.'* The  writ  was  issued,  commanding  the  marshal  to  take,  at- 
tach and  sequester  the  goods,  chattels  and  estate  of  the  defendants 
to  the  value  of  $40,000,  and  detain  and  keep  the  same  under  seques- 
tration, according  to  law,  to  respond  to  the  final  decree  in  the  cause. 
The  marshal  served  the  writ  by  attaching  real  estate  and  machinery 
in  the  manner  prescribed  by  the  laws  of  Vermont,  by  lodging  copn  > 
ies  in  the  office  of  the  town  clerk.  He  took  no  other  possession  of 
the  property.     A  final  decree  was  rendered  for  a  large  amount,  and 

a  special  execution  was  issued.  The  personal  property  could  not 
be  found,  and  the  real  estate  had  been  conveyed  and  levied  upon, 
and  it  was  alleged  that  the  individuals  proceeded  against  herein 
were  concerned  in  selling  the  personal  property  and  in  levying  on 
the  real  estate.  A  motion  for  an  attachment  for  contempt  was  made 
aerainst  them  :  Held^  that  the  motion  must  be  denied,  but  w^ithout 
prejudice  to  any  suit.  SUam  Stone  Cutter  Co,  v.  Windsor  Mff^. 
Co,  5S6 

2.  The  proceedings  were  intended  merely  to  create  a  lien  on  the  prop- 
erty, and  any  lien  created  by  what  the  marshal  did  was  merely 
constructive,  and  it  was  no  criminal  offence  to  take  the  property. 

Id,  5S6 

3.  There  was  no  contempt,  within  the  provisions  of  §  725  of  the  Re- 
vised Statutes.     Jd.  586 

4.  The  defendant  and  his  minor  son  were  in  the  employ  of  a  third 
party,  living  in  Boston,  in  the  management  of  a  business  carried 
on  in  Philadelphia.  This  suit  was  brought  against  the  defendant 
alone  for  the  infringement  of  the  complainant's  patent  by  selling 
infringing  articles  in  the  said  business,  and  an  injunction  was  issued 
restraining  h  m  from  further  infringement.  The  minor  son  of  the 
defendant,  thereafter,  committed  further  acts  of  infringement. 
Upon  a  motion  for  an  attachment  against  the  defendant,  based 
upon  the  acts  of  his  minor  son  :  Held^  under  the  circumstances  of 
the  case,  that  the  attachment  should  issue  unless  the  defendant  ob- 
tained from  his  son  an  agreement  to  abstain  from  further  infringe- 
ment of  the  patent.     Dunks  v.  Grey.  634 

See  Attachment,  i  ;  Violation  of  Injunction,  i,  2. 
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CONTRACT. 

See  Estoppel,  6 ;  Profits  and  Damages,  i. 

CORPORATION. 

1.  Remarks  by  the  court  on  the  personal  liability  of  the  corpo-ators  of 
private  corporations  incorporated  under  the  State  statute  of  Mis- 
souri, for  acts  of  infringement  by  the  corporation.  SL  Louts  Stamp- 
ing Co.  V.  Quinby.  275 

2.  The  invention  having  been  used  by  the  officers  of  the  municipality 
of  the  city  of  New  York  for  the  bonds  of  the  city,  the  city  is  liable 
in  its  corporate  capacity,  for  the  infringement.  Munson  v.  Mayor^ 
etc.yof  New  York,  486 

See  Infringer,  i. 

COSTS. 

I.  The  question  of  costs,  under  §  4,922  of  the  U.  S.  Revised  Statutes, 
considered.     Burdett  v.  Esiey,  308 

See  Disclaimer,  i  ;  Particular  Patents,  12S. 

COUNSEL. 

See  Rehearing,  7,  8. 

DAMAGES. 
See  Profits  and  Damages. 

DATE  OF  APPLICATION. 

I.  Neither  filing  the  model,  nor  waiting  the  paper  commonly  called  an 
application,  gives  the  date  of  the  application  from  which  the  two 
years  is  reckoned,  but  such  period  is  to  be  reckoned  from  the  time 
when  the  written  application  is  presented  to  the  commissioner. 
Henry  v.  Francestown  Soap-stone  Stove  Co,  loS 

See  Abandonment,  2. 

DATE    OF    INVENTION. 

I.  K.  conceived  the  idea  of  an  invention  in  1863,  and  subsequently 
described  it  partially  to  different  persons  ;  he  made  sketches  and 
drawings  of  it  in  the  early  part  of  September,  1864,  and  was  dili- 
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gent  in  reducing  it  to  a  practical  form,  and  in  applying  fur  his 
patent  ;  k£ld^  that  K.'s  invention  was  not  anticipated  by  a  similar 
device  not  proved  to  have  been  invented  before  September,  1864. 
Ktueland  v.  Sheriff.  4S2 

s.  Where  the  inceptive  invention  of  the  patentee  is  earlier  than  that  of 
another,  and  he  was  diligent  in  perfecting  and  adapting  it,  and  in 
applying  for  his  patent,  he  is  prior  in  right  and  his  patent  will  be 
sustained.     Id,  482 

See  EviDEN'CE,  4. 

DEATH    OF    APPLICANT, 

See  Attorney,  i. 

DECREE. 

See  Rehearing,  5,  6. 

DEDICATION. 

1.  Where  an  article  is  sold  in  its  completed  form,  more  than  two  3*ears 
prior  to  the  application  for  a  patent,  on  condition  that  it  may  be  re- 
turned if  not  satisfactory  to  the  buyer,  the  evidence  should  be 
unequivocal  that  a  test  of  the  invention  was  one  of  the  purposes 
of  the  seller,  in  order  to  prevent  such  sale  from  defeating  the 
patent.     Henry  v.  FrancesUwn  Soap-stone  Stave  Co.  loS 

2.  The  provision  in  §  2  of  the  Act  of  July  4th,  1836,  5  U.  S.  Stat,  at 
Large,  118,  which  disqualified  a  person,  while  an  employee  in  the 
Patent  Office,  from  acquiring  an  interest  in  a  patent,  did  not  oper- 
ate to  dedicate  to  the  public  inventions  made  by  such  employee  be- 
fore he  became  such  employee.  Page  v.  Holmes  Burglar  Alatm 
Telegraph  Co.  165 

See  Abandonment,  i,  2  ;  Design  Patent,  i,  2;  Evidence,  5 ; 
Experiment,  i,  5  ;  Prior  Use,  i  ;  Public  Use,  3 ;  Va- 
lidity, I. 

DEFENCE. 

See  Attorney,  i  ;  Estoppel,  2,  3,  4,  5 ;  Replication,  i. 

DEMURRER. 
See.  Estoppel,  6  ;  Parties,  3  ;  Practice.  8  ;  Rehearing,  4,  6. 
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DESIGN    PATENT. 

1.  The  reissued  letters  patent  granted  to  Hugh  W.  Collender,  June 
1st,  1875,  for  an  "improvement  in  billiard  tables,"  (the  original 
patent  having  been  granted  to  him,  as  inventor,  December  23d, 
1873,  on  an  application  made  January  i6th,  1872,)  the  claim  of 
which  is,  "  In  combination  with  the  bed  and  projecting  cushion 
rails,  the  beveled  sides  or  broad  rails,  /,  the  whole  constructed  and 
arranged  substantially  in  the  manner  and  for  the  purposes  de- 
scribed," are  not  rendered  invalid  by  the  fact  that  letters  patent  for 
a  design  for  a  billiard  table  were  issued  to  the  same  inventor  June 
6th,  1 87 1,  although  the  invention  patented  by  the  mechanical 
patent  was  described  in  the  design  patent.     ColUndery.  Griffith,       372 

2.  The  complainant's  design  of  a  street  lamp,  for  which  he  obtained  a 
patent,  dated  February  19th,  1878,  and  numbered  10.497,  held  to 
have  been  anticipated.     Burton  v.  Town  of  Greenville,  541 

3.  Whether  an  inventor  is  to  be  presumed  to  abandon  his  design 
when  he  exhibits  it  in  the  drawings  of  a  mechanical  patent  granted 
to  him,  and  whether  such  abandonment  is  effected  before  such  de- 
sign has  been  in  use  for  two  years,  quare.     Id,  541 

See  Particular  Patents,  86,  87. 

DISCLAIMER. 

I.  The  disclaimer  was  not  necessary  to  sustain  the  patent  to  the  ex- 
tent infringed,  and  had  no  effect  in  maintaining  the  suit,  and  so 
costs  were  allowed  to  the  plaintiff.     Sharp  v.  Tifft,  399 

See  Interest,  i  ;    Particular  Patents,  45, 128  ;    Scope  of 
Patent,  3. 

DOUBLE  USE. 

I.  The  invention  covered  by  the  claim  of  the  patent,  namely,  "  As  a 
new  article  of  manufacture,  pantaloons  or  other  garments  having 
their  pocket-openings  secured  at  the  edges  by  means  of  rivets,  or 
their  equivalents,  substantially  in  the  manner  described  and 
shown,"  defined,  and  held  to  be  not  a  case  of  mere  double  use,  or 
the  use  of  an  old  rivet  in  a  new  place.     Strauss  v.  King,  338 

DRAWINGS. 

I.  In  a  suit  for  infringement,  the  drawing  may  be  looked  at  by  the 
court  to  explain  an  ambiguous  or  doubtful  specification,  and  to 
make  the  invention  capable  of  being  understood  and  used,  but  it 
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cannot  supply  an  entire  want  of  any  part  of  the  specification    or 
claim.      Tinker  V.   IVilhers  Eureka  Mjwer  and  Keaper  Mfg,  Co.  92 

2.  Where  it  is  necessary,  in  order  to  ascertain  the  exact  form  and 
position  of  some  of  the  parts  of  the  patented  invention,  the  draiwr- 
ings  may  be  examined  and  relied  upon  alone,  to  some  extent,  in 
connection  with  and  as  part  of  the  specification.  Banker  v.  Bos/- 
iL'ick,  463 

See  Claims,  2  ;  Date  of  Invention,  i  ;  Evidence,  -6  :    Rk- 

ISSUE,  I. 

EQUITABLE    ASSIGNMENT. 

See  Assignment,  a;  Assignee,  i  ;  Estoppel,  i  ;  Particular 
Patents,  ii. 

EQUITABLE  JURISDICTION. 

See  JuRisDiciioN. 

EQUIVALENTS. 

I.  The  question  of  equivalents  considered,  and  the  case  of  Gill  v. 
IVel/s,  22  Wall.,  I,  cited  and  followed.     Babcock  v.  Judd,  127 

See  Infringement,  5,  6,  7,  8,  9,  12, 13 ;  Injunction,  12  ;  Par- 
ticular Patents,  48,  62,  94,  95,  104. 

ESTOPPEL. 

1.  The  defendant,  owning  an  interest  in  the  patent,  conveyed  such  in- 
terest to  the  plaintiff.  Afterwards,  the  defendant  continued  to  prac- 
tise the  invention,  and  he  acquired  a  prior  patent,  which  he  alleged 
covered  the  same  improvement.  In  a  suit  in  equity  against  him  by 
the  plaintiff,  for  infringement :  Held^  that  he  was  estopped,  by  his 
conveyance,  from  denying  the  validity  of  the  patent,  and  that  the 
acquiring  by  him  of  the  prior  patent  enured  to  the  benefit  of  the 
plaintiff.     Faulks  v.  Kanip.  y^i 

2.  The  question  whether  the  court  will  allow  a  patentee,  after  he  has 
been  defeated  in  an  interference  proceeding  and  a  patent  has  been 
issued  for  the  same  invention  to  the  other  party  to  that  proceeding 
in  consequence  of  proof  that  the  latter  was  the  prior  inventor,  to 
protect  himself  against  the  latter  in  the  continued  use  of  the  pat- 
ented improvements  by  showing  that  neither  of  them  was,  in  (act, 
the  first  inventor,  depends  on  the  fact  whether  he  has  acted  in  good 
faith  in  the  matter.     Greenwood  v.  Bracher,  302 
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3.  When  one,  with  a  knowledge  of  the  state  of  the  art,  surreptitiously 
attempts  to  appropriate  to  himself,  by  obtaining  a  patent  therefor, 
an  invention  which  he  knows  does  not  belong  to  him,  he  should  be 
estopped,  in  a  suit  for  infringement,  from  interposing  the  defence 
of  want  of  novelty  against  a  person  whom  the  Patent  Office  has  de- 
cided, as  against  his  claim,  to  be  the  original  and  first  inventor.    Jd,  302 

4.  The  complainant  and  the  defendants*  assignor  had  been  in  inter- 
ference, and  priority  of  invention  had  been  adjudged  to  the  com- 
plainant to  whom  the  patent  was  granted.  In  the  suit  subsequently 
brought  upon  the  patent  a  motion  for  a  preliminary  injunction  was 
made.  Jleld^  that  the  defendants  were  not  estopped  by  the  interfer- 
ence proceeding,  from  setting  up  in  opposition  to  the  motion  an 
anticipating  device  existing  prior  to  the  dates  of  both  their  as- 
signor's and  the  complainant's  invention.     Peck^  Stow  ^  Wilcox 

Co,  V.  Lindsay^  Sterritt  (St*  Co,  390 

5.  The  defendants  took  a  license  from  the  complainant  to  sell  certain 
goods  which  they  had  in  hand  when  the  complainant's  patent  was 
granted  :  Held^  that  the  defendants  were  not  thereby  estopped  from 
denying  the  validity  of  the  patent.      White  v.  Harris  <Sr»  Sons  M/g, 

Co.  571 

6  The  defendant  granted  to  five  persons,  of  whom  the  complainants 
were  two,  a  license  to  use  its  patented  inventions  in  the  manufact- 
ure of  harness  trimmings  ;  the  contract  did  not  show  whether  the 
license  was  given  to  the  licensees  jointly  or  severally  ;  the  defend- 
ant afterward  took  releases  from  all  of  the  licensees  except  the  com- 
plainants, who  subsequently  demanded  a  compliance  by  the  defend- 
ant with  the  terms  of  the  license  :  Ileld^  that  the  defendant  was 
estopped  from  alleging  that  the  licensees,  whom  it  bad  released, 
were  necessary  parties  to  this  suit  for  a  breach  of  the  covenants  of 
the  license  ;  and  that  a  demurrer  interposed  upon  that  ground 
must  be  overruled.      Theberath  v.  Celluloid  Mfg,  Co,  577 

See  Injunction,  1 ;  Res  Adjudicata,  i. 

EVIDENCE. 

1.  According  to  English  equity  practice,  as  adopted  in  the  U.  S.  Cir- 
cuit Courts,  an  answer  is  evidence  in  favor  of  the  defendants,  so  far 
as   it    is   responsive   to   the   bill.      Wren  v.  Spencer  Optical  M/g, 

Co.  61 

2.  An  answer  is  not  evidence  of  special  facts,  alleged  in  it  as  a  de- 
fence, not  responsive  to  the  allegations  of  the  bill.     Id.  61 

3.  Where  such  an  answer  had  been  replied  to  and  new  matter  inserted 
in  the  replication,  to  meet  such  special  defence  in  the  answer  ; 
held^  that  such  new  matter  might  be  treated  as  surplusage,  and  that 

VOL.  V — ^42 
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the  repHcation  was  not  thereby  rendered  Toid,.  as  contravenrng  tbe 
45th  rule  of  the  Supreme  Court,  but  that  the  excess  might  be  treated 
as  surplusage  merely,  leaving  the  regular  part  of  the  replication 
standing  as  a  traverse.     Id.  61 

4.  On  the  question  of  the  novelty  of  the  fnvention  claimed  in  a  patent 
sued  on,  the  file  wrapper  and  its  contents  of  another  patent  are  not 
competent  evidence  to  show  the  date  of  the  making  of  the  invention 
shown  in  the  latter  patent.  Such  evidence  is  hearsay  and  second- 
ary,  and  the  reduction  to  practice  and  use  of  the  invention  alleged 
to  invalidate  the  patent  sued  on  must  be  shown  by  direct  evidence 
of  the  construction  and  use  of  a  structure  embodying  such  inven- 
tion.    H(nves  v.  McNial.  77 

5.  Certified  copies  of  papers  from  the  files  of  the  Patent  Ofiice  relating 
to  the  complainant's  patent  are  competent  evidence  to  show  that  he 
originally  claimed  in,  and  afterwards  struck  out  frbm,  his  application 
for  a  patent  certain  features  relating  to  the  patented  device,  al- 
though such  papers  do  not  constitute  the  complete  Patent  Office 
record.      Toohey  v.  Hmdin^.  J93 

6.  The  decision  of  the  Commissioner  of  Patents,  Chat  the  required 
diawings  and  model  had  been  presented,  that  an  attorney  had  been 
duly  appointed  and  bad  authority  to  amend  or  alter  the  specifica- 
tion, and  that  the  speciftcation  had  been  sufficiently  sworn  to  by  the 
inventor,  is  final,  and  cannot  be  reviewed  collaterally.  Hoe  v. 
CottrelL  256 

7.  Marinoni  having  made  oath,  in  his  application,  that  he  belreved  him- 
self to  be  the  original  and  first  inventor,  and  having  testified,  in  this 
suit,  that  he  was  the  sole  inventor,  such  evidence  was  held  not  to 
have  been  overcome  by  the  testimony  of  one  Chaudrc,  that  he  was 
a  joint  inventor  with  Marinoni,  and  by  the  fact  that  patents  had 
been  issued  for  the  invention,  in  Europe,  to  the  two  jointly.     la,       256 

8.  Evidence  of  prior  use  by  A.  was  taken  without  objection,  although 
the  statutory  notice  thereof  had  not  been  given  :  I/eld^  that  the  evi- 
dence, being  properly  admissible,  without  notice,  for  the  purpose  of 
showing  the  state  of  the  art,  there  was  no  waiver  of  the  right  to  have 
its  use  restricted  to  that  purpose,  by  not  objecting  to  it.  Zane  v. 
Si^ffe,  284 

See  Aa^K'iEscKNCE,  i ;  Anticipation,  3,4;  Infrtxgkmext,  14  ; 
Injunction',  i,  3,  4,  xi  ;  Presumption,  i  ;  Rehearing,  3, 
4,  5  ;  Rks  Adjudicata,  2,  3. 

EXPERIMENT. 

I.  A  rude  msLchine  constructed  for  the  purpose  of  experiment,  and 
subsequently  broken  up,  deserted  and  abandoned,  cannot  be  re- 
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garded  as  such  a  perfected  invention  as  will  defeat  a  patent.     Cott- 
fried  v.  Phillip  Best  Brewing  Co.  4 

2.  The  experimental  use  allowed  to  the  inventor  permits  him  not  only 
to  test  by  experiment  whether  his  invention  will  work,  but,  also,  in 
what  modes  and  with  what  advantages  over  old  devices.  He  may 
test  not  only  its  patentability,  but  the  degree  of  it,  that  is,  whether 

it  is  worth  while  to  patent  it.     Sinclair  v.  Backus,  81 

3.  An  experimental  use  more  than  two  years  prior  to  the  application 
by  the  inventor  for  hi*  patent  will  not  affect  the  validity  of  the 
patent.     Id,  Si 

4.  The  question   as  to  what  constitutes  experimental  use  by  an  in- 
ventor, considered.     Graham  v.  McCormick,  244 

5.  A  machine  which,  whether  entirely  satisfactory  or  not,  has  been 
run  in  the  ordinary  course  of  business  for  twenty  or  thirty  years, 
and  which  is  patented  precisely  as  it  was  used,  cannot  properly  be 
called   an   experimental  machine.     Perkins  v.   Nashua   Card  and 
Glazed  Paper  Co.  395 

See  Anticipation,  3,  4  ;  Dedication,!;  Prior  Use,  i. 

EXPIRATION    OF    PATENT. 

See  Injunction,  5,7,  8,  10;  Jurisdiction,  i;  Term  of  Pat- 
ent 2,  5  ;  Violation  of  Injunction,  2. 

FOREIGN    PATENT. 

See  Term  of  Patent,  r,  3,  4. 

« 

FORFEITURE. 
See  License,  4. 

FORMAL    CHANGE. 

1.  Mere  change  in  the  form  and  proportions  of  a  known  instrument  or 
machine,  however  great,  will  often  be  held  to  be  merely  colorable 
or  unessential,  unless  invention  was  employed  in  making  the 
change.     Millers  Falls  Co.  v.  Backus.  53 

2.  A  mere  reduction  in  size  of  an  old  device,  so  as  to  make  it  small 
enough  for  a  new  use,  cannot  support  a  claim  to  a  patent.  Double 
Pointed  Tack  Co,  v.  Mann.  465 

3.  The  complainant's  device,  being  produced  rather  by  mere  change  of 
form  from  that  of  devices  which  preceded  it,  than  by  originality  of 
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construction,  though  such  change  gave  to  it  utility  and  value,  IteLi 
not  t(t  be  patentable.     Id.  465 

See  Invention,  i  ;   Particular   Patents,  87 ;    Patentabil- 
ity, 6. 

FRENCH  PATENT  LAW. 

I.  The  French  patent  law  of  July  8ih,  1844,  examined  and  explained. 
De  Florez  r:  RaynoUs.  140 

See  Term  of  Patent,  i. 

HUSBAND    AND    WIFE. 

Sec  Married  Women,  i. 

IMPROVEMENTS. 

See  Infringement,  ii. 

INFRINGEMENT. 

1.  A  man  worked  for  the  defendants  by  the  piece,  in  the  defendants* 
manufactory,  and  there  used,  in  the  defendants*  business,  folding^ 
guides,  his  own  property,  which  infringed  the  plaintiff's  patent  : 
//^/((/,  in  a  suit  in  equity,  that  the  defendants  had  infringed  the 
patent.      Wooster  v.  Marks.  56 

2.  Infringement  ought,  in  all  cases,  to  be  clear  to  the  mind  of  the 
court,  before  a  preliminary  injunction  is  granted.     Evans  v.  Kelly.      71 

3.  The  first  claim  of  reissued  letters  patent,  No.  6,824,  granted  to 
Horatio  Gale,  December  28th,  1875,  for  an  improvement  in  attach- 
ments to  ploughs,  namely  :  "  In  combination  with  the  standard  of 
a  plough,  a  horizontally  projecting  arm  carrying  a  jointer  for  the 
purposes  set  forth,**  being  construed  to  be  for  a  combination  of  old 
elements  producing  a  new  and  useful  lesult,  there  would  be  no  in- 
fringement of  the  patent  unless  the  defendants  used  all  of  the  ele- 
ments.    Gale  Mf\^.  Co.  v.  Prutzman.  154 

4.  Where  the  defendants  used  all  the  elements  of  the  combination 
claimed,  with  the  exception  of  changing  the  points  at  which  the  ver- 
tical adjustment  is  made,  from  the  standard  to  the  lower  end  of  the 
arm  :  Held,  that  they  infringed  the  said  first  claim.     Id.  154 

5  A  patentee,  in  suing  for  the  alleged  infringement  of  a  machine,  is 
limited  to  the  particular  construction  claimed  In  the  patent :  and  it 
is  not  infringement  to  construct  a  machine  producing  the  same  re- 
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suit  as   the  complainant's,  by  instrumentalities   other  than  those 
which  were  claimed  by  him.      Toohey  v.  Harding.  195 

6.  It  being  old,  in  hydraulic  elevators,  to  use  two  cylinders  with  press- 
ure applied  to  both  at  all  times,  to  elevate  the  load,  a  patent  show- 
ing a  particular  mode  of  construction  and  operation  for  the  purpose 
of  employing  the  power  of  either  one  or  both  cylinders,  as  might 
be  desired,  so  as  to  economize  .water,  ////</,  to  be  limited  to  the 
particular  mode  described  and  claimed,  and  not  to  be  infringed  by 
another  and  different  mode  of  construction  and  operation  for  ac- 
complishing the  same  result.     Siebins  Hydraulic  Elevator  Mfg,  Co. 

V.  Stebins.  199 

7.  The  patentee's  process  of  bronzing,  consisting  in  varnishing  the 
article  to  be  bronzed  and  then  heating  it  to  such  a  degree  thai  the 
metal  and  the  varnish  oxidized  together,  held  not  infringed  by  per- 
sons using  a  process  similar  to  the  patentee's,  with  the  exception 
that  the  heat  used  was  not  so  great  as  to  produce  oxidation. 
Tucker  v.  Burditi.  220 

S.  A  patentee  having  claimed  a  new  compound  made  by  a  certain  proc- 
ess set  forth  in  the  patent :  Held^  that  it  was  no  infringement  of 
the  patent  to  manufacture  a  similar  compound  in  another  manner. 
Dittmar  v.  Rix.  240 

9.  The  complainant's  patent  consisting  in  cutting  a  groove  of  consid- 
erable depth  in  a  brush  block,  and  in  nailing  the  bristles  through  a 
leather  strip  into  the  groove,  so  that  the  butts  of  the  bristles  being 
bent  into  the  curve  formed  by  the  groove  are  thus  fastened  more 
securely,  and  are  made  to  spread  and  Aare,  giving  the  brush  a  fuller 
and  handsomer  appearance,  is  infringed  by  nailing  on  the  brush 
block  a  narrow  strip  about  as  thick  as,  and  in  lieu  uf,  the  groove, 
and  which  has  the  same  effect.     Mcgraw  v.  Carroll.  324 

10.  Where  some  of  the  parts  of  a  combination  are  new,  and  those  parts 
are  taken  and  used  in  the  same  manner,  but  with  different  things 
from  the  rest  of  the  combination  patented,  a  part  of  the  patented  in- 
vention is  taken,  although  the  whole  is  not,  and  it  is  an  infringement 

to  that  extent.     Sharp  v.  Tifft,  399 

11.  The  fact  that  the  defendants'  machine  is  an  improvement  upon  the 
complainant's,  as  the  same  is  shown  in  his  patent,  does  not  justify 
the  defendants  in  appropriating  to  their  use  the  invention  which  the 
complainant's  patent  secures  to  him.  Strobridge  v.  Lindsay^  Ster- 
riit  &*  Co.  411 

12.  The  invention  described  in  letters  patent  No.  59,375,  granted  No- 
vember 6ih,  1866,  to  Alexander  F.  Evory  and  Alonzo  Heston  for  an 
improvement  in  boots  and  shoes,  consists  in  a  double  extension  gore 
flap  upon  each  side  of  the  shoe,  the  external  fold  of  which  flap  is  at- 
tached to  and  in  front  of  the  quarter,  and  the  internal  fold  of  which 
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is  attached  to  and  in  rear  of  *.he  vamp.  The  gores  are  folded  outside 
of  the  shoe  proper  and  forward  over  the  instep,  so  that  the  ankle 
and  the  foot  are  enclosed  by  the  shoe  proper  :  Ileld^  that  the  de- 
fendants' shoe,  which  has  double  jointed  flaps,  folded  on  each  side 
of  the  instep,  made  water  proof  by  an  overlapping  of  the  vacnp  and 
quarter  beneath  the  foxing,  and  provided  with  a  buckle  and  tongne 
attached  to  one  of  the  flaps  which  are  arranged  to  draw  equally  on 
each  side  of  the  quarter  across  the  instep,  infringes  the  patent. 
Evary  v.  Can  dee.  43$ 

13.  The  complainants*  patent,  which  claimed  a  method  of  arranging 
old  parts  to  produce  a  new  and  useful  result :  J/e/d^  not  to  be  in- 
fringed by  the  defendant's  different  arrangement  of  such  parts, 
whereby  he  accomplished  a  different  and  better  result.     Habeman 

v.   Whitman.  550 

14.  Where,  prior  to  the  commencement  of  the  suit,  a  part  only  of  the 
complainant's  patented  device  had  been  made  and  sold  by  one  of 
the  defendants,  and  the  other  part  of  said  device  was,  by  the  ven- 
dee, also  a  defendant,  added  after  the  suit  was  brought :  Held^  that, 
no  proof  having  been  given  that  the  defendants  intended,  prior  to 
the  suit,  to  use  the  part  afterwards  added,  and  that  the  part  first 
sold  could  be  used  without  it,  infringement  was  not  proved.  May- 
nard  "V.  Pawling,  551 

15.  Upon  the  construction  given  to  the  complainant's  patent  the  de- 
fendant held  not   to   have   infringed.     Brvadnax  v.   Central  St^k 

Yard  and  Transit  Co.  6oi 

See  CoRroRATioN,  i,  2;  Drawings,  r  ;  Estoppel,  1,5  ;  Injunc- 
tion, I,  2,  5,  7,  8, 10,  ir,  12,  14, 15  ;  License,  i,  2  ;  Partic- 
ular Patknts,  2,  5,  6,  7,  14,  18,  24,  27,  28,  32,  33,  36,  39» 
41,48,49,  62.  70,  7i,92»  97»99.  if4,  "5.  ii<^.  Ii7>  Ii9»  '^o, 
122,  123,  125  ;  Violation  of  Injunction,  2. 


INFRINGER. 

i  I.  Seats  embodying  a  patented  invention  were  bought  by  the  Board 

I  of  Education  of  the  city  of  New  York  for  the  use  of  the  schools  of 

I  the  city,  and  were  used  in  such  schools,  such  Board  being  a  corpo- 

I  ration  created  by  the  State,  having  exclusive  charge  of  such  schools  : 

I  Jfeld^  that  the  city,  in  its  corporate  capacity,  was  liable,  in  a  suit 

in  equity,  for  the  infringement  of  the  patent.     Allen  v.  Mayors  etCy 
cf  Neiv  York.  57 

2.  The  Board  of  Education  is  a  proper  party  to  the  suit,  and  is  also 
liable  for  the  infringement.     Id,  57 

See    Answer,   i  ;    Contempt,  4 ;    Corporation,   i,   2 ;    In- 
fringement, I  ;  Injunction,  i  ;  United  States,  i. 
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INJUNCTION. 

I-.  Where,  upon  a  motion  foi  a  preliminary  injunction,  it  appeared 
ihat  the  patent  infringed  had  been  originally  obtained  on  the  appli- 
cation of  the  defendant,  the  inventor,  who  was  now  manufacturing 
the  infringing  machines  :  Held^  that  the  said  defendant  was  estop- 
ped from  disputing  the  novelty  or  utility  of  the  invention,  and  that 
the  only  question  to  be  considered  upon  the  motien  was  that  of  in- 
fringement.    Onderdonk  v.  Fanning^  S5 

2.  Where  a  patent  has  been  sustained  by  a  decree  of  a  Circuit  Court, 
after  a  real  contest,  that,  in  itself,  is  a  sufficier>t  basis  for  a  prelim- 
inary injunction  in  another  suit,  provided  infringement  is  sufficient- 
ly proved.    Kirby  Bung  Mfg.  Co,  v.  White,  26 :^ 

3.  Proofs  necessary  upon  a  motion  for  a  preliminary  iajunaion, 
where  the  patent  has  not  been  sustained  by  a  prior  decree,  consid- 
ered,    Jd,  263 

4.  On  a  motion  for  a  preliminary  injunction,  the  aflidavits  should  state 
facts  from  which  the  court  can  determine  whether  or  not  there  is  an 
infringement,  and  not  the  mere  opinions  of  the  affiants.     Id,  263 

5.  An  injunction  was  granted  in  this  case  to  restrain  the  sale  or  use 
after  the  expiration  of  the  patent,  of  machines  made  in  infringement 
of  the  patent  during  its  lifetime.     American  Diamond  Kock  Bvrin» 

Co.  V.  Sheldon.   .  292 

6.  The  decision  in  P<eny  v.  LiUlefieid,.^  Bann.  &  Ard-,  624,  reviewed 
on  motion  to  dissolve  the  injunction  therein  granted,  and  con- 
firmed.    Perry  v..  Littlejield.  334 

7.  The  question  reserved  as  to  an  injunction  beyond  the  term  of  the 
patent  as  to  machines  made  during  the  term.  Steam  Sione  Cutkr 
Co,  V.   Windsor  Mfg.  Co.  335 

8.  It  is  proper  to  enjoin  the  use,  after  the  expiration  of  a  patent,  of 
machines  made  for  use  during  the  life  of  ihe  patent,  in  violation  of 
rights  secured  by  it.  American  Diamond  Rock  Boring  Co.  v.  Rutland 
AMarbU  Co.  345 

9.  The  decision  to  that  effect  in  American  Diamond  Rock  Boring  Co.  v. 
Sheldon^  18  Blatchf.  C.  C.  R.,  50,  confirmed.     Id.  345 

ro.  After  a  patent,  has  expired,  a  motion  to  enjoin  the  use  of  machines 
which  embody  the  patented  invention,  will  not  be  granted  on  a  bill 
which  does  not  allege  that  the  defendant  is  using  machines  made 
during  the  term  of  the  patent  in  infringement  upon  it,  nor  that  the 
plaintiff  fears  such  use.  American  Diamond  Rock  Boring  Co.  v. 
Rutland  Marble  Co.  34b 

I  r.  Upon  a  motion  for  a  preliminary  injunction  in  this  case,  it  appeared 
that  the  complainants*  patent  had  been  upheld  by  the  court  in  an- 
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other  circuit,  and  the  defendants  in  that  case  adjudged  to  Hat-vc 
infringed  its  first  claim,  but  it  did  not  appear  that  the  alleged  in- 
fringing articles,  complained  of  in  this  suit,  were  the  same  as   the 
infringing  articles  in  the  other  suit.     The  defendant  denied  the 
infringement  and  set  up  another  patent.     The  moving  papers  cc»n- 
tained  no  evidence  of  infringement.     The  court,  under  these  cir- 
cumstances, denied  the  motion,  but  ordered  the  defendant  to  keep 
an  account.     Blake  \.  Boisselier,  352 

12.  Where,  upon  a  motion  for  a  preliminary  injunction,  it  appeared 
that  the  substance  used  by  the  defendant  was  not  known,  at  the  date 
of  the  complainant's  patent,  to  possess  properties  rendering  ii  suit- 
able for  the  same  purposes  as  the  material  used  by  the  complamant 
in  his  patented  combination  :  Held,  that  the  complainant's  patent 
did  not  cover  such  substance  as  an  equivalent,  its  qualities  for  those 
purposes  having  become  known  after  the  date  of  such  patent,  and  the 
injunction  was,  therefore,  refused.     Colgate  v.  Law  Telegraph  Co.       .436 

13  It  being  denied  by  the  defendant  that  the  patentee  of  the  patent  sued 
upon  in  the  first  suit  was  the  true  inventor,  a  motion  for  a  prelimi- 
nary injunction  in  that  suit  was  denied.  American  Carpet  Lining 
Co.  V.  Beale.  529 

14.  It  appearing  that  the  complainants  had  known  of  the  manufacture, 
by  the  defendants,  of  the  machines  alleged  to  infringe,  for  several 
years,  and  had  not  warned  them  nor  taken  any  proceedings  against 
them  or  any  one  else,  and  it  also  appearing  that  there  was  some 
doubt  as  to  the  infringement,  a  motion  for  a  preliminaiy  injunction 
was  denied.     Ballou  Shoe  Machine  Co.  v.  Dizer,  540 

15.  It  appearing  that  the  alleged  infringing  machine  had  been  patented 
to  the  defendant  since  a  former  suit  in  which  a  preliminary  injunc- 
tion had  been  granted  against  him,  but  that  the  machine  now  made 
by  him  was  not  identical  with  the  machine  alleged  to  infringe  in  the 
former  suit  ;  and  it  further  appearing  that  the  complainant's  patent 
had  never  been  upheld  on  final  hearing,  a  motion  for  a  preliminar)* 
injunction  was  denied.      Ond.rdonky.  Fanning.  ^i\i 

16.  The  complainant's  patent  being  recent,  and  not  having  been  liti« 
gated,  and  its  validity  being  seriously  disputed,  a  preliminary  in- 
junction should  be  refused.      White  v.  Harris  *5r*  Sous  Mfg.  Co.         571 

17.  In  this  case  a  preliminary  injunction  was  granted,  restraining  the 
infringement  of  the  complainant's  patent  by  the  defendant.  Whit- 
man v.  James.  573 

lo.   In    this  case  a  motion  for  a  preliminary  injunction  was  denied. 

Peutlarge  y.  New  York  Bimg  and  Bushing  Co.  5t>4 

See  Attachment,  i  ;  Circuit  Court,  i,  2,  3  ;  Infringement. 
2;  Jurisdiction,  i;  Particular  Patents,  8,  67,  85; 
Term  of  Patent,  5  ;  Violation  of  I. nj unction,  i. 
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INTEREST. 

1.  The  question  of  the  recovery  of  interest  on  the  amoonis  received  by 
the  defendants,  as  affected  by  the  filing  of  a  disclaimer  under  sec- 
tion 4,922  of  the  U.  S.  Revised  Statutes,  considered.  Burdett  v. 
Este}'.  303 

2.  Interest  allowed  on  profits.  Steam  Stone  Cutter  Co.  v.  Windsor 
Mfs.  Co.  335 

INTERFERENCE    PROCEEDINGS. 

See  Estoppel,  2,  3,  4. 

INVENTION. 

1.  The  complainant's  patent  being  for  metallic  coverings  for  wooden 
structures,  having  air  spaces  between  the  metal  sheets  and  the  wall 
or  structure  at  all  points,  except  at  the  edges  of  the  sheets  :  HeU^ 
that  if  the  ordinary  form  of  corrugated  iron,  when  applied  to  the 
roof  or  sides  of  a  building,  does  not  give  sufficient  air  spaces,  there 
is  nothing  new  in  the  idea  of  making  them  larger,  and  diminishing 
the  surface  of  iron  at  the  point  where  it  is  nailed  to  the  wood-work  ; 
neither  discovery  nor  invention  was  necessary  to  do  this.  Bell  v. 
Crittenden.  •  ^131 

2.  The  dfsiinction  between  mechanical  skill  and  inventive  genius,  con- 
sidered.    Perfection  Window  Cleaner  Co.  v.  Bosley.  449 

3.  The  cases  of  Reckendorfer  v.  Faber  and  Ilailes  v.  Van  Wor/ner, 
cited,     /d.  449 

See  Acquiescence,  i  ;  Aggregation,  i;  Anticipation,  2; 
Combination,  i,  2,  3 ;  Double  Use,  i  ;  Formal  Change, 
I,  2,  3;  pARTicur.AR  Patents,  12,  14,  29.  54,  57,  86,90, 
102,  106,  107.  126  ;  Patentability,  i.  2,  3,  4,  t ;  Prior 
Patents,  2 ;  Scope  of  Patent,  3. 

INVENTOR. 

See  Date  of  Invention,  i  ;  Estoppel,  2,  3 ;  Evidencb,  7  ; 
Joint  Invention,!,  2;  Particular  Patents,  64;  Pre- 
sumption, I. 

JOINT    INVENTION. 

1.  To  overthrow  the  presumption  of  joint  invention  raised  by  the  fil- 
ing of  a  joint  application  upon  a  joint  oath,  the  evidence  must  be 
clear  and  unequivocal.      Gottfried  \.  Phillip  Best  Brewing  Co.  4 
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2.  Joint  invention  is  the  resalt  of  mutual  contributions  uf  the  parties  ; 
and,  if  one  suggests  an  idea  in  a  general  way  and  the  other  falls  in 
with  it,  and,  by  his  aid,  develops  and  gives  definite  practical  em- 
bodiment to  it,  the  two  may  be  considered  joint  inventors.     Id.  x 

JURISDICTION. 

I.  Authorities  upon  the  question  whether  the  Circuit  Court  has  juris- 
diction in  a  patent  suit  brought  after  the  patent  has  expired,  re- 
viewed and  discussed.     Aiicood  v.  Portland  Co.  535 

See  Parties,  3 ;  Practice,  6. 

LACHES. 

See  Injunction,  14 ;  Practice,  4. 

LICENSE. 

1.  If  a  patented  machine  is  torn  down  and  afterwards  rebuilt,  and,  in 
the  rebuilding,  changed  so  as  to  lose  its  identity  and  become  sub- 
stantially a  new  construction,  its  owner  will  not  be  authorized  to 
use  it  under  a  license  limited  to  the  original  machine.  Goltfriedv. 
Phillip  Best  Brezuing  Co.  4 

2.  An  assignment  of  certain  patents  having  been  granted  with  a  con- 
dition therein  that,  if  default  were  made  in  payment  of  any  of  the 
instalments  of  the  consideration  money  therefor,  thereupon  the  as- 
signment should  become  null  and  void,  and  default  having  been 
made,  and  a  reassignment  taken  (previous  to  which,  however,  the 
assignee  had  granted  a  license  to  a  third  party  to  use  the  patents), 
fields  that  a  license  granted  under  such  circumstances  was  no  de- 
fence 10  a  charge  of  infringement  by  the  use  of  the  patents,  because 
the  assignee  could  give  no  better  title  than  he  himself  had,  and  the 
licensee  ought  to  have  inquired  into  the  assignee's  right  to  grant 
such  license.     Abbett  v.  Zusi,  3"* 

3.  The  maxim  caveat  emptor  applied,  under  the  facts  in  this  case.    Id'      5^ 

4.  In  the  absence  of  any  agreement  to  that  effect  between  the  parties, 
a  breach  of  a  covenant  in  a  license  does  not  of  itself  work  a  forfeit- 
ure ;  the  Cases  of  Brooks  v.  Stolley  and  Ilartell  v.  Tilghmaity  cited. 

White  V.  Lee.  ^'' 

5.  The  difference  between  an  assignment  of  an  interest  in  a  patent  and 
a  license  to  make  and  use  the  patented  invention,  considered.  Tht- 
berath  v.  Celluloid  Mfg.  Co.  577 

See  Assignment,  8 ;   Estoppel,  5,  6 ;   Particular  Patents. 
II;   Profits  and    Damages,   i;  Violation  of  Injvnc- 

TION,  I. 
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LICENSE    FEE. 

See  Profits  and  Damages,  6,  7. 

LICENSEE. 

See  Estoppel,  6  ;  License,  2. 

LIEN. 

See  Contempt,  i,  2. 

MARRIED    WOMEN. 

I.  A  married  woman,  who  was  the  sole  owner  of  a  i>atent,  brought  a 
suit  in  this  court  for  its  infringement,  in  her  own  name,  as  plaintiff, 
her  husband  not  being  a  party  to  the  suit.  The  bill  alleged  that  she 
belonged  to  New  York,  and  was  a  citizen  of  the  United  Stales,  and 
that  some  of  the  infringements  were  committed  in  New  York.  On 
a  hearing  on  an  objection  taken  in  the  answer,  that  the  husband 
should  be  a  party  to  the  suit .  Held^  that,  under  §§  O29,  4,919  and 
4,921  of  the  Revised  Statutes,  and  Rule  90  of  the  Rules  of  Equity, 
in  connection  with  the  law  in  New  York  as  to  the  status  of  the  prop- 
erty of  married  women,  the  husband  need  not  be  a  party.  Loril- 
lard  V.  Standard  Oil  Co.  432 

MASTER. 
See  Practice,  2,  3. 

MEASURE    OF    DAMAGES. 

See  Prcpits  and  Damages. 

MINOR. 
See  Contempt,  4. 

MISNOMER. 

I.  Although  the  original  patent  surrendered  was  one  granted  to  John 
De;ychfield,  and  the  reissue  was  to  John  De»chfield,  yet,  it  appear- 
ing the  real  name  of  the  inventor  was  Denchfield,  and  that  the  mis- 
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take  in  the  reissued  patent  was  a  clerical  one,  made  in  the  Patent 
Office,  and  that  no  question  as  to  the  identity  of  the  person  had 
been  raised  in  the  proofs,  and  that  the  reissue  was  in  fact  g^ranted 
to  the  same  person  to  whom  the  original  was  granted,  it  was  held 
that  the  mistake  was  of  no  importance.     Bi^t:nall  v.  Ilai-i'ey.  6,V 

MISTAKE. 
See  Misnomer,  i. 

MODEL. 
See  Date  ok  Application,  i  ;  Evidence,  6 ;  Reissue,  i. 

NEW    MATTER. 

See  Particular  Patents,  17,  18 ;  Reissue,  1,  4,  7. 

NEW    TRIAL. 
See  Rehearinc. 

NEWLY     DISCOVERED    EVIDENCE. 

See  Rehearing,  io.  ii,  12,  13,  14;  Tkrm  of  Patent,  i. 

NOTICE. 

See  Assir.NMENT,  i;  Assignee,  i  ;  CoNSTRUcnvE  Notick; 
Contempt,  2  ;  License,  2, 

NOVELTY. 

See  Estoppel,  2,  3,  4;  Evidence.  4;  Injunction,  13;  Par- 
ticular Patents,  13,  36,  38,  40,  51,  57,  60,  89  ;  Praciice, 
4  ;  Res  Adjudicata,  2. 

PARTICULAR  PATENTS. 

ADAIR — PUMPS. 

I.  The  second  claim  of  reissued  letters  patent  No.  6,964,  granted  to 
William  Adair,  February  29th,  1876,  for  an  improvement  in  pumps, 
namely,  *'  the  combination  of  the  piston  cylinder,  the  valve  chamber 
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and  its  valves,  by  which  the  water  is  supplied  to  and  discharged 
from  the  lower  side  of  the  piston,  the  water  head,  and  a  cylinder 
cover  which  is  removable  from  the  pump  through  the  open  water 
head,  substantially  as  described,*'  is  a  claim  for  such  a  combination 
in  double-acting  pumps,  and  is  valid.     Adair  y,  Thayer.  118 

2.  A  pump  sold  by  the  defendant  was  held  to  infringe  such  claina,  al- 
though a  part  of  the  combination  was  used  in  it  for  ooly  one  of  the 
purposes  for  which  such  part  was  used  by  the  plaintiff.     Id.  iiS 

ALLEN — SEATS. 

3.  Reissued  letters -patent  No.  21,  granted  to  the  complainant,  for  im- 
provements in  seats  for  public  buildings,  15th  January,  1861,  heid 
valid.     AiUn  v.  Mayor,  etc.,  of  New  York,  57 

ASHCROFT — STEAM    BOILER   COVERING. 

4.  The  letters  patent.  No.  55,598,  granted  June  igih,  1866,  to  John 
Ashcroft,  the  claim  of  which  is  for  "  covering  a  steam  boiler,  pipe 
or  other  heater  with  felt  or  other  non-conducting  material,  when 
the  latter  is  supported  on  a  framework  removed  from  and  surround- 
ing the  former,  not  being  in  direct  contact,  but  having  an  air-space 
intervening  between  said  felt  and  boiler,  pipe  or  other  heater,  con- 
structed and  operated  substantially  in  the  manner  described  and  for 
the  purpose  set  forth  :**  Heid^  to  be  valid.  Chalmers  Spence 
Patent  A^on- Conductor  Co.  v.  Cramp.  66 

ATWOOD — CAST-IRON    CAR    WHEELS. 

5.  Reissued  letters  patent,  No.  468,  granted  to  Anson  Atwood,  June 
9th,  1857,  for  an  improvement  in  cast-iron  car  wheels  held  vdAxd.,  and 
infringed  by  the  defendants.     Atwooa  v.  Portland  Co.  533 

BABCOCK — WINDOW    CATCH. 

6.  The  patent  granted  to  Franklin  Babcock,  September  29th,  1868, 
No.  82,580,  for  a  window  spring  catch  or  sash-holder,  construed, 
and,  upon  the  construction  given,  the  defendants  held  to  have  in- 
iringed.     Babcock  v.  Judd.  127 

BICKFORD — KNITTING     MACHINES. 

7.  Letters  patent  granted  to  Dana  Bickford,  for  improvements  in  knit- 
ting machines,  dated  September  loth,  1867,  No.  68,595  ;  May  4ih, 
1875,  No.   162,886,  and  reissued  letters  patent,  dated  May  nth, 
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1875,  Nos.  6,423  and  6.424  (the  originals  having  been  granted  re- 
spectively July  2ist,  1868,  and  July  6ih,  1869),  held  valid,  and  in- 
fringed by  the  defendant.     Bick/ordv.  Laporte,  34fj 

BIGELOW — SWEAT    LEATHERS    FOR    HATS. 

8.  An  injunctioQ  ordered  to  issue  unless  the  defendant  with?n  ten  days 
give  bond,  with  sufficient  security,  conditioned  to  keep  an  account 
and  to  pay  the  amount  of  any  final  decree  in  the  case.  Greenwood 
V.  Bjuuher.  302 

DRICKILL — FEED-WATER    HEATERS    FOR    STEAM 

FIRE-ENGINES. 

Q.  The  letters  patent.  No.  81,132,  granted  to  William  A.  Brickill. 
August  iSth,  1868,  for  an  improvement  in  feed-water  heaters  for 
steam  fire-engines,  are  valid.     Brickill  \.  Mayor,  etc.,  cf  New  York,  544 

10.  The  claim  of  the  patent,  namely,  **  The  combination  with  a  steam 
fire-engine,  of  a  heating  apparatus,  constructed  substantially  as  de- 
scribed, for  the  purposes  fully  set  forth,"  is  not  a  claim  to  the  com- 
bination of  a  healing  apparatus  generally  with  a  steam  fire-engine, 
but  is  a  claim  to  the  combination  of  one  constructed  substantially 
as  described,  and  the  construction  described  is  of  what  was  new 
with  Brickill.     Id.  544 

11.  The  patented  apparatus  having  been  attached  by  Brickill  to  engines 
belonging  to  the  Fire  Department  of  the  defendant,  before  the  patent 
was  applied  for,  the  defendant  did  hot  thereby,  under  §7  of  the  Act 
of  March  3d,  1839,  (5  U.  S.  Stat,  at  Large,  353,)  acquire  the  right 
to  practise  the  invention  without  liability,  but  acquired  only  the 
right  to  use  the  particular  apparatus  so  constructed.     Id.  544 

BROWN — BALING    SHORTCUT    HAY. 

12.  Whether  letters  patent  No.  68,282,  granted  Au^st  27ih,  1867,  to 
Charles  Brown,  for  an  improvement  in  baling  short-cut  hay,  are 
valid,  is  doubtful,  short-cut  hay  having  been  known  before,  and  the 
invention  consisting  only  in  applying  to  short-cut  hay  the  well- 
known  process  of  baling  hay.     Faulks  v.  Kamp.  73 

BRUMMITT — UTILIZING    LEATHER    OF   OLD   CARD-CLOTHING. 

13.  Letters  patent  No.  177,466,  dated  May  i6th,  1876,  for  an  improrc- 
ment  in  the  method  of  utilizing  the  leather  of  old  card-clothing, 
held  invalid  for  want  of  novelty.     Brummitt  v.  Howard.  615 
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CALDWELL — GAS   STOVES. 

14.  In  the  reissued  letters  patent,  No.  7,077,  granted  to  Alanson  H. 
Tifft,  April  25th,  1876,  for  an  improvement  in  gas  stoves,  (the  orig- 
inal patent,  No.  49,469,  having  been  granted,  August  15th,  1865, 
to  Elijah  J.  Caldwell  and  Alexander  M.  Lesley,  on  the  invention  of 
said  Caldwell,)  the  claims  being  for  combinations  of  parts,  consti- 
tuting and  connected  with  a  gas  burner,  consisting  of  a  diaphragm, 
a  chamber,  an  annular  outlet,  consisting  of  a  series  of  perforations, 
a  supply  pipe,  an  air  cylinder,  a  cap  and  a  flange,  it  appeared  that 
none  of  the  parts,  by  themselves,  were  new  for  the  purposes,  ex- 
cept the  flange,  and  that  the  perforations  in  the  annular  series  had 
not  before  been  placed  so  closely  together.  The  defendant  did  not 
use  the  Caldwell  form  of  burner,  nor  the  flange  with  any  other  form 
of  burner  :  Il^ld^ 

(i.)  Putting  the  perforations  in  the  annular  series  more  closely  to- 
gether was  not  invention  ; 

(2.)  The  patent  covered  no  more  than  the  precise  form  of  burner 
made  by  combining  the  flange  with  the  rest  of  the  burner,  and  the 
flange  itself,  as  a  part  of  the  burner  ; 
(3.)  The  defendant  did  not  infringe.      Tifft  v.  Sharp.  416 

COLLENDER — BILLIARD    TABLES. 

15.  The  invention  covered  by  the  reissue  is  of  sufficient  utility  to  sup- 
port a  patent.     ColUnder  v.  Griffirth.  372 

t6.  The  invention  held  to  have  been  anticipated  by  prior  structures. 
/</.  372 

COVELL — MACHINES   FOR    CLOSING    SEAxMS    OF    METALLIC 

CANS. 

17.  The  reissued  letters  patent  No.  4,777,  Division  A,  granted  to  Ed- 
ward T.  Covell,  March  5th,  1872,  for  an  "  improvement  in  machines 
for  closiig  seams  rf  metallic  cans,"  (the  original  patent  having 
been  granted  to  said  Covell,  September  21st,  1869,)  construed  to. 
contain  new  matter  not  found  in  the  original  patent,  intended  to 
cover  machines  with  recesses  in  the  angles  of  the  jaws,  to  act  on 
corners  that  are  not  notched,  while  the  original  showed  that  the  in- 
ventor did  not  contemplate  angles  with  recesses,  and  that  he  in- 
tended to  operate  only  on  cans  the  corners  of  which  were  notched. 
Covell  V.  Pratt.  3S0 

iS.  The  defendants'  machine  operated  on  cans  with  solid  corners,  not 
notched,  and  had  jaws  with  recesses  a(  the  corners,  and  it  was 
held,  that,  if  the  reissue  could  be  construed  to  cover  that  machine. 
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It  was  invalid,  as  claiming  what  was  not  warranted  by  anything  in 
the  original  patent,  and  that,  if  the  reissue  were  limited  to  the  real 
invention,  there  was  no  infringement.     Id.  5^0 

DAVIS — PANTALOONS. 

19.  The  reissued  letters  patent  granted,  March  i6th,  1875.  to  Jacob  W. 
Davis  and  Levi  Strauss  &  Co.,  for  an  "  improvement  in  paataloons, 
etc.,*'  the  original  patent  having  been  granted  to  them  May  20th, 
1873,  on  iJic  invention  of  said  Davis,  are  valid.     Strauss  v.  Kin^.    35^ 

DEUCHFIELD — COOLING    AND   DRYING    MEAL. 

20.  The  reissued  letters  patent  granted  to  John  Deuchfield,  January 
16th,  1872,  for  an  "  improvement  in  cooling  and  drying  meal,"  on 
the  surrender  of  an  original  patent  granted  to  John  Denchfield, 
April  20th,  1858,  are  valid.     Bignallv,  Harvey.  63^^ 

DE    FOREST — BINDING    FOR    SKIRTS. 

21.  Letters  patent  No.  61,172,  granted  to  Thomas  B.  De  Forest,  Janu- 
ary 15th,  1867,  for  an  improvement  in  binding  for  skirls,  construed 
and  sustained.     Day  v.  Combination  Rubber  Co.  3^5 

EAGLETON — JAPANNED    FURNITURE    SPRINGS. 

22.  The  letters  patent.  No.  122,001,  granted  December  19th,  1871,  to 
the  Eagleton  Manufacturing  Company,  assignee  of  Sarah  N.  Eag/e- 
ton,  administratrix  of  J.  Joseph  Eagleton,  the  inventor,  for  an  im- 
provement in  japanned  furniture  springs,  are  invalid.  Eagleton 
Mfg.  Co,  v.   West^  Bradley  &*  Cary  Af/g.  Co.  475 

23.  The  patent  is  for  springs  protected  by  japan  and  tempered  by  the 
heat  used  in  baking  on  the  japan.     Id.  475 

EASTMAN — COMPOSITION    FOR   SOAP. 

24.  Letters  patent  granted  to  Robert  Eastman,  August  29th,  1871,  num- 
bered 118,440,  for  an  **  improvement  in  composition  for  soap:" 
I/eid^  valid,  and  infringed  by  the  defendants.    Eastman  v.  Hinckel       ' 

FARNHAM— BEDSTEAD    FRAMES. 

25.  Reissued  letters  patent,  No.  7,704,  granted  May  29th,  1877,  to  J.  M. 
Fartiham,  for  an  improvement  in  bedstead  frames,  the  origioaJ 
patent  having  been  granted  to  him  November  30th,  1869,  construed 
and. sustained.      Whittlesey  v.  Antes.  y^' 


INDEX.  671 


Particular  Patents. 


FARNHAM BEDSTEAD    FRAMES. 


• 


26.  The  validity. of  reissued  letters  patent,  dated  May  29ih,  1877, 
granted  to  J.  M.  Farnham,  for  improvements  in  bedstead  frames, 
reaffirmed,  and  the  defendants  held  to  have  infiinged.  Woven 
Wire  Mattress  Co.  v.   Wire  Web  Bed  Co.  276 

FARNHAM BEDSTEAD    FRAMES. 

27.  The  cases  of  Whiltlesey  v.  Ames,  ante,  p.  96,  and  Woven  Wire 
Mattress  Co.  v.  Wire  Web  Bed  Co.^  Id.,  276,  followed,  and  the  de- 
fendant held  to  infringe  the  ist  and  3d  claims  of  the  complainant's 
patent.      Woven  Wire  Mattress  Co.  v.  Palmer.  455 

FIELD — GLOVE    FASTENINGS. 

28.  Letters  patent  number  155,077,  dated  September  15th,  1874,  granted 
to  complainant  for  improvement  in  glove  fastenings,  construed, 
and,  upon  the  construction  given,  the  defendants  held  not  to  have 
infringed.     Field  v.  De  Comean.  40 

GAYTON — WINDOW    CLEANERS. 

29.  The  combination  described  and  claimed  in  letters  patent  No.  202,- 
loi,  granted  to  William  C.  Gayton,  April  9th,  1878,  and  reissued 
as  No.  8,393,  September  3d,  1878,  for  an  improvement  in  window 
cleaners,  is  not  patentable — the  arrangement  or  juxtaposition  of 
the  parts  not  involving  invention.     Perfection  Window  Cleaner  Co. 

V.  Bosley.  449 

GIBBONS — PANTALOONS. 

30.  Gibbons'  patent  for  improvement  in  pantaloons,  No.  178,287,  dated 
June  6th,  1876,  sustained.     Elfelt  v.  Steinhart.  596 

GIBBONS — POCKETS   OF    WEARING    APPAREL. 

3T.  Gibbons*  patent  for  improvements  in  pockets  of  wearing  apparel. 
No.  178,428,  dated  June  6th,  1876,  construed,  and  held  to  be  a  pat- 
ent for  a  combination.     Elfelt  v.  Steinhart.  596 

32.  The  stitched  perpendicular  parallel  lines,  extending  above  and  be- 
low the  pocket-openings,  are  an  element  in  the  combination  of  said 
patent ;  and  a  pocket-opening  made  without  this  element,  or  an 
equivalent,  does  not  infringe  either  claim  of  the  patent.     Id.  596 

VOL.  V — 43 
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33.  The  Peila  patent  does  nut  contain  the  siiiched  perpendicular  par- 
allel lines  extending  above  and  beloiv  the  pocket-opening:,  and,  as 
it  does  not  contain  this  element  of  the  combination  in  Gibbons* 
patent,  it  is  not  an  infringement.     Id,  5iyi 

(JOTTFRIED    AND    HOLBECK — PITCHING    INSIDE    OF    BARRELS. 

34.  The  validity  of  letters  patent  No.  42,580,  granted  to  Matthew  Gott- 
fried and  J.  F.  T.  Holbeck,  May  3d,  1864,  for  an  improved  mode 
of  pitching  barrels,  reaffirmed.     Gottfried  v.  Phillip  Best  Bntoin^ 

Co.  4 


GRAHAM — HARVESTER. 

35.  The  first  and  second  claims  of  the  harvester  patent.  No.  74,342,  is- 
sued to  Alvaro  B.  Graham,  February  nth,  1868,  held  to  be  valid, 
and  to  be  infringed  by  the  defendants.     Graham  v.  McCormick.  244 

HARPER — FLY    TRAPS. 

36.  Reissued  letters  patent  number  6,403,  dated  June  22d,  1S75,  for  an 
improvement  in  fly  traps,  held  io  be  novel,  and  infringed  by  the  de- 
fendants.     Harper  v.  CaoMe,  50 

HOLDEN— HORSE   HAY-RAKES. 

37.  The  first,  second  and  fourth  claims  of  the  reissued  patent  granted  to 
William  H.  Field,  November  5th,  1878,  for  an  improvement  in 
horse  hayrakes,  the  same  being  a  reissue  of  the  patent  granted  to 
Cyius  B.  Holden,  April  14th,  1868,  held  to  have  been  anticipated 
by  a  patent  granted  to  H.  W.  Sabin,  December  3d,  1850.      IVisnrr 

V.   Grant.  217 

HULL — WHIP    STOCKS. 

38.  The  second  claim  of  reissued  letters  patent.  No.  5,651,  granted  to 
David  C.  Hull,  November  nth,  1873,  ^or  manufacture  of  whip 
stocks,  held  void,  for  want  of  novelty.  American  IVhip  Co.  v. 
Hampden  Whip  Co.  122 

39.  The  first  claim  of  such  reissue  held  to  be  valid,  and  infringed  by  the 
defendants.     Id.  122 

IRISH — PHOTOGRAPHS   ON    GLASS. 

40.  The  process  of  preparing  and  producing  colored  photographs  00 
glass  described  and  claimed  in  letters  patent  dated  June  27th,  1876, 
numbered  179,316,  granted  to  the  complainant  is,  as  an  entirety, 
novel.     Irish  v.  Knapp.  47 
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JORDAN    AND   SMITH — WRENCHES. 

41.  Reissued  letters  patent,  No.  5,294,  dated  February  25ih,  1873,  (the 
original  patent  having  been  granted  to  Lucius  Jordan  and  Leander 
E.  Smith  on  October  loih,  1865,  and  numbered  50,364,  for  improve- 
ment in  wrenches — the  same  having  been  before  reissued,)  construed, 
and  the  defendants  held  to  have  infringed  the  first  claim  thereof. 
Collins  Co.  V.  Cots.  5  48 

KELLY — BURNERS   FOR    GAS   STOVES. 

42.  The  reissued  letters  patent  No.  6,833,  granted  to  James  L.  Sharp, 
January  4th,  1876,  for  an  improvement  in  burners  for  gas  stoves, 
(the  original  patent,  No.  50,938,  having  been  issued  to  Thomas  J. 
Kelly,  as  inventor,  November  I4ih,  1865,)  are  valid.  Sharp  v. 
Tiffl.  .  399 

43.  The  invention  of  Kelly  explained.     Id.  399 

44.  He  devised  a  new  form  of  perforated  diaphragm,  a  new  form  of 
chamber  between  it  and  the  outlet,  and  a  new  form  of  outlet  to  the 
flame,  a  perforated  diaphragm,  a  chamber  between  it  and  an  outlet, 
and  an  outlet  beyond,  having  existed  before.     Id.  399 

45.  A  disclaimer  was  filed  after  this  suit  was  brought,  but  it  was  held 
that  the  disclaimer  had  no  effect  on  the  construction  of  the  reissue. 

Id.  '  399 

46.  Kelly  invented  a  burner  head,  consisting  of  two  circular  horizontal 
plates,  one  above  the  other,  with  flanges  approaching  each  other 
around  the  edges,  leaving  a  continuous  aperture,  and  having  a  ver- 
tical diaphragm  extending  around  between  them  a  short  distance 
inside  of  the  flanges,  fprming  an  annular  chamber  between  the 
diaphragm  and  flanges,  all  held  together  by  a  bolt  and  nut  in  the 
centre  of  the  plates,  with  an  aperture  leading  from  the  feeding  tube 
below  through  the  lower  plate,  each  side  of  a  bar  left  across  for  the 
bolt,  so  as  to  pass  the  air  and  gas  upward  through  the  tube  and 
lower  plate,  into  the  space  between  the  plates,  thence  laterally,  in 
all  directions,  through  the  diaphragm,  into  the  chamber  outside  of 
it,  and  thence,  in  an  unbroken  sheet,  horvEontally,  through  the  aper- 
ture between  the  flanges  to  the  flame.     Id.  399 

47.  The  defendant  used  two  plates  bolted  together  as  Kelly's,  the  lower 
one  without  any  upturned  flange,  the  upper  one  with  projections 
downward  around  the  edge,  for  distance  pieces,  between  which  and 
the  lower  plate  the  diaphragm  was  held.     Id,  399 

48.  The  claims  of  the  reissue  were  (i)  the  combination  of  the  outlet, 
the  perforated  diaphragm,  and  the  chamber  intermediate  between 
the  diaphragm  and  outlet,  substantially  as  described  ;  (2)  the  com- 
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bination  of  a  vertically  arranged  diaphragm  with  the  external  annu- 
lar opening,  as  shown.  The  defendant  did  not  use  either  combina- 
tion, having  no  vertical  diaphragm  and  no  annular  chamber,  but,  as 
he  had  taken  the  two  circular  plates  held  together  by  a  bolt  at  the 
centre,  and  had  made  projections  on  the  upper  one  in  place  of  the 
flange,  with  spaces  so  as  to  permit  an  outward  flow  of  gas  that  would 
unite  into  a  continuous  sheet  of  ftame  on  the  outside  and  against 
the  edge  of  the  upper  plate,  acromplishinc:  the  same  result  as  Kelly, 
it  was  held  (hat  he  had  appropriated  a  part  of  Kelly's  invention  and 
had  infringed  the  reissue.     Id.  399 

LOCKF. — REVENUE    STAMP. 

49.  Letters  patent  for  an  improved  revenue  stamp  for  barrels,  dated 
August  2d,  1869,  granted  to  Edward  A.  Locke,  held  valid,  and  in- 
fringed by  the  defendants.  Benedict  and  Burnham  Mfg.  Co.  v. 
'JfoUister,  136 

M'MILLIN — ENGINES    FOR   CAPSTANS. 

50.  Letters  patent  No.  63,917,  granted  to  John  S.  M'Millin,  April  i6th. 
1867,  held  valid.     M' Millin  v.  Rees,  26<j 

MCNISH — ANNEALING- BOXES. 

51.  Letters  patent  No.  149,875,  granted  to  Charles  A.  McNish,  April 
2ist,  1874,  for  an  improvement  in  annealing-boxes,  the  claim  of 
which  is  :  "  A  bottom  for  annealing-boxes  having  ribs  or  bars  of 
wrought  iron  or  other  metal  of  a  similar  fibrous  elastic  nature,  ex- 
tending through  it,  substantially  as  described"  held  void  on  ac- 
count of  the  prior  use  of  a  similar  device.  ^  McXish  v.  Everson,         4S4 

MAGUIRE — HYDRAULIC    POWER    ACCUMULATORS. 

52.  The  letters  patent  No.  202,660,  granted  to  Thomas  M.  Maguire. 
April  23d,  1S7S,  for  an  improvement  in  hydraulic  power  accumula- 
tors, are  invalid,  because  the  invention,  if  any,  was  using  the 
weights  below  the  piston  instead  of  above  it,  and  neither  the  claim 
nor  the  description  indicates  that  as  the  invention,  or  distinguishes 
the  new  from  the  old,  and  the  claim  covers  prior  structures.  Maguire 

v.  Eantes.  617 

MARINONI— LITHOGRAPHIC    PRINTING    PRESSES. 

53.  The  letters  patent  granted,  March  i6th,  1869,  to  Richard  M.  Hce, 
as  the  assignee  of  Auguste  Hippolyte  Marinoni,  for  an  improve- 
ment in  lithographic  printing  presses,  are  valid.     Hoe  v.  Cotlrell.       256 
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54.  There  is  sufficient  invention  in  what  is  covered  by  the  3d  claim, 
namely,  **  The  combination  of  the  sheet-flyer  with  an  impression 
cylinder  without  tapes,  and  a  receiving  cylinder  provided  with,  both 
grippers  and  tapes,  substantially  as  described  and  specified,"  to 
support  a  patent.     Id.  256 

55.  The  object  of  said  combination,  stated.     Id.  256 

56.  There  is  a  combination  of  the  sheet-flyer  with  the  impression  cylin- 
der, because  the  successive  action  uf  each  contributes  to  produce  a 
practical  result.     Id.  256 

57.  The  novelty  of  the  comb'nation  sustained,  against  the  view  that  it 
required  only  skilled  labor  to  make  Ft,  in  view  of  what  existed  be- 
fore, all  the  dements  of  the  combination  being  old,  but  the  conv- 
bination  being  new,  in  fact,  and  useful.     Id.  :^56 

MUNSON — BOND    AND    COUPON    REGISTER. 

58.  The  letters  patent  No.  63,419,  granted  to  Francis  Munson,  April 
2d,  1867,  for  a  bond  and  coupon  register,  are  valid.  Munson  v. 
Mayor ^  etc.^  of  New  York.  486 

59.  The  invention  is  a  book,  with  a  page,  or  pages,  spaced  for  each 
bond  and  its  coupons,  of  any  series,  and  with  the  spaces  numbered 
and  designated  lo  show  what  bonds  and  coupons  they  are  for,  while 
any  of  them  are  outstanding,  and  for  receiving  them  for  safe  keep- 
ing as  vouchers,  or  memoranda,  when  any  of  them  are  taken  up  or 
paid.  The  registers  are  not  copies  of  one  another.  The  i^ivention 
was  not  a  subject  of  copyright.     Id.  486 

NEW — WATER-PROOF   CELLARS. 

r>o.  The  complainant's  reissued  patent  No.  7,920,  dated  October  23d, 
1877,  for  an  improvement  in  constructing  water-proof  cellars,  etc., 
/ft^Zi/ void  for  want  of  novelty.     New  v.  Lawrence.  627 

NOBEL — NITRO-GLYCERINE. 

61.  The  decision  in  Atlantic  Giant  Powder  Co.  v.  Rand  and  The  Same 
V.  Parker,  16  Blatchf.  C.  C.  R.,  250,  281,  that  the  reissued  letters 
patent  No.  5,799,  granted  to  the  Giant  Powder  Company,  March 
17th,  1874,  for  an  improved  explosive  compound,  the  original 
patent  having  been  granted  to  Julius  Bandmann,  as  assignee  of  Al- 
fred NObel,  the  inventor,  as  No.  78,317,  May  26th,  1868,  are  valid, 
confirmed.     At/antic  Giant  Powder  Co.  v.  Dittmar  Powder  Mfg.  Co.   222 

62.  A  powder  which,  in  100  parts  by  weight,  contains  nitro-glycerine 
67.64  parts,  cellulose,  (paper  stock,)  16.82,  and  saltpetie,  (nitrate  of 
soda,)  15.54,  ^nd  a  powder  which,  in  100  parts  by  weight,  contains 
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nitro-glycerine  27.86  parts,  sawdust  and  charcoal,  in  neaily  equal 
proportions,  5.59.  and  saltpetre,  (nitrate  of  soda,)  66.55,  are  io- 
fringements  of  said  reissue.     /<i.  ,  222 

63.  The  said  reissue  is  not  invalid,  as  being  for  a  different  invention 
from  that  set  forth  in  the  original  patent.     /(/.  222 

64.  It  is  not  invalid  on  the  ground  that  N(ibel,  the  inventor,  obtained 
from  one  Dittmar  the  knowledge  of  what  is  claimed  in  it.     Id.  222 

65.  What  is  claimed  in  it  was  not  first  invented  by  Dittmar.     /</.  222 

66.  The  question  of  Dittmar's  invention  of  it  considered  in  view  of  the 
fact  that,  in  former  litigations,  he  was  silent  about  his  having  in- 
vented it,  although  he  made  an  affidavit,  in  a  former  suit  on  the 
said  reissue,  the  only  purport  of  which  was  to  show  that  the  said 
reissue  was  void  for  want  of  novelty,     /t/.  222 

67.  The  plaintiff  held  not  to  have  deprived  itself,  by  any  conduct  tow- 
ards Dittmar,  of  the  right  to  ask  for  a  preliminary  injunction 
against  the  defendant.     7J.  222 

PAGE — INDUCTION    COIL    APPARATUS    AND    CIRCUIT 

BREAKERS. 

68.  The  reissued  letters  patent  granted  October  loih,  1871,  to  Priscilla 
W.  Page,  administratrix,  etc.,  of  Charles  G.  Page,  deceased,  and 
the  Western  Union  Telegraph  Company,  for  improvements  in  in- 
duction coil  apparatus  and  circuit  breakers,  the  original  patent  hav- 
ing been  granted  to  said  Page,  as  inventor,  April  14th,  1S68,  are 
valid,  so  far  as  claims  11,  12  and  13  are  concerned.  I^ag^  v. 
Holmes  Burglar  Alarm  Telegraph  Co.  165 

69.  The  hi.story  of  the  invention,  and  of  the  efforts  of  Page  to  obtain  a 
patent  for  it,  set  forth.     Id,  165 

70.  The  defendant  held  to  have  infringed  claims  11,  I2  and  13,  namely, 
"11.  The  adjustment  of  the  retractile  force  of  an  automatic  circuit 
breaker,  substantially  as  set  forth.  12.  The  combination  of  an 
electro-magnet,  armature  and  adjustable  retractor.  13.  Adjusting 
or  regulating  the  length  of  vibration  of  the  armature  of  an  electro- 
magnet, by  means  of  a  set  screw,  or  any  mechanical  equivalent  for 
substantially  the  same  purpose,  substantially  as  herein  set* forth.*' 

Id.  165 

71.  Claim  II  held  to  have  been  infringed,  although,  in  the  plaintiffs' 
patent,  the  armature  was  retracted  by  a  weight,  made  adjustable, 
and,  in  the  defendant's  apparatus,  the  retractile  force  was  a  spiral 
spring,  made  adjustable  as  to  its  tension,  the  two  having  the  same 
extent  of  adjustable  capacity,  by  minute  adjustments  capable  of  be- 
ing made  without  stopping  the  working  of  the  apparatus  ;  and  al- 
though the  adjustable  functions  of  the  spring  were  usea  only  to  as- 
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certain  whether  the  apparatus  was  in  working  order  originally,  and 
then  the  spring  was  left  at  the  tension  fixed  upon.     Id.  165 

72.  The  words  '*  the.  adjustment,"  in  claim  11,  held  to  mean,  the 
mechanical  means  of  making  the  adjustment.     Id.  165 

73.  Claim  13  held  to  have  been  infringed,  although  the  defendant's  set 
screw  was  set  originally  at  a  given  point,  to  determine  the  extent  of 
vibration  of  the  armature,  and  was  not  afterwards  changed.     Id.       165 

74.  Claim  13  held  to  be  a  claim  to  the  set  screw  so  arranged  as  to  be 
capable  of  making  the  regulation.     Id.  165 

75.  The  special  Act  of  Congress  of  March  19th,  1S68,  15  U.  S.  Stat,  at 
Large,  356,  under  which  the  patent  was  granted,  construed.     Id.       165 

76.  The  said  special  Act  construed,  on  the  question  of  the  abandon- 
ment of  the  inventions  by  Page  to  the  public,  and  held  not  to  be 
open  to  the  objection  that  it  deprived  any  person  of  his  property 
without  due  process  of  law.     Id.  165 

77.  The  application  to  be  made  under  said  special  Act  was  subject  to 
the  same  rules  as  other  applications,  and  the  same  right  to  a  reissue 
existed  as  in  the  case  of  other  patents.     Id.  165 

78.  The  words  **  circuit  breakers  described  by  him  prior  to  said  appli- 
cation," in  said  Act,  defined,  and  held  to  include  such  appendages 
and  added  instrumentalities,  so  previously  described  by  Page,  as 
were  calculated  to  make  the  circuit  breaker  more  efficient  or  perfect. 

Id.  165 

79.  The  inventions  covered  by  claims  11  and  12  examined,  as  to  their 
history  and  the  prior  description  of  them  by  Page.     Id.  T65 

So.  Claim  13  examined,  as  to  the  time  from  which  the  invention  cov- 
ered by  it  takes  date,  as  having  been  described  by  Page.     Id.  165 

Si.  The  novelty  of  the  inventions  covered  by  claims  it,  12  and  13  held 
not  to  have  been  successfully  impeached.     Id.  165 


PEARL — BOBBINS    AND    SPINDLES. 

52.  Reissued  letters  patent,  dated  September  ist,  1874.  No.  6,036,  the 
original  having  been  granted  to  Oliver  Pearl,  May  3d,  1870,  No. 
102,587,  for  an  improvement  in  bobbins  and  spindles  for  spinning 
machines,  are  not  infringed  by  the  use  of  the  invention  for  which  let- 
ters patent  No.  113,575  were  granted  to  Jacob  H.  Sawyer,  April 
nth,  1871  ;  the  two  structures  are  distinct,  and  occupy  independent 
positions  in  the  art.     Pearl  v.  AppUton  Co.  553 

53.  The  defendants,  however,  having,  in  their  use  of  spindles  and  bob- 
bins, added  the  combination  described  in  the  second  claim  of  Pearl's 
patent  to  the  Sawyer  combination,  an  interlocutory  decree  was 
granted.     Id.  553 
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84.  The  case  of  J^rar/  v.  Ocfan  Mills,  2  Bann  and  Ard.,  469,  cited  and 
approved.     Id. 


:; "  J? 


PLIMPTON — SKATES. 


85.  Letters  patent  No.  55,901,  granted  to  the  complainant,  June  26th, 
t866,  for  improvement  in  skates,  construed,  and  a  preliminary  in- 
junction granted  against  the  defendant.     Plimpton  v.  IVins/^zt*.  563 


PRATT — DESIGN    FOR   CARD    FOR    BUTTONS. 

86.  Design  letters  patent  No.  7,914,  granted  December  8ih,  1S74,  to 
E.  C.  Pratt,  Bro.  &  Co.,  for  a  design  for  a  card  of  buttons,  divided 
into  spaces  covered  with  foil,  by  narrow  bands,  with  a  dozen  pearl 
buttons,  in  rows  of  three  by  four,  to  each  space,  are  not  valid,  as 
not  presenting  any  patentable  subject-matter.  Praft  v.  Roien- 
ffld.  4Si> 

87.  The  patent  is  merely  for  a  change  in  the  mode  of  keeping  and  pre- 
senting the  buttons  for  sale,  without  changing  the  form  or  appear- 
ance of  the  buttons.     Id,  48^^ 

PRINCE — TIN    CANS. 

88.  Letters  patent  No.  43,371,  granted  to  Banker  and  Carpenter  as  as- 
signees of  George  W.  Prince,  June  28th,  1864,  for  an  improvement 

in  the  manufacture  of  tin  cans,  held  valid.     Banker  v.  Bostwick.         ^(^•^ 


QUIROLO — STEREOSCOPES. 

89.  Reissued  letters  patent  No.  6,557,  granted  to  Antonio  Quirolo,  July 
27th,  1875,  for  an  improvement  in  stereoscopes,  consisting  of  a  com- 
bination of  legs  with  the  standard  for  the  stereoscope  to  stand  upon, 
are  void,  on  their  face,  for  want  of  novelty,  within  common  knowl- 
edge.    Quirolo  V.  Ardito.  So 

<>o.  Such  a  stand  having  been  in  use  before  for  other  things,  there  was 

no  invention  in  putting  a  stereoscope  upon  it.     Id,  So 

ROBERTS — TORPEDO    FOR    OIL-WELLS. 

91.  The  reissued  letters  patent  No.  6,258,  granted  to  E.  A.  L.  Roberts, 
January  26th,  1875,  the  claim  of  which  is  for  "  the  method  or  proc- 
ess of  increasing  or  restoring  the  productiveness  of  oil  wells  by 
causing  an  explosion  of  gunpowder  or  its  equivalent  at  or  near  the 
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oil  bearing  point,  in  connection  with  superincumbent  fluid  tamping, 
substantially  as  described,"  htld  to  be  for  the  same  invention  as 
that  described  in  the  original  patent  granted  to  him  May  20th,  1866. 
Roberts  v.  Schreiber.  491 

92.  The  said  letters  patent  A^A/ valid,  and  to  have  been  infringed  by  the 
defendant.     Id,  491 

93.  The  case  of  Roberts  v.  Dickey ^  4  Fisher,  532,  in  which  the  meaning 
and  scope  of  the  original  patent  was  defined,  cited  and  approved. 

Id.  491 

94.  The  prior  use  of  a  blast  in  a  bore  hole  sunk  in  an  ordinary  well, 
held  not  to  anticipate  the  patent  in  suit,  the  same  being  for  a  proc- 
ess by  which  a  torpedo  may  be  exploded  many  hundred  feet  below 
the  surface  of  the  ground,  and  below  the  top  of  the  rock  through 
which  an  Artesian  well  has  been  sunk,  and  at  the  point  in  the  well 
where  the  effect  of  such  explosion  is  desired,  with  a  water  tamping 
sufficient  to  confine  the  effect  of  the  blast  to  the  vicinity  of  its  loca- 
tion.    Id.  491 

95.  The  prior  experiments  and  devices  alleged  to  anticipate  Roberts' 
invention,  considered.     Id.  491 

96.  The  process  described  in  the  specification  of  Roberts'  patent  does 
not  require  that  the  superincumbent  fluid  tamping  should  entirely 
fill  the  well,  but  that  there  should  be  a  sufficient  column  to  confine 
the  effect  of  the  blast  to  the  vicinity  of  the  point  at  which  the  tor- 
pedo is  placed.    Id.  491 

97.  Letters  patent  No.  47,458,  granted  to  E.  A.  L.  Roberts,  April  25th, 
1865,  for  improvements  in  apparatus  for  exploding  gunpowder  or 
other  explosive  material  when  submerged  in  water  in  Artesian  or 
other  similar  wells,  held  valid,  and  the  first  claim  thereof  to  have 
been  infringed  by  the  defendant.     Id.  491 

SCOTT — WHIP-SOCKET, 

98.  The  validity  of  the  complainants*  patent  for  a  whip-socket,  which 
was  sustained  by  the  court  in  Searles  v.  Van  Nest,  3  Bann.  &  Ard., 
121,  confirmed,  upon  a  rehearing  on  further  evidence  attacking  the 
novelty  of  the  invention.     Searles  v.   Van  Nest.  456 

SHELTON — WHIP  TIPS. 

99.  Reissued  letters  patent  No.  7,382,  granted  to  Clark  R.  Shelton,  No- 
vember 7th,  1876,  for  an  improvement  in  whip  tips,  construed,  and 
the  defendants  held,  upon  the  construction  given,  not  to  have  in- 
fringed.    American  Whip  Co.  v.  Hampden  Whip  Co.  125 
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SlIIREMAN — HORSE    HAY-RAKES. 

100.  The  reissued  letters  patent,  No.  7,q8S»  granted  to  James  E.  Wisner, 
December  nth,  1877,  for  horse  hay-rakes,  are  not  invalid  as  bein^r 
broader  than  the  original  patent  granted  to  Joseph  H.  Shireman. 
October  8ih,  1867,  No.  69,713.      H'isnfr  v.  Dodds.  447 

101.  The  invention  is  new,  patentable  and  useful.  Id.  447 

SLAWSON — FARE    BOX. 

102.  The  second  claim  of  reissued  letters  patent  No.  4,240,  granted  to 
John  B.  Slawson,  January  24th,  1871,  for  an  improvement  in  fare 
hoxes,  and  extended  for  seven  years  from  July  28ih,  1871,  (the  origi- 
nal patent  having  been  granted  to  said  Slawson,  July  2Sth,  1S57,  and 
reissued  January  24th,  1871,)  namely  :  **  2.  A  fare  box,  having  two 
compartments,  into  one  of  which  the  fare  is  first  deposited,  and 
temporarily  arrested,  previously  to  its  being  deposited  in  the  other, 
when  the  former  is  provided  with  openings  covered  or  protected  by 
transparent  mediums  01  devices,  so  arranged  that  the  passenger  can 
see  through  one,  and  the  driver  or  conductor  through  the  other,  in 
the  manner  substantially  as  and  for  the  purpose  set  forth,"  con- 
tains no  patentable  combination  and  no  invention.  Shioson  v. 
Cran.i  Street^  Prospect  Park  and  Flatbush  R.  R.  Co.  210 


SPILL DISSOLVING    XYLOIDINE. 

103.  The  letters  patent  No.  97.454,  granted  November  30th,  iSCk),  to 
Daniel  Spill,  for  an  *'  improvement  in  dissolving  xyloidine  for  use 

in  the  arts,"  are  valid.     Spill  v.  Celluloid  Harness  Trimming  Co.        40$ 

104.  The  specification  states,  that  the  invention  consists  in  the  employ- 
ment of  eight  different  solvents.  The  second  is  this  :  *'  Camphor 
or  camphor  oil,  or  mixture  of  the  same,  in  conjunction  with  alcohol 
or  spirits  oi  wine,  the  same  to  be  employed  in  about  equal  propor- 
tions.** The  claim  is  :  "  The  preparation  and  use  of  solvents  of 
xyloidine,  such  as  have  been  before  described,  so  as  to  render  xyl- 
oidine more  easy  of  conversion  into  compounds  containing  xyloi- 
dine, which  are  suitable  for  applications  in  the  arts  and  for  indus- 
trial purposes  :"  Held^  thax,  on  the  question  of  infringement,  it 
was  immaterial  whether  the  camphor  was  first  dissolved  in  the  alco- 
hol, and  then  the  xyloidine  added,  or  whether  the  camphor  or  the 
alcohol  was  first  mixed  with  the  xyloidine  and  then  the  third  sub- 
stance added,  and  that  the  use  of  the  camphor  and  the  alcohol  in 
equal  proportions  was  not  of  the  essence  of  the  invention.     /«/.         405 
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105.  The  letters  patent  No.  101,175,  granted  to  Daniel  Spill,  March  22d, 
1870.  for  an  **  improvement  in  the  manufacture  of  xyloidine  and  its 
compounds,"  are  valid.     Id.  405 

106.  The  second  claim,  namely,  **  The  process  of  bleaching  xyloidine  in 
the  manner  herein  specified.'*  is  a  claim  to  the  invention  of  bleach- 
ing xyloidine  by  ordinary  bleaching  agents,  directly  after  the  con- 
verting acids  have  been  washed  out  of  it,  and  before  anything  has 
been  mixed  with  it  which  may  interfere  with  the  action  of  the 
bleaching  agents.     Id.  405 

107.  Such  application  of  ordinary  bleaching  agents  to  bleach  xyloidine  is 

a  patentable  invention.     Id.  405 

STEBINS — HYDRAULIC    ELEVATORS. 

108.  Letters  patent  No.  132,112,  granted  to  Timothy  Stebins,  October 
Sih,  1872,  for  improvements  in  safety  devices  for  hydraulic  eleva- 
tors, and  assigned  to  the  complainants,  held  to  have  been  infringed 

by  the  defendant.     Stebins  Hydraulic  Elevator  Mfg.  Co.  v.  Stebins.   199 

STERNBERGH CHEESE     HOOPS. 

io<j.  The  reissued  letters  patent  (granted  to  William  Sternbergh,  August 
5th,  1879,  for  an  **  improvement  in  cheese  hoops,*'  the  original 
patent  having  been  granted  to  him  March  21st.  1871,  are  valid. 
Tyler  w.   Welch.  511 

no.  The  invention  explained.     Id.  511 

111.  The  reissue  compared  with  the  original.     Id.  511 

112.  If  the  suit  had  been  founded  on  the  original  the  plaintlfT  could  have 
succeeded.     Id.  511 

113.  The  first  claim  of  the  reissue,  though  capable  of  a  broader  construc- 
tion, must  be  confined  to  the  real  invention.     Id.  511 

STOCKBRIDGE — BIT    BRACES. 

114.  Reissued  letteis  patent  number  6,350,  dated  March  23d,  1875, 
granted  to  Charles  H.  Stockbridge  for  improvement  in  the  stocks 
or  braces  for  bits  and  other  tools,  held  valid  and  infringed  by  the 
defendant.     Millers  Falls  Co.  v.  Backus,  53 

THATCHER — AIR-HEATING    FURNACE. 

115.  The  essential  features  of  the  second  claim  of  letters  patent  No. 
71,244,  granted  to  John  M.  Thatcher,  November  19th,  1867,  for  an 
air-heating  furnace  are  a  clinker-cleaning  passage,  inclosed  by  a 
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plate  connected  with  the  fire-pot,  furnace-front,  and  ash-pit,  which 
prevents  communication  with  a  hot-air  chamber  surroundings  the 
fire-pot,  and  the  downward  passage  wholly  between  the  furnace- 
front  and  the  grate,  and  none  of  it  outside  of  the  furnace-front  ;  and 
the  same  is  not  infringed  by  the  structures  used  by  the  defendants, 
which  lack  any  of  these  essential  elements.  Thatcher  Heating  Co.  v. 
Spear. 

116.  The  third  claim  of  the  patent,  viz.  :  "In  combination  with  the 
clinker-cleaning  passage  the  downward  passage  leading  therefrom 
to  the  ash-pit,  substantially  as  described,"  was  not  infringed  by  a 
structure  which  did  not  have  the  clinker-cleaning  passage  of  the 
second  claim.     Id.  ?5 

TINKER — MOWING    MACHINES. 

117.  Upon  the  construclioti  given  by  the  court  to  the  complainant*s  par- 
ent for  an  improvement  in  mowing  machines,  dated  December  5th, 
1865,  number  51. 3^^*  ^^  defendant  held  not  to  have  infringed. 
Tiuktr  V.  Wilbers  Eureka  Mo^ver  and  Reaper  M/g.  Co.  92 

TUCKER — PROCESS   OF    BRONZING    IRON. 

118.  The  case  of   Tucker  v.  Burditt^  ante,  p.  220,  cited  and  followed. 
Tucker-^.  Corbin.  2^7 

WARTH — MACHINES   FOR    CUTTING    CLOTH. 

119.  Letters  patent  No.  10,986.  May  30th,  1854  ;  No.  106,101,  August  2d, 
1870;  No.  124,180,  February  27th.  1872  ;  and  reissued  letters  pat- 
ent No.  5,004,  July  23d,  1872  ;  and  No.  5,186,  December  loth,  1872, 
each  granted  to  the  complainant  for  improvements  in  machines  for 
cutting  cloth,  construed  by  the  court,  and,  upon  the  construction 
given,  the  defendants  held  not  to  have  infringed.  Warth  v.  Brown^ 
ing.  341 

WHIDDEN — SHOE    NAILS. 

120.  Letters  patent  Nos.  90,902  and  164,889,  granted  to  H.  F.  Whidden 
for  shoe  nails,  held  valid,  and  infringed  by  the  nails  manufactured 

by  the  defendants.     Dunbar  v.  Estabrook,  6S 

121.  The  cases  of  Estabrook  v.  Dunbar,  2  Bann.  &  Ard.  427,  and  Dunbar 
v.  Albert  Field  Tack  Co.,  4  Bann.  &  Ard.  518,  reviewed  and  dis- 
cussed.    Id.  (tS 
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WHITCOMB — HORSE-RAKES. 

122.  The  fourth  and  fifth  claims  of  reissued  letters  patent,  numbered 
2,994,  dated  June  i6th,  1868,  granted  to  George  Whitcomb  for  an 
improvement  in  horse-rakes  held  to  be  infringed  by  the  defendants. 
Edgarton  v.  Breck.  42 

WILLIAMS — MACHINES    FOR    APPLYING    FLOCK   TO    FELT 

RUBBER    GOODS. 

123.  Reissued  letters  patent.  No.  4,937,  granted  to  complainant,  June 
4ih,  1872,  for  an  improvement  in  machines  for  applying  flock  to  felt 
rubber  goods,  construed,  and,  upon  the  construction  given,  defend- 
ants held  not  to  infringe.      Williams  v.  Barker.  453 

WILLIAMS — OVERSHOES. 

124.  The  invention  covered  by  letters  patent  No.  131,201,  granted  Sep- 
tember loth,  1872,  to  Isaac  F.  Williams,  for  an  improvement  in  over- 
shoes, and  the  invention  covered  by  letters  patent  No.  166,669, 
granted  August  loth,  1875.  to  Isaac  F.  Williams,  for  an  improve- 
ment in  rubber  boots,  defined.      Williams  v.  Candee.  418 

125.  The  claim  of  No.  131,201,  namely,  "  As  a  new  article  of  manufact- 
ure, a  cloth  and  rubber  gaiter  overshoe,  having  a  double  water 

-proof  flap,  composed  of  extensions  of  the  vamp  and  quarter,  folded 
on  each  side  of  the  instep,  and  provided  with  a  buckle  and  flap 
tongue  which  arc  arranged  to  draw  equally  on  each  side  of  the  quar- 
ter across  the  instep,  substantially  as  described,"  is  infringed,  al- 
though the  cut  of  vamp  or  quarter,  or  the  form  of  the  overlapping 
joint,  or  the  shape  of  the  tongue,  is  varied,  and  is  infringed  by  a 
shoe  which  has  double-jointed  flaps  folded  on  each  side  of  the  in- 
step, made  water  proof  by  an  overlapping  of  the  vamp  and  quarter 
beneath  the  foxing,  and  provided  with  a  buckle  and  tongue  attached 
to  one  of  the  flaps,  and  arranged  to  draw  in  the  manner  specified  in 
No.   131,201.     Id,  418 

WINCHELL — FARE    BOX. 

126.  The  claim  of  letters  patent  No.  121,920,  granted  to  Elijah  C.  Mid- 
dleton,  assignee  of  James  F.  Winchell,  December  12th,  1871,  for 
an  improvement  in  fare  boxes,  namely  :  *'  Lighting  the  interior  of 
a  fare  box  at  night,  by  light  obtained  from  the  head*light  of  the  car, 
thrown  by  the  reflector,  I,  through  an  opening,  H,  in  the  head  lamp 
box,  into  the  chamber  for  the  temporary  detention  of  the  fare  for 
inspection,  substantially  in  the  manner  and  for  the  purpose  set 
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forth,"  does  not  involve  any  invention.     Slawson  v.  Grand  Street^ 
Prospect  Park  and  Flaihush  R,  R.  Co.  210 

YALE — POST-OFFICE    BOXES. 

127.  The  reissued  letters  patent  No.  8,783,  granted  to  the  Yale  Lock 
Manufacturing  Company,  July  ist,  1879,  for  an  improvement  in 
post-office  boxes,  the  original  patent  having  been  granted  to  Silas 
N.  Brooks,  administrator  of  Linus  Yale,  Jr.,  September  19th,  1871, 
are  valid  as  to  the  first  three  claims,  ihe  other  two  claims  being 
void.      YaU  Lock  Mf§.  Co.  v.    Scovill  Mfg.  Co.  519 

128.  Claims  4  and  5  of  the  reissue  being  held  void,  and  the  first  three 
claims  being  held  valid,  and  claims  i  and  2  having  been  infringed, 
the  plaint iflf  was  allowed  to  disclaim  claims  4  and  5,  and  10  recover 

on  claims  i  and  2,  but  without  costs.     Id,  519 

PARTIES. 

1 .  All  parties  having  title  to  a  patent  are  necessar}'  parties  to  a  suit  for 
its  infringement.  If  the  title  is  undisputed,  they  may  all  be  joined 
as  complainants,  but,  if  disputed,  those  whose  title  is  questioned 
should  be  made  defendants.     Edgarton  v.  Breck,  42 

2.  .S.,  the  joint  owner  with  H.  of  a  patent,  appointed  G.  his  attorney  to 
sue  A.  for  infringement  and  to  settle  for  such  infringement,  the  suit 
to  be  in  the  name  and  at  the  cost  of  G.,  and  S.  agreeing  not  to  do 
anything  which  he  had  so  authorized  G.  to  do.  A  suit  in  equity  for 
the  infringement  of  the  patent  was  brought  by  G.  and  H.  against 
A.  On  demurrer  to  the  bill :  Held^  that  S.  must  be  a  party  plain- 
tiff, and  that  G.  was  an  improper  party  plaintiff.  Goldsmith  v. 
American  Paper  Collar  Co.  30*3 

3.  This  suit  was  brought  by  the  plaintiff  against  the  postmaster.  On 
a  suggestion  by  the  latter,  one  E.  was  made  a  defendant,  as  own- 
ing an  interest  in  the  patent,  and  afterwards  others  were  made  de- 
fendants as  having  an  interest  in  it :  Held,  that  the  questions  as  to 
such  interest  were  questions  arising  under  the  patent  law,  and 
within  the  jurisdiction  of  the  court,  whether  the  conveyances  were 
xmA^  pendente  Hie  ot  not.     Campbell  v.  yam es.  354 

See  Assignment,  2  :  Assignee,  2,  3  ;  Consent  Ordfrs  and 
Decrees,  2  ;  Estoppel,  6 ;  Infringer,  2 ;  Married 
Women,  i  ;  Practice,  i  ;  Rehearing,  15. 

PATENT    OFFICE. 

See  Action  of  Patent  Office  ;  Commissio.xer  ;  Patent 
Office  Record. 
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PATENT   OFFICE   RECORD. 

See  Evidence,  4,  5,  6. 

PATENTABILITY. 

I.  Particular  changes  may  be  made  in  the  construction  and  operation 
of  an  old  machine,  so  as  to  adapt  it  to  a  new  and  valuable  use  not 
known  before,  and  to  which  the  old  machine  had  not  been,  and 
could  not  be,  applied  without  those  changes  ;  and,  under  these  cir- 
cumstances and  conditions,  if  the  machine,  as  changed  and  modi- 
fied, produces  a  new  and  useful  result,  it  may  be  patentable  and  up- 
held under  existing  laws.     Gottfried  v.  Phillip  Best  Brewing  Co.  4 

2  It  appearing  that  the  patentee  had  discovered  there  was,  in  the  fish 
to  which  the  method  of  curing  and  putting-up  described  in  his  pat- 
ent specially  applied,  an  inner  skin  or  mucous  membrane  which  was 
injurious  to  the  keeping  quality  of  the  fish,  and  had  applied  this 
discovery  practically  in  his  patented  process,  by  removing  the  mem- 
brane :  HeUi^  that  there  was  sufficient  invention  shown  to  support 
the  patent  for  the  process.     Crowell  v.  Harlow.  63 

3.  The  power  of  a  revolving  axle  driven  by  both  carrying  wheels,  ap- 
plied at  the  middle  of  the  axle  to  communicate  motion  for  running 
the  machinery  in  harvesters,  seed  drills,  etc.,  being  old  ;  and  a  cer- 
tain device  to  lift  the  rake  in  a  horse  hay-rake  being  also  old  :  Held^ 
that  the  application  by  the  complainant  of  such  power  in  a  horse 
hay-rake  to  actuate  such  lifting  device  v/as  a  patentable  invention. 
Wisner  v.  Grant.  215 

4.  The  connection  or  combination  of  a  patented  device  or  improve- 
ment with  other  devices  may  be  the  subject  of  a  valid  subseciuent 
patent.     AfMillin  v.  J^ees.  269 

5.  The  fact  that  a  combination  of  old  instrumentalities  affords  great 
saving  of  time  and  labor,  and  great  consequent  advantage  to  the 
public,  will  not  alone  support  a  patent  ;  the  parts  must  combine  in 
operation,  and  by  their  joint  effect,  produce  a  new  result.  Hoff- 
fftann  v.    Young.  31O 

6.  A  change  in  the  form  of  a  machine  or  instrument,  though  slight,  if 
it  works  a  successful  result  not  before  accomplished  in  a  similar 
way  in  the  art  to  which  it  is  applied,  or  in  any  other,  is  patentable. 

Strobrldge  v.  Lindsay ^  Sterritt  <Sr*  Co.  411 

See  Acquiescence,  i  ;  Aggregation,  i  ;  Anticipation,  2  ; 
Combination,  i,  2,  3 ;  Double  Use,  i  ;  Formal  Change, 
I,  2,  3;  Invention,  i,  2;  Particular  Patents,  14,29, 
54,  86,  I02,  106,  107,  126 ;  Prior  Patents,  2  ;  Scope  of 
Patent,  3. 
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PLEA. 

1.  In  a  suit  in  equity  brought  for  the  infringement  of  five  patents,  the 
bill  averred  that  the  defendant  had  made  and  sold  structures  each 
of  which  contained  the  inventions  claimed  in  each  of  the  patents. 
The  defendant  put  in  a  plea  which  amounted  to  no  more  than  a  de- 
nial of  such  averment.  The  plaintiff  replied  to  the  plea  and  proof.«s 
were  taken  as  to  whether  a  certain  structure  infringed  each  of  the 
five  patents  or  only  three  of  them  :  Held^  thai,  as  the  plaintiff  couhi 
recover  in  the  suit  even  though  but  one  of  the  patents  was  in- 
fringed, the  plea  was  bad  in  substance,  and  must  be  overruled, 
without  reference  to  its  truth,  and  the  defendants  be  allowed  to  an- 
swer on  payment  of  costs.     Matthe^os  v.  Lalance  and  Grcsjean  M/^. 

Co.  319 

2.  S.,  in  a  bill  in  equity  against  C.  and  I.  and  J.,  alleged  that  I.  had 
assigned  to  him  a  particular  patent,  with  others  ;  that  he  had  made  a 
reassignment  to  I.,  by  a  contract  which  was  not  to  include  such  par- 
ticular patent  ;  that  if,  by  construction,  it  docs,  such  result  is  due  to 
the  fraud  of  I.  ;  that  I.  had  assigned  the  patent  to  C.  ;  and  that  he 
had  obtained  a  decree  against  J.  for  an  account  of  the  profits  for 
infringement.  The  bill  prayed  for  a  reformation  of  the  reassign- 
ment, if  it  included  the  patent,  and  for  a  decree  to  the  plaintiff  of 
such  profits.  C.  pleaded  to  the  allegation  of  fraud,  that  be  was  a 
hotta  fide  purchaser  of  the  patent  from  I.,  for  a  "  good  and  valuable 
consideration,  to  wit,  a  certain  sum  of  money  then  advanced  and 
paid  by  him  to  her,"  without  notice  of  the  fraud  :  IfeU,  that  the  plea 
was  bad  for  not  setting  forth  the  amount  of  the  consideration,  in 
traversable  form.     Secombe  v.  Campbell.  429 

3.  The  defendant's  plea  denied  that  no  one  of  the  articles  made  by  it 
infringed  the  three  patents  on  which  the  suit  was  brought,  and,  the 
complainant  having  replied  to  the  plea,  and  the  court  holding  that 
the  allegations  of  the  plea  were  not  true,  judgment  was  rendered 
for  the  complainant.  Theberath  v.  Rubber  and  Celluloid  Harness 
Trimming  Co,  584 

See  Replication,  i. 

PLEADING. 

See   Answer  ;    Bill  in  Equity  ;   Demurrer  ;   Plea  ;  Prac- 
tice; Replication. 

PRACTICE.      . 

I.  If  parlies  who  have  no  title  to  the  patent  are  joined  as  complain- 
ants, the  remedv  is  not  a  dismissal  of  the  bill,  but  merely  of  their 
names  as  parties  to  it.     Edgarton  v.  Breck.  42 
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2.  Where,  after  the  case  had  been  referred  to  a  master,  a  motion  was 
made  to  amend  the  answer,  by  setting  up  a  new  defence,  denying 
the  manufacture  of  the  infringing  articles;  and  the  omission  was  not 
attributed  to  inadvertence  or  mistake,  and  it  appeared  that  the  de- 
fendant might  avail  himself  of  such  defence  before  the  master,  the 
motion  was  denied.     Evory  v.  Candee.  67 

3.  The  proper  practice  on  a  reference  to  a  master,  to  take  an  account 

in  a  patefit  cause,  stated.     Kerosene  Lamp  Heater  Co.  v.  Fisher,  78 

4.  The  defendants  held  not  to  have  been  guilty  of  laches  in  not  sooner 
making  the  motion,  but  the  case  not  to  be  regarded  as  a  precedent 
for  the  case  of  an  application  to  set  up  a  defence  to  defeat  a  patent 

for  want  of  novelty.     De  Florez  v.  Raynolds.  140 

5.  A  proceeding  under  §  4.918  of  the  U.  S.  Revised  Statutes  is  an 
ordinary  proceeding  in  chancery,  and  is  regulated  by  chancery 
practice.     Liggett  and  Myers  Tobacco  Co.  v.  Miller.  237 

6.  Such  a  proceeding  is  governed  by  §  739  of  the  U.  S.  Revised 
Statutes,  and  can  only  be  brought  against  persons  in  the  district  of 
which  they  are  inhabitants,  or  in  which  they  are  found  at  the  time 

of  serving  the  writ.     Id,  lyi 

7.  The  defendant  ordered  to  pay  the  recovery  to  the  clerk  of  the  court, 

for  the  benefit  of  those  entitled  to  it.     Campbell  v.  James.  354 

8.  The  defendant,  Campbell,  hud  in  a  prior  suit  recovered  a  decree 
against  the  defendant  James  for  profits  accrued  by  reason  of  the  in- 
fringement of  a  patent.  In  the  present  suit  the  complainant  alleged 
that  he,  and  not  Campbell,  was  the  owner  of  the  said  patent,  and 
prayed  that  an  assignment  to  the  said  Campbell,  which  had  not  been 
intended  to  convey  the  said  patent,  be  reformed,  if  it  had  by  mis- 
take conveyed  it,  and  that  the  defendant  James  be  restrained  from 
paying  to  the  said  Campbell  the  amount  which  had  been  decreed  to 
be  paid  to  him  in  the  prior  suit.  There  were  no  allegations  of  in- 
fringement by  the  defendant  James  in  the  present  suit.  The  defend- 
ant James  demurred  to  the  bill,  and  the  court  sustained  the  demur- 
rer.    Secombe  v.  Campbell.  632 

See  Answer,  i  ;  Assignment,  2 ;  Assignee,  2,  3  ;  Attorney, 
I  ;  Circuit  Court,  i,  2,  3  ;  Consent  Orders  and  De- 
crees, 2 ;  Costs,  i  ;  Estoppel,  6  ;  Evidence,  i,  2,  3  ;  In- 
fringer, 2  ;  Married  Women,  i  ;  Parties,  i,  2, 3  ;  Plea, 
I,  2,  3  ;  Rehearing,  i,  2,  3,  4,  6,  7,  8,  9,  lo,  11,  12,  13, 14, 
i6;  Replication,  i. 

PRESUMPTION. 

I .  The  presumption  of  priority  of  invention  afforded  by  a  patent  can 
be  overcome  only  by  clear  and  satisfactory  proof  to  the  contrary. 
j\ogers  V.  Beecher.  619 

See  Joint  Invention,  i  ;  Prior  Knowledge,  i. 
VOL.  V — 44 
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PRIOR    DECREE. 

See  Res  Adjudicata. 

PRIOR    KNOWLEDGE. 

1.  When  the  public  have  had  means  of  knowledge  of  an  invention,  the 
law  holds  that  they  have,  in  fact,  had  such  knowledge.  Perkins  v. 
Nashua  Card  and  Glazed  Paper  Co,  3'?5 

2.  Actual  knowledge  of  an  inveniion  need  not  have  been  derivcMl  by 
any  one  interested  to  practise  it.  It  is  enough,  to  defeat  a  patent, 
on  the  ground  of  prior  public  use.  that  any  one  or  more  persons, 
not  under  a  pledge  of  secrecy,  saw  the  invention  practised,  or  even 
might  have  seen  it  if  they  had  used  their  opportunities,  provided  it 
was  practised  in  the  ordinary  way  after  being  completed.     Id.  395 

See  Particular  Patents.  64,  S9  ;  Public  Use,  i,  2. 

PRIOR    PATENTS. 

1.  The  description  in  a  prior  patent  or  publication,  to  anticipate  a  sub- 
sequent patent,  must  embody  substantially  the  same  organized 
mechanism,  operating  substantially  in  the  same  manner  as  that  de- 
scribed in  the  patent  claimed  to  have  been  anticipated.  Gott- 
fried V.  Phillip  Best  Breiidng,Co.  4 

2.  A  valid  patent  may  be  granted  for  an  integral  method,  of  which  an 
invention  claimed  in  an  earlier  patent  is  one  of  the  elements. 
M'AIillin  v.  Pees.  260 

3.  The  proposition  that,  where  two  patents  are  for  the  same  invention, 
the  one  last  granted  is  void,  although  it  may  have  been  first  applied 

for,  stated.     Id,  269 

4.  A  patent  or  printed  publication,  in  order  to  defeat  a  patent  for  an 
invention  subsequently  obtainec^  must  describe  the  anticipatory  in- 
vention so  that  it  can  be  constructed  and  used  by  those  skilled  in 
the  art  to  which  it  appei tains,  without  further  invention.     Xathan 

v.  iV^'iv  York  Elevated  P.  P.  Co.  2S0 

5.  A  prior  French  patent  held  not  to  invalidate  the  Deuchfield  patent, 
because  its  description  and  drawings  did  not  furnish  such  clear  and 
definite  information  as  to  enable  a  skilled  person,  beyond  any  rea- 
sonable doubt,  by  following  them,  without  aid  from  anything  not 
known  when  they  were  made,  to  construct  an  apparatus  like  the 
plaintiff's.     Bignall  v.  Harvey.  C36 

See  Design  Patent,  i. 
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PRIOR    PUBLICATIONS. 

See  Abandonment,  2  ;   Design  Patent,  i  ;   Prior  Patents, 
I,  4 ;  Validity,  1. 

PRIOR   USE. 

I.  An  inventor  may  allow  another  person  to  test  his  invention  by  a 
short  use  with  a  view  to  induce  him  to  assist  in  patenting  it,  without 
prejudicing  his  right  to  a  patent  for  it,  although  such  test  was  made 
more  than  two  years  prior  to  the  application  for  the  patent.  5///- 
clair  V.  Backus.  8  r 

See  Evidence,  8  ;   Experiment,  t,  2,  4,  5  ;   Particular  Pat- 
ents, 51. 

PRIORITY. 

See  Date  of  Invention,  2. 

PRIVITY. 

See  Res  Adjudicata,  2,  3. 

PROCESS. 

I.  The  complainant's  patent  held  void,  because  it  is  for  a  process  to  be 
effected  without  any  known  means  of  accomplishing  ihe  result. 
Downion  v.   Yaeger  Milling  Co,  112 

See  Particular  Patents,  12,  96  ;  Patentability,  2  ;    Speci- 
fication, I. 

PROFITS   AND    DAMAGES. 

« 

1.  A  rescinded  contract  between  the  complainant  and  defendant,  grant- 
ing a  license  to  the  defendant  to  use  several  patented  inventions 
upon  the  payment  of  one  royalty  for  all  of  said  inventions,  is  not 
the  measure  of  damages  for  the  wrongful  use,  by  the  defendant,  of 

a  part  of  said  patented  inventions.     Bussey  v.  Excel  nor  M/g.  Co.       135 

2.  Where,  upon  an  accounting  before  the  master,  no  profits  were 
proved  to  have  been  made  by  the  defendants,  the  complainant  can- 
not recover,  as  damages,  the  profits  which  it  would  have  made  on 
the  articles  sold  by  the  defendants.  St.  Louis  Stamping  Co.  v. 
Quinby.  275 
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3.  The  complainant's  patent  (dated  February  23d,  1869,  and  antedated 
August  24th,  1868),  being  for  an  additional  partial  set  of  reeds  placed 
in  the  common  double  reed-board  of  an  organ  between  the  short 
reeds  of  the  other  two  sets,  inclined  and  extending  downward  to  the 
same  base  without  separating  the  other  sets  any  further  apart  than 
they  would  be  alone,  and  without  lengthening  the  valve  openings 
or  increasing  the  power  necessary  to  operate  the  instrument  ;  and 
this  new  set  being  described  as  being  so  tuned  in  connection  with 
the  other  sets  as  to  produce  a  wavy  effect ;  and  the  patentee  also 
having  described  and  claimed  independent  dampers  for  each  set,  to 
which,  however,  he  was  held  not  to  be  entitled,  and  which  he  dis- 
claimed before  obtaining  a  decree  ;  and  the  master  having  found 
that,  both  between  the  antedate  and  the  date  of  issue  of  the  pritent, 
and  subsequently,  defendants  had  in  the  sale  of  their  organs,  made 
profits  attributable  to  the  use  of  complainant's  invention  ;  and  the 
master  having  found,  also,  that  the  wave  tuning  (which  was  old  and 
well  known)  was  an  important  factor  in  producing  the  additional 
profits  from  the  infringing  partial  sets  of  reeds,  and  that  horizontal 
partial  sets,  which  might  have  been  used,  would  have  been  practi- 
cally as  good  as  the  patented  inclined  sets  ;  and  the  master  having 
found,  also,  that  complainant  had  testified  (that  being  the  only  evi- 
dence as  to  damages)  that  a  certain  firm  of  which  he  was  a  member 
would,  in  his  judgment,  if  they  had  controlled  the  patent,  have  sold 
100  organs  a  month  more  than  they  actually  did  sell  :  Heldy  that 
the  master  was  correct  in  not  allowing  damages  :  Held,  also,  that 
complainant  was  entitled  to  carry  his  recovery  of  profits  back  to 
the  time  to  which  the  patent  was  antedated  :  HeU^  also,  that  the 
profits  to  be  recovered  were  the  difference  between  what  it  cost  the 
defendants  to  make  and  sell  the  partial  set,  and  What  it  brought 
them,  notwithstanding  the  fact  that  they  might  have  employed  the 
horizontal  set.  The  case  of  Mowry  v.  Whitney^  14  Wall.,  620,  dis- 
tinguished.    Burdett  V.  Estey.  308 

4.  The  master's  former  report  as  to  profits  in  this  case,  17  Blatchf.  C. 
C.  R.,  24,  reviewed  and  confirmed.  Steam  Stone  Cutter  Co.  v.  Wind- 
sor Mfg.  Co.  335 

5.  The  plaintiff  had  a  patent  for  an  "improvement  in  locomotive 
lamps,"  containing  11  claims,  each  of  which  was  a  claim  to  a  com- 
bination of  certain  members,  no  member  b:  ing  original  with  the 
plaintiff.  The  defendant  had  used  three  forms  of  lamps,  two  of  which 
infringed  only  some  of  the  claims  and  one  all  the  claims,  and  had 
burned  only  kerosene  oil  in  them.  The  plaintiff's  lamp  was  the 
first  one  which  successfully  burned  kerosene  oil  in  a  locomotive 
lamp.  In  this  suit  in  equity  for  infringement  there  was  a  decree 
for  the  plaintiff  and  a  reference  to  a  master  to  ascertain  profits  and 
damages.  The  plaintiff  exercised  his  monopoly  by  making  and 
selling  the  lamps  :  Held, 
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.  (i.)  That  the  plaintiff  was  entitled  to  recover,  as  profits,  the  saving 
made  by  the  defendant  in  burning  kerosene  oil  in  the  infringing 
lamps,  and  not  merely  a  proper  license  fee  for  each  lamp  ; 
(2.)  That  part  of  such  saving  was  the  value  of  the  additional  lard 
oil  the  defendant  would  have  burned  in  the  11  lamps,  if  it  had  not 
used  kerosene  oil  in  them,  they  being  capable  of  burning  lard  oil  ; 
(3.)     That  it  also  saved  the  difference  between  the  value  of  the  kei- 
osene  oil  it  used  and  the  value  of  the  higher  priced  lard  oil  it  would    ^ 
otherwise  have  been  obliged  to  use  ; 

(4.)  That  the  plaintiff  was  entitled  to  the  same  rate  of  profit  for  the 
lamps  which  contained  less  than  all  the  claims  as  for  those  which 
contained  all,  because  it  infringed  in  each  lamp  enough  of  the  claims 
to  burn  kerosene  oil  successfullv*  Williams  v.  Rome^  Waterlown 
and  Ogdensburgh  R,  R.  Co.  423 

6.  It  appearing,  in  this  case,  after  comparison  of  the  patented  inven- 
tion with  other  devices  which  were  in  use  both  before  and  since  the 
invention  was  made,  and  which  were  open  to  the  use  of  the  public, 
that  the  defendant  had  received  no  *'  gains,  profits,  or  advantages 
by  reason  cf  their  infringement :"  I/eld,  that  profits  were  not  recov- 
erable by  the  complainant,  but  that  it  could  recover  only  damages. 
Locomotive  Engine  Safety  Truck  Co.  v.  Pennsylvania  R.  R.  Co.  514 

7.  The  damages  recoverable  by  the  complainant  field  to  be  limited  to 

the  amount  of  a  license  fee  established  by  it.     Id.  514 

8.  The  license  fee  or  royalty  having  been  fixed  when  defendants  began 
to  use  the  invention,  such  royalty  was  considered  as  liquidated  dam- 
ages, and  interest  was  allowed  from  a  time  prior  to  the  final  decree. 

Id.  514 

9.  The  rule  laid  down  in  Mowry  v.  Whitney^  14  Wall.,  620.  as  to  the 
computation  of  profits  derived  by  an  infringer  from  the  use  of  a 
patented  device,  above  what  he  could  have  made  from  the  use  of  any 
other  device  open  to  him,  in  doing  the  same  work,  stated  and  ap- 
plied.    Id.  514 

10.  The  statute  does  not  authorize  an  *'  increase"  of  gains  and  profits 
by  the  court.     Campbell  v.  yamcs.  624 

Sec  Assignment,  6 ;  Interest,  i,  2  ;  Practice,  7,  8. 

PUBLIC    USE. 

I.  Where  the  invention  was  used  in  a  factory,  and  no  pledge  of  se- 
crecy was  proved,  held,  upon  the  question  of  prior  public  use,  that 
the  workmen  and  visitors  were  a  part  of  the  public,  or  that  they 
were  persons  from  whom  the  public  might  have  ac((uired  the  art 
without  a  breach  of  trust.  Perkins  v.  Nashua  Card  and  Glazed 
Paper  Co.  395 


692  INDEX. 

Purcl^er — Rehearing. 


2.  Authorities  on  the  questions  of  prior  knowledge  and  public  use, 
cited  and  reviewed.     Id,  395 

3.  Eight  years  before  applying  for  a  patent,  the  inventor  voluntarily 
and  for  a  consideration,  made  and  sold,  without  reserve,  a  device 
embodying  his  invention  to  a  third  party,  intending  the  same  to  be 
publicly  used  by  him,  and  it  was  so  used  :  Ileld^  that  these  facts 
show  a  public  use  which  invalidates  the  patent.     Schtteidrr  v.  Thill.    565 

See  Prior  Knowledge,  i,  2. 

PURCHASER. 

See  Particular  Patents,  ii. 

RECORDING    ASSIGNMENT. 

See  Assignee,  i  ;  Assignment,  3,  4. 

REHEARING. 

1.  A  motion  for  a  rehearing,  in  a  suit  in  equity,  is  not  granted  as  of 
course,  in  the  Federal  Courts,  on  the  certificate  of  two  counsel,  but 
is  a  matter  in  the  discretion  of  the  judge  who  made  the  decision. 
American  Diam<*nd  Rock  Boring  Co.  v.  Sheldon.  292 

2.  A  rehearing  was  denied  in  this  case,  it  appearing  that  a  rehearing 
would  not,  with  any  reasonable  degree  of  probability,  change  the 
result.     Id.  292 

3.  An  affidavit  in  support  of  a  motion  to  open  the  case  to  admit  other 
defences,  which  sets  forth  no  particular  facts  constituting  the  de- 
fences desired  to  be  brought  forward,  and  no  reason  why  they  have 
not  been  brought  forward  in  the  usual  manner,  if  they  exist,  except 
that  the  case  was  not  attended  to  either  by  the  defendants  or  their 
solicitor  :  Held  to  be  insuflficient.     Day  v.  Schwah.  389 

4.  A  decision  in  this  case  having  Been  filed,  (17  Blatchf.  C.  C.  R., 
484,)  the  defendant,  before  the  entry  of  an  interlocutory  decree,  ap- 
plied, by  a  petition,  signed  and  verified  only  by  its  solicitor,  for  a 
rehearing  and  the  taking  of  further  proofs.  The  petition  was  de- 
murred to,  and  the  demurrer  was  sustained,  on  the  ground  that  it 
did  not  appear  that  the  defendant  could  not,  with  reasonable  dili- 
gence, have  obtained  the  new  testimony  before  the  former  hearing, 
the  sole  case  set  forth  being,  that  the  solicitor,  according  to  his  best 
knowledge,  information  and  belief,  was  of  opinion  that  the  defend- 
ant supposed  it  had  used  all  due  diligence  to  obtain  all  competent 
evidence  of  past  inventions.  Poge  v.  Holmes  Burglar  Alarm  Tele- 
graph Co.  439 
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5.  A  suggestion,  in  the  petition,  that  the  defendant  may,  perhaps,  in 
the  future  desire  to  use  certain  of  the  inventions  covered  by  the 
patent,  in  a  department  of  use  new  to  it,  and  may  be  proceeded 
against  for  violating  an  injunction  to  be  issued  on  the  decree  to  be 
entered  on  said  decision,  and  that  it  desires  to  have  the  decree  so 
drawn  as  to  accord  the  right  to  such  use,  and,  for  that  purpose,  to 
produce  said  new  testimony,  is  not  a  sufficient  ground  for  granting 
the  prayer  of  the  petition.     Id,  439 

6.  Three  corporations,  not  parties  to  the  suit,  set  forth  by  petition, 
that  they  apprehended  they  might  be  sued  by  the  plaintiffs  for  in- 
fringing the  patent,  and,  for  reasons  assigned,  asked  to  have  provis- 
ions inserted  in  the  interlocutory  decree  to  be  entered  in  the  suit, 
which  would  limit  it  so  as  not  to  affea  them  in  any  future  suit. 
On  demurrer  to  the  petition  :  Held^  that  the  demurrer  must  be  sus- 
tained, because  the  petition  asked  to  have  a  construction  given  to 
the  patent  which  did  not  arise  out  of  any  matters  in  issue  in  the  suit, 
and  that  the  matters  raised  would  be  available  to  the  petitioners  in 
any  suits  against  them  on  the  patent.     Id,  439 

7.  A  petition  for  a  rehearing  should  be  signed  by  counsel.  Ailis  v. 
Stowell.  458 

S.  Neither  the  petition,  nor  affidavits  in  support  of  it,  should  be  sworn 
to  before  a  notary  public  who  is  also  counsel  for  the  petitioner. 
A/.  458 

9.  The  affidavits  in  support  of  a  petition  for  a  rehearing  should  be,  dis- 
tinctly and  positively,  by  apt  allegation,  made  part  of  the  petition. 
Id,  458 

m 

IQ.  The  petition  should  state,  independently  of  the  affidavits,  the  nature 
of  the  alleged  newly-discovered  evidence.     Id,  458 

11.  It  should  state,  positively  and  unequivocally,  that  the  alleged  newly- 
discovered  evidence  was  not  known  to  the  petitioner  until  after  the 
decree,  and  when  it  did  first  come  to  his  knowledge.     Id.  458 

12.  It  should  state  with  particularity  and  detail  what  search  was  made, 
before  the  hearing  of  the  cause,  for  evidence,  what  diligence  was 
exercised,  and  wherein  and  in  what  manner.     Id.  458 

13.  Pafticular  and  sufficient  facts  should  be  disclosed  to  show  that  with 
reasonable  diligence  the  alleged  newly-discovered  evidence  could 
not  have  been  found  or  known  before  the  hearing  on  the  merits. 

Id,  458 

14.  The  petition  should  sufficiently  disclose  the  circumstances  under 
which  the  new  evidence  was  discovered.  Dates,  particular  circum- 
stances, and  written  correspondence,  if  any,  should  be  shown,  and 
the  allegations  in  relation  thereto  should  be  specific.     Id.  458 

15.  After  a  suit  in  equity  for  the  infringement  of  a  patent  had  been 
argued  on  pleadings  and  proofs,  the  defendant  applied  for  leave  to 


694  INDEX. 


Reissue. 


take  further  proofs  and  to  reargue  the  case,  the  application  being 
made  not  because  of  the  defendant's  interest  in  the  result,  but  t>c- 
cause  of  the  supposed  effect  upon  the  interests  of  a  third  party  in 
certain  other  patents,  of  a  determination  of  the  suit  in  favor  of  the 
plaintiff  :  H<ld^  that  the  motion  must  be  denied.  Schneider  v. 
Thill.  509 

16.  It  appearing  doubtful  whether,  under  the  allegations  of  the  answer, 
a  decree  averse  to  one  of  the  complainant's  patents  could  properly 
be  passed  upon  the  ground  en  which  the  court  had  held  the  said 
patent  to  be  void,  a  rehearing  of  the  case  was  ordered,  so  far  as  it 
related  to  the  said  patent,  with  liberty  to  the  defendant  to  apply 
for  leave  to  amend  the  answer.     Schtuiderv.  Thill.  595 

See  Term  of  Patent,  i, 

REISSUE. 

1.  Although  the  specification  of  the  reissued  letters  patent  granted  to 
complainant  contained  several  things  not  mentioned  or  described  in 
the  specification  of  the  original,  and  the  claims  were  quite  different, 
yet,  as  there  was  nothing  mentioned  or  described  in  the  specifica- 
tion of  the  reissue  not  shown  in  the  drawings  or  model  of  the 
original,  and  no  element  claimed  in  the  reissue  not  mentioned  or 
described  in  the  original  as  performing  or  intended  to  perform  the 
office  assigned  to  it  in  the  reissue,  such  reissued  letters  patent  are 
not  invalid  as  being  for  a  different  invention  from  that  desciibed  in 
the  original.     Stephenson  \,  Second  Avenue  R.  R.  Co.  116 

2.  Nothing  being  described  in  the  reissue  that  was  not  described  in 
the  original,  either  as  to  devices  or  nature  of  the  invention,  it  was 
held  that  the  invention  in  the  reissue  was  not  different  from  the 
invention  in  the  original,  although  a  new  claim  was  added,  and  that 
the  reissue  was  as  valid  as  the  original  would  have  been  if  it  had 
been  the  same  as  the  reissue.     Sharp  v.  Tifft.  391) 

3.  The  office  of  a  reissue  defined.      Tyler  v.  Welch.  511 

4.  The  actual  invention  was  broader  than  the  claims  of  the  original 
patent.  The  reissue  makes  the  invention  to  consist  of  two  features, 
and  describes  the  invention  which  the  histoiy  of  the  art  and  the  pat< 
ent  show  should  have  been  applied  for,  and  the  same  inventiun 
which  it  can  be  seen  formed  the  subject  of  the  original  specification. 
The  original  presented  the  invention  as  consisting  of  the  said  two 
features  in  combination,  and  imperfectly  described  the  invention 
really  made,  although  it  correctly  described  the  invention  embraced 
in  its  claim  :  Held,  that  the  matter  in  the  reissue  was  not  **  new 
matter,"  within  the  statute.      Yale  Lock  Mfg.  Co  v.  Scovill  Mfg. 

Co.  '  519 
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5.  The  decision  in  Powder  Co.v.  Powder  Works^  98  U.  S.,  126,  con- 
strued and  applied.     Id,  519 

6.  Upon  the  surrender  of  the  complainant's  patent,  three  new  patents 
were  issued  by  the  commissioner  :  Held,  that,  even  if  such  issue 
were  ultra  vires^  the  reissue  in  suit,  being  the  first  of  the  three, 
would  be  valid,  and  could  not  be  affected  by  any  irregularity  with 
regard  to  the  other  two.     Aiivood  v.  Portland  Co.  533 

7.  Where  one  mode  of  operating  the  patented  invention  is  described 
in  the  oiiginal  patent,  a  reissue  is  not  void  for  stating  that  other 
modes  may  be  employed,  the  invention  being  the  apparatus  or  com- 
bination of  parts  and  not  any  particular  instrumentality  by  which  it 
is  put  into  operation.     Broadnax  v.  Central  Stock  Yard  and  Transit 

Co.  609 

See  Misnomer,  i  ;   Particular  Patents,  17,  18,  63,  91, 100, 
III,  112,  113  ;  Term  of  Patent,  i. 


REPLICATION. 

1.  A  replication  to  a  plea  is  an  admission  of  the  sufficiency  of  the  plea 
as  a  defence.  Theberatk  v.  Rubber  and  Celluloid  Harness  Trimming 
Co,  584 

See  Evidence,  3  ;  Plea,  i,  3. 


RES    ADJUDICATA. 

1.  Where,  in  former  cases,  the  invention  claimed  in  the  patent  under 
which  the  defendants  act,  had  been  held  to  antedate  the  com- 
plainant's patent,  and  the  decisions  in  such  cases  were  introduced 
to  prove  that  the  defendants'  assignor  was  the  prior  inventor  :  Held^ 
that  these  decisions  and  opinions  are  authorities  for  all  similar  cases, 
but  not  estoppels  in  any,  except  such  as  may  aiise  between  those 
very  parties  or  others  claiming  under  them,  and  as  the  complainant 
was  a  stranger  to  those  proceedings,  such  derisions  could  not  affect 
his  rights.     Day  v.  Combination  Rubber  Co.  385 

2.  In  a  suit  in  equity  for  the  infringement  of  a  patent,  it  appeared  that 
a  prior  suit  at  law  on  the  patent  had  been  tried  in  Massachusetts 
against  a  defendant  to  whom  the  defendant  in  this  suit  had  supplied 
the  infringing  article  used  by  him  ;  and  that  the  defendant  in  this 
suit  had  employed  and  paid  the  counsel  who  defended  the  other  suit. 
Held,  that  the  record  of  the  other  suit  was  competent  evidence  for 
the  plaintiff  in  this  suit ;  and  that  the  defendant  in  this  suit  was 
concluded  as  to  patents  and  evidence  shown  by  said  record  to  have 
been  set  up  as  a  defence  in  that  suit  on  the  question  of  novelty. 

U*  S.  and  Foreign  Salamander  Felting  Co.  v.  Asbestos  Felting  Co,       622 
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3.   In  a  suit  brought  by  the  owner  of  a  patent  granted  to  R.,  to  have 
cancelled  a  prior  interfering  patent  granted  to  B.,  on  the  ground  that 
R  was  the  prior  inventor,  it  appeared  that  the  plaintiff  had  obtained 
a  judgment  in  a  suit  at  law  brought  by  him  in  Massachusetts  on  the 
patent  to  R.,  against  a  party  to  whom  the  defendant  in  this  suit  had 
supplied  the  infringing  article  used  by  said  party,  and  that  the  de- 
fendant in  this  suit  had  employed  and  paid  the  counsel  who  defended 
the  other  suit.     The  record  in  the  other  suit  showed  that  the  issue  in 
the  other  suit,  as  between  B.  and  R.,  was,  on  the  pleadings  therein, 
the  same  as  in  this  suit :  ////</,  that  said  record  was  competent  evi- 
dence for  the  plaintiff  in  this  suit  ;  and  that  the  judgment  in  the 
other  suit  concluded  the  defendant  on  the  question  of  priority  of  in- 
vention as  between  B.  and  R.      £/.  5.  and  Foreign  Salamander  Felt- 
ing Co.  V.  Asbestos  Felting  Co.  624 

See  Consent  Orders  and  Decrees,  i,  2 ;    Injunction,  2,  3, 

ii»  15. 

RESULT. 

See  Aggregation,  i;  Anticipation,  2 ;  Combination,  i,  2, 
3;  Formal  Change,  i  ;  Infringement,  5,  6,  13  ;  Partic- 
ular Patents,  56;  Patentability,  i,  5,  6;  Process,  i. 

ROYALTY. 

See  Profits  and  Damages,  7,  8. 

SALE. 

See  Dedication,  ;. 

SCOPE   OF   PATENT. 

1.  A  claim  to  "  the  application  of  heated  air,  under  blast,  to  the  inte- 
rior of  casks,  by  means  substantially  as  described  and  for  the  purposes 
set  forth,"  embraces  the  particular  means  and  m3de  of  operation 
described  in  the  specification.    Gottfried  v.  Phillip  Best  Breioing  Co.       4 

2.  Where  the  complainant  was  the  patentee  of  an  improvement  in 
coal-scuttles,  but  was  not  the  inventor  of  the  coal-scuttles  us  a 
whole,  nor  of  anything  underlying  the  whole  structure,  his  patent 
was  restricted  to  the  particular  improvement  invented  by  him,  in  or- 
der to  be  upheld  at  all.      IVhitnum  v.  Seaman.  95 

3.  Reissued  letters  patent  were  granted  August  3d,  1875,  to  S.  Emer- 
son Root,  for  an  improvement  in  clock  dials,  the  original  patent 
having  been  granted  to  him  May  loth,  1859,  and  extended  for  seven 
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years  from  May  loth,  1S73.  The  plaintiff  filed  a  disclaimer  Decem- 
ber 24th,  1877.  It  appearing  that  a  clock  dial  composed  of  a  printed 
paper  dial  and  a  metallic  back  united  by  a  metallic  rim  was  old,  and 
that  a  metallic  back  with  a  lateral  outside  flange  was  commonly  in 
use,  it  was  held^  that  it  was  no  material  part  of  the  invention  to 
make  the  rim  to  correspond  generally  with  the  old  pattern  of  the 
back  ;  that  that  was  all  there  was  left  of  the  invention  after  the  dis- 
claimer ;  and  that,  therefore,  no  patentable  invention  remained. 
Rootv.  E.  N.  Wtlch  M/g,  Co,  189 

4.  The  scope  of  a  patent  must  be  determined  by  its  claim,  and  it  does 
not  necessarily  cover  all  the  descriptive  matter  in  the  specification. 

M'Millin  v.  Rffs.  269 

5.  Mechanism  which  may  be  indispensable  to  the  operattveness  of  a 
combination,  does  not  constitute  a  part  of  the  invention,  unless  it  is 
embodied  in  the  claim.     Id,  269 

6.  The  patentee,  having  obtained  a  patent  containing  distinct  claims 
for  separate  elements,  all  of  which  were  old,  and  it  appearing  from 
the  testimony,  that  what  the  patentee  intended  to  claim  was  the  ele- 
ments in  combination  :  Ileld^  that  the  scope  of  the  patent  must  be 
limited  to  the  separate  elements  as  claimed,  and  did  not  embrace 
the  combination  intended  to  have  been  patented.  Delaware  Coal 
and  Ice  Co,  v.  Packer.  296 

See  Claims,  t,  3  ;   Construction  of  Patents,  i,  2,  3 ;   In- 
fringement, 5,  6 ;  Particular  Patents,  96. 

SEQUESTRATION. 

See  Contempt,  i. 

SPECIFICATION. 

1.  A  patent  for  a  process  must  describe  means  whereby  the  process 
can  be  used.     Downton  v.   Yaeger  Milling  Co,  112 

2.  The  specification  of  a  patent  is  intended  to  inform  those  who  are 
skilled  in  the  art  to  which  the  invention  relates,  and  it  should  be 
such  that  the  invention  may  be  advantageously  used  by  them;  and, 
if  it  be  sufficient  for  their  direction,  it  is  all  the  law  requires.  Rob- 
erts V.  Schreiber,  491 

3.  The  claim  of  the  patent  being:  "  In  a  lamp  having  a  burner,  the 
combination  of  a  shade.holder  made  of  material  that  will  admit  of 
the  passage  of  light,  and  a  shade  or  globe,  arranged  and  constructed 
substantially  as  described,  whereby  the  burner  performs  the  required 
functions  without  the  use  of  a  chimney,  as  set  forth  ;"  and  no  de- 
scription whatever  of  the  shade  to  be  used  being  given,  either  in  the 
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claim  or  the  specification  ;  and  it  appearing  that  one  well-known 
form  of  lamp  shade  would  not,  if  used  in  the  combination,  produce 
the  result  claimed,  and  that  the  state  of  the  art  limited  the  complain- 
ant's patent  to  the  method  shown  by  him  of  combining  certain  forms 
of  shade,  shade-holder  and  burner,  in  such  a  manner  as  to  enable 
the  chimney  to  be  dispensed  with  :  HeU^  that  the  patent  did  not  de- 
sciibe  the  invention  in  the  full,  clear  and  exact  terms  required  by 
the  statute,  and  was,  therefore,  void.     Schneider  v.  Thill.  565 

See  Claims,  i,  2,  3 ;  Construction  of  Patents,  i,  2,  3  ; 
Drawin(;s.  I,  2  ;  Evidence,  6  ;  Particular  Patents,  52  ; 
■Scope  of  Patent,  i,  4. 

STATE    OF   THE   ART. 

See  Evidence,  8  ;  Particular  Patents,  79. 

STATE  STATUTES. 

See  Married  Women,  i. 

Statutes  of  the  u.  s.  cited. 

.  789,  September  24th.     Sec.  4  (i  U.  S.  Stat,  at  Large,  74).     Circuit 

Courts.  592 

1790,  April  loth  (I  U.  S.  Stat,  at  Large,  109).     Term  of  patent.  145 

1793,  February  21st  (i  U.S.  Stat,  at  Large,  318).     Term  of  patent.      I4f> 

1793,  March  2d.     Sec.   i   (i   U.   S.   Stat,   at  Large,  333).     Circuit 

Couris.  595 

1800,  April  I7lh  (2  U.  S.  Stat,  at  Large,  37).     Alien  inventors.  146 

1802,  April  29ih  (2  U.  S.  Stat  at  Large.  156).     Circuit  Courts.  593 

1S07,  February  13th  (2  U.  S.  Stat,    at  Large,  418).     Injunction  by 

District  Judge.  592 

1819,  February  15th  (3  U.  S.  Stat,  at  Large,  481).     Jurisdiction  of 

Circuit  Courts.  535 

1S32,  July  i3ih  (4  U.  S.  Stat,  at  Large,  577).     Alien  inventors.  146 

J.836,  July  4th.     Sec.  2  (5  U.  S.  Stat,  at  Large,  118).     Officer  of  Pat- 
ent Office  not  to  be  interested  in  patent.  186 

1836,  July  4th.     Sec.  5  (5  U.  S.  Stat,  at  Large,   118).     Term  of 

patent.  •  146,  294 

1836,  July  4th.     Sec.  6  (5  U.  S.  Stat  at  Large,  119).     Oath  of  appli- 

cant.  4S0 
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1836,  July  4th.     Sec.  7  (5  U.   S.   Stat.  M  Large.   119).     Grant  of 
patent.     Foreign  patent.     Public  use.  146,  176 

1836,  July  4th.     Sec.  8  (5  U.  S.  Slat,  at  Large,  120).     Foreign  patent. 

Term  of  patent.  146,  148,  149,  310 

1836,  July  4th.     Sec.  lo  (5  U.  S.  Stat,  at  Large,  T2i).     Oath  of  ap- 
plicant. 480 

1836,  July  4th.     Sec.  11  (5  U.  S.  Stat,  at  Large,  121).     Recording 
assignments.  158 

1836,  July  4th.     Sec.  13  (5   U.   S.  Stat,  at  Large,   122).     Reissue. 

Term  of  patent  150,  311 

1836,  July  4th.     Sec.  17  (5  U.  S.  Stat,  at  Large,  124).     Jurisdiction 
of  Circuit  Courts.  535 

1836,  July  4th.     Sec.  18  (5  U.  S.  Stat,  at  Large,  124).     Right  to  use 
patented  article  purchased.  546 

1836,  July  4th.     Sec.  21  (5  U.  S.  Stat,  at  Large,  125).     Repealing 
section.  146 

1839,  March  3d.     Sec.  6  (5  U.  S.  Stat,  at  Large,  354).     Foreign 
patent.     Public  use.     Term  of  patent.  147,149,153 

1839,  March  3d.     Sec.  7  (5  U.  S.  Stat,  at  Large,  354).     Right  to  use 
patented  article  purchased.  546 

1 86 1,  March  2d.     Sec.  11  (12  U.  S.  Stat,  at  Large,  246).     Term  of 

patent.  150 

1861,  March  2d.     Sec.  16  (12  U.  S.  Stat,  at  Large,  246).     Term  of 
patent.  147,  149.  T53,  294.  310 

1861,  March  2d.     Sec.  17  (12  U.  S.  Stat,  at  Large,  246).     Repealing 

section.  147 

1863.  March  3d.     (12  U.  S.  Stat,  at  Large,  741).     Suit  against  offi- 
cers of  revenue.  370,371 
1866,  June  27th.     Revision  of  U.  S.  Statutes.  371 

1868,  March  19th  (15  U.  S.  Stat,  at  Large,  356).     Special  Act~C. 
G.  Page.  167,  185 

1870,  July  8th.     Sec.  22  (16  U.  S.  Stat,  at  Large,  201).     Term  of 

patent,  17  years.  147 

1870,  July  8th.     Sec.  25  (16  U.  S.  Stat,  at  Large,  201).     Term  of 
patent.     Foreign  patent.  148 

1870,  July  8th.     Sec.  37  (16  U.  S.  Stat,  at  Large,  203).     Right  to 
use  patented  article  purchased.  547 

1870,  July  8th.     Sec.  55  (16  U.  S.  Stat,  at  Large,  206).     Profits  and 
damages.  427 

Jurisdiction  of  Circuit  Courts.  535 

1870,  July  8th.     Sec.  61  (16  U.  S.  Stat,  at  Large,  208).     Defences.     378 
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1870,  July  8th.     Sec.  iii  (16  U.  S.  Stat,  at  Large,  216).     Repealing 

section,  and  saving  clause.  14S 

1874.     U.  S-  Revised  Statutes,  Sec.  609.       Injunction  by  District 

Judge.  590,  593 

1S74.     U.  S.  Revised  Statutes,  Sec.  629.     Who  may  sue  for  infringe- 
ment. 301 

Married  Women.  434 

1874.     U.  S.   Revised  Statutes,   Sec.  719.     Injunction  by    District 

Judge.  590,  591 »  594 

1874.     U.  S.  Revised  Statutes,  Sec.  725.     Contempt.  5S9 

1874.     ^-  S.  Revised  Statutes,  Sec.  739.     Process  outside  district.      23S 
1S74.     U.  S.  Revised  Statutes,  Sec.  827.     Officers  of  revenue.  371 

1874.     U.  S.  Revised  Statutes,  Sec.  834.     Officers  of  revenue.  371 

1S74.     ^-  S.  Revised  Statutes,  Sec.  989.     Suit  asainst  oflScers  of 

revenue.  370,  371 

1874.     U.  S.  Revised  Statutes,  Sec.  3860.     New  York  Post  Office 
expenses.     Suit  against  New  Yoric  postmaster.  358 

1874.     U.    S.   Revised  Statutes,  Sec.  4884.     Term  of    patent,   17 

years.  148 

1874.     U.  S.  Revised  Statutes,  Sec.  4S87.     Term  of  patent.  148 

1874.     U.  S.  Revised  Statutes,  Sec.  4892.     Oath  of  applicant.      305,  480 

1874.     U.  S.  Revised  Statutes,  Sec.  4896.     Oath  of  applicant.  480 

1874.     U.  S.   Revised  Statutes,  Sec.  4898.     Assignment  of  patent. 

Territory.  290 

1874.     U.  S.  Revised  Statutes,  Sec.  4899.     Right  to  use  patented 

article  purchased.  547 

1874.  U.  S.  Revised  Statutes,  Sec.  4904.     Interfering  patents.  626 

1874.     U.  S.  Revised  Statutes,  Sec.  4916.    Reissue.     Drawings  may 

explain  original.  93,  311,  557 

1874.     U.     S.     Revised    Statutes,     Sec.     4918.     Interfering     pat- 
ents. 237,  238,  239,  626 

1874.     U.  S.  Revised  Statutes,  Sec.  4919.     Damages.     "  Party  in- 
terested." 3CI 

Married  women.  434 

Increase  of  damages.  631 

1874.     U.  S.  Revised  Statutes,  Sec.  4920.     Defences.  37S 

1874.     U.  S.  Revised  Statutes,  Sec.  4921.     Damages.                     301,  313 

Profits  and  Damages.  427 

Married  women.  434 

Increase  of  damages.  631 
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1874.     U.  S.  Revised  Statutes,  Sec.  4922.     Disclaimer.     Costs.  314,  404 

1874.     U.  S.  Revised  Statutes,  Sec.  4929.     Design  patent.  489 

1874.     U.  S.  Revised  Statutes,  Sec.  5595.     Scope  of  Revised  Statutes 
of  the  U.  S.  371 

1874.     U.  S.  Revised  Statutes,  Sec.  5600.     Scope  of  Revised  Stat- 
utes of  the  U.  S.  371 


TERM     OF     PATENT. 

1.  Reissued  letters  patent  were  granted  to  Moritz  Pinner,  as  assignee 
of  Jean  Bouvet,  as  inventor,  November  ist,  1864,  for  17  years  from 
June  28lh,  1864,  for  an  improvement  in  metal  cans  fur  preserving 
food,  the  original  patent  having  been  granted  to  Pinner,  June  28(h, 
1864,  for  17  years  from  that  day.  In  June,  1878,  in  this  suit, 
brought  for  the  infringement  of  said  reissue,  an  interlocutory  decree 
was  made,  for  an  account  of  profits  and  a  perpetual  injunction. 
Afterward,  the  defendants  moved  for  leave  to  introduce  in  evidence, 
for  the  fiist  time,  a  prior  patent,  granted  in  France,  to  Bouvet,  for 
the  same  invention,  and  to  amend  the  answer  for  that  puipose,  with 
a  view  to  limit  the  duration  of  the  plaintiffs'  patent  to  the  term  of 
17  years  from  the  date  of  the  French  patent.  The  French  patent 
consisted  of  (i)  a  patent,  *'  taken"  November  30lh,  1861,  for  15 
years  ;  (2)  a  certificate  of  addition,  **  taken"  December  21st,  1861  ; 
(3)  another  certificate  of  addition,  "  taken"  November  27ih,  1862. 
Under  the  French  law,  the  two  certificates  of  addition  expired  with 
the  original  French  patent,  namely,  at  the  end  of  15  years  from  No- 
vember 30th,  i86t,  and  the  two  certificates  of  addition  had  effect, 
as  patents,  respectively,  from  December  21st,  1861,  and  November 
27th,  1862.  The  second  certificate  of  addition,  in  connection  with 
the  original  and  the  first  certificate,  patented  the  same  invention 
covered  by  said  reissue  :  Ileld^  that  said  reissue  was  valid,  for  the 
purposes  of  said  injunction,  only  for  17  years  from  November  27th, 
1862,  and  that  said  motion  ought  to  be  granted.  De  Florez  v.  Ray^ 
liohis.  140 

2.  The  successive  statutes  of  the  United  States  as  to  the  duration  of 
patents,  examined.     Id.  140 

3.  The  effect  of  §  16  of  the  Act  of  March  2d,  1861,  12  U.  S.  Stat,  at 
Large.  246,  providing  that  all  patents  thereafter  granted  should  re- 
main in  force  for  the  term  of  17  years  from  the  date  of  issue,  and 
prohibiting  all  extension  of  such  patents,  was,  to  limit  the  duration 
of  a  United  States'  patent  for  an  invention  previously  patented 
abroad  to  the  same  inventor,  to  the  term  of  17  years  from  the  date 
when  the  foreign  patent  had  effect,  as  a  patent,  in  his  favor.     Id.      140 
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4.  The  complainants'  invention  having  been  patented  in  Great  Brit- 
ain, prior  to  the  granting  of  the  United  States  patent,  the  latter  will 
expire  seventeen  years  from  the  date  of  the  British  patent.     Nathan 

V.  Nnv   York  Elevated  R.  R.  Co.  2S0 

5.  Remarks  by  the  court  as  to  limiting  to  the  term  of  the  patent  an  in- 
junction, issued  in  pursuance  of  a  final  decree,  to  restrain  the  in* 
fringement  thereof.     Id.  2S0 

See  French  Patent  Law,  i. 

TEST. 

See  Prior  Use,  i. 

TITLE. 

See  Assignee,  i;  Assignment,  1,2,  3;  Assignment  for  the 
Benefit  OF  Creditors,  i  ;  License,  2  ;  Parties,  i  ;  Prac- 
tice, I. 

TRUSTEE. 

See  Assignment  for  the  Benefit  of  Creditors,  i. 

ULTRA    VIRES. 

See  Reissue,  6. 

UNITED    STATES. 

I.  The  defendant  had  used  the  patented  invention,  as  postmaster,  at 
the  city  of  New  York,  in  the  business  of  the  United  States,  and  the 
saving  thereby  in  the  salaries  of  clerks  was  $63,000.  It  was  held 
that  the  defendant  was  liable  personally  to  the  plaintiff  for  that  sum. 
Campbell  v.  James.  354 

UNRECORDED   ASSIGNMENT. 

See  Assignment,  3,  4. 

USE. 

I.  It  is  not  necessary  that  the  patentee  put  his  invention  into  practical 
use  before  bringing  suit  for  infringement.    BroadtMx  v.  Centred  Stock 
Yard  and  Transit  Co.  609 

See  Assignment,  5,  8  ;  Dedication,  x. 
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UTILITY. 

t 

See  Evidence,  8  ;   Formal  Change,  3 ;   Particular  Pat- 
ents, 15. 

VALIDITY. 

I.  Separate  patents  for  several  parts  of  the  same  invention  may  be 
granted,  although  the  whole  invention  is  folly  described  in  each  of 
them,  to  explain  the  purpose  and  mude  of  operation  of  the  parts 
covered  by  the  claims  in  such  patents.     M^Millin  v.  Kees,  269 

VIOLATION    OF    INJUNCTION. 

1.  In  a  suit  in  equity,  brought  in  this  court  by  W.  against  F.,  for  the 
infringement  of  a  patent,  a  compromise  was  made,  by  a  contract, 
whereby  F.  admitted  the  validity  of  the  patent,  and  consented  to  a 
decree  for  $2000  and  for  a  perpetual  injunction,  and,  on  the  entry  of 
such  decree  and  the  payment  of  the  $2000,  W.  was  to  grant  to  F. 
a  license  under  the  patent,  with  a  provision  therein,  that,  if  F. 
should  fail  to  pay  a  specified  royalty,  or  should  sell  the  patented 
article  below  a  specified  price,  W.  should  be  entitled  to  revoke  the 
license,  by  notice.  The  decree  was  entered,  the  $2000  paid,  the 
perpetual  injunction  issued  and  served,  and  the  license  given. 
Afterwards  W.  gave  notice  of  the  revocation  of  the  license,  for  an 
alleged  violation  of  its  terms  by  F.  as  to  the  selling  price.  F.  con- 
tinuing to  make  the  patented  article,  W.  applied  for  an  attachment 
for  a  violation  of  the  injunction.  F.  then  applied  for  a  stay  of  the 
contempt  proceeding,  setting  forth  that  he  had  brought  a  suit 
against  W.  in  a  State  court  of  New  York,  setting  up  that,  since  b^ 
made  the  compromise,  he  had  discovered  an  English  patent  earlier 
than  that  of  W.,  for  the  same  invention,  and  praying  that  the  agree- 
ment of  compromise  be  set  aside,  and  that  the  State  court  had  en- 
joined W.  from  disturbing  F.  in  making  the  patented  article  :  HeUi^ 
(i).  The  injunction  of  this  court  was  not  made  null  by  the  granting 
of  the  license  ; 

(2.)  The  effect  of  a  termination  of  the  license  would  be  to  make  that 
injunction  available  ; 

(3.)  The  contempt  proceeding  ought  to  be  stayed  until  a  termina- 
tion of  the  suit  in  the  State  court.     Pentlarge  v.  Beeston.  326 

2.  In  a  suit  on  a  patent  for  a  continuously-revolving  and  progressive 
boring  head,  armed  with  diamonds  for  cutting  rock,  having  a  hollow 
cential  drill-rod  through  which  water  is  carried  to  the  cutting  dia- 
monds, combined  and  forming  a  part  of  a  machine  to  be  suitably 
constructed  for  imparting  motion,  an  injunction  was  granted,  dur- 

VOL.  V--45 
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ing  the  life  of  the  patent,  to  restrain  the  use  of  machines  made  in  in- 
fringement of  it.  After  the  patent  expired,  the  defendant  used 
machines  made  during  the  life  of  the  patent,  having  boring  heads 
and  drill-rods  made  after  the  patent  had  expired,  according  to  its 
specification.  A  motion  was  then  made  for  an  attachment  against 
the  defendant  for  violating  the  injunction.  As  the  patent  did  not 
claim  any  combination  of  the  cutting  devices  with  the  propelling 
machinery,  the  motion  was  denied.  American  Diamond  Hock  Bor^ 
ing  Co,  V.  Sutherland  Falls  Marble  Co.  '347 

.  See  Rehearing,  5. 


WAIVER. 
See  Evidence,  8. 

WRIT. 

See  Contempt,  i. 
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